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PREFACE. 


Any  work  on  the  subject  of  Patents  for  Inventions  must  of  necessity 
be  a  law  book.  This  work  has  been  written  for,  and  from  the  point 
of  view  of,  inventors.  It  is  hoped  nevertheless  that  the  full  state- 
ment of  Principles  with  references  to  the  authorities  and  the 
Abstracts  of  Cases  will  render  it  useful  to  practising  lawyers. 

It  has  been  ascertained  by  an  official  inquiry  that  of  the  Patents 
for  Inventions  granted  in  England  no  fewer  than  42  per  cent.,  that 
is,  about  5780  per  annum,  are  invalid  on  the  ground  of  having  been 
already  patented  in  this  country.  An  examination  of  the  results 
of  litigation  shows  that,  of  such  patents  as  are  commercially  worth 
infringing,  no  less  than  51  per  cent,  are  invalid.  The  invalidity  of 
these  patents  is  in  many  cases  not  discovered  till  after  the  lapse 
of  years ;  but,  even  assuming  that  no  invalid  patent  is  renewed, 
sums  amounting  to  ;f23,i2o  per  annum  are  paid  for  patents  which 
give  no  legal  protection  to  the  patentees.  This  state  of  affairs 
brings  discredit  upon  all  British  patents,  and  diminishes  the  market 
value  even  of  those  which  are  valid. 

Although  the  new  procedure  shortly  to  be  brought  into  operation 
will  prevent  the  grant  of  a  large  proportion  of  bad  patents,  many 
will  still  exist,  as  it  deals  only  with  one  cause  of  invalidity. 

This  work  has  been  undertaken  to  enable  the  inventor  to  con- 
fine his  claims  to  what  can  be  supported,  and  to  avoid  errors  in 
drawing  his  specification.  Under  the  new  procedure  there  will 
arise  questions  of  alleged  anticipations,  which  hitherto  have  only 

been  brought  to  the  notice  of  the  inventor  during  the  prepress 
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of  litigation ;  the  inventor  will  therefore  have  to  consider  such 
questions  in  future  before  the  grant  is  made.  The  work  accord- 
ingly deals  with  the  subject  up  to  the  grant  of  the  patent  and  the 
amendment  of  specifications.  Although  the  action  for  infringe- 
ment is  not  included,  yet  it  will  be  found  that  this  work  bears 
fully  upon  it 

The  First  Part  consists  of  the  Principles  and  Rules  affecting 
the  Grant  and  Validity  of  Patents,  and  the  practice  respe<fting  the 
Amendment  of  Specifications,  both  before  the  Comptroller-General 
and  Law  Officers  of  the  Crown  ;  the  Second,  of  Abstracts  of  Cases 
illustrating  the  applications  of  the  principles ;  and  the  Third,  of  the 
Statutes  and  Rules. 

One  method  of  ascertaining  the  general  rules  of  law  is  to  seek 
in  each  case  the  underlying  principle  on  which  it  was  decided. 
Owing  to  the  technical  nature  of  the  subjects  of  litigation,  the 
mistake  has  sometimes  been  made  of  taking  a  passage  of  general 
phraseology  out  of  connection  with  the  facts  of  the  particular 
case.  In  the  present  instance,  all  the  reported  cases  in  which 
the  validity  of  patents  came  in  question  have  been  examined — 
first  the  facts,  and  then  the  effect  of  each  case  on  subsequent 
decisions.  From  a  comparison  of  the  results  of  these  investigations 
'  the  First  Part  has  been  compiled.     Of  these  cases  a  laige  number 

of  abstracts  has  been  given  by  way  of  illustrations  in  the  Second 
Part ;  the  reader's  attention  being  called  more  to  what  the  Courts 
have  done  than  to  what  individual  judges  have  said.  In  all  the 
abstracts  the  facts  of  each  case  have  been  set  out  as  shortly  and 
clearly  as  possible,  the  object  being  to  give  the  reader  a  guide  as 
to  the  application  of  the  legal  rules  in  practice.  In  many  cases 
recourse  has  been  had  to  original  documents  and  exhibits  the 
sources  of  which  have  been  indicated. 

In  addition  to  the  usual  reports  of  the  older  cases,  I  am  indebted 
to  the  Patent  Office  publications — Specifications  and  Reports — 
for  a  large  amount  of  the  material  used ;  and  to  the  Comptroller- 
General  and  members  of  his  staff  for  their  assistance  in  certain 
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minor  matters.  I  am  indebted  to  the  well-known  works  of  Mr. 
Ralph  Griffin  for  many  of  the  cases  relating  to  procedure  before 
the  Law  Officers  from  which  abstracts  have  been  made.    The  work 

of  research  was  materially  lightened  by  the  use  of  the  American 

1. 

Reprint  of  English  Patent  Cases  (up  to  1842),  kindly  placed  at 
my  disposal  by  Mr.  James  Swinburne.  And  I  have  had  the  advan- 
tage of  perusing  Dr.  W.  Martin's  pamphlet  on  the  Ccmstniction  or 
Inteipretation  of  Specifications  of  Letters  Patent 

Mr.  Allan  Davidson  and  Mr.  Alfred  R.  Shawe  gave  me  much 
assistance  in  the  reproduction  of  the  drawings.  I  have  had  the 
benefit  of  the  perusal  and  criticism^  by  Mr.  J.  W.  Gordon,  of 
part  of  the  manuscript  and  pnx^s ;  and  I  am  also  indebted  to 
Mr.  D.  M.  Kerly  and  Mr.  J.  D.  White  for  assistance  with  the 
proofs. 

JAMES  ROBERTS. 

I,  Paper  Buildings, 

TslfPLE,  E.C., 
October^  1903. 
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CHAPTER   I. 

INTRODUCTORY — TREATMENT  OF  THE  SUBJECT. 

Introductory, 

From  very  early  times  the  English  Courts  held  that  trade  mono- 
polies granted  by  the  Royal  Prerogative  were  contrary  to  the  public 
good,  as  tending  to  deprive  persons  already  trading  of  their  means 
of  livelihood^  and  to  raise  the  prices  of  commodities.  But  these  con- 
siderations did  not  apply  to  monopolies  granted  with  respect  to  new 
manufactures  introduced  into,  or  invented  within,  the  realm,  and  it 
was  in  the  public  interest  that  the  introducers  and  inventors  of  new 
manufactures  should  be  rewarded  for  their  share  in  developing  the 
trade  of  the  country.  Hence  when  monopolies  were  declared  ill^al 
by  the  Statute  of  Monopolies,  21  Jac  i,  c.  3,  an  exception  was  made 
in  sect  6  in  favour  of  inventions,  in  the  following  terms : — 

6.  Provided  also  .  .  •  that  any  declaration  before  mentioned  shall  not 
extend  to  any  letters  patent  and  grants  of  privilege  for  the  term 
of  fourteen  years  or  under,  hereafter  to  be  made  of  the  sole  work' 
ing  or  making  of  any  manner  of  new  manufactures  within  this 
lealm,^  to  the  true  and  first  inventor  and  inventors  of  such  manu* 
foctureSy  which  others  at  the  time  of  making  such  letters  patent  and 
grants  shall  not  use,  so  as  also  they  be  not  contrary  to  the  law  nor 

*  The  realm  for  this  parpose  now  includes  the  United  Kingdom  and  the  Isle  of  Man. 
British  Colonies  are  places  "  abroad  "  within  the  meaning  of  the  Patents  Acts.  Holls  v.  Itaacst 
19  Ch.  D.  258 ;  45  L.  T.  704. 
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mischievous  to  the  state,  by  raising  prices  of  commodities  at  homci 
or  hurt  of  trade,  or  generally  inconvenient ;  the  said  fourteen  years 
to  be  accomplished  from  the  date  of  the  first  letters  patent  or  grant 
of  such  privilege  hereafter  to  be  made,  but  that  the  same  shall  be 
of  such  force  as  they  should  be  as  if  this  Act  bad  never  been  made, 
and  of  none  other. 

The  grants  of  monopolies  are  made  by  "  letters  patent,"  u. 
littercs  patentes, — "  letters  open  "  or  not  scaled  up,  and  addressed 
to  all  subjects  of  the  King.  "  Letters  patent "  are  used  for  other 
grants,  such  as  titles,  appointments,  and  so  forth,  but  the  abbrevia- 
tion "  Patent "  is,  in  connection  with  manufactures,  used  for  "letters 
patent  for  an  invention."  ^  To  "patent "  an  invention  means,  there- 
fore, to  obtain,  by  complying  with  the  law,  letters  patent  granting  a 
monopoly  with  respect  to  the  invention  in  question.  An  invention 
which  is  the  subject  of  such  a  grant  is  usually  termed  "  patented,"  or 
"  protected."  But  any  representation  that  an  article  is  the  subject  of 
a  "patent"  when  it  is  not  is  now  an  offence  punishable  by  fine  and 
imprisonment'    The  usual  form  of  a  "  patent "  is  given  post,  p.  569. 

The  grant  of  a  patent  is  now  regulated  by  the  Patents,  Designs, 
and  Trade  Marks  Act,  1883,  and  subsequent  Acts.  But  the  defini- 
tion of  an  "  invention  "  in  sect.  46  of  the  Act  of  1883  {post,  p.  502), 
refers  to  the  sixth  section  of  the  Statute  of  Monopolies,  hence  the 
limits  placed  by  the  law  on  a  "patentable  invention"  are  the  same 
as  those  under  and  since  the  Statute  of  Monopolies,  which,  from  the 
concluding  words  of  sect  6,  include  the  limits  recognized  at  common 
law  at  the  date  of  that  Act  (1624). 

There  have  been  a  large  number  of  decisions  on  the  meanings 
and  limitations  of  the  terms  "  new,"  "  manufacture,"  "  true  and  first 
inventor,"  "others  shall  not  use,"  in  the  Statute  of  Monopolies. 
Besides  the  limitations  imposed  by  such  interpretations  of  the 
statute,  other  conditions  have  been  defined  ;  namely,  that  the 
alleged  invention  to  be  patentable  must  be  useful  for  the  purpose 
intended  by  the  patentee  ;  that  it  must  not  be  of  too  simple  a  nature, 
or  the  grant  of  a  monopoly  for  it  would  unduly  hamper  skilled  work- 
men in  using  and  applying  their  knowledge  in  their  respective  trades 
to  new  conditions,  or  to  overcome  new  difficulties  ;  and  also  that  it 

>  See  sect.  46  of  the  Patents  Act,  1883,  post,  p.  502. 

•  Sect.  3  (i  rf)  (3)  and  sect  3  (i  e)  of  the  Merchandise  Marks  Act,  1887,  50  &  51  VicL  c.  a8: 
and  sect.  105  of  the  Patents,  &&,  Act,  1883  :  46  &  47  Vict.  c.  57,  post^  P-  Siol 
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must  not  be  one  for  efTecting  any  purpose  that  is  contrary  to  law  or 
morality,^ 

The  term  "  manufacture  "  is  a  very  wide  one.  As  the  monopoly 
is  permitted  to  promote  the  industries  of  the  country,  a  "  manufac- 
ture "  must  consist  of  something  by  which  the  industrial  wealth  of 
the  country  is  increased.*  The  monopoly  is  for  the  "  sole  working 
or  making  of  any  manner  of  new  manufacture,"  hence  a  "  manu- 
facture "  must  be  capable  of  being  "  worked  "  or  "  made,"  and  as  it 
must  be  something  that  others  at  the  time  of  the  grant ''  shall  not 
use,"  it  must  be  capable  of  being  "  used."  For  these  reasons  such 
things  as  schemes  of  co-operation  or  methods  of  conducting  business, 
ideas  embodied  in  literary  form,  such  as  the  contents  of  a  book, 
are  not  manufactures  within  the  meaning  of  the  statute.  Although 
the  embodiment  of  ideas  in  writing  or  print  is  the  subject  of  copy- 
right, and  not  a  patent,. yet  the  physical,  as  distinguished  from  intel- 
lectual, means,  such  as  printing  processes,  binding,  &c.,  of  producing 
a  book,  are  "manufactures  "  because  producing  a  vendible  article — a 
book ;  ^  and  these  means  are  independent  of  the  contents  {ue,  the 
embodied  ideas)  of  the  book. 

When  an  inventor  has  an  invention  for  which  he  desires  a  patent, 
he  must  comply  with  certain  conditions  laid  down  by  statute.  Inas- 
much as  the  patent  is  of  the  nature  of  a  reward  for  the  introduction 
of  a  new  manufacture,  it  is  granted  conditionally  on  the  inventor 
aiaking  a  true  and  full  disclosure  of  his  invention  and  the  mode  of 
performing  it,  so  that  men  skilled  in  the  particular  art  may,  without 
having  to  investigate  or  to  solve  the  problem  of  overcoming  difficulties, 
know  how  to  carry  it  out  for  their  own  benefit  after  the  fourteen 
years  have  expired.*  For  this  purpose  the  inventor  must  file  at  the 
Patent  Office  a  "  specification  "  setting  forth  clearly  what  his  inven- 
tion is  and  the  mode  of  performing  it. 

The  rules  on  the  several  matters  alluded  to  in  the  foregoing  para- 
graphs have  been  evolved  through  a  long  series  of  decisions,  and  are 
now  fairly  well  ascertained  and  defined.  But  there  is  immense  diffi- 
culty in  applying  these  rules  in  various  cases  as  they  arise.  From 
the  technical  nature  of  the  facts  in  each  case  and  the  difficulty  of 

■  Sect.  86  of  the  Act  of  1883,  post,  p.  504. 

*  R.  V.  Arkwrighty  i  Web.  71  (per  Buller,  J.  •  supported  by  Tindal,  C.  J. ,  in  Crane  v.  Price, 
I  WebL  409;  12  L.  J.  C.  P.  86). 

»  Cooper's  App.,  19  R.  P.  C.  53  ;  Johnson's  App.t  19  R.  P.  C.  56.  *  See  post,  p.  400. 
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taking  a  comprehensive  view  of  previous  decisions,  these  rules  are  not 
of  easy  application.  In  the  following  pages  the  reader's  attention  is 
directed  to  the  application  of  the  rules  as  well  as  to  their  enunciation. 

Treatment  of  the  Subject 

In  dealing  with  the  question  of  the  Grant  and  Validity  of  Patents 
for  Inventions  from  the  point  of  view  of  the  inventor,  it  must  be 
borne  in  mind  that,  according  to  the  Ex^lish  law  and  practice,  the 
question  of  validity  (save  in  a  few  cases)  ^  cannot  be  entertained  or 
decided  by  the  authorities  whose  duty  it  is  to  grant  such  patents. 
The  inventor  takes  his  patent  at  his  own  risk,  and  the  validity  of  the 
grant  may  be  contested  in  subsequent  proceedings  in  the  High  Court, 
either  by  a  Petition  for  Revocation  being  presented,  or  by  the  Defence 
in  an  action  for  infringement  A  "patentable  invention  "*  and  a  "valid 
claim  "  mean,  therefore,  not  merely  those  for  which  a  grant  may  be 
obtained,  but  those  which  will  be  upheld  and  supported  in  subsequent 
litigation.  It  appears  that  at  least  42  per  cent  of  the  patents  granted 
in  England  are  invalid  on  the  ground  of  want  of  novelty  alone.* 

The  rules  on  which  the  questions  affecting  the  grant  and  validity 
of  patents  depend  are  derived  from  various  sources:  (1)  the  common 
law  and  considerations  of  public  policy ;  (2)  the  Statute  of  Mono- 
polies, 1624;  (3)  a  long  series  of  decisions  elucidating  the  for^;oing; 
(4)  the  Patents,  &c,  Acts,  1883  to  1902,  and  cases  thereon ;  and  (5) 
the  rules  made  under  the  provisions  of  those  Acts.  Although  the 
rules  relating  to  validity  are  mainly  found  in  actions  for  infringement 
and  petitions  for  revocation  of  patents,  yet  a  knowledge  of  them  is 
necessary  in  order  to  avoid  taking  out  a  patent  which  cannot  be 
subsequently  maintained  when  challenged. 

Under  the  new  practice  introduced  *  by  the  Act  of  1902,  the  appli- 
cant will  be  informed  by  the  Comptroller  of  such  previous  specifica- 
tions as  appear  to  anticipate  the  invention  in  respect  of  which  a  patent 
is[applied  for.  He  must  therefore,  with  professional  assistance  in  most 
cases,  decide  whether  he  will  modify  his  application,  and  if  so,  in 

^  See  further,  post^  p.  Z02. 

*  The  Comptroller's  estimate  of  the  number  anticipated  by  earlier  specifications  is  42  per 
cent,  (see  Pftr.  Rep.  1901,  Cd.  506,  par.  6) ;  of  213  contested  in  the  Courts  from  1893-1908 
inclusive,  zio  were  found  invalid. 

*  The  date  on  which  the  new  procedure  comes  into  operation  will  tie  fixed  by  an  order  of 
he  Board  of  Trade,  probably  early  in  1905. 


CH.  I.  TREATMENT  OF  THE   SUBJECT.  5 

what  manner.  This  decision  cannot  be  arrived  at  without  a  know- 
ledge of  the  principles  upon  which  the  Courts  decide  on  the  validity 
of  patents,  and  the  mode  of  application  of  those  principles. 

The  rules  and  their  application  are  treated  of  in  the  following 
pages  yxviAtxfour  main  heads  or  divisions : — 

I.  The  consideration  of  the ''  manufacture  "  or  "  invention ''  for  which 
a  patent  may  be  granted,  distinguishing  it  on  the  one  hand  from 
the  principles  involved,  the  application  of  which  constitutes  the 
"  invention/'  and  on  the  other  from  the  resulting  advantages 
and  uses  to  which  it  may  be  put ; — that  is  to  say,  where  the 
monopoly  begins  and  ends  in  relation  to  the  manufacture. 
II.  The  relations  arising  from  the  development  of  the  knowledge  of 
the  art  in  question,  and  the  consideration  of  the  "  invention '' 
of  the  manufacture  in  regard  to  time.  On  the  one  hand,  there 
are  the  questions  of  novelty,  prior  user,  prior  grant  to  a  rival 
inventor,  and  the  question  of  the  extent  to  which  the  proposed 
grant  might  interfere  with  workmen  at  the  time  by  reason  of  the 
slight  amount  of  ingenuity  required  to  produce  the  invention 
in  question*  On  the  other  hand,  there  is  the  relation  of  the 
patentee  to  subsequent  inventors  involving  the  question  of  how 
far  the  inventor  can  anticipate  subsequent  inventors,  by  includ- 
ing that  which  he  had  not  actually  devised  at  the  date  of  his 
application.^ 

III.  The  persons  to  whom  and  the  conditions  on  which  the  grant  will 
be  made.  Under  this  head  come  the  filing  of  specifications  dis- 
closing the  method  of  performing  the  invention  and  making 
distinct  claim  or  claims  thereto,  and  also  questions  arising  from 
the  policy  of  the  law  and  the  rules  of  construction  or  interpre- 
tation of  specifications. 

IV.  The  procedure  to  be  followed,  the  drafting  of  specifications,  the 
amendment  of  specifications,  and  opposition  to  the  final  sealing 
of  the  patent. 

1  It  will  be  seen  that,  though  logically  distinct,  this  cannot  be  considered  altogether  apart 
from  the  Specification  under  the  next  head. 
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LIMITS  OF  "manufacture"  IN   PATENT  LAW. 

Distinction  between  Principles  and  Inventions,  p.  9 — Distinction  between 
Inventions  and  their  Objects,  p.  11 — Patents  for  Improvements,  p.  14 
— Master  Patents,  p.  15 — Combination  Patents,  p.  16. 

Limits  of  "  Manufacture  "  in  Patent  Law, 

The  term  "  manufacture  "  is  one  that  is  necessarily  wide.  Subject 
to  what  has  been  already  stated  {ante^  p.  3),  almost  any  new  means 
whereby  the  production  of  wealth  in  the  country  is  increased,  may 
be  a  manufacture  for  which  a  patent  may  be  obtained,  provided  the 
trade  so  introduced  be  not  an  unlawful  one.  It  will  be  more  con- 
venient first  to  consider  the  limits  to  the  subjects  comprised  in  the 
term  "  manufacture  "  within  the  Statute  of  Monopolies. 

The  term  "  subject-matter  "  properly  denotes  that  for  which  the 
patent  is  granted,  and  in  order  that  the  patent  may  be  valid  it 
must  satisfy  the  conditions  discussed  hereafter.  For  instance,  if  an 
invention  lack  that  amount  of  ingenuity  required  to  make  it  patent- 
able, the  patent  is  said  to  be  invalid  *'  for  want  of  subject  matter." 

The  term  "  invention  "  is  used  in  connection  with  Patent  Law  in 
more  senses  than  one.  It  is  commonly  used  in  specifications  and 
elsewhere  to  denote  the  subject  of  the  monopoly  granted  by  a  patent, 
e.g.  *'My  invention  consists  in,  &c." — in  such  cases  it  denotes  a  manu- 
facture. 

All  ''  inventions  "  (using  the  term  in  the  sense  just  indicated) 
consist  in  the  application  of  the  laws  of  nature,  the  properties  of 
bodies,  elements,  or  other  substances  to  produce  certain  results  or 
attain  certain  objects  for  the  benefit  of  mankind.  Hence  there  are 
four  natural  divisions,  or  stages,  to  be  considered  in  regard  to  any 
invention : — 


CH.  II.  LIMITS   OF   '*  MANUFACTURE."  7 

I.  Th^  principles  or  laws  of  nature,  i.e.  natural  phenomena,  or 

properties  of  substances  or  things  employed. 
11.  The  method  oi  application  of  those  principles,  e^.  ?i  process 
of  manufacture. 

III.  The  immediate  result,  or  vendible  article,  or  substance 

produced. 

IV.  The  ultimate  result,  that  is,  the  object  to  be  attained,  or 

use  to  which  the  more  immediate  result  is  applied. 
The  nature  of  this  division  will  be  more  fully  understood  by 
referring  to  a  few  elementary  examples : — 

In  the  invention  of  the  pendulum  there  are  involved — 

(i.)  the  principles  of  gravitation  and  inertia  involved  in  the  period 

of  oscillation  of  the  pendulum ; 
(ii.)  the  forms,  the  mode  of  suspension  and  attachment ; 
(iii.)  the  complete  article  produced ;  and 

(iv.)  the  resulting  property  of   the  device  in  being  capable  of 
isochronous  motion,  and  consequently  of  being  able  by 
suitable  attachments    to   impart   such   motion  to  other 
mechanism. 
In  the  balance-wheel  of  a  watch  there  are — 

(i.)  the  principles  determining  the  oscillations  of  a  rigid  body,  the 
period  of  which  depends  on  the  mass,  shape,  and  size  of 
the  wheel ; 
(ii.)  the  mode  of  manufacture  and  attachment  to  the  rest  of  the 

mechanism ; 
(iii.)  the  complete  article  produced ;  and 

(iv.)  the  property  of  being  capable  of  isochronous  motion,  and  of 
being  used  to  impart  such  to  other  mechanbm. 
In  the  case  of  an  explosive  such  as  ordinary  gunpowder  there  are — 
(i.)  the  chemical  laws  involved  in  the  ignition  and  combination  of 
the  elements  of  sulphur  and  carbon  with  the  oxygen  of  the 
nitre; 
(ii.)  the  process  of  mixing  the  ingredients  under  safe  conditions ; 
(iii.)  the  gunpowder  produced ;  and 

(iv.)  the  force  due  to  the  sudden  production  of  gases  at  a  high 
temperature. 
In  the  case  of  a  dye  there  are — 

(L)  the  chemical  laws  involved  in  the  reactions  produced  by  certain 

substances  imder  certain  conditions  ^ 
(ii.)  the  mode  of  applying  these  laws  in  making  the  dye ; 
(iii)  the  colouring-matter  produced ;  and 

(iv.)  the  ultimate  result  of  this  substance  dispersing  certain  waves 
of  light  and  not  others,  producing  thereby  a  "  colQuri" 
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In  the  case  of  an  electric  glow-lamp  installation  there  are — 

(i.)  the  known  laws  of  the  heating  effects  of  a  current,  and  the  con- 
ditions affecting  the  development  of  heat  in  different  parts 
of  the  circuit ; 
(ii.)  the  choice  of  materials  and  mode  of  joining  and  combining  the 

same  to  produce  success ; 
(iii.)  the  lamp  itself;  and 

(iv.)  the  production  of  light  by  incandescence  of  part  of  a  ctrcuit  on 
turning  on  a  current 

In  the  foregoing  divisions  and  examples  those  numbered  II. 
or  III.  may  constitute  "  manufactures,"  but  not  I.  or  IV. 

Patentable  inventions  may  be  therefore  roughly  divided  into  two 
great  (but  not  necessarily  exclusive)  classes  : — Processes  or  methods 
of  production,  and  vendible  articles. 

The  four  sts^es  of  development  exist  in  all  cases,  but  are  not 
of  the  same  importance.  For  instance,  in  the  majority  of  mechanical 
inventions,  the  ''manufacture"  is  the  machine  prcxluced  (III.) 
whose  parts  perform  certain  functions,  the  mode  of  putting  the 
machine  together  (II.)  being  a  comparatively  minor  matter  ;  but  in 
inventions  of  chemical  processes  the  reverse  is  the  case,  the  resulting 
product  (III.)  being  in  many  cases  old,  and  the  novelty  being  in  the 
mode  of  producing  the  known  substance.  In  many  cases  both  II. 
and  III.  are  of  importance. 

One  of  the  commonest  methods  of  increasing  the  wealth  of  the 
country  is  by  cheapening  the  cost  of  production,  hence  it  was  very 
soon  recc^nized  that  sl  process  or  method  o{  producing  old  and  known 
articles  could  be  the  subject  of  a  patent  although  there  was  nothing 
permanent  in  the  article  produced  to  distinguish  it  from  former 
results.  If  the  manufacture  were  of  a  permanent  nature  it  was 
termed  an  "  engine  "  or  "  device,"  if  of  a  fugitive  nature  a  "  method."  * 

The  one  "invention"  may  therefore  comprise  two  "manufactures," 
the  vendible  result  and  the  mode  by  which  it  is  produced  ;  each  may 
be  separately  claimed.  The  same  rules  and  legal  principles  apply  to 
both  classes,  but  some  are  more  frequently  invoked  in  regard  to  one 
class,  and  others  to  the  other. 

>  Boulton  V.  Bull,  2  H.  Bl  494,  495;  Hombkwer  v.  Boulton,  8  T.  R.  95 ;  R,  v.  WknUr, 
9  B.  &  Aid.  349,  350 ;  Gibson  v.  Brandy  i  Webs.  633. 
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Distinction  between  Principles  and  Inventions. 

The  laws  of  nature  made  use  of  in  any  invention  are  the  under- 
lying principles  of  that  invention  ;  the  manufacture  which  constitutes 
the  invention  itself  is  the  application  or  use  of  those  principles.^  It 
is  contrary  to  public  policy  that  the  discoverer  of  a  previous  un- 
known "  law  "  of  nature,  substance,  or  natural  phenomenon  (such 
as  X  rays)  should  be  able  to  restrain  others  from  applying  such  to 
various  purposes  or  utilizing  it  for  the  purpose  of  making  fresh 
discoveries ;  but  a  monopoly  may  be  granted  for  the  means  used 
to  produce  the  phenomenon  or  extract  the  element.  Hence  it  has 
always  been  held  that  a  ''  principle  "  cannot  be  the  subject  of  a 
patent,  the  reason  being  that  a  principle  is  not  a  manufactured 

In  the  preceding  elementary  illustrations  the  underlying  prin- 
ciples are  marked  (i.),  and  in  no  case  are  patentable,  the  "  invention," 
I.&  the  manufacture,  consisting  in  the  application  of  those  principles 
as  shown  in  (ii.)  and  (iii.). 

The  following  illustrations  of  the  distinction  are  taken  from  actual 
decisions : — 

Illustrations  of  Principles  as  distinguished  from  Manufactures. 

The  specification  of  Watt^  invention  of  the  separate  condenser  in  a 
steam-engine  was  described  by  him  as  his  "  method  of  lessening 
the  consumption  of  steam,  and  consequently  fuel  in  fire-engines," 
consisting  of  ''the  ioMomng principles^  &:c."  This  was  a  misuse 
of  words.  The  principles  underlying  the  invention  were  the  laws 
relating  to  the  pressure  and  temperature  of  steam,  and  the  dissi- 
pation of  energy  by  radiation  from  the  steam  cylinder ;  the  inven- 
tion lay  in  the  method  of  retarding  the  cooling  of  the  cylinder  and 
condensing  the  steam  in  a  separate  vessel,  causing  a  fall  in  pressure 
of  the  steam  in  the  cylinder.  The  result  of  the  invention  was  the 
economy  of  fuel.     Boultan  v.  Bull,  2  H.  Bl.  463,  496. 

In  Hartleys  patent  for  a  method  of  rendering  buildings  fire-proof,  the 
principles  were  the  properties  of  iron  and  other  substances  to 
resist  combustion,  the  result  the  negative  property  of  the  building 
being  fire-proof.  The  manufacture  was  the  method  ox  arrangement 
of  materials  alone.     2  H.  Bl.  493. 

1  Per  Lord  HathtrUy^  L.C.»  in  Cannington  v.  Nuttall,  posi,  p.  248. 
*  Discussed  in  Boulton  v.  Bull^  2  H.  Bl.  463, 486,  and  Homblower  v.  BoidHon,  8  T.  R.  95. 
Otto  T.  Unford,  46  L.  T.  {^  Jessel,  M.R.,  at  p.  39),  post,  p.  288, 
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In  the  invention  of  the  hot  blast  for  smelting,  the  principles  are 

the  laws  of  chemical  combustion  as  to  production  of  heat;  the 

manufacture  consisted  in  the  mode  of  placing  and  forming  the 

air-chamber  so  as  to  be  heated     NeUson  v.  Harford^  post^  p. 
189. 

In  an  invention  of  an  *'  improved  mode  of  manufacturing  gas,"  the/fur- 
cipks  consisted  in  the  power  of  hydrated  ferric  oxide  to  absorb 
hydrogen  sulphide,  and  in  the  oxidation  of  the  ferric  sulphide  by 
the  air,  and  the  manufacture  in  the  mode  of  applying  those  prin- 
ciples.   Hills  V.  London  Gas  Light  Co^^post^  pp.  208,  2x1. 

An  improvement  in  a  gas-engine  consisted  in  admitting  to  the  cylinder 
an  explosive  mixture  of  gas  and  air  separate  from  a  charge  of  air 
or  incombustible  gas  previously  introduced  to  act  as  a  cushion. 
The  principles  were  the  known  properties  of  gases,  and  the  manu- 
facture consisted  in  the  method  of  so  appljring  them  to  produce 
the  desired  result  in  an  old  engine  requiring  only  slight  alterations 
in  the  mechanical  construction.     Otto  v.  LJnford^  post^  p.  288. 

A  patent  was  granted  for  the  manufacture  of  *'  improvements  in  pave- 
ment lights."  The  improvement  consisted  in  sending  the  light 
after  it  had  entered  the  prism  from  above  directly  or  with  refrac- 
tion in  a  definite  direction,  by  so  shaping  the  prisms  that  the  light 
was  reflected  internally  from  the  face  of  the  prism.  The  prin- 
ciple here  was  that  of  internal  reflection  of  light.  Hayward  v. 
Hamilton^  post^  pp.  277,  280, 

An  improved  means  of  disinfecting  consisted  in  a  chamber  surrounded 
by  a  casing  so  constructed  that  the  casing  could  be  filled  with 
superheated  steam  imder  a  very  high  pressure,  and  then  the  internal 
chamber  could  be  similarly  filled,  the  contents  being  thereby 
rapidly  heated.  Here  the  principles  are  the  properties  and  use 
of  superheated  steam,  the  manufacture  the  contrivance  itself  so 
constructed  as  to  stand  the  required  pressure.     Goddard  v.  Lyon^ 

A'^A  pp.  35^1  361.  3^2- 

Illustrations  such  as  those  given  might  be  indefinitely  multiplied, 
for  every  manufacture  is  based  on  underlying  principles  which  are 
not  themselves  patentable. 

In  mechanicalinventions  a  new  principle  is  extremely  rare  ;  such 
manufactures  consist  in  new  applications  or  arrangements  of  old  con- 
trivances. The  principles  are  general  statements  concerning  such 
forces  as  weight  and  friction,  and  such  properties  as  elasticity, 
rigidity,  and  inertia  ;  these  principles  are  brought  to  bear  upon  the 

^  Those  who  are  not  previously  acquainted  with  the  subject  will  find  it  more  expedient  to 
postpone  referring  to  the  details  given  in  the  abstracts  of  pases  until  the  First  Part  of  this  work 
has  been  read, 
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purpose  of  invention  by  means  of  specific  directions  as  to  the  use  of 
such  devices  as  levers,  screws,  pulleys,  &c. 

In  the  domain  of  physics  the  principles  consist  of  natural  pheno- 
mena and  laws  such  as  those  pertaining  to  the  ether  and  its  vibra- 
tions, light  and  actinic  rays,  electric  and  magnetic  waves,  the  laws 
governing  the  expansion  of  metals,  the  creation  and  transmission  of 
sound,  &c.,  and  from  these  result  as  inventions  such  arts  and  manu- 
factures as  photography,  the  machines  used  in  wireless  telegraphy, 
balance-wheels  of  chronometers,  telephones,  &c. 

In  chemical  inventions  the  laws  governing  the  constitution  of 
bodies  and  their  chemical  and  physical  properties  are  not  patent- 
able, but  give  rise  to  all  kinds  of  manufactures,  e,g,  beverages,  dyes, 
explosive  powders,  &c. 

It  is  most  important  always  to  distinguish'  between  the  manu- 
facture which  constitutes  the  invention  patented  and  the  principles 
underlying  it.  A  true  appreciation  of  the  latter  is  frequently  neces- 
sary to  understand  in  what  the  invention  described  and  claimed  really 
consists.  The  cases  of  Goddard  v.  Lyon  {posty  p.  358)  and  Garmully 
v.  N^  B.  Rubber  Co.  {post,  p.  414)  are  striking  instances  of  this  ;  the 
former  has  already  been  alluded  to,  and  the  latter  consisted  of  a 
method  of  retaining  the  cover  of  a  pneumatic  tyre  in  its  place  in  the 
rim  by  means  of  a  grip  produced  by  the  action  of  the  air  and  road- 
pressure  on  a  certain  arrangement  of  tubes  and  flanges. 

Indeed,  in  many  cases  it  is  absolutely  necessary  to  inquire  into 
and  distinguish  the  principles  in  order  to  understand  the  essence  of 
the  invention  under  consideration.^ 

Distinction  between  Inventions  and  their  Objects, 

As  a  "  manufacture  "  must  be  distinguished  from  a  principle  on 
the  one  hand,  so  it  must  be  from  an  ultimate  result  or  use  on  the 
other.  A  manufacture  to  be  a  patentable  invention  must  consist  in 
the  application  of  principles,  or  the  mode  of  carrying  them  into 
effect  (classed  as  II.  above),  or  the  resulting  substances  or  things  of 
a  vendible  nature,  which  are  produced  by  such  application  or  use 
of  principles  (classed  as  III.  above).  One  must  here  distinguish 
between  the  manufacture  itself  and  the  ultimate  purpose  or  object 

'  Thomson  V,  Moarct  6  R.  P.  C.  450,  1.  57. 


12  INVENTIONS  AND   THEIR  OBJECTS.        cH.n. 

it  is  intended  to  attain.  The  immediate  purpose,  object,  or  result 
may  be  the  manufacture  itself,  such  as  a  new  d)re  substance,  or  a 
simpler  form  of  a  machine,  and  the  ultimate  purpose,  or  object,  be 
something  the  manufacture  is  intended  to  attain,  such  as  a  new 
colour,  or  the  saving  of  time  by  more  rapid  working  of  machine. 
The  manufacture  that  constitutes  invention  does  not  include  the 
object  to  be  attained  by  the  invention,  that  is  to  say,  all  the 
resulting  effects.^ 

The  mere  application  of  an  old  thing  to  a  new  purpose  is  not 
patentable,  because  the  novel  application  is  not  a  ''  manufacture,"  ^ 
unless  it  amount  to  a  new  machine  or  mode  of  production, 
i>.  a  new  manufacture.  For  instance,  the  discovery  that  an  old 
wheel  had  certain  advantages  and  the  explanation  of  such  does 
not  constitute  a  manufacture.'  But  where  the  manufacture  is  a 
process  or  method  (II.  above),  it  may  consist  in  the  use  of  certain 
old  things  or  prcKesses. 

In  the  preceding  classification  and  elementary  examples  given 
ante^  p.  7,  the  ultimate  results,  objects,  or  uses  are  marked  IV. ; 
those  are  not  manufactures.  The  distinction  here  made  may  be 
further  illustrated  from  actual  cases : — 

Illustrations  of  Results  as  distinguished  from  Manufactures. 

The  saving  of  fuel  and  steam  effected  by  IVatti  invention  is  not  in- 
cluded in  his  monopoly,  only  those  means  by  which  such  saving 
is  effected.  The  result  of  power  to  resist  fire  effected  by  Hartleys 
patent  is  not  included  in  his  monopoly.     See  ante^  p.  9. 

A  patent  was  granted  for  an  expanding  table  of  circular  or  oval  form  of 
which  parts  could  be  moved  outwards  radially,  and  sectors  in- 
serted. The  manufacture  there  protected  was  the  device  by  which 
the  result  was  accomplished,  and  did  not  extend  to  include  the  same 
result  achieved  by  other  means.  Jupe  v.  Pratt^  i  Webs.  143  (as 
explained  by  Cotton^  L.  J.,  in  Automatic  Weighing  Machine  v.  Knight^ 
6  R.  P.  C.  304). 

An  invention  consisted  of  a  machine  for  clipping  horses;  by  means  of 
it  the  process  of  clipping  could  be  more  conveniendy  performed. 
The  manufacture  protected  by  the  patent  did  not  include  the  mode 

>  See  Ntilum,  v.  Harford,  x  Webs.  355;  CtirHs  v.  Piatt  (per  Wood,  V,C.),^t,  p.  239: 
Goddard  v,  Lyon  (per  Lord  Hahbury,  L.C.),  n  R.  P.  C.  358,  L  50 ;  Moserv,  Marsdem  (per 
Ix)rd  Watson),  post,  p.  376. 

•  Reg,  V.  Cutler  6*  Orr.  Mac.  P.  C.  134 ;  Bush  v.  Fox,  Mac.  P.  C.  164,  176  (approved  by 
the  House  of  Lords,  5  H.  L.  Ca.  713). 

»  Tetley  v,  Easton,  3  C.  B.  N,  S.  739. 
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of  dipping,  but  only  the  machine  itself.  Clark  v.  AdU  (No.  i)  (as 
explained  in  Vorwerk  v.  Evans\p05t^  pp.  259,  263. 

An  invention  consisted  of  a  method  of  enlarging  boiler-tubes  by  rolling. 
A  tool  consisting  of  three  cylindrical  rollers  capable  of  being 
forced  out  by  a  central  conical  roller  or  plug  enlarged  the  end  of 
the  tubes,  the  inner  sur&ce  of  the  tube  being  rolled  slightly  conical 
The  manufachire  was  the  device  and  the  result  the  enlarging  of 
the  tube.  The  same  result  (i>.  conical  extension  of  the  tube  by 
rolling)  was  produced  by  other  means  which  were  not  the  same 
mamrfadure.    Dudgeon  v.  Thomson^  3  App.  Ca.  34,  post^  p.  263. 

A  patent  was  granted  for  'improvements  in  weighing-machines." 
These  consisted  in  certain  arrangements  of  mechanism  which  en- 
abled a  person  to  ascertain  his  weight  by  standing  on  a  platform 
and  putting  a  penny  in  a  slot  whereby  an  indicator  on  a  dial 
showed  his  weight  These  results  are  not  included  in  the  fnanu- 
facture  patented,  which  consisted  of  the  machine  alone,  ue.  the 
means  whereby  the  result  was  attained.  Automatic  WdgMng 
AfacMne  Co.  v.  Knight^  6  R.  P.  C.  297. 

A  new  ticket-punch  was  patented  in  which  the  insertion  of  a  ticket  im- 
locked  the  mechanism.  On  pushing  a  rod  further  the  punching 
was  effected,  also  the  r^stering  of  the  punching  and  the  ringing  of 
a  bell.  These  results  were  no  part  of  the  manufocture  for  which 
the  monopoly  was  granted,  and  others  might  effect  the  same 
results  by  different  mechanism  in  which  the  ticket  when  inserted 
itself  formed  part  of  the  mechanism.  TUket-Funch  Register  Co,  v. 
ColUys  FatentB,  12  R.  P.  C.  171,  185. 

The  same  invention  may  be  sometimes  looked  at  from  more 
than  one  point  of  view.  For  instance,  Watts'  device  of  the  sepa- 
rate condenser  in  the  steam-engine  was  described  in  the  specifi- 
cation and  claimed  as  a  ''  method  for  reducing  the  consumption 
of  fuel "  in  fire-engines ;  it  might  have  been  described  as  ''  an 
improved  engine"  or  as  "improvements  in  engines.''  In  every 
case,  the  inventor  should,  before  applying  for  a  patent,  have  a  clear 
idea  as  to  what  is  the  manufacture  he  has  devised,  whether  it  be  a 
process  or  vendible  article  or  both. 

Illustration. 

iToy  discovered  that  maceration  of  flax  broke  up  the  fibre,  and  invented 
the  process  of  wet-spinning  of  flax,  but  he  did  not  patent  the 
process,  but  claimed  only  the  machinery.  In  claiming theuse  of 
old  machinery  adjusted  for  spinning  flax  as  "  improved  "  machinery 
he  only  claimed  an  old  use  and  not  the  new  process.  His  patent 
was  invalid.    Kay  v.  Marshall^  post^  p.  190. 
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Patents  for  Improvements. 

The  development  of  arts  and  manufactures  is  a  gradual  one. 
Nearly  every  invention  is  a  step  in  advance  of  what  was  the  common 
knowledge  of  skilled  persons.  It  was  held  at  an  early  date  that  an 
improvement  in  an  existing  manufacture  might  be  the  subject  of 
a  patent  for  a  ^  new  "  manufacture  under  the  Statute  of  Monopolies 
Patents  may  therefore  be  obtained  for  improvements  in  exist- 
ing manufactures,  both  in  processes  and  in  vendible  articles,  and 
although  the  manufacture  so  improved  is  itself  the  subject-matter 
of  an  existing  patent,^  the  ultimate  customer  or  user  paying  royalties 
to  both  inventors  in  an  increased  price. 

lUustraiions  of  Improvements. 

To  obviate  the  necessity  of  altering  the  length  of  a  pendulum  to  correct 
for  elongation  or  shortening  due  to  a  rise  or  fall  in  temperature,  a 
method  was  devised  by  which  the  property  of  unequal  expansion 
of  metals  was  made  use  of.  The  bob  of  the  pendulum  was  sus- 
pended from  a  "  gridiron  "  arrangement,  and  was  lifted  by  the 
expansion  of  some  rods  of  metal,  thus  counteracting  the  lengthen- 
ing due  to  the  expansion  of  the  main  rod. 

In  balance-wheels  the  principle  of  unequal  expansion  of  metals  is  used 
for  the  same  object.  The  effect  of  the  lengthening  of  the  radii 
of  the  wheel  on  the  time  of  oscillation  is  counteracted  by 
constructing  the  rim  in  segments,  with  the  more  expansible 
metal  outside;  on  expansion  of  the  wheel  "warping"  ensues, 
thereby  bending  the  masses  of  the  s^ments  more  towards  the 
centre. 

In  both  these  cases  the  same  principles  are  used  for  the  same 
object,  but  in  a  different  manner.  The  improvements  are  therefore 
different  inventions. 

No  matter  how  great  the  improvement  may  be  from  a  com- 
mercial point  of  view,  it  must  come  within  the  term  '*  manufacture  " 
as  used  in  Patent  Law.  *'  It  is  not  every  useful  discovery  that  can 
be  made  the  subject  of  a  patent,  but  you  must  show  that  the  dis- 
covery can  be  brought  within  a  fair  extension  of  the  words,  '  a  new 
manufacture.'"^  An  improvement  must  be  capable  of  being 
described  and   specified.^      It  is  a  fallacy  to  assume  that  every 

*  Crafu  V.  Price,  post,  p.  197  ;  Fox,  ex  parte,  i  V.  &  B.  67 ;  \  Webs.  431  (n). 

*  Per  Lord  Cranworth  in  Ralston  v.  Smith,  11  H.  L.  Ca.  250  {post,  p.  230). 

*  Dudgeon  v«  Thomson,  post,  p.  268. 
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improvement  in  a  known  patentable  article  is  necessarily  of  itself 
a  patentable  improvement^ 

In  the  above  illustrations  of  the  compensating  pendulum  and  balance- 
wheel  it  will  be  seen  that  the  improved  articles  are  different  from 
the  old  ;  they  are  different  articles,  and  possess  a  newiproperty,  viz. 
that  of  automatic  correction.  They  are  therefore  distinct  manu- 
factures. 

Where  the  invention  constitutes  a  "new  manufacture"  in  the 
popular  sense  of  the  term,  that  is,  when  it  gives  rise  to  a  new 
industry  or  trade,  it  is  usually  termed  a  ''pioneer"  invention. 
In  modem  times  these  usually  consist  of  applications  of  newly 
discovered  principles,  or  laws,  of  nature ;  e,g.  the  incandescent  electric 
lamp,  incandescent  gas  mantles,  the  first  coal-tar  dyes,  &c.  A 
pioneer  invention  is,  in  the  nature  of  things,  a  comparatively  wide 
one,  and  a  patent  for  such  may  control  those  for  improvements,  so 
that  the  users  of  the  latter  are  liable  to  two  royalties.  Owing  to 
the  subdivision  of  labour  and  manufactures,  what  is  an  improve- 
ment in  one  manufacture  may  itself  give  rise  to  a  separate 
industry. 

Master  Patents. 

Where  improvements  are  made  in  manufactures  for  which 
patents  have  already  been  granted,  and  which  come  within  their 
claims,  the  earlier  patents  are  termed  ** Master"  or  "Governing 
Patents,"  and  the  patents  granted  for  the  later  inventions  "  Patents 
for  Improvements."  But  a  patent  for  an  improvement  in  an  existing 
invention — ^say  a  complicated  machine — may  be  sufficiently  wide  to 
include  various  improvements  thereon,  and  in  that  case  would  be  a 
"  master  patent "  as  well  as  a  "  patent  for  an  improvement" 

The  case  of  Boyd  v.  Horrocks  (too  complicated  for  insertion  here)  may 
be  referred  to  as  an  illustration.  See  report  of  that  case  in  the 
House  of  Lords,  9  R.  P.  C.  77. 

Hence  it  will  be  seen  that  the  term  "  master  patent "  is  a  rela- 
tive one.  Inventions  cannot  be  distinctly  classified  as  "pioneer" 
or  "improvements,"  although  they  are  frequently  so  described  as 
constituting  two  loosely  defined  classes. 

1  Kynochs  v.  Webb^  17  R.  P.  C.  zoo,  per  Lord  Halsbury,  L.Cm  p.  X07  (posit  p.  428),  and 
Lord  Pavey,  p.  115  (post,  p.  430). 
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The  simpler  manufacture  in  one  case  may  become  a  part,  or 
element,  in  another  more  complex  or  advanced. 

For  instance,  a  manufacture  may  consist  of  a  process  for  (i)  the  making 
of  pure  glycerine.  The  glycerine  in  its  turn  is  an  ingredient  used 
in  (2)  the  manufacture,  by  treating  it  with  nitric  add,  (^  the 
powerful  explosive  nitroglycerine.  Nitroglycerine  in  its  turn  is 
an  ingredient  used  in  (3)  another  manufacture,  diat  of  a  certain 
class  of  smokeless  powders. 

In  the  foregoing  instance  there  are  three  distinct  patentable 
manufactures,  and  if  patents  for  each  be  in  existence  at  the  same 
time,  the  ultimate  purchaser  pays  ro}ralties  for  all  either  directly 
or  in  the  increased  price  of  the  materials  used  by  the  last  manu- 
facturer, and  in  the  price  of  the  ultimate  article. 

ContbinaHan  Patents. 

Referring  to  the  elementary  illustrations  given  above  {ante^ 
p.  7),  it  will  be  seen  that  each  manufacture  is  founded  on  certain 
simpler  elements.  In  the  pendulum  and  balance-wheel  are  used 
certain  metals  of  different  coefficients  of  expansion.  In  the  making 
of  gunpowder  the  "  principles "  are  applied  by  the  use  of  certain 
concrete  substances — charcoal,  sulphur,  and  nitre,  and  so  on.  The 
"  principles,"  or  natural  laws,  are  applied  by  means  of  such  things 
or  proximate  elements  of  the  new  manufacture.  In  more  advanced 
cases  the  proximate  elements  of  the  manufacture,  by  the  use  of 
which  the  ultimate  principles  are  applied,  are  more  complex,  e^. 
nitroglycerine  in  the  manufacture  of  smokeless  powders. 

It  is  only  in  comparatively  few  and  the  simpler  cases  that  patent- 
able inventions  consist  of  the  direct  application  of  ^  principles^** 
or  natural  laws,  or  phenomena.  In  general  the  ultimate  principles 
are  applied  by  means  of  known  manufactures,  either  things  or 
processes ;  thus  in  relation  to  mechanical  inventions  the  terms 
"  principle  of  the  lever,"  "  principle  of  the  rack  and  pinion,"  are 
frequently  used  to  denote  the  principles  underlying  and  applied 
in  the  devices  of  the  lever  and  rack  and  pinion  respectively. 

In  very  many  cases  the  application  of  principles,  which  con- 
stitute a  new  manufacture,  takes  the  form  of  using  or  combining 
known  previous  applications  of  principles  in  a  new  manner  or  for 
a  new  purpose.    Attention  is  then  mainly  directed  to  the  proximate 
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elements  employed — i,e.  known  devices  or  processes — and  the  in- 
vention is  termed  a  ''combination/'  the  known  applications  of  the 
principles  being  termed  the  ''elements"  of  the  combination.  In 
such  cases  the  new  manufacture  is  the  combining  together  of  the 
old  elements  producing  either  a  new  process  or  a  new  article.  All 
machines  are  of  this  class,  and  many  processes  of  manufacture. 

lUusiraiions, 

A  meter  to  measure  the  supply  of  gas  or  electricity  by  time  would  be  a 
combination  of  a  meter  and  clockwork  mechanism,  the  result 
being  a  new  meter — ^a  new  manufacture. 

The  invention  of  heating  the  air  in  its  passages  to  a  smelting  furnace  in 
combination  with  the  use  of  anthracite  coal  constitutes  a  new 
process  of  smelting  iron,  although  the  hot  blast  and  anthracite 
coal  had  been  separately  used  before.     Crane  v.  Price^  post^  p.  1 95. 

In  cases  of  combinations  of  things  or  processes  the  elements, 
if  old,  are  not  patentable,  but  the  combining  tc^ether  of  them  may 
be,  if  the  other  conditions  required  in  new  inventions  are  complied 
with.  Combination  inventions  present  special  features  which  are 
considered  post^  p.  38.  But  on  a  close  examination  it  will  appear 
that  the  legal  principles  underlying  the  question  of  validity  are  the 
same  in  all  cases,  although  in  one  class  of  inventions  one  principle 
may  be  more  frequently  applied  than  in  another  class. 


(     i8    ) 
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INVENTIONS  IN  RELATION  TO  THE  HISTORY  AND  DEVELOP- 
MENT OF  THE  ARTS. 

Rights  of  the  Public — Prior  User,  p.  21 — Prior  Publication,  p.  23— by 
others,  p.  24 — by  the  Patentee,  p.  24 — by  documents,  p.  25 — Amount 
of  Disclosure  in  Prior  Publications,  p.  27 — Exhibitions,  p.  29— Identity 
of  Inventions,  pp.  30-33 — Minimum  of  Addition  to  Public  Knowledge 
essential,  pp.  34-37 — Proof  of  Ingenuity,  p.  37 — Cases  of  Combina- 
tion Patents,  pp.  38-46 — Rights  of  Subsequent  Inventors,  p.  47. 

Ri^^AU  of  the  Public. 

The  Statute  of  Monopolies  declaring,  but  not  extending,  the  law, 
permits  of  the  granting  of  monopolies  for  ''any  manner  of  new 
manufacture "  "  .  .  .  which  others  at  the  time  .  •  •  shall  not  use, 
so  as  also  they  be  not  .  .  .  mischievous  to  the  state,  by  raising 
prices  of  commodities  at  home,  or  hurt  of  trade,  or  generally  incon- 
venient .  .  .  the  same  shall  be  of  such  force  as  they  should  be  as 
if  this  Act  had  never  been  made,  and  of  none  other"  {pnte^  p.  i). 
But,  save  in  certain  excepted  cases,  the  question  of  refusal  of  the 
grant  of  a  patent  on  the  ground  of  invalidity  from  want  of  novelty 
or  insufficiency  of  inventive  ingenuity  is  not  entertained,  the  appli- 
cant taking  the  patent  at  his  own  risk.^  The  question  of  the  validity 
of  a  patent  is  raised  either  in  proceedings  taken  for  the  revoca- 
tion of  a  patent,  or  by  way  of  defence  to  an  action  for  infringe- 
ment. The  rules  relating  to  validity  are  therefore  to  be  found  in 
such  cases.  The  inventor,  however,  does  not  commonly  look  at 
the  questions  involved  from  quite  the  same  point  of  view  as  the 
lawyer.  But  it  is  necessaiy  for  him  to  do  so,  for  the  problems 
presented  to  him  are  those  of  ascertaining  whether  the  step  in 
addition  to  the  public  knowledge  which  constitutes  his  "  invention  " 

1  This  subject  is  dealt  with,  fost.  Chap.  VII.,  p.  100. 
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is  one  that  can  support  a  valid  patent,  and  the  procedure  to  be 
observed  to  obtain  such. 

Having  satisfied  himself  that  his  invention  (whether  a  mere 
improvement  or  not)  comes  within  the  description  "manufacture," 
as  before  explained,  the  next  consideration  is  that  of  the  rights  of 
the  public  in  regard  to  the  existing  knowledge  of  the  art  in  question. 
The  general  principle  constituting  the  test  may  be  conveniently  ex- 
pressed in  the  following  introductory  statement :  ^ — 

A  patent^  to  be  valid,  must  not  be  such  that  the  monopoly  granted 
by  it  would  preclude  any  member  of  the  public  from  doing  that  which 
at  the  date  of  the  patent  he  or  other  members  of  the  public  have  been 
in  a  position  to  do  by  reason  of  the  common  knowledge  of  the  art, 
prior  user,  or  publication  of  the  invention.  Publication,  however,  does 
not  include  information  given  to  persons  confidentially  consulted  or 
employed. 

The  subject  is  here  dealt  with  alone  as  regards  "  the  realm,"  ue, 
the  United  Kingdom  and  the  Isle  of  Man ;  the  "  public  "  is  the 
British  public  —  persons  residing  within  the  realm.  The  earliest 
patents  were  granted  almost  in  every  case  for  manufactures  im- 
ported from  abroad ;  hence  an  importer  of  a  new  manufacture  is 
in  the  same  position  as  one  who  devises  an  invention  within  the 
realm.     [This  will  be  further  considered,  post,  Chap.  IV.  p.  48.] 

This  branch  of  the  subject  naturally  consists  of  several  sub- 
divisions. A  "  member  of  the  public  "  may  be  "  in  a  position  to 
do  "  a  certain  thing  because — 

{a)  He  has  done  it  before,^  in  which  case  he  comes  within  the 
words  of  the  Statute  of  Monopolies,  "which  others  at 
the  time  .  .  .  shall  not  use,"  and  a  subsequent  patent  for 
the  same  manufacture  would  be  invalid  on  the  ground  of 
"  prior  user "  (post,  p.  2 1 ),  the  acts  performed  in  a  pro- 
cess, or  the  thing  produced  (as  the  case  may  be),  being 
termed  "  an  anticipation  ; "  or, 

'  The  question  of  invalidity  on  account  of  want  of  utility  and  prior  commercial  user  by  the 
inventor  himself  depend  on  considerations  of  public  policy.    See  post^  pp.  79*83. 

*  That  this  is  the  ground  on  which  patents  have  been  held  invalid,  and  therefore  forms  a 
test  of  validity,  is  apparent  from  Heath  v.  Smith  (per  Lord  Campbell,  C.J.),  3  E.  &  B.  273  ; 
Patterson  v.  Gas  Light  and  Coke  Co.  (per  Lord  Blackburn),  3  App.  Ca.  244,  247  ;  Haddan's 
Patent,  2  R.  P.  C.  218;  Cassel  Gold  Extracting  Co.  v.  Cyanide  Gold  Recovery  Synd.,  ii 
R.  P.  C.  652.  The  public,  when  once  possessed  of  an  invention,  cannot  be  deprived  of  it  by 
a  subsequent  patent.    Harris  v.  Rotkwell,  4  R.  P.  C.  234. 
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(i)  he  knows  how  to  do  it  from  having  read  a  description  in  the 
realm,  or  from  having  seen  in  the  reahn  the  inventicxi 
itself,  or  models,  or  machines^  &c.,  in  which  case  the  patent 
would  be  invalid  on  account  of  **  prior  publication  ; "  the 
description,  or  process,  or  result  seen  being  termed  an 
^  anticipation."  ^ 

[Each  of  these  grounds  of  invalidity  constitute  ''want  of  novelty/*] 

or  {c)  he  can,  from  his  knowledge  of  his  trade  or  art,  do  it  as  soon 
as  his  attention  is  called  to  the  subject,  in  which  case  the 
patent  is  invalid,  because  it  is  in  the  words  of  the  Statute 
of  Monopolies  "  mischievous  by  hurt  of  trade  by  raising 
the  price  of  commodities  or  generally  inconvenient.^  A 
patent  held  invalid  on  this  ground  is  said  to  be  invalid 
for  ''  want  of  invention  "  or  "  want  of  sufficient  inventive 
ingenuity,"  and  also  for  *'  want  of  subject-matter."  • 

[One  may  here  add  the  exceptional  case  where  {d)  one  has 
protected  the  thing  himself  having  either  devised  or 
imported  it,  in  which  case  a  subsequent  patent  would, 
apparently,^  be  invalid  by  reason  of  a  ^  prior  grant,"  as 
two  monopolies  cannot  co-exist  in  respect  of  the  same 
invention,  and  the  later  applicant,  although  a  true,  is  not 
the  first  inventor  {post,  p.  51). 

As  the  earlier  invention  in  this  case  is  not  published,  ''prior 
grant"  will  be  considered, ^j/,  p.  51.] 

The  inquiry  into  the  application  of  the  foregoing  principles  as 
affecting  the  validity  of  patents  involves,  therefore,  three  questions. 
I.  What  is  the  nature  and  amount  of  prior  user  of  a  manu- 
facture that  would  invalidate  a  subsequent  patent  for  the 
same  invention  ? 
11.  What  constitutes  publication  of  an  invention  so  as  to  in- 
validate a  subsequent  patent  for  the  same  ? 

^  When  the  description  is  in  a  document  alone,  the  invention  not  having  been  used  or 
made,  the  term  "  paper  anticipation  "  is  frequently  used  in  litigation ;  it  is  not  a  term  of  art« 
and  is  generally  used  in  argument  in  a  disparaging  sense. 

'  See^j/,  p.  355.  This  use  of  the  term  "subject-matter  "  is  only  a  particular  application 
of  the  term  defined  ante^  p.  6.  If  it  be  recognized  that  an  invention  to  be  patentable  must 
be  a  "  manufacture  "  as  defined  ante^  pp.  3, 6,  and  that  it  must  not  be  so  simple  as  to  interfeie 
with  existing  trades,  then  the  term  "  subject-matter  "  may  be  dropped  altogether.  Apart  from 
"  want  of  inventUntt*'  the  use  of  the  term  was  condemned  by  Lord  Esher^  M.R.,  in  Edison- 
Bell,  &€,  V.  Smith,  11  R.  P.  C.  398,  L  37. 

*  It  does  not  appear  that  an  actual  decision  has  yet  been  given  on  this  point. 
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III.  What  addition  to  the  stock  of  public  knowledge  is  sufficient 
to  constitute  a  patentable  invention  as  distinguished  from 
a  new  use  or  application  of  existing  knowledge  ? 

I. — Prior  User. 

As  to  the  first  question,  although  the  statute  refers  to  manufac- 
tures "which  others  at  the  time  of  making  such  letters  patent  and 
grants  shall  not  use/'  yet  a  patent  may  be  held  invalid  on  account  of 
prior  user  by  the  inventor  himself  on  two  grounds :  {a)  As  being  con- 
trary to  public  policy,  since  secret  commercial  user  before  the  patent 
would  extend  to  monopoly  beyond  the  limits  of  fourteen  years ;  and 
(b)  as  constituting  a  "publication"  of  the  invention.  The  former  of 
these  points  will  be  considered  post,  p.  79 ;  the  latter  comes  under 
the  head  of  "  publication." 

As  regards  persons  other  than  the  patentee,  the  term  "prior  user" 
means  prior  public  ^  use ;  that  is,  user  in  public  although  not  neces- 
sarily by  *  the  public  generally,  user  by  one  member  of  the  public 
being  sufficient.  It  must  be  actual  commercial  user  as  distinguished 
from  what  is  purely  experimental.®  It  need  not  be  a  user  continued 
up  to  the  date  of  the  patent ;  ^  the  discontinuance,  however,  would  be 
some  evidence  on  the  question  whether  the  user  were  experimental 
or  not^  The  manufacture  openly  of  the  anticipation  without  actual 
sale  is  sufficient  ^  user  to  publish  an  invention. 

^  lUusiraHons, 

In  the  case  of  a  patent  for  bleaching  it  was  proved  that  a  bleacher  had  for 
five  or  six  years  previously  used  the  same  process  commercially, 
but  kept  it  a  trade  secret,  known  only  to  his  partners  and  two 
servants.  The  patent  was  held  invalid.  Tennanfs  Case^posty  p.  182. 

The  patent  in  question  was  for  a  lock.  It  was  proved  that  a  similar 
one  had  been  used  for  several  years  on  a  certain  gate.  This  was 
sufficient  prior  user  to  invalidate  the  patent.  Carpenter  v.  Smithy 
I  Webs.  543. 

1  Ltais  ▼•  MarHng,  xo  B.  &  C.  37 ;  x  Webs.  496. 

*  CarpenUr  v.  Smith,  i  Webs.  534,  542. 

»  Walian  v.  BaUman,  x  Webs.  619;  ComUh  v.  Kuiu,  1  Webs.  508 ;  Gaihwayv.  BUaden, 
1  Webs.  525. 

*  HausekUl  Co.  v.  NHlson,  i  Webs.  69a  (Lord  Lyndkursi,  p.  710) ;  Dick  v.  TullU,  13 

R.  P.  C.  157. 

•  HimsekiU  Co.  v.  Neilson  (per  Lord  Campbell),  1  Webs.  716 ;  Morgan  v.  Windover,  5 
R.  P.  C  303  (per  Cotton,  L.J.). 

•  Betts  V.  Neilson  (per  Lord  Chelmsford),  L.  R.  3  Ch.  Ap.  43X,  435,  post,  p.  220. 
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The  Provisional  Specification  of  an  invention  was  dated  the  14th  of 
November,  1853.  A  rival  manufacturer  invented  the  same  device 
at  an  earlier  date.  His  machine  was  capable  of  being  used,  but 
was  not  used  in  his  trade  at  the  above  date.  This  was  not  publi- 
cation, and  the  patent  was  upheld.  Smith  v.  Davidson  (1857),  19 
Crt.  Sess.  691. 

See  also  the  case  of  Ifoe  v,  Foster^  post^  p.  25. 

As  the  reason  for  invalidating  a  patent  for  prior  user  is  because 
a  monopoly  cannot  be  granted  having  the  effect  of  restraining  others 
from  doing  what  they  are  in  a  position  to  do,  cases  may  occur  in 
which  the  prior  user  does  not  fully  disclose  the  alleged  subsequent 
discovery,  but  yet  prevents  it  from  being  patentable.  Thus,  if  a  new 
method  of  carrying  out  a  process  does  not  amount  to  anything 
more  than  a  new  way  of  carrying  out  an  old  process,  but  with  the 
machinery  or  vessels  cleaned  or  emptied  oftener,  then  the  latter  is 
not  patentable  although  it  gives  much  better  results. 

Prior  User  invalidating  without  disposing. 

Gas  had  been  purified  by  being  passed  over  lime  and  oxide  of  iron. 
Lime  absorbed  CO2  and  H^,  forming  CaCOs  and  CaS.  The  iron 
oxide  absorbed  HjS.  Impurities  also  existed  consisting  of  other 
sulphur  compounds,  chiefly  CS9.  Lime  did  not  absorb  CS,  directly, 
but  CaS  would  do  so.  CaCOs  did  not  absorb  either.  These  facts 
were  known.  The  practice  had  been  to  pass  the  gas  through  a 
series  of  purifiers  containing  lime,  and  renewing  them  one  by  one 
in  turn  so  each  became  "  foul."  The  patei^^ee  arranged  his  puri- 
fiers and  process  so  that  the  gas  could  be  tested  between  the 
purifiers,  and  remained  sufficiently  long  in  the  first  one  not  only 
to  form  CaCOs  and  CaS,  but  for  the  latter  to  be  decomposed  by 
more  gas  forming  CaCOs  and  expelling  HgS  to  the  next  purifier. 
The  latter  purifiers  were  filled  with  CaS  to  absorb  the  CS».  The 
process  was  the  same  in  method  and  effect  as  if  the  first  purifier 
in  the  old  method  were  emptied  and  refilled  oftener.  The  patent 
was  held  invalid  by  the  Court  of  Appeal.  Patterson  v.  Gas  Light 
and  Coke  Co.,  2  Ch.  D.  835. 

The  patent  in  question  was  one  for  improvements  in  the  treatment  of 
"  sulphite  pulp "  in  paper  manufacture,  consisting  in  the  use  of 
petroleum  or  paraffin  oil  at  a  certain  stage,  whereby  specks  from 
pitchy  or  resinous  matter  were  avoided,  and  the  machinery  kept 
clean.  The  paper  by  the  improved  process  was  more  valuable 
than  the  old.  Others  had  previously  used  petroleum  in  the  same 
quantities  and  stage,  but  for  another  purpose,  viz.  to  clean  the  slits 
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in  the  grids,  so  enabling  smaller  slits  to  be  used  and  saving  labour. 
But  on  starting  with  their  machinery  clean  (after  the  date  of  the 
patent),  they  found  they  got  rid  of  specks  also.  Held^  that  the 
alleged  invention  merely  amounted  to  the  discovery  that  by  clean- 
ing the  machinery  new  and  better  results  could  be  obtained. 
ParHnghn  and  others  v.  The  Hartkpool  Pulp^  6-^.,  Co,^  Ltd. , 
12  R.  P.  C.  295. 


II. — Prior  Publication. 

As  to  the  second  question  of  what  constitutes  a  publication 
within  the  realm  ^  sufficient  to  invalidate  a  patent,  the  general  rule 
is  that  it  is  such  a  disclosure  as  puts  a  '^  member  of  the  public  "  in 
possession  of  the  invention  without  such  a  one  having  to  make  dis- 
covery or  research  in  order  to  complete  the  invention,'  for  when  once 
the  public  are  possessed  of  an  invention  they  cannot  be  deprived 
of  it,  so  a  subsequent  patent  for  the  same  will  be  invalid ; '  even 
when  the  prior  knowledge  is  imported  from  abroad  and  the  patentee 
did  not  gain  it  from  that  source,  but  devised  the  invention  himself.^ 
The  question  of  publication  is  a  question  of  fact,  and  it  will  be  suffi- 
cient to  prove  circumstances  such  that  the  public  may  reasonably  be 
presumed  to  know  of  it.^  The  question  of  fact  must  in  all  cases  be 
reasonably  considered.^ 

For  convenience  of  illustration,  cases  of  publication  may  be 
classified  under  the  following  heads : — 

(i)  By  user  by  persons  other  than  the  patentee. 

(2)  By  user  by  the  patentee ;  and 

(3)  By  documents,  such  as  books,  drawings,  specifications. 

Cases  on  publication  are  mere  illustrations  of  the  application  of 
the  forgoing  rules ;  a  question  of  fact  in  one  case  cannot  be  a  pre- 
cedent for  a  question  of  fact  in  another. 

1  HousddU  Co,  V.  Neihm,  i  Webs.  718  (n\ 

•  Abandoned  unsuccessful  experiments  are  not  publications ;  Jotus  v.  Pearce,  x  Webs. 
124 ;  Camisk  ▼.  Ktene,  1  Webs.  519,  as  explained  by  Lord  Lyndhurst,  L.C.,  in  Househill  Co, 
V.  Neilson,  z  Webs.  709. 

>  Per  Lord  Blachhum  in  Patterson  v.  Gcu  Light  and  Coke  Co.,  3  App.  Ca.  244. 
«  Steady,  Williams  (per  Tindal,  C.J.),  13  L.  J.  C.  P.  220 ;  8  Scott's  N.  R.  472. 

•  Pfs/essel,  M.R.,  in  Plimpton  v.  Makomson,  3  Ch.  D.  556,  approved  in  Harris  v.  Roth- 
well,  3  R.  P.  C.  388  and  4  R.  P.  C.  230  (by  Lindley,  L.J.),  in  Gadd  v.  Mayor  nf  Manchester 
(by  Lindley,  L.J.),  9  R,  P.  C.  528,  and  in  Guilbert  Martin  v.  Kerr,  4  R.  P.  C  2a. 

•  Newall  ▼.  Elliott,  and  notes,  post,  p.  204, 
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(i)  Publication  by  Persons  other  than  the  Patentee. 

Where  the  invention  has  been  previously  used  or  worked  by 
others  it  is,  in  most  cases,  known  to  them,  hence  is  not  **  new." 

Articles  the  same  as  those  subsequently  patented  were  manu&ctured  by 
persons  other  than  the  patentee  and  deposited  in  a  warehouse  for 
sale,  but  not  actually  sold.  The  knowledge  of  these  was  confined 
to  the  maker  and  his  employks.  These  constitute  an  anticipa- 
tion.    Muilins  v.  Hart^  3  C.  &  EL  297. 

Manufacture  of  an  article  by  workmen  in  a  shop,  who  are  not  put  under 
an  obligation  of  secrecy,  is  publication.  Humpherson  v.  Syer  (per 
Fry,  L.J.),  4  R.  P.  C.  415 ;  Westly  Richards  ^  Co.  v.  Perhes^ 
10  R.  P.  C.  193. 

But  where  the  member  of  the  public  who  knew  of  the  invention 
is  a  rival  inventor  who  gained  his  knowledge  by  discovery,  or  from 
abroad,  and  did  not  protect  or  publish  his  invention,  then  his  know- 
ledge is  not "  public  "  so  as  to  invalidate  a  subsequent  patent,^  even 
although  he  disclosed  it  in  confidence  to  his  own  workmen  or  ad- 
visers.*   (See/^^/,  p.  25.) 

(2)  CcLses  affecting  Publication  by  the  Patentee  himself. 

Lending  a  newly  invented  machine  to  a  friend  to  be  tested  in  a  mill  is 
not  necessarily  publication.    Bentley  v.  Flemings  i  C.  &  K.  587. 

Experimental  user,  by  testing  an  invention  for  laying  cables,  although  in 
the  execution  of  a  contract,  is  not  publication.  NewaU  v.  ElKott^ 
4C.  B.  N.  S.  2g$,  post,  p.  20X. 

The  inventor  of  a  new  machinery  for  a  crane  for  building  harbour  woiks 
used  it  on  a  contract  in  which  he  was  engaged  for  several  months 
prior  to  his  application  for  a  patent ;  his  workmen  and  others  could 
see  it  at  work.  This  was  publication.  Adamsoris  Patent^  25 
L.  J.  Ch.  456. 

Sending  a  traveller  round  with  samples  of  a  new  invention  for  the  pur- 
pose of  soliciting  custom  is  publication.  Hancock  v.  Somervell^ 
New  Lond.  Joum.  Vol.  39,  p.  158. 

The  patentee  was  appointed  along  with  two  other  gentlemen  under  the 
provisions  of  an  Act  of  Parliament,  as  a  referee,  to  make  inquiries 
into  the  question  of  gas-purification.  It  was  their  duty  to  inquire 
as  to  how  far  gas  could  be  practically  purified  by  certain  companies. 
If  they  found  that  by  any  means  the  amount  of  impurity  could  be 
limited  to  a  certain  amount,  they  were  to  prescribe  the  maximum 

1  Dollon^s  Patent,  posf,  p.  50.  •  Gadd  v.  Mayor  of  Manchester,  post,  p.  354, 
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amount  accordingly.  The  discharge  of  this  duty  necessitated  the 
publication  of  the  means  of  limiting  the  impurity,  otherwise  the 
companies  could  not  comply  with  the  proposed  r^ulations.  The 
patentee  thought  that  a  method  devised  by  him  was  novel.  He 
disclosed  it  in  confidence  to  his  colleagues,  who  consented  to 
keep  it  secret  for  a  short  time.  Consequently  the  report  contain- 
ing a  description  of  the  alleged  new  method,  although  drawn  up  on 
the  31st  of  January,  1872,  was  not  sent  to  the  Board  of  Trade 
until  the  27th  of  March,  meanwhile  the  patentee  applied  for  a 
patent  on  the  9th  of  March.  His  complete  specification  was  filed 
in  due  course.  Hdd  by  the  House  of  Lords  that  the  alleged  in- 
vention was  published  on  being  communicated  to  the  patentee's 
colleagues  and  embodied  in  the  report  of  the  31st  of  January,  187  2. 
Patterson  v.  Gtis  Light  and  Coke  Co,y  3  App.  Ca.  239. 
A  patent  for  an  improvement  in  the  folding  mechanism  of  a  printing- 
machine  was  granted  from  the  5th  of  December,  1885.  The  in- 
vention had  been  successfully  worked  in  America.  On  the  26th  of 
June,  1885,  the  patentees  agreed  to  supply  and  set  up  the  invention 
in  the  offices  of  the  Liverpool  Mercury.  The  work  was  to  be  com- 
pleted by  and  under  the  supervision  of  the  patentees.  It  was 
worked  on  days  between  the  19th  and  21st  of  November,  and 
defects  were  then  remedied ;  and  again  from  the  26th  to  28th  for 
printing  the  paper.  Defects  were  again  remedied,  and  it  worked 
all  right.  It  was  run  again  successfully  from  the  3rd  to  the  5th  of 
December.  Held  (by  the  Court  of  Appeal)  that  the  patent  was 
invalid.     Hoe  v.  Foster^  16  R.  P.  C  33. 

It  is  not  publication  for  the  inventor  to  disclose  his  inven- 
tion in  confidence  to  professional  or  expert  advisers  or  workmen 
employed  by  him  to  make  experiments  with  the  invention,^  but  if 
any  of  these  persons,  in  breach  of  his  duty,  disclose  the  invention 
to  others,  then  it  becomes  published.' 

(3)  Publication  by  Documents^ 

The  forgoing  general  rule  as  to  publication  applies  also  to 
the  third  mode  of  publication,  namely,  by  means  of  documents, 
whether  they  be  descriptions  in  a  book,  drawings,  or  specifications 
for  patents.^  In  the  case  of  specifications,  however,  there  is  this 
diflference,  that  when  a  specification  is  available  to  the  public  it  is 
published  in  law  as  well  as  in  fact^     A  specification  of  a  prior 

1  Morgan  v.  Seaward,  z  Webs.  194. 

*  'PexPryt  I^J.,  in  Humpkerson  v.  Syer,  4  R.  P.  C.  415. 

*  See  Lang  v.  Gidwme,  and  notes  thereto,  post,  p.  221. 

*  King  &•  Co.  V,  Anglo-American  Brush  Corp.  (per  Ix>r4  Waison),  post,  p.  344, 
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patent  describing  the  same  invention  has  always  been  r^arded  as 
an  anticipation,  not  only  because  it  shows  the  want  of  novelty  in  the 
later  invention,  but  that  the  later  patentee  is  not  th^  first  (although 
he  may  be  a  true)  inventor.^ 

But  no  invention  for  which  an  application  for  a  patent  is  made 
after  sect,  i  of  the  Act  of  1902  comes  into  force,  will  be  held  invalid 
merely  because  it  has  been  described  in  a  specification  deposited  in 
pursuance  of  an  application  more  than  fifty  years  old.' 

The  circumstances  of  each  case  must  be  separately  considered,' 
and  also  the  probability  of  persons  wanting  to  read  the  publica- 
tions as  soon  as  brought  out*  The  fact  that  the  documentary 
anticipations  are  the  result  of  the  patentee's  own  labour  does  not 
aflfect  the  issue.' 

Ulusiraiwns  of  Documentary  Publications. 

Sale  of  a  few  copies  of  a  foreign  book  in  England.  See  Lang  v.  Gis- 
bomcy  and  notes  thereto, /^j/,  p.  2a i. 

The  patent  in  question  was  for  a  roller  skate.  The  claims  of  the  Ameri- 
can specification  with  editor's  comments  and  explanations  were 
published  in  the  Scientific  American  and  sent  over  to  the  British 
Patent  Office,  but  the  description  was  not  sufficient  to  make  the 
skate  from.  One  copy  of  a  book  by  a  yit.Jcwitt  was  sent  to  the 
Patent  Office  Library  on  the  20th  of  July,  1865.  The  book  was 
never  entered  in  the  donor's  list  nor  in  the  catalogue,  it  was  placed 
in  a  private  room,  and  never  asked  for  till  1875.  It  was  discovered 
in  the  library  before  Christmas,  1875.  Hcld^  that  this  was  no 
evidence  of  publication  in  March,  1875.  P&mpton  v.  Malcomson^ 
3  Ch.  D.  531. 

In  addition  to  the  evidence  in  the  preceding  case  it  was  proved  that  in 
or  about  the  year  1867  the  sub-librarian  of  the  Patent  Office  saw 
Jewitts  book  on  a  shelf  in  the  corridor  leading  to  the  public  room, 
the  corridor  being  open  to  the  public.  Subsequently  in  the  new 
library  it  was  placed  in  a  room  upstairs  where  other  American 
books  were  kept  The  officials  were  never  asked  for  it,  nor  was 
it  entered  in  any  catalogue.  Hdd^  that  there  was  no  evidence  of 
publication.     Plimpton  v.  Spiller^  6  Ch.  D.  412.     (The  copy  was 

>  Huddart  v.  Grimskaw  (per  Lord  Blknbwougk^  C.J.),  x  Webs.  86,  and  note  thereto.    Per 
Lord  Campbell  in  Househill  Co»  v.  Neilscm,  i  Webs.  718  », 

•  2  Ed.  VII.  c.  34,  s.  a,  pest,  p.  524. 

*  See  notes  to  Langs,  Gisbonu, post,  p.  22a. 

*  Pickard  v.  Prescott,  post^  p.  339. 

•  For  two  instances  of  this,  see  Pickard  v.  Prescott,  post,  p.  339,  and  The  Elechic  Con' 
stntction  Co,  v.  Imperial  Tramtuays  Co.,  post,  p.  435. 
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proved  not  to  have  been  known  to  the  public.     Harris  v.  Roth- 
well,  4  R.  P.  C.  231,  282.) 

Publication  by  means  of  diagrams  annexed  to  a  German  description. 
See  United  Tel.  Co,  v.  Harrison,  post,  p.  282. 

One  copy  of  a  book  written  in  French  containing  an  alleged  description 
of  an  invention  reached  England,  and  was  placed  in  the  library  of 
the  British  Museum.  It  was  indexed  under  the  author's  name. 
Enquirers  in  any  branch  of  study  might  as  a  favour  be  allowed  to 
see  the  books  relating  to  a  particular  subject  on  the  shelves,  other- 
wise they  must  write  a  docket  giving  the  index  reference.  The 
work  in  question  was  mentioned  in  two  catalogues  in  England. 
Held,  that  there  was  no  evidence  of  the  publication  of  the  contents 
of  the  book.     Otto  v.  Steel,  3  R.  P.  C.  109. 

The  patent  in  question  was  dated  the  i6th  of  April,  1880.  On  the  9th 
of  December,  1878,  and  the  5th  of  February,  1880,  two  German 
specifications  were  received  at  the  Patent  Office.  These  were  ac- 
cording to  the  usual  course  kept  in  boxes  in  numercial  order  and 
accessible  for  use  by  the  public.  In  due  course  they  were  bound 
with  others  and  placed  on  the  shelves  of  the  Patent  Office  library 
for  public  use.  Held  by  the  Court  of  Appeal  that  there  was  evi- 
dence proving  publication  of  the  invention  described  in  the  German 
specification.     Harris  v.  Rothwell,  4  R.  P.  C.  225. 

A  patentee  sent  instructions  to  have  his  invention  made  in  Paris.  A 
description  of  it  was  inserted  in  a  French  Ophthalmic  Journal 
usually  sent  to  certain  subscribers  in  the  United  Kingdom.  As  to 
what  is  evidence  of  their  having  read  the  description,  see  Pickard 
v.  Prescott,  post,  p.  339. 


Amount  of  Disclosure  in  Prior  Publications, 

Publication  to  constitute  anticipation  must  be  such  that  it  fully 
discloses  to  those  who  are  presumed  to  see  or  read  it  the  invention 
in  question.^  If  the  alleged  anticipating  invention  be  not  complete 
so  as  to  be  workable  it  is  no  disclosure  at  all,  for  it  tends  to  lead 
the  public  to  think  that  the  device  or  process  in  part  disclosed  is 
based  on  wrong  principles  to  effect  the  object  desired,  and  so  tends 
to  discourage  further  attempts  in  the  same  direction.^  But  a  dis- 
tinction must  be  observed  between  the  invention  and  the  means  for 

*  See  Beiii  v.  MensUs^  9ii6.Betts  v.  Neilson^  and  notes,  post^  pp.  218, 219, 220 ;  Otto  v.  Lin- 
ford  (per  Brett,  L. J. ),  and  notes,  post,  p,  289 ;  Pneumatic  Tyre  Co,  v.  Casswell  (per  Lord 
MacnaghUn),  16  R.  P.  C.  542,  1.  46. 

*  Galloway  v.  Bleaden,  i  Webs.  525.  Jones  v.  Pearce,  i  Webs.  124,  followed  in  Househill 
Co,  V.  Neilson,  x  Webs.  709,  716.  Heath  v.  Unwin,  2  Webs.  277.  See  Murray  v.  Clayton, 
post,  p.  249 ;  Hills  ▼.  London  Gas  Light  Co.,  and  notes,  post,  pp.  208,  210,  2x2. 
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performing  it ;  the  former  may  be  fully  disclosed  without  sufficient 
information  having  been  given  under  the  latter  head  to  enable 
workmen  to  put  the  invention  to  actual  use.^ 

For  illustration  of  the  fidlure  of  a  model  to  anticipate,  see  Bilis  y. 
Ltmdon  Gas  Light  Co.^post^  p.  211. 

A  new  rolled  metal  was  described  in  a  specification  in  1804.  It  was  not 
put  into  commercial  use.  Skilled  woikmen  by  reading  the  specifi- 
cation could  not  produce  a  metal  of  similar  manufacture  patented 
in  1849.  The -patent  for  the  latter  was  valid.  Bdts  v.  Mensus^ 
post^  p.  3X8. 

An  alibied  anticipation  described  a  lamp  with  a  circular  wick,  but  it  was 
unworkable.  The  substitution  of  a  fiat  wick,  so  that,  as  used  in 
the  lamp,  it  was  folded  into  a  circular  shape,  is  a  patentable 
invention.    See  Hinks  v.  Safety  Lifting  Co.^  posty  p.  957. 

See  also  facts  in  Murray  v.  Clayton^  post^  p.  249,  and  Otto  v.  Unford^ 
post^  pp.  283,  289. 

In  1877  a  patent  was  taken  out  for  a  door-lastener.  On  pullinga  handle 
the  bolt  was  withdrawn,  but  on  pushing  the  door  to  dose  it  the 
bolt  projected  too  soon.  The  device  was  abandoned  as  useless. 
This  did  not  anticipate  a  similar  contrivance  in  1888,  in  which  by 
a  slight  alteration  the  difficulty  was  successfully  overcome.  See 
Kaye  v.  Chubby  pcst^  P-  S^S- 

The  patent  in  question  was  that  for  Dr.  HopUnsotis  *'  three-wire  "  system 
of  distributing  electricity  in  incandescent  lighting,  constancy  of 
pressure  in  the  consumer's  part  of  the  mains  being  important  It 
consisted  of  joining  up  two  dynamos  in  series  one  for  each  set  of 
installations  and  employing  a  *'  middle  wire  "  to  convey  the  difier- 
ence  of  the  currents  between  the  junction  of  the  dynamos  and  the 
main  common  to  the  installations.  An  alleged  anticipation  con- 
sisted of  an  installation  at  the  Alexandra  Palaa^  in  which  two  arc 
lamps  were  set  up,  the  current  to  each  from  a  separate  dynamo  re- 
trnning  by  a  common  conductor.  The  dynamos  were  at  first  "id 
parallel,"  but  one  of  them  immediately  (owing  to  instability  of 
electrical  equilibrium)  became  *' reversed"  (field  magnets  be- 
coming de-and  re-polarized),  so  that  the  dynamos  ran  "in  series." 
The  discovery  of  this  did  not  convey  to  the  mind  of  the  engineer 
the  means  of  reducing  conductors  or  maintaining  the  pressure  io 
parallel  incandescent  lighting.  It  was  no  anticipation.  Hoptansmi 
v.  Kensington  and  Knightsbridge^  6-^.,  10  R.  P.  C.  61. 
The  patent  in  question  was  for  a  new  basic  dye  stufil     The  invention 

1  Discussed  in  notes  to  Hills  v.  Evans,  post^  p.  334,  and  in  /Cing  6*  Co,  v.  Anglo-American 
Brysh  Corp,,  fosi,  pp.  344,  345, 
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was  based  on  the  discovery  that  rhodamine  acted  as  an  acid.  The 
alleged  anticipation  contained  the  statement  of  an  erroneous  theory 
to  explain  the  process  therein  claimed.  This  erroneous  specifica- 
tion pointed  away  from  the  use  of  the  unconverted  rhodamine 
base,^although  the  inventor  in  fact  used  it  thinking  it  was  another 
substance.  This  is  not  an  anticipation.  See  Badische  AniUn^  &*c. 
v.  Za  SocUii  Chimique  des  Usims  du  RhonCyposty  p.  407. 
The  patent  in  question  {Haddofis^  iS?^)  was  one  for  ''  compound  wind- 
ing "  of  dynamos.  The  alleged  anticipation  consisted  of  a  passage 
in  Varleys  specification,  1876,  but  there  was  no  claim  therein  for 
compound  winding,  nor  illustrations  of  it,  nor  directions  for  doing 
it  in  practice.  Clark s  specification,  1875,  disclosed  shunt  winding, 
but  was  unknown  to  eminent  electricians  at  that  date.  It  was  proved 
that  VarUy  knew  of  it,  hence  that  other  electricians  might  have 
known  of  it  also.  HM^  that  VarUys  specification,  when  read 
with  the  knowledge  disclosed  in  ClarHs  specification  of  1875, 
disclosed  Haddaris  invention.  See  King  6^  Co.  v.  Angio-AmerUan 
Brush  CarporaHon^  post^  pp.  340,  344,  345. 

Exhibitions. 

Special  provisions  are  made  for  the  benefit  of  inventors  who 
wish  to  exhibit  their  most  recent  discoveries  at  industrial  or  inter- 
national exhibitions.  To  obtain  this  benefit  the  exhibitor  must  give 
the  Comptroller  notice  of  his  intention  to  exhibit  The  application 
for  the  patent  must  be  made  within  six  months  of  the  opening  of 
the  exhibition.^ 

His  Majesty  may  by  Order  in  Council  declare  at  any  time  that 
the  foregoing  provisions  shall  be  extended  to  any  industrial  or  inter- 
national exhibition  held  out  of  the  United  Kingdom  and  mentioned 
in  the  Order.  The  condition  of  giving  notice  to  the  Comptroller 
may  by  such  Order  be  suspended  or  made  subject  to  conditions.' 

The  eflfect  of  the  provisions  are  that  the  right  of  the  inventor  or 
his  representative  to  obtain  provisional  protection  is  not  prejudiced 
by  the  exhibition  of  his  invention  at  the  industrial  or  international 
exhibition,  or  to  publication  of  any  description  of  the  invention 
daring  the  period  of  the  exhibition,  or  the  use  of  the  invention 
for  the  purpose  of  and  in  the  place  of  the  exhibition,  or  the  use 
by  others  without  the  priority  or  consent  of  the  inventor  elsewhere 
during  the  holding  of  the  exhibition.® 

«  Sect.  39  of  the  Act  of  1883,  fosi,  p.  499.         «  Sect.  3  of  the  Act  of  1886,  post,  p.  518. 

*  Secu  39  of  the  Act  of  1883,  posit  P*  499* 
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Identity  of  Inventions. 

Under  the  new  procedure  (jpost^  p.  1 16)  the  applicant  for  a  patent, 
or  his  agent,  will  have  to  consider  in  many  cases  whether  the 
inventions  disclosed  in  prior  specifications  are  included  in  the  claims 
he  puts  forward  in  his  specification.  He  should  be  satisfied,  and 
should  be  prepared  to  satisfy  the  Comptroller  if  necessary,  that  his 
claims,  either  as  originally  drafted  or  as  amended  on  considera- 
tion  of  alleged  anticipations,  do  not  include  inventions  disclosed 
in  previous  specifications.  In  addition  to  the  principles  affecting 
publication  generally,  those  relating  to  'documentary  anticipations" 
{ante,  pp.  25-27)  must  be  considered.  The  following  considerations 
should  also  be  borne  in  mind  in  comparing  an  invention  with  an 
alleged  anticipation : — 

A  patent  being  invalid  if  the  claim  include  any  invention  already 
published  ^  or  protected,  it  becomes  important  to  consider  the  con- 
ditions under  which  two  inventions  are  to  be  considered  '^  identical" 
An  invention  for  this  purpose  "  includes  "  one  already  known  if  the 
claim  be  such  that  the  monopoly  granted  by  it  would  cover  the 
earlier  manufacture,  so  that  the  patentee  could  prevent  others  from 
doing  what  had  been  known  before. 

The  comparison  in  any  given  case  is  between  the  allied 
anticipation  and  a  single  claim  in  the  specification  under  considera- 
tion ;  the  point  to  be  considered  is  whether  the  claim  in  question 
claims  the  earlier  invention,  that  is,  includes  it  in  the  monopoly 
claimed. 

A  patentable  invention  has  been  defined  {flnte^  p.  9)  as  the 
application  of  principles  to  produce  certain  results,*  or  the  new  results 
if  vendible  themselves.  Hence  the  first  step  in  comparing  two 
inventions  is  to  ascertain  in  the  case  of  each  (i)  what  are  the  prin- 
ciples applied,  (2)  the  mode  of  application,  and  (3)  the  immediate 
result  or  thing  produced.  Two  inventions  will  be  identical  when 
the  same  principles  are  applied  in  the  same  manner.  For  instance, 
in  combinations  the  same  principles  are  applied  in  the  same  manner 
when  the  elements  of  the  combination  (ante,  p.  16)  discharge  or 

^  R,  V.  Elsty  post,  p.  z8o ;  per  Lord  Eldon,  L.C.t  in  Hill  v.  Thompson  6*  FormaHt  and 
notes,  post,  p.  184. 

'  See  ante,  p.  9,  and  also  Lord  HathcrUy,  L.C.,  in  Cannington  v.  Nutiall,  post, 
p.  248. 
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perform  the  same  functions  in  the  same  way.  If  the  manufactures 
compared  together  (the  subjects  of  the  claim  and  allied  anticipa- 
tion respectively)  be  vendible  articles  as  distinguished  from  the 
mode  of  producing  them,  then  they  are  identical  when  they  consist 
of  the  same  article  or  substance.  If  the  inventions  be  processes  or 
methods,  then  the  similarity  of  the  principles  and  the  mode  of  their 
application  must  be  compared  together,  as  the  resulting  products 
may  be  the  same  although  the  modes  of  making — that  is,  the  inven- 
tions— may  be  different 

Inventions  may  be  similar  in  outward  form  and  yet  different 
in  the  principles  applied,  or  apparently  different  in  form  and  yet 
similar  in  principles  and  their  application. 

Claims  including  what  was  old. 

One  claim  out  of  twelve  in  a  specification  was  for  a  certain  mode  of  con- 
struction of  ships  with  iron  frames  j  it  was  wide  enough  to  include 
what  was  previously  known,  hence  the  patent  was  invalid.  See 
Jordan  v.  Moore^  postj  p.  243. 

A  patentee  claimed  *'  a  mode  of  producing  or  preparing  stripes  "  of  cer- 
tain materials  in  a  certain  manner,  '*  and  of  reweaving  "  them  to 
produce  certain  results.  This  constituted  two  separate  claims  for 
producing  and  weaving  j  the  former  being  old,  the  patent  was  in- 
valid.    Tempkton  v.  MacFarlane^  i  H.  L.  Ca.  595. 

Web^s  process  (1891)  of  concentrating  sulphuric  acid  gave  results  com- 
mercially very  superior  to  those  of  Chances  process  (187 1),  but 
both  consisted  of  the  application  of  the  same  principles  and  the 
claim  in  WebVs  specification  was  wide  enough  to  include  Chancis 
method.  W^Us  patent  was  invalid.  See  Kynochs^  Ltd,  v.  Webb^ 
post^  pp.  425,  428. 

If  the  differences  between  the  old  and  new  inventions  be  such 
as  to  introduce  a  new  principle  into  operation  in  the  later  inven- 
tion they  cannot  be  identical.  This  difference  of  principle  may  be 
apparent  in  the  result  attained,  or  in  cases  of  a  new  process  or 
method  for  producing  an  old  result  or  attaining  an  old  object  it 
may  be  apparent  in  some  distinctive  feature  in  the  method,  such  as 
greater  speed.  It  is  this  difference  of  function,  and  not  the  mere 
form  of  the  inventions,  that  must  be  looked  to  as  affording  evidence 
of  the  new  or  different  principle. 
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InvenHons  almost  similar  in  Form^  but  different  in  Principle, 

Pavement  lights,  like  those  used  in'decks  of  ships,  had  been  made  of  such 
form  that  the  light  passing  through  was  refracted  and  so  spread  in 
the  space  below.  An  improvement  consisted  in  so  shapipg  the 
glass  prisms  that  one  side  acted  as  a  reflector.  Thus  the  principle 
of  internal  reflection  of  light  was  brought  into  play.  See  Hayward 
V.  Hamilton^  post^  p.  277. 

A  new  disinfector  consbted  of  an  iimer  disinfecting  chamber  and  an  outer 
chamber,' to  both  of  which  steam  could  be  introduced.  The  alleged 
anticipation  consisted  of  the  same  elements.  But  the  new  one  was 
constructed  of  such  strength  that  superheated  steam  under  con- 
siderable pressure  could  be  employed,  thereby  greatly  accelerating 
the  process.  The  invention  was  novel  See  Goddard  V.  Lyim^ 
post,  p.  358. 

See  Chamberlain  v.  Bradford  {Mayor  of),post^  p.  467. 

On  the  other  hand,  if  the  same  principles  be  applied,  and  in  the 
same  manner,  then  the  inventions  will  be  identical,  although  their 
outward  form  may  at  first  sight  appear  quite  different 

Invetitions  different  in  Form^  but  identical  in  Principle, 

The  invention  in  question  was  Messrs.  Goulard  &*  Gibbj^  system  of  dis- 
tributing electricity.  It  consisted  in  having  an  alternating  current 
of  high  tension  in  the  main,  from  which  branch  currents  of  low 
tension  for  use  were  taken  off  by  means  of  transformers.  The 
anticipation  consisted  of  the  use  of  transformers  in  JablocMaf*s 
system,  in  which  the  transformers  were  used  for  giving  high  tension 
currents  to  each  lamp,  so  that  each  might  be  independent  of  the 
others.  The  later  patent  was  invalid.  See  Goulard  &*  Gibds' 
Patent,  post,  p.  329. 

A  mechanical  stoker  was  constructed  so  that  the  coal  was  projected  over 
the  fire  by  means  of  doors  on  a  shaft  and  moved  intermittently  so 
that  when  in  operation  they  moved  radially.  The  operating 
mechanism  was  applied  to  the  shaft  Another  stoker  was  con- 
structed in  which  the  door  was  replaced  by  a  curved  arm  having 
a  flap  at  its  lower  end.  It  was  moved  intermittently  by  mechanism 
inside  the  curved  part  instead  of  outside  on  the  shaft.  The  radial 
action  against  the  coal  was  the  same.  The  second  invention  was 
held  to  be  a  mere  colourable  imitation  of  the  first  See  Proctor  v. 
BenniSypost,  p.  305. 

In  the  more  complex  or  ''  combination  "  inventions  the  ultimate 
principles  may  be  the  same,  but  the  manner  of  their  application  in 
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the  old  methods  or  processes  and  in  the  new  combination  may  not 
be  the  same.  In  such  cases  the  comparison  is  made  between  the 
proximate  principles  or  ''elements"  of  the  combination.  If  the 
elements  be  so  combined  in  each  case  that  the  corresponding  parts 
perform  the  same  functions^  then  the  inventions  are  identical,  other- 
wise not  As  the  respective  inventions  consist  of  the  combining 
together  of  certain  elements^  the  nature  of  the  combination  is  tested 
by  the  result  of  that  combining,  that  is,  by  the  functions  discharged 
by  the  elements  in  the  two  combinations  respectively. 

InvenHans  in  which  the  Combinations  were  apparently  identical,  but  in  which 

the  Farts  performed  Different  Functions, 

The  patent  in  question  was  for  improvements  in  fire-proof  floors. 
Flanged  tubular  lintels  were  so  shaped  and  laid  across  the  girders 
that  the  latter  were  covered  with  the  concrete  subsequently  poured 
in.  Alleged  anticipations  were  similar.  But  owing  to  the  lintels 
being  placed  askew  they  enabled  the  concrete  to  form  in  part  a 
self-supporting  arch  from  girder  to  girder.  The  older  ones  did 
not  perform  this  function.    The  patent  was  upheld.    See  Fawcett 

^  V.  Homan^  post,  p.  383. 

In  WelcHs  patent  for  securing  rubber  tyres  wires  were  employed  em- 
bedded in  the  cover  and  lying  in  the  rim  of  the  wheel.  An  alleged 
anticipation  showed  a  similar  contrivance.  But  WelcHs  wire 
operated  by  resisting  extension  due  to  air-pressure  or  by  excer- 
dsing  contractile  force  on  being  screwed  up.  The  odier  did 
not  exercise  this  function.  The  patent  was  held  valid.  See  the 
Pnaimaiic  Tyre  Co.  v.  East  London  Rubber  Co.,  post,  p.  425. 

Another  form  in  which  there  may  be  a  difference  in  the  manner 
of  the  application  of  the  same  principle  is  in  the  extent  to  which 
the  principle  may  be  applied.  If  carried  further  in  one  case  than 
another  so  as  to  produce  different  results,  then  the  manufactures 
may  be  different 

Application  of  Same  Principles,  but  to  a  Greater  or  Less  Extent  to  produce 

a  Different  Result. 

The  patent  was  for  an  improved  grooved  tyre  for  wheels.  The  object 
was  to  produce  by  a  cheap  method  an  iron  tyre  with  a  dovetailed 
section  for  holding  a  robber  tyre.  The  method  consisted  in  pass- 
ing iron  through  a  series  of  rolls,  finally  rolling  the  base  flat  to 
produce  the  required  result.  An  alleged  anticipation  consisted  of 
rolling  by  a  similar  method  iron  trough-shaped  beams  in  which 

D 
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no  dovetailed  section  was  required.  This  alleged  anticipation  did 
not  carry  the  principle  of  successive  rollings  far  enough,  nor  did 
the  claim  for  the  new  tyre  include  the  earlier  stages  of  the  process. 
See  Shrewsbury  6-  Talbot  Cab  Co,  v.  Sterckx^  fosty  p.  377.  [The 
article  produced  was  a  different  one,  f>.  a  new  manufacture.' 
A  dye  substance  was  made  by  a  certain  process.  It  was  discovered  that 
if  the  process  were  stopi)ed  at  a  certain  stage,  a  dye  substance  was 
produced  possessing  different  properties  but  giving  substantially 
the  same  colour.  The  shorter  process  was  a  patentable  invention. 
Leonhardt  v.  KalU^  post^  p.  362.  [The  resulting  new  dye  sub- 
stance possessed  properties  different  to  the  old,  and  the  newea- 
method  constituted  a  different  process  or  manufacture.] 

Minimum  of  Addition  to  Public  Knowledge  essential. 

The  consideration  of  that  addition  to  the  stock  of  public  know- 
ledge which  is  necessary  and  sufficient  to  constitute  a  patentable 
invention  is  a  question  of  considerable  difficulty.  As  has  already 
been  pointed  out  {ante,  p.  20),  a  patent  would  be  to  "  the  hurt  of 
trade,"  ^  and  "  generally  inconvenient/'  if  it  were  granted  for  in- 
ventions (although  actually  **  new  manufactures  ")  of  so  simple  a 
nature  that  the  monopoly  so  created  would  prevent  skilled  work- 
men from  making  the  best  use  of  the  knowledge  they  already  pos- 
sessed. All  new  inventions  must  be  the  outcome  of  the  inventive 
faculty  of  the  mind  (unless  discovered  accidentally  or  imported  from 
abroad),  hence  it  becomes  a  question  of  degree'  as  to  the  amount  of 
ingenuity  required  to  support  a  patent.  This  amount  of  ingenuity 
is  frequently  termed  "  invention."  " 

The  term  ''  invention  "  is  therefore  used  in  more  senses  than  one, 
and  very  generally  to  denote  the  fnanufacture  patented  {ante,  p.  6) 
and  also  in  recent  years  to  denote  the  amount  of  ingenuity  required 
to  support  a  patent.  In  each  case  the  context  will  show  in  which 
way  the  term  is  to  be  understood.  There  is  a  distinction  between 
"  discovery  "  and  "  invention  "  used  in  the  latter  sense.  One  may 
discover  either  (i)  a  new  principle,  or  (2)  a  new  quality  of  a  body, 
or  (3)  a  new  use  to  which  old  appliances  may  be  put    Whether  the 

»  Harwood  v.  G,  N.  Ry.  Co.  (per  Lord  IVesthtry,  L.C.),  xi  H.  L.  Ca.,  at  p.  68a ;  Mumy 
V.  Clayton,  L.  R.  7  Ch.  Ap.  577  n  \  Saxby  v.  Gloucester  Wagon  Co.,  7  Q.  B.  D.  31a. 

«  Per  Blackburn  and  Shee  JJ.,  in  Harwood  v.  G.  N.  Ry.  Co.,  post,  p.  207.  Sec  note 
to  Morgan  v.  Windover,  post,  p.  324. 

*  See  remarks  of  Bramwell  and  Brett,  L.  JJ. ,  in  Hayward  v.  Hamilton,  post,  p.  380 ; 
also  of  Smith,  L. J. ,  in  Brooks  v.  Lamplugh,  post,  p.  410 ;  and  cases  reviewed  by  Lindkjx 
L.  J.,  in  Gadd  v.  Manchester,  9  R.  P.  C.  524,  post,  p.  354. 
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subject  of  a  "  discovery  "  be  a  patentable  invention  or  not  depends 
on  whether  it  be  a  new  manufacture'^  {ante,  p.  9),  and  one  not 
obvious  to  skilled  workmen  when  their  attention  is  called  to  the 
necessity  of  producing  a  desired  result ;  *  or  whether  it  be  merely  a 
principle  or  new  use  of  an  old  manufacture. 

The  existence  of  inventive  ingenuity  is  a  matter  of  evidence.  If 
there  be  evidence  that  skilled  workmen  could  effect  the  invention 
in  question  without  difficulty  as  soon  as  their  attention  is  called 
to  the  need  of  it,  then  there  is  obviously  no  **  invention."  On  the 
other  hand,  the  fact  that  skilled  persons  sought  in  vain  to  so/ve  the 
problem  solved  by  the  patentee  is  proof  of  sufficiency  of  ingenuity." 
But  the  large  majority  of  cases  are  those  in  which  such  evidence  is 
not  directly  available,  hence  the  necessity  for  ascertaining  the 
sufficiency  of  ingenuity  by  other  considerations,  and  by  comparing 
the  invention  itself  with  what  was  known  before. 

Since,  for  the  protection  of  skilled  workmen,  a  certain  minimum 
amount  of  knowledge  is  required  to  be  added  to  the  public  stock  by 
an  inventor  to  maintain  his  patent,  it  is  from  the  point  of  view  of 
the  workman  that  the  question  is  to  be  considered.  Therefore  it 
does  not  matter  if  the  patentee  imported  his  invention  from  abroad 
{post,  p.  48),  or  discovered  it  accidentally,  or  only  arrived  at  it  after 
prolonged  experiment.^  On  the  other  hand,  an  inventor  may,  after 
much  trouble  and  experiment,  only  arrive  at  a  result  that  is  not 
patentable,  because  it  is  no  advance  on  what  others,  unknown  to 
him,  had  already  achieved.*^ 

Illustrations. 

The  invention  in  question  consisted  in  the  mode  of  supporting  the  front 
of  a  carriage  by  C  springs,  formerly  used  at  the  back.  It  was 
proved  that  carriage-builders  could  effect  this  without  any  difficulty. 
The  patent  was  invalid.     See  Morgan  v.  Windover,  post,  p.  333. 

An  invention,  very  simple  when  known,  consisted  of  a  mechanical  com- 
bination for  turning  heavy  forgings.     Many  unsuccessful  attempts 

1  As  to  discovery  of  qualities  of  a  new  alloy :  Tindal,  C.J.,  in  Muntz  v.  Foster ^  a  Webs. 
103  ;  Pirrie  v.  York  St,  Flax  Spinning  Co.,  n  R.  P.  C.  449. 

'  See  generally  the  remarks  of  lAndley,  L.J.,  in  Lane  Fox  v.  Kensington,  6*^.,  post, 
p.  350,  and  in  Gadd  v.  Mayor  of  Manchester,  and  notes,  post,  pp.  354,  355. 

'  See  Lord  Herschelts  observations  in  Vickers  v.  Siddell,  post,  p.  338,  and  those  ot 
Lord  Halsbury,  L.C.,  in  Taylor  v.  Annand,  post,  p.  449 ;  also  Gosnell  v.  Bishop  (per  Bowen, 
L.J.),  s  R.  P.  C.  158. 

*  Crane  v.  Price,  post,  p.  197. 

•  For  an  example,  see  Riekmann  v.  Thierry  (per  Lord  Davey),  post,  p.  394. 
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had  been  made  to  "  meet  the  want "  supplied  by  the  device  in 
question.  The  patent  was  upheld.  See  Vickers  v.  Sidddi^  and 
notes, /0j/,  pp.  324,  329. 

A  patent  for  an  invention  consisting  of  very  simple  mechanical  improve- 
ments was  upheld  by  the  Inner  House  of  the  Court  of  Session  on 
the  ground  that  other  inventive  minds  had  been  at  work  and  failed 
to  get  over  the  difficulties  surmounted  by  the  patentee.  WkUt 
V.  Bertrams^  14  R.  P.  C.  746. 

See  also  Tayior  v.  Annand  (per  Romer^  L.  J.  and  Lord  Halsbuty,  L.C.), 
posi^  p.  449,  in  which  the  existence  of  sufficiency  of  inventive 
ingenuity  was  proved  in  a  similar  way. 

This  necessary  addition  to  the  amount  of  public  knowledge  may 
be  apparently  very  little — the  alteration  in  shape  (or  the  introduc- 
tion of  an  equivalent  ^)  in  a  mechanical  contrivance  producing  new 
and  better  results  by  causing  a  diflference  in  the  operation  of 
mechanical  forces ;  or  alteration  in  shape  or  strength  of  mechanical 
devices  bringing  new  physical  principles  into  operation  ;  or  altera- 
tion in  physical  conditions  giving  rise  to  new  chemical  reactions 
and  improvements  in  processes  or  the  production  of  new  substances. 
But  a  large  number  of  inventions  consist  in  new  combinations 
(ante,  p.  16),  arrangements,  or  applications  of  old  and  well-known 
things  or  processes.  These  it  will  be  found  more  convenient  to 
consider  separately  {post,  pp.  38-46). 

In  those  cases  in  which  previous  failures  have  been  turned  into 
successful  processes  or  results,  the  amount  of  ingenuity  may  be 
apparently  very  little,  but  the  invention  itself  be  great ; '  for  the 
previous  attempts  may  not  be  **  knowledge  "  at  all  {ante,  p.  27). 

Alterations  of  Shape  or  Strength  constituting  New  Invention. 

A  new  form  of  "  flyer "  for  roving  cotton  applied  known  forces  in  a 

different  way,  producing  steadier  working  of  the  machine.    See 

Seedy,  JUggins, post,  p.  212. 
New  effects  in  pavement  lights  produced  by  alteration  in  shape  bringing 

into  play  a  different  natural  phenomenon.     See  Hayward  v. 

Hamilton,  post,  p.  277. 
Strengthening  the  structure  of  a  disinfector  to  utilize  dry  steam  under 

high  pressure.    See  Goddardw.  Lyon^post,  p.  358. 

»  Per  Lord  HaUhury,  L.C.,  in  Vicken  v.  Siddell,  7  R.  P.  C.  303,  L  17. 
.  *  Hinks  V.  Safety  Lighting  Co.,  post,  p.  257.     For  instanoes  of  the  application  of  this 
principle,  see  cases  noted,  ante,  p.  28  ;  also  Duckett  v.  Whitehead,  fast,  p.  37a 
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The  redoctiao  of  tiK  liii^w  ime  vas  aat  before  suggested.  IftU^ 
that  die  diBcufUj  of  rie  aev  prooe»  «as  a  patentable  invention. 
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No  general  nde  can  be  hid  dovn  as  tothe  amoant  of  ingenuity 
or  of  additicMial  laxMrledge  requiied  to  smjport  a  patent  From  tho 
reason  for  this  nummnm  amoonf  of  n^cnnity  it  follows  that  tho 
existence  of  it  can  be  pcoved  bjr  direct  evidence  if  skilled  perscinii 
can  be  proved  to  have  attempled  and  failed  to  produce  tho  rcnult 
in  question.^  On  the  other  hand,  its  absence  is  proved  by  showlnif 
that  skilled  persons  could  produce  the  desired  result  without  difTiculty 
as  soon  as  they  direct  their  minds  to  the  subject'  Or  skilled  pcrA(ih« 
may  give  expert  evidence  as  to  whether  or  not  a  certain  ri^nnll 
could  be  attained  without  research  or  experiment  on  their  \mr\!^ 

1  SeecasesofKf£4^iv.5Mf<&/A /OS/,  pp.324,  399;  WkiUs.  Btrtrams,  14  M.  1*.  <     f\ty 

*  E.g.  cases  of  Morgan  v.  Windevtr,  fost^  p.  333.    See  Ptnn  w,'Bibby  (p«r  \^ui\  I  h,h„\ 
ford,  L.C.),  L.  R.  3  Cb.  Ap.  135,  136. 

*  See  case  of  The  Lofuaskire  Explosives  Co.  v.  The  Roburite,  6*^.,  6V.,  /iif/,  p    |.,)| 
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In  the  absence  of  such  direct  evidence  the  fact  that  the  new 
invention  met  with  a  large  sale  and  proved  useful,  coupled  with  the 
existence  for  some  time  of  a  previous  demand  for  the  alleged 
invention,  will  be  evidence  tending  to  show  a  sufficiency  of  inventive 
ingenuity,  for  it  is  to  be  presumed  that  skilled  persons  would,  if  they 
could,  have  supplied  the  want. 

But  novelty,  great  utility,^  and  a  large  sale  alone  do  not  prove 
inventive  ingenuity,  for  the  large  sale  may  be  due  to  changes  of 
fashion,  or  to  a  lai^e  development  in  some  other  manufacture  creat- 
ing a  demand  for  the  article  in  question. 

lUustraHons. 

Prior  to  Goulard  6^  Gihb^  Patent  for  distributing  electricity,  trans- 
formers were  so  wound  as  to  take  off  a  local  cunrent  of  higher 
tension  than  that  in  the  mains.  In  the  patentees'  system  trans- 
formers were  constmcted  to  take  off  low-tension  currents  from  high- 
tension  currents  in  the  mains.  The  need  of  the  new  transformeis 
arose  merely  from  the  development  of  electric  lighting  by  glow- 
lamps.     Goulard  6-  Gibb^  Patent^  post^  p.  329. 

An  invention  consisted  in  the  application  to  ladies'  hats  of  a  comb  to 
secure  the  hat  on  the  head.  A  large  sale  was  proved,  which  was 
due  to  the  coming  into  fashion  of  a  mode  of  wearing  hats  in  which 
the  use  of  a  skewer-like  pin,  or  its  equivalent,  became  necessary. 
The  patent  was  invalid  for  want  of  sufficient  ingenuity.  Savagt  v. 
Harris  (per  Kay^  L.J.),  13  R.  P.  C.  374. 

For  another  illustration  of  great  utility  and  large  sale  not  being  sufficient 
to  establish  sufficiency  of  inventive  ingenuity,  see  Cooper  \,Baedeker^ 
post,  p.  433. 

For  an  example  of  a  new  application  of  an  old  thing  meeting  a  long-felt 
want,  see  Brooks  v.  Lamplugh,  post,  p.  410. 

Cases  of  Combination  Patents. 

By  far  the  most  numerous  class  of  inventions  are  those  which 
consist  in  the  applications  of  principles,  not  directly,  but  indirectly, 
by  the  combining  together  of  old  things  or  processes,  either  by  the 
bringing  together  of  the  old  elements  in  a  new  way,  or  by  altering 
the  arrangement  of  the  old  elements,  or  by  the  application  of  old 
things  to  new  uses  (see  ante,  p.  16).     In  these  cases  it  is  the  new 

*  Per  Lord  Halsbury,  L.C.,  in  Riekmann  v.   Thierry^  post,  p.  393;  per  If i^,  I*  J.,  in 
Castner-Kellner  Alkali  Corf.  v.  Commercial  Development  Corp,^  16  R,  P.  C.  268,  1.  40. 
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combination,  as  distinguished  from  the  sum  of  its  elements,  that 
constitutes  the  addition  to  public  knowledge,^  that  is  to  say,  the 
invention  in  question. 

Like  all  other  inventions,  to  be  patentable  they  must,  besides 
others^  fulfil  these  two  conditions :  (i)  They  must  be  "new  manu- 
factures," i,e.  besides  being  a  "manufacture,"  the  claims  must  not 
include  an  old  manufacture  in  the  monopoly  ;'  and  (2)  the  invention 
must  not  be  of  such  an  elementary  character  as  to  interfere  with 
skilled  workmen  making  the  best  use  of  their  knowledge. 

With  regard  to  the  first  of  these  conditions,  the  difficulty  is  to 
distinguish  a  "  new  "  manufacture,  i>.  the  combination,  from  a  mere 
rearrangement  of  the  elements  of  an  old  manufacture  or  combination, 
which  may  only  amount  to  a  particular  mode  of  using  an  old  machine, 
or  process.  Hence  it  is  of  the  greatest  importance  to  ascertain  in 
what  the  old  "  manufacture "  consisted,  whether  it  was  a  vendible 
machine,  or  a  product,  or  a  process  as  distinguished  from  principles 
{ante^  p.  9),  and  results  {ante,  pp.  i  i-i  3).  Similarly,  the  nature  of  the 
alleged  new  manufacture  must  be  considered.  One  principal 
criterion  is  the  comparison  of  the  functions  discharged  by  the  several 
elements  respectively  in  the  old  and  new  combinations.  If  they  be 
the  same,  and  no  new  function  is  attributable  to  the  combination,^ 
then  the  combination  is  not  a  new  manufacture,  but  a  mere  re- 
arrangement of  old  manufactures.  Another  criterion  is  the 
increased  utility  of  the  new  combination.^  This  test  is  not  con- 
clusive, but  is  of  great  value.^  Utility  here  mentioned  is  essentially 
comparative  utility,  and  must  be  distinguished  from  that  amount  of 
utility  necessary  to  support  a  patent,  which  is  discussed  post^  p.  80. 

As  regards  the  second  condition,  the  principles  on  which  the 
presence  or  absence  of  sufficient  ingenuity  is  ascertained  have  been 
dealt  with  ante,  pp.  37,  38.  In  the  case  of  combination  patents, 
the  requisite  amount  of  ingenuity  frequently  consists  in  the  idea 
of  putting  the  old  elements  together ;  when  done  it  may  appear  very 

»  Cannington  v.  Nuttall,  post,  p.  24S  ;  Pneumatic  Tyre  Co.  v.  Casswell,  post,  p.  381. 

»  Hill  V.  Thompson  (per  Lord  Eldon),  post,  p.  184 ;  Huddart  v.  Grimshaw  (per  Lord 
Ellemborougk,  C.J.).  I>av.  P.  C.  279,  i  Webs.  87  ;  Bateman  v.  Gray,  Mac.  loi. 

»  Allen  V.  Oates  6»  Green,  15  R.  P.  C.  303. 

<  Stc  dictum  ai  Tindal,  C.J.,  in  Crane  v.  PrUe,post,  p.  195,  and  notes;  Cannington  v. 
Switall  (per  Lord  Hatherley,  L.C. ).  post,  p.  248. 

»  For  mustration  of  its  application  see  Penn  v.  Biblty,  L.  R.  2  Ch.  Ap.,  137,  and  as  to  its 
not  l)eing  conclusive,  see  Coofer  v.  Baedeker,  po*t,  pp.  44.  431. 
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simple.  This  simplicity  itself  is  apt  to  mislead,^  unless  one  considers 
the  state  of  the  art  or  manufacture  in  question  before  and  after  the 
new  combination  was  produced,'  ue,  from  the  point  of  view  of  the 
skilled  workman.  Comparative  utility  is  here  again  a  great  aid.'  In 
the  cases  of  the  application  of  old  things  to  new  uses  it  is  neces- 
sary to  consider  whether  the  old  thing  or  combination  is  in  the  track 
of  development  of  the  art  under  consideration,  for  a  skilled  workman 
may  have  all  the  "  common  knowledge  "  of  the  art  he  practises,  and 
yet  not  be  presumed  to  know  of  the  discoveries  in  other  cognate 
manufactures.^ 

The  applications  of  old  things  to  new  uses  fall  within  the  definition 
of  combination  patents  {ante,  p.  i6).  They  may  amount  to  new 
processes  or  methods,  but  must  fulfil  the  same  conditions  as  other 
combination  patents.^ 

The  application  of  the  foregoing  rules  to  a  number  of  illustrative 
cases  will  now  be  considered.  For  convenience  of  reference  they 
are  arranged  under  the  following  heads,  or  divisions : — 

Patentable. 

1.  Mechanical  combinations  of  old  elements  amounting  to  new 

methods  or  inventions. 

2.  Combinations  and  rearrangements  of  processes  constituting 

new  manufactures. 

3.  Applications  of  old  things  to  new  purposes  involving  sufficient 

ingenuity  to  constitute  invention. 

4.  Selections  from  known  things  or  processes  amounting  to 

patentable  inventions. 

Not  Patentable. 

5.  Combinations  of  old  elements  not  amounting  to  patentable 

inventions. 

6.  New  modes  of  manufacture  falling  short  of  patentable  inven- 

tions. 

^  Vickers  v.  Siddell  (per  Lord  Hersckell),  post,  p.  328  and  notes ;  Pawcett  v.  Howum  (per 
Rigby,  L.J.),  post,  p.  388. 

«  Taylor  v.  Annand  (per  Romer,  L.J.,  and  Lord  Halshury^  L.C.),  fast,  p.  449. 

»  R.g.  Vickers  v.  Siddell,  post,  p.  324. 

«  Penn  v.  Bibby  (per  Lord  Chelmsford),  L.  R.  2  Ch.  Ap.  136.    For  illustrations,  see  Gadd 
V.  Manchester,  post,  p.  351  and  the  Shrewsbury  and  Talbot  Cab  Co.  v.  Sterckx,  post,  p.  377. 

*  Losh  V.  Hague,  i  Webs.  708 ;  Harwood  v.  G.  N.  Ry.  Co. ,  post,  p.  207 ;  Brooks  v.  Lamplugh 
pastt  p.  410. 
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7.  New  uses  of  old  means  and  processes  not  constituting  patent- 

able inventions. 

8.  New  uses  that  are  not  manufactures. 

9.  Result  only  in  question,  insufficiency  of  invention  in  the 

results. 


I.  Mechanical  ComhinaHons  of  Old  Elements  amounting  to  New  Methods 

or  Inventions. 

A  machine  was  invented  for  singeing  lace  by  passing  it  over  rollers  and 
across  a  gas-flame,  between  it  and  the  chimney.  Each  of  the  parts 
was  old.  The  gas-flame,  however,  replaced  an  oil  one.  The  result 
was  a  machine  of  great  utility.  HcUl  v.  Jarvis^  post^  p.  1 86.  This 
is  an  instance  of  a  new  manu&cture  by  making  a  new  machine. 

An  appliance  for  turning  foigings  consisted  of  a  very  simple  combina- 
tion of  old  mechanical  parts.  Vichers  v.  Siddell^  post^  p.  324. 
Here  the  satisfying  of  a  want  proved  inventive  ingenuity,  that  is, 
that  the  invention  was  not  obvious. 

A  hoist  for  heavy  bodies  consisted  in  a  combination  of  an  arrangement 
of  expanding  s^;ments  and  a  certain  fonn  of  brake.  The  seg- 
ments allowed  of  rotation  of  an  axle  in  one  direction  and  stopped 
it  in  the  other.  They  performed  this  function  in  older  machines. 
But  as  applied  to  hoists  the  segments  did  not  perform  the  same 
function  as  regards  raising  and  lowering  as  other  and  similar 
ones  did  in  former  hoists.  The  whole  constituted  a  new  hoist. 
See  Morris  6*  Bastert  v.  Your^^  post^  p.  371.  Here  the  fimction 
discharged  by  the  respective  parts  in  the  old  and  new  machines 
differed. 

An  invention  consisted  in  removing  a  partition  and  altering  the  shape 
and  relative  positions  of  old  parts  in  a  water-closet  to  produce 
successful  results.  See  Duckett  v.  Whitehead,  post,  p.  370.  Here 
the  alterations  enabled  natural  laws  to  work  more  effectively; 
failure  being  turned  into  success  proved  ingenuity. 

A  new  combination  consisted  of  alterations  in  a  gig-mill  so  that  a  new 
mechanical  result  was  obtained,  viz.  the  power  to  obtain  a  known 
and  variable  motion  for  the  raising  rollers  as  required.  Previously 
known  or  variable  motion  could  be  obtained,  but  not  both  com- 
bined. See  Moser  v.  Marsden,  post,  p.  374.  Here  the  altered 
machine  performed  new  functions,  hence  was  a  "  new "  manu- 
facture; new  mechanism  being  introduced,  it  became  a  new 
machine.    Compare  Kay  v.  Marshall,  post,  p.  190. 

A  valve  for  inflating  tyres  consisted  of  an  arrangement  of  old  elements 
which  had  been  used  to  perform  the  same  functions  in  other  valves, 
but  not  all  in  the  same  valve,  nor  for  the  same  purpose.    The 
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new  valve  was  very  useful  and  a  great  success.  The  combination 
itself  formed  the  addition  to  public  knowledge.  See  The  Pneumatic 
Tyre  Co.  v.  Casswdl^  posty  p.  381. 

Old  means,  lintels,  girders,  and  concrete  or  cement  were  so  arranged 
that  the  concrete  formed  a  self-supporting  arch,  which  was  a  new 
result  See  J*awcef/y.  If  Oman,  post,  ^.$S$.  The  parts  here  fulfilled 
functions  different  from  those  in  old  floors,  hence  the  new  floor 
was  a  new  manufacture,  natural  forces  of  weight  and  reaction  act- 
ing difierently. 

A  machine  for  inserting  "  stop-press  "  news  consisted  in  a  combination 
of  old  mechanical  parts.  When  done  it  appeared  simple-  Nothing 
like  it  had  been  attempted  to  supply  a  long-felt  want.  See  Taylor 
V.  Annandypost,  p.  445.  The  test  was  the  state  of  the  art  before 
as  compared  with  it  after  the  invention. 


2 .  CombinoHofis  and  Rearrangements  of  Processes  constituting  New 

Manufactures, 

The  invention  consisted  in  waterproofing  fabrics.  By  the  old  method 
fabrics  were  immersed  in  a  solution  of  alum  and  soap.  The  novelty 
consisted  in  first  immersing  the  fabrics  in  a  solution  of  alum  with 
some  carbonate  of  lime,  which  neutralized  the  alum,  and  then  a 
second  immersion  in  a  soap  solution  which  gave  the  requisite  oily 
quality  to  each  fibre.  The  result  left  the  fabric  pervious  to  air : 
the  old  process  waterproofed  the  surface  only  instead  of  the  seftt- 
rate  fibres.  Helliwell  v.  Dearman^  1  Webs.  401  (n).  The  new 
properties  of  the  result  proved  novelty  of  manufactiure. 

A  rearrangement  of  old  things  and  parts  in  a  glass  furnace  so  as  to  efifect 
an  improved  process,  by  making  former  defects  cure  themselves, 
is  a  patentable  combination.  See  Cannington  v.  Nuttall^  posty  p. 
245.     Here  the  currents  of  air  performed  new  functions. 

A  gas-lamp  was  so  constructed  that  the  air  was  heated  before  reaching 
the  flame.  In  a  new  arrangement  the  heated  air  was  directed  to 
a  particular  part  of  the  flame.  The  lamp  was  so  arranged  that 
the  glass  was  kept  cool  and  from  cracking  by  a  cooling  current  of 
air.  The  new  lamp  was  a  great  improvement  Wenham  Gas  Co. 
V.  Champion  Gas  Co.^post,  p.  336. 

Ingredients  were  treated  in  a  way  described  in  previous  specifications. 
Chemists  conversant  with  the  subject  would  have  known  that  the 
result  would  be  an  explosive.  But  experts  testified  that  research 
and  experiment  were  necessary  to  produce  the  powder  made. 
There  was  no  evidence  that  chemists  would  have  foreseen  that  the 
result  would  possess  the  qualities  necessary  for  a  useful  powder. 
This  was  a  new  manufacture  of  great  ingenuity.  See  The  Lanca- 
shire Explosives  Co,  v.  The  fioburite,  &>c.y  Co,,  post,  p.  J94. 
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3.     Applicaiiatis  of  Old  Things  to  New  Purposes  involving  Sufficient 

Ingenuity  to  constitute  Invention, 

Tubular  braided  wire  was  old,  and  had  been  used  for  pillows,  handles, 
etc  A  method  of  clamping  it  to  make  a  new  article,  viz.  a  lady's 
bustle,  which  was  both  novel  and  useful,  was  held  to  amount  to 
a  patentable^invention.  See  Thomson  v.  American  Braided  Wire 
Co.^post^  p.  319, 

A  certain  arrangement  for  automatically  keeping  pontoons  level  was 
applied  to  a  gas-holder  to  keep  it  level  without  the  aid  of  pillars 
above  ground.  The  forces  to  be  considered  in  each  case  were 
different  See  Gadd  v.  Mayor  of  Manchester^  post^  p.  351.  Here 
the  older  application  was  in  a  different  branch  of  engineering. 

Paper  tubes  had  been  used  in  dry  spinning  of  cotton,  wools,  etc.  They 
were  slipped  on  rigid  pirns  which  were  attached  to  the  spindles. 
The  paper  tubes  and  yams  wound  thereon  (/>,  "  cops  ")  were  re 
moved  from  the  pirns  and  used  in  shuttles  for  weaving.  In  wet 
spinning  of  flax  rigid  pirns  were  used  on  which  the  spun  flax  was 
wound,  both  were  removed  from  the  spindles  and  dried  The  flax 
became  slack  on  the  pirns,  which  had  to  be  extended  by  screws. 
The  invention  consisted  in  applying  paper  tubes  to  wet  spinning. 
AU  were  removed  from  the  spindles  as  before,  the  pirn  prevent- 
ing the  tube  from  collapsing  during  the  drying  process.  That 
process  shrank  the  pirns  and  made  them  removable  from  the 
tubes  then  able  to  maintain  the  flax  in  situ,  Pirrie  v.  York  Street 
Flctx  Spinning  Co,y  11  R.  P.  C.  429.  The  use  of  the  tubes  was 
different  in  the  new  mode;  the  parts  dischai^ed  different  functions; 
a  new  difficulty  had  to  be  met. 

An  old  device  for  allowing  a  shaft  to  rotate  in  one  direction  and  not  in 
the  other  was  applied  in  a  hoist  for  raising  and  lowering  heavy 
bodies.  This  application  constituted  a  patentable  invention  of  the 
particular  form  of  hoist  produced,  that  particular  mode  of  applica- 
tion being  new.    Morris  6r*  Bastert  v.  Youngs post^  p.  371. 

4.     Selections  from  Known  Things  or  Processes  amounting  to  Patentable 

Inventions, 

Earlier  processes  (which  were  disclaimed)  depended  on  the  use  of 
"  oxides  of  iron  "  in  gas  purification.  Only  one  kind,  the  hydrated 
ferric  oxide,  would  do.  The  discovery  of  this  fact  and  the  method 
of  its  application  constitute  a  patentable  invention.  See  Hills  v. 
London  Gas  lAght  and  Coke  Co,ypost,  p.  208. 

Ascertaining,  by  laborious  experiment,  a  particular  class  of  material 
amongst  many,  and  of  particular  processes  amongst  many,  for  the 
production  of  paraffin  oil,  thereby  creating  a  useful  public  trade,  is 
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a  "  manufacture"  and  "  invention."  Something  had,  at  the  date 
of  the  patent,  to  be  ascertained  to  render  the  discovery  of  paiafiin 
oils  useful  to  the  publia  Yow^  v,  Femie^  lo  L.  T.  N.  S.  86i ; 
33  L-  J-  Ch,  192. 

5.     CombifuUions  of  Old  Elements  not  anumnHng  to  Patentable  Inventions^ 

A  combination  of  a  grooved  or  roughened  handle  (an  old  contrivance) 
with  a  knob  at  the  end  (formerly  used  in  hammers)  in  a  tennis- 
racquet,  is  a  mere  alteration  of  old  things  in  a  known  way. 
Skuetigtr  v.  Feltham^  6  R.  P.  C.  334. 

In  a  known  class  of  mincing-machines  a  screw  arrangement  of  blades 
performed  the  double  function  of  pressing  the  meat  against  knives 
and  forcing  it  forwards  slowly  into  the  skins.  In  another  class  a 
screw  forced  the  meat  against  a  perforated  plate,  where  it  was  cut 
by  revolving  knives  mounted  on  the  same  shaft  as  the  screw,  but 
the  screw  did  not  go  further  than  the  plate.  A  combination,  in 
which  the  screw  on  same  shaft  was  continued  to  the  other  side  of 
the  plate,  so  as  to  press  the  meat  into  the  skins  as  in  the  first  class 
of  machines,  proved  to  be  a  very  useful  machine,  but  there  was 
no  difficulty  to  be  overcome  in  so  placing  the  old  parts  together, 
hence  no  patentable  invention.  WUHams  v.  Nye^  7  R.  P.  C.  63. 
The  parts  so  arranged  performed  the  same  respective  functions  as 
in  the  older  machines. 

Improvements  in  reels  for  holding  fabrics  consisted  of  a  combination  of 
the  reel  or  frame  with  hooks  made  in  a  particular  way.  The  new 
articles  were  largely  used  in  preference  to  the  old.  Held^  that 
there  was  no  sufficient  ingenuity  shown,  although  there  was  an 
improved  result.    Longbottom  v.  Sluav^  fost^  p.  333. 

Pince-nez,  or  double  eyeglasses,  constituted  a  combination  of  old  parts. 
The  new  glasses  had  the  additional  feature  of  the  added  part 
The  parts  performed  together  the  same  functions  they  did  before. 
No  new  quality  was  given  to  the  glasses  by  the  addition,  and 
there  was  no  difficulty  in  making  the  combination.  See  Wood  v. 
Raphael^  posty  p.  398.  There  were  here  no  new  results  due  to  the 
combining  of  the  old  elements. 

6.    New  Modes  of  Manufacture  falling  short  of  Patentable  Inventions. 

Improvements  in  felt  handles  for  bicycles,  etc,  consisted  in  grooving 
sheet  felt,  making  it  flexible  so  as  to  bend  round  the  handles. 
The  old  method  consisted  in  boring  out  solid  blocks  of  felt  Some 
of  these  had  been  grooved  on  the  outside.  There  was  great  utility 
and  a  large  sale.    See  Cooper  v.  Baedeker^  post^  p.  431. 

Alleged  improvements  in  attaching  ferrules  which  were  of  little  or  no 
utility  were  held  not  to  constitute  invention  in  Wilson  Bros, 
Bobbin  Co.  v.  Wilson  &*  Co^^post^  p.  463. 
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7.    New  Uses  of  Old  Means  and  Processes  not  constituting  Patentable 

Inventions. 

A  method  of  forming  cases  of  rush  or  straw  for  the  protection  of  bottles 
consisted  in  the  use  of  a  mandril  shaped  like  a  bottle.  The  use 
of  mandrils  for  other  and  similar  purposes  was  well  known.  This 
is  not  an  "  invention."  Patent  Bottle  Envelope  Co.  v.  Seymer^  28 
L.  J.  C.  P.  23.    This  is  simply  a  case  of  "  analogous  use." 

A  specification  described  strengthening  and  polishing  linen  and  cotton 
yams  by  friction-brushes.  The  patentee  of  a  subsequent  alleged 
invention  described  in  his  specification  the  same  process  applied 
to  yams  of  wool,  hair,  etc.  This  is  not  a  "  new  manufacture,"  but 
only  the  application  of  a  known  process  to  new  material.  Brooke 
V.  Aston^  28  L.  J.  Q.  B.  175  (followed  in  Penn  v.  Bibby^  L.  R.  2 
Ch.  Ap.  135 ;  Rushion  v.  Crawley^  L.  R.  10  Eq.  Ca.  529  \  JtckU" 
penny  v.  A.  and  N.  Co-np.  Soc,  5  R.  P.  C.  408 ;  Gadd  v.  Mayor 
of  Manchester^  9  R.  P.  C.  524,  and  other  cases). 

Fish-plates  for  railways  formerly  had  the  heads  of  bolts  secured  from 
turning  by  beii^  squared  and  sunk  in  square  holes.  Grooving  the 
plate  to  efiect  this  by  the  sides  of  the  grooves  holding  the  opposite 
sides  of  bolt-heads  constituted  the  novelty.  Channelled  iron  had 
been  used  similarly  on  bridges.  This  is  the  mere  application  of 
a  known  device  to  an  analogous  purpose,  not  amounting  to  a 
patentable  invention.    See  Harwoodv,  G.  N.  By.  Co.,  post,  p.  204. 

Facts  compared  and  last  case  followed  in  Horton  v.  Mabon^post,  p.  221. 

An  alleged  invention  consisted  in  using  old  electrical  elements,  viz. 
alternating  dynamo,  high-tension  currents  in  the  mains,  and  trans- 
formers to  produce  a  new  result  of  drawing  off  lorthtension  currents 
for  lighting  purposes.  See  Gaulard  6*  Gibb^  PcUent,  post,  p.  329. 
Here  there  had  been  no  previous  demand  for  such  a  combination. 

8.    New  Uses  that  are  not  "  Manufactures'' 

A  new  mode  of  using  a  machine  already  known,  by  altering  the  relative 
distances  of  its  parts  is  not  patentable.  Before  maceration  and 
wet-spinning  of  flax  were  introduced  machines  were  adjusted 
accoiding  to  the  length  of  fibre,  in  cotton  not  over  i^  inches,  in 
flax  14  to  36  inches.  JTa^  invented  new  machinery  for  preparing 
flax  by  maceration,  and  made  '^  wet-spinning  "  successful.  Part  of 
his  claim  was  for  "  new  machinery  "  for  spinning  flax.  This  new 
machinery  was  simply  the  old  rearranged  so  that  the  retaining 
and  drawing  rollers  were  placed  2\  inches  apart  instead  of  the  old 
distance  of  14  inches  or  more.  This  is  only  a  new  mode  of  using 
the  old  machine,  and  not  a  new  machine.  Kay  v.  Marshall,  5 
Bing.  N.  C.  492.    (Compare  Moser  v.  Marsden,  noted  ante,  p.  41, 
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and  post,  p.  374).  In  this  case  the  '^  manufacture  "  claimed  in  the 
specification  was  the  machine^  not  a  process.    Seeposf,  p.  190. 

The  discovery  that  hy  using  machinery  in  a  particular  way  a  new  pattern 
and  lustre  could  be  produced  on  embossed  fabrics  is  not  the 
discovery  of  a  fuw  manufacture.    See  Ralston  v.  Smith^post,  p.  230. 

See  Partington  and  others  v.  The  Hartlepool  Pulp  Co.^  noted  ante^  p.  22- 

A  more  skilled  and  experienced  application  of  old  known  tools  to  a  par- 
ticular purpose,  viz,  cutting  necktie  linings  out  of  swansdown,  is 
not  a  patentable  invention.    See  Dredge  v.  ParneU^  posty  pi  420. 

A  transmitting  printing  sheet  made  of  special  paper  and  prepared  by 
waxing  was  claimed  for  use  in  a  typewriter.  Waxing  paper  was 
known  before.  The  claims  were  wider  than  for  the  mere  mode 
of  preparing  the  paper.  The  patent  was  invalid.  See  Dick  v. 
EUam^  DupUcator  Co,^  post^  p.  430. 

It  must  be  remembered  that  it  is  the  invention  ox  rili/m^ that  is 
to  be  considered  in  all  cases.  For  the  extent  of  the  monopoly 
depends  on  the  claims/  and  the  consideration  of  validity,  as  regards 
prior  knowledge,  depends  ultimately  (ante^  p.  19)  on  the  extent  to 
which  the  monopoly  afTects  the  public  The  importance  of  the 
actual  claim  is  seen  in  the  two  following  illustrations : — 

9.    Results  only  in  Question^  insufficiency  of  Invention  in  the  Results. 

The  invention  was  one  for  casting  a  tubular  boiler  (such  as  is  used  in 
hothouses)  in  one  piece.  It  was  "  causing  the  upright  tubes  and 
the  lower  hollow  ring  to  be  all  cast  at  one  time,  and  thus  to  form 
one  casting."  The  hollow  ring  joined  the  upright  tubes  together 
at  their  lower  ends.  The  claim  was  for  *'  casting  a  boiler  such 
as  described  in  one  piece."  Boilers  had  previously  been  cast  in 
parts :  tubes,  hollow  rings,  &c.,  and  subsequendy  cemented  to- 
gether. Heldy  that  there  was  no  subject-matter,  the  whole  thing 
being  only  a  difficult  piece  of  casting  (32  L.  J.  C.  P.  9).  It  might 
have  been  otherwise  had  the  claim  been  confined  to  an  "  improved 
mode  of  casting  "  the  boiler,  instead  of  one  for  the  boiler  itself  cast 
in  one  piece  (32  L.  J.  C,  P.  291).  Ormson  v.  Clarke^  32  L.  J.  C.  P. 
8,  291.     (Followed  in  Newsum  v.  Mann^  7  R.  P.  C,  307.) 

A  new  eyelet  coated  with  celluloid  for  boots  was  claimed,  but  not  the 
mode  of  manufacture.  It  was  an  improved  eyelet  and  useful,  but 
the  finished  article  as  regards  the  attachment  of  the  celluloid  was 
analogous  to  hooks  used  previously.  See  Riekmann  v.  Thierry^ 
post,  p.  391. 

See  also  R,  v.  Else,  post,  p.  180. 

*  Parkes  v.  Stevens,  L.  R.  Ch.  Ap.  38,  39  ;  Ninks  v.  Safety,  &•<:.,  4  Ch.  D.  612 ;  GibsoH  v. 
Brand,,  n  L.  J.  C  P.  162. 
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Rights  of  Subsequent  Inventors. 

As  a  patentee  must  not  obtain  such  a  monopoly  as  would  inter- 
fere with  the  persons  making  use  of  the  knowledge  they  already 
possess,  so,  too,  he  cannot  interfere  with  subsequent  inventors  by 
obtaining  a  monopoly  for  more  than  he  has  actually  invented.  The 
risk  of  claiming  something  that  may  not  prove  workable  is  too 
gpreat  to  be  frequently  attempted.  This  question  cannot  be  well 
discussed  at  this  stage,  for  it  cannot  be  severed  from  the  considera- 
tion of  the  disclosures  which  the  patentee  is  bound  to  make  in  his 
specification  for  the  information  of  the  public,  and  as  a  condition 
of  obtaining  his  grant.  But  a  difficulty  arises  from  the  fact  that 
the  interests  of  rival  inventors,  and  interference  with  them,  date 
from  the  commencement  of  the  monopoly,  that  is,  the  date  of  the 
application,  whereas  the  time  for  filing  the  complete  specification 
is  some  months  later.  On  the  one  hand,  the  interests  of  certain 
members  of  the  public  {i.e.  rival  inventors)  require  that  the  patentee's 
monopoly  be  confined  to  what  he  had  invented  at  the  date  of  his 
application  ;  and,  on  the  other  hand,  the  interests  of  others  {i.e.  the 
manufacturers)  require  that  his  knowledge  at  the  date  of  his  final 
specification  be  fully  disclosed.  The  full  discussion  of  this  subject 
is  reserved  until  the  question  of  the  specifications  is  considered. 
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CHAPTER  IV. 

THE  PERSONS  TO  WHOM  PATENTS  MAY  BE  GRANTED. 

Importers  of  inventions — Trte  and  first  Inventor,  p.  49 — Assistance  of 

Workmen,  p.  50— Prior  grant,  p.  51. 

Importers  of  Inventions. 

As  patents  are  granted  as  rewards  for  improving  industries  within 
the  realm  by  introducing  new  manufactures,  it  was  settled,  even 
before  the  Statute  of  Monopolies,  that  the  first  importer  of  a  new 
manufacture  could  obtain  a  patent  in  the  same  way  and  on  the  same 
conditions  as  a  first  inventor.^  Hence  persons  can  obtain  patents 
for  inventions  ''communicated  from  abroad."'  They  may  hold 
these  patents  as  trustees  for  the  inventors  abroad  or  in  their  own 
right  according  to  the  nature  of  the  transactions,  if  any,  between 
them  and  the  foreign  inventors.'  An  "  importer "  therefore  comes 
within  the  definition  of  an  "  inventor." 

If  the  inventor  abroad  be  a  patentee  in  certain  foreign  countries, 
or  in  any  British  dominions  oversea,  he  has  a  priority  of  the  right  of 
application  over  residents  within  the  realm.^  This  right  of  priority 
must  be  exercised  within  twelve  months.^  The  method  of  exercis- 
ing it  is  discussed  post^  p.  176. 

A  patent  may  be  granted  to  foreigners  as  well  as  British  subjects, 
to  two  or  more  persons,  one  of  whom  at  least  must  be  the  ^  true  and 
first  inventor."  '    This  last  provision  meets  the  difficulties  of  those 

1  Edgtbury  v.  Stephens^  2  Solk.  447 ;  z  Webs.  SS  *  >  Hawk.  P.  Cr.  i.  c  79,  s.  90  (quoting 
J^oy,  xSs,  183). 

•  *'  Abroad  "  indudes  British  Colonies.    lioils  v.  Isaacs,  19  Ch.  D.  a68 ;  45  L.  T.  704. 

•  Beard  v.  Egtrtom,  3  C.  B.  97.    As  to  breach  of  trust  by  agent,  see  Milligan  v.  Marshy 
Jur.  N.  S.  1083 ;  Nickels  v.  Ross,  8  C.  a,  at  p.  733. 

«  Sect.  103  of  the  Act  of  1883,  post,  p.  508. 

*  Art.  4  of  the  International  Convention,  post,  p.  583,  z  Ed.  VII.  c.  z8. 

*  Sect.  4  of  the  Act  of  1883  (as  explained  by  sect.  5  of  the  Act  of  1885).  posi,  p.  486. 
For  example  of  failure  of  this  condition,  see  Marshall's  Appl,,  5  R.  P.  C.  66z. 
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inventors  who  are  unable  to  perfect  their  inventions  without  the  aid, 
financial  or  other,  of  persons  not  inventors. 

The  point  has  been  raised  but  not  decided  that  a  foreigner  who 
is  an  alien  enemy  cannot  be  a  patentee ;  ^  but  as  licences  to  trade 
may  be  granted  by  the  Crown  to  alien  enemies,'  there  appears  to 
be  no  reason  why  a  patent  should  not  be  granted."  An  ''alien 
enemy  "  is  a  person  who  is  the  subject  of  a  monarch,  or  citizen  of 
a  state  that  is  at  war  with  His  Britannic  Majesty,  although  such  an 
one  be  a  resident  within  the  United  Kingdom.  At  all  events  such 
an  alien  enemy  has  no  right  to  sue  for  infringements,  or  seek  any 
redress  in  British  Courts ;  but  if  he  be  licensed  to  trade  he  may  sue 
by  a  trustee.* 

It  was  thought  that  a  clergyman  engaged  in  spiritual  work  could 
not  be  a  patentee,  inasmuch  as  he  is  prohibited  from  trading  by 
I  &  2  Vict  c  lo6,  s.  29 ;  but  it  must  be  observed  that  the  prohibition 
extends  only  to  trading  "  in  person,''  and  does  not  prohibit  one  from 
being  a  shareholder  in  a  trading  company :  see  4  &  5  Vict  c.  14, 
There  can  be  no  doubt  that  he  may  be  a  patentee  in  the  capacity 
of  representative  of  a  deceased  inventor. 

True  and  First  Iftventor, 

The  "true  and  first  inventor"  (or  importer)  is  the  person  who 
first  actually  makes  and  publishes  the  invention  which  is  protected 
by  the  patent  If  a  prior  inventor  have  made  the  same  invention 
and  kept  it  to  himself,  neither  using  it  commercially,  publishing  it, 
nor  applying  for  a  patent,  the  second  inventor  who  makes  the  same 
invention  is  entitled  to  a  patent  as  being  the  true  and  first  inventor ;  ^ 
the  same  rule  applies  to  inventions  imported  from  abroad.^  Hence 
in  the  case  of  contemporaneous  inventors  it  is  the  one  who  first 
makes  application  who  succeeds  in  obtaining  the  monopoly,^  even 
against  a  second  inventor  who  completes  his  specification  and  has 
his  patent  sealed  before  the  earlier  applicant.® 

»  Bloxam  v.  El^ee,  i  Carp.  P.  C.  436.  *  Halleck,  ii.  364,  374. 

•  Beard  v.  Egerton,  3  C.  B.  97,  at  p.  13a 

«  Lofd  RlUmborough  in  Kensington  v.  IngUs,  8  East,  289.  290. 

»  ZWA»uf/ Patent,  infra;  Lewis  v.  Marling,  i  Webs.  496;  Carpenter  v.  Smith,  i  Webs. 

543- 

•  Lewis  V.  Marling  (per  BayUy,  J.),  4  C.  &  P.  58  ;  1  Webs.  496. 

»  Chitty's  Prerog.  Crown,  182 ;  Forsyth  v.  Riviere,  \  Webs.  97 ;  Cornish  v.  Keene  (per 
TindaJ,  CJ.).  I  Webs.  508 ;  Ex  parte  Henry,  L.  R.  8  Ch.  Ap.  170. 

•  Saxby  v.  Hennett,  L.  R.  8  Ex.  21a 

E 
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lUustraHon. 

DoUoruTs  invention  consisted  in  so  combining  lenses  of  different  kinds 
of  glass,  one  convex  and  the  other  concave,  that  the  dispersion  in 
one  corrected  that  in  the  other,  while  the  difference  in  diffraction 
was  sufficiently  large  to  make  the  combined  lens  of  sufficient  power 
to  be  employed  in  telescopes.  The  patent  was  objected  to  on  the 
groimd  that  Dr.  Hall  had  made  the  same  discovery  before  him. 
''  But  it  was  holden  that  as  Dr.  Hall  had  confined  it  to  his  closet, 
and  the  public  were  not  acquainted  with  it,  DoUond  was  to  be 
considered  as  the  inventor."  DoUond* s  Patent  in  i  Webs.  43 ;  2 
H.  Bl.  470. 

Assistance  of  Workmen, 

An  inventor  may  avail  himself  of  suggestions  of  persons  em- 
ployed by  him,  as  agents  or  servants,  to  carry  out  and  perfect  the 
invention,  so  long  as  such  suggestions  are  confined  to  minor  or 
subordinate  parts.^  An  employer  is  not  entitled  to  the  inventions 
of  his  servants,"  but  only  to  embody  improvements  made  or  suggested 
by  them  when  employed  to  perfect  and  carry  out  the  invention.' 
But  if  he  adopt  suggestions  which  are  essential  ^  to  his  invention  and 
come  within  the  principle  and  object  ^  of  it,  then  he  is  no  longer  the 
"  true  and  first  inventor ; "  nor  is  he  if  he  take  his  invention  from 
some  source  other  than  his  own  mind,  such  as  an  old  book  ;^  this 
rule  is  to  be  understood  as  applying  to  information  derived  from 
sources  within  the  realm  and  not  to  information  imported  from 
abroad  and  unpublished  within  the  realm,  for  one  so  acquiring 
knowledge  of  an  invention  from  abroad  is  an  importer  of  it,  and 
therefore  entitled  to  a  patent  To  distinguish  between  sugges- 
tions that  are  essential  and  those  that  are  not  one  must  analyze  the 
invention  to  distinguish  what  are  its  principles  and  objects  as  distin- 
guished from  the  application  of  the  former  to  attain  the  latter :  ante^ 
pp.  9,  1 1.  A  patent  granted  to  one  who  is  not  really  the  "  true  and 
first  inventor,"  but  represents  himself  as  such,  is  invalid,  because  the 
Crown  has  been  deceived  in  its  grant.'' 

•  Minter  v.  Wells  (per  Alderson,  B.),  i  Webs.  13a ;  Bloxam  v.  EUe€,  i  Carp.  P.  C.  436, 438. 

•  HealcCs  Application,  8  R.  P.  C,  43a 

»  David  and  Woodley's  Application,  Gr.  L.  O.  C.  26. 

•  Tennants  Case,  1  Webs.  125,  post,  p.  182  ;  R,  v.  Arkwright,  i  Webs,  72. 
»  Allen  V.  Rawson  (per  Tindal,  C.J.),  i  C.  B.  574, 

•  Gibson  v.  Brand,  1  Webs.  628  ;  Afuntz  v.  Foster,  a  Webs.  102. 

•  Comyn's  Digest,  cc.  8  &  9  ;  Lews  v.  Marling,  i  Webs.  491,  492  ;  R.  v.  WheeUr,  2  R  & 
Aid.  349,  post,  p.  186 ;  Minter  v.  Wells,  i  Webs.  129. 
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A  patentee  may  be  not  the  true  and  first  inventor  because  the 
invention  itself  is  not  new.  That  aspect  of  the  question  is  included 
in  the  considerations  of  prior  user,  prior  publication,  ante,  pp.  18-46. 

lUusiroHon, 

In  the  specification  of  a  patent  for  the  use  of  calcareous  earths  in  bleach- 
ing, the  agitation  by  mechanical  means  was  described  as  the  spirit 
of  that  part  of  the  invention.  This  had  been  suggested  to  the 
inventor  by  a  chemist  in  conversation.  The  patent  was  invalid. 
Tmnanfs  Case,  i  Webs.  12$,  post,  p.  182. 

Prior  Grant} 

The  date  of  a  patent  for  an  invention  in  English  Law  is  the 
date  of  the  application.  Hence,  if  a  rival  inventor  apply  for  a 
patent  after  another  applicant  for  one  for  the  same  invention,  the 
later  applicant,  although  a  ''  true,"  is  not ''  the  first  inventor." 

Again,  as  a  monopoly  is  an  exclusive  right  to  make,  vend,  and 
use  an  invention,  it  is  a  contradiction  in  terms  to  say  that  two 
monopolies  can  exist  for  the  same  invention  ;  hence  it  would  seem 
that  the  latter  of  two  applicants,  although  perhaps  in  fact  the  earlier 
inventor,  cannot  obtain  a  valid  patent  Moreover,  his  patent,  if 
granted,  will  be  invalid,  not  by  reason  of  prior  use  or  prior  publica- 
tion, but  by  reason  of  the  invention  being  the  subject  of  a  "  prior 
grant"  Such  a  case  may  occur  either  by  no  opposition  being  raised, 
or  by  reason  of  a  patentee  of  a  foreign  patent  having  his  application 
antedated  under  the  provisions  of  the  International  Convention  and 
sect  103  of  the  Act  of  1883  {post,  p.  176). 

The  Crown  cannot,  by  the  grant  of  the  monopoly,  deprive  the 
public  of  the  right  to  use  the  patented  invention  for  a  longer  period 
than  fourteen  years,  unless  it  be  extended  on  the  recommendation 
of  the  Privy  Council.  On  the  expiration  of  the  fourteen  years  the 
public  would  be  deprived,  for  a  few  months  perhaps,  of  their  right 
to  use  the  invention,  the  subject  of  the  prior  grant,  if  the  second  one 
were  held  valid.  In  the  nature  of  things  such  cases  must  be  very  rare. 
They  might  occur  in  relation  to  inventions  relating  to  war  that  are 
not  published, /e?^/',  p.  117. 

Contemporaneous  applications,  ix.on  the  same  day,  are  considered 
post,  p.  158. 

*  As  no  actual  decisions  are  to  be  found,  the  three  following  paragraphs  must  only  be 
taken  as  presenting  one  view  of  the  question.    See  Coke's  Institutes,  vol.  4,  p.  88. 
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CHAPTER  V. 

THE  CONDITIONS  ON  WHICH  PATENTS  ARE  GRANTED. 

Statutory  Requirements — ^The  Period  before  1852 — From  1852  to  1883, 
p.  54 — ^The  Act  of  1883,  p.  54 — ^The  Provisional  SpecificatioD, 
p.  55 — The  Complete  Specification,  p.  56 — Extent  of  Invention, 
p.  59 — Limits  of  Claims,  p.  63 — Disconformity,  p.  64 — Sufficiency  of 
Specification,  p.  72 — Utility,  p.  80. 

Statutory  Requirements. 

In  considering  the  questions  arising  from  the  conditions  upon  which 
patents  are  granted  to  the  true  and  first  inventors  (the  conditions 
as  to  novelty  and  inventive  ingenuity  being  complied  with)  a  short 
review  of  the  history  of  the  subject  is  necessary,  for  as  statutory 
requirements  and  powers  have  varied  from  time  to  time,  the  precise 
weight  to  be  given  to  authorities  and  examples  is  changed  accord- 
ingly. For  this  purpose  one  may  consider  three  periods.  I.  From 
the  Statute  of  Monopolies  to  the  Act  of  1852.  II.  From  1852  to 
the  Act  of  1883.     III.  Since  1883. 

I.  The  Period  before  1852. 

When  patents  for  inventions  were  first  granted  under  the  Statute 
of  Monopolies,  no  specifications  were  required.  The  only  informa- 
tion given  to  the  public  was  a  very  meagre  description  contained 
in  a  sentence  or  two  recited  in  the  patent  itself.  During  the  reign 
of  Queen  Anne  a  change  was  made.  The  grant  was  made  con- 
ditional, and  a  proviso  was  inserted  requiring  the  patentee  to  par- 
ticularly describe  and  ascertain  the  nature  of  his  invention  and  the 
manner  in  which  it  was  to  be  performed  in  an  instrument  under  his 
hand  and  seal.  This  was  enrolled  in  Chancery,  and  became  known 
as  a  ''specification."    The  time  allowed  for  this  to  be  done  was 
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four  or  six  months^  according  as  the  application  was  for  England 
only,  or  the  applicant  intended  to  proceed  for  a  patent  in  Scotland 
also.  But  the  patent  was  granted  for  the  invention  as  limited  and 
described  by  its  title;  that  is,  the  sentence  describing  it  in  the  petition 
for  the  patent  and  in  the  patent  itself,  and  which  became  the  head- 
ing or  title  of  the  specification.  Hence  the  specification  and  patent 
were  read  tc^ether.* 

During  this  period  an  objection  might  be  taken  to  the  title  on 
the  part  of  the  Crown  before  the  patent  was  granted,  but  the 
vagueness  in  the  title,  so  that  it  included  more  than  the  specifica- 
tion described  as  the  real  invention,  could  not  be  relied  on  by  the 
public  to  invalidate  a  patent.'  But  it  was  otherwise  when  the 
specification  exceeded  or  described  an  invention  different  from  that 
denoted  by  the  title ;  then  the  patent  became  invalid,  the  invention 
not  being  duly  '' specified"  according  to  the  proviso,"  or  the  in- 
vention  specified  being  other  than  that  for  which  the  patent  was 
granted. 

The  validity,  therefore,  of  a  patent  very  often  depended  on  the 
description  in  the  title,  which  occupied  a  position  in  some  respects 
analogous  to  that  of  the  Claims  at  the  present  day,  as  it  declared 
the  extent  or  "  ambit "  of  the  monopoly.  If  part  of  the  invention 
described  and  specified  was  subsequently  discovered  to  be  one  for 
which  a  valid  patent  could  not  be  granted,  the  whole  was  invalid 
(see/«?j/,  p.  63).  The  Patents  Act  of  1835  (5  &  6  Will.  4,  c.  83,  sect,  i) 
enabled  the  patentee  in  such  a  case  to  keep  his  patent  by  entering 
a  disclaimer  or  memorandum  of  alteration  of  any  part  of  either  the 
title  or  specification, ''  not  being  such  disclaimer  or  such  alteration 
as  shall  extend  the  exclusive  right  granted  by  the  said  Letters 
Patent"  The  custom  arose  of  adding  to  such  disclaimer  a  positive 
statement  of  what  was  claimed. 

In  order  to  satisfy  the  requirements  of  the  law  as  to  not  claim- 
ing what  was  old,  or  more  than  the  patentee  had  actually  invented, 
it  became  the  custom  to  make  titles  long  and  precise. 

During  this  period  the  monopoly  of  fourteen  years  ran  from  the 
sealing  of  the  patent.  The  earliest  date  as  to  which  the  patent 
could  be  sealed  was  that  on  which  the  warrant  from  the  Crown  for 

»  Homblawers.  Boulton,  8  T.  R.  105;  Dav,  P.  C.  23a 

s  Cooke  V.  Pearce,  8  Q.  B.  1064. 

>  R.  V.  WkeeleTt  2  B.  &  Aid.  345 ;  CamfUn  v.  Benyon,  6  Moo.  8a. 
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the  Letters  Patent  was  delivered  into  Chancery,*  usually  several 
weeks  after  the  application  was  made,  and  hence  arose  a  risk  of 
others  making  and  publishing  the  same  invention.  The  specifica- 
tion was  not  filed  for  some  time  afterwards. 

11.  From  1852  to  1883. 

The  Patent  Law  Amendment  Act,  1852  (15  &  16  Vict  c  83). 
introduced  further  changes.  The  deposit  of  the  specification  was 
required  by  that  Act,  as  well  as  by  the  proviso  in  the  patent  itself. 
The  necessity  for  long  titles  was  removed  by  the  provision  (sect.  6) 
enabling  the  applicant  to  lodge  with  his  petition  a  provisional 
specification  "describing  the  nature  of"  the  invention  for  which 
protection  was  sought'  By  sect.  9  the  applicant  could  lodge  a  com- 
plete specification  at  once  with  his  petition,  or  if  he  preferred  to 
lodge  a  provisional  he  could  lodge  the  complete  six  months  later. 
This  allowed  time  for  an  inventor  during  that  period  to  make  ex- 
periments and  perfect  his  invention.  Hence  the  title  as  a  means 
for  defining  the  "  ambit "  or  extent  of  the  monopoly  was  superseded. 
It  is  still  part  of  the  specification,  and  has  to  be  taken  into  con- 
sideration in  ascertaining  the  meaning  of  the  document  as  a  whole. 

Another  important  change  was  introduced  by  this  Act  (sects. 
23  &  24).  It  was  left  optional  with  the  law  ofilicer  to  seal  the 
patent,  either  as  of  the  date  of  application,  or  of  actual  sealing,  or 
of  any  intermediate  date.  The  usual  custom  was  to  seal  the  patent 
as  of  the  date  of  application,  unless  it  was  opposed  by  a  rival 
inventor  who,  being  a  later  applicant,  duly  lodged  his  complete 
specification  during  the  six  months,  and  before  the  first  applicant 
lodged  his.'  The  rights  of  rival  inventors  who  were  subsequent 
applicants  were  thus  preserved. 

in.  The  Act  of  1883. 

Under  the  present  law  the  respective  functions  (sect.  5  of  the 
Act  of  1883,/^j^,  p.  486)  of  the  provisional  and  complete  specifica- 
tions are  the  same  as  they  were  under  the  Act  of  1852,*  with  the 

>  18  Hen.  6,  c.  z. 

*  As  the  functions  of  the  provisional  are  the  same  under  the  Act  of  1883  as  under  that  of 
1852,  they  are  given  below. 

*  Ex  parte  Bates,  b*  Redgate,  L.  R.  4  Ch.  Ap.  579 ;  Saxby  v.  Hennett,  L.  R.  8  Ex.  210. 

*  MoseUy  v.  Victoria  Rubber  Co,,  4  R.  P.  C.  248. 
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additional  provision  that  the  complete  specification  must  end  ''  with 
a  distinct  statement  of  the  invention  claimed."  The  extent  or 
**  ambit "  of  the  monopoly  granted  is  now  precisely  determined  by 
the  claims.  It  will  be  seen,  therefore,  that  the  provisional  specifi- 
cation and  claim  now  fulfil  the  functions  discharged  by  the  original 
title.  The  cases  deciding  the  invalidity  of  patents  through  defects 
of  titles  have  now  a  bearing  on  the  question  of  conformity  of  the 
complete  with  the  provisional  specification.  Objections  to  the 
validity  of  patents  with  regard  to  the  title  alone  have  not  been 
seriously  entertained  since  1883. 

The  time  for  lodging  the  complete  specification  has  been  ex- 
tended to  nine  months  (or  ten  in  exceptional  cases),  ^  and  the  patent 
is  sealed  as  of  the  date  of  application  '  (original  or  amended),'  instead 
of  formerly  as  under  the  Act  of  1852.  This  is  important  in  con- 
nection with  the  rights  of  subsequent  rival  inventors  {post^  pp.  64, 
607). 

The  periods  allowed  after  the  Act  of  1902  comes  into  opera- 
tion will  be  six  and  seven  months  respectively,  instead  of  nine  and 
ten.     See  2  Ed.  VII.  c.  34,  sect,  i.posty  p.  523. 

The  Provisional  Specification. 

The  function,  therefore,  of  the  provisional  specification  as  ampli- 
fying the  title  is  to  give  information  to  the  Crown  (now  represent- 
ing the  public  interests)  as  to  what  was  the  invention  found  or 
devised  by  the  applicant  at  the  date  of  his  application ;  so  that 
he  could  not  include  at  a  later  date  a  new  invention  in  his  complete 
specification.^  This  is  now  an  important  consideration,  for  the 
monopoly  will  date  from  the  application,  and  there  is  no  longer 
any  power  on  the  part  of  the  Comptroller  to  seal  the  patent  as  of 
the  date  of  the  complete  specification. 

Such  being  the  object  of  the  provisional  specification,  its  office 
is  to  describe  generally  and  fairly  the  nature  of  the  invention  and 
not  to  give  the  mode  of  carrying  it  into  practice ;  ^  for  it  is  in 
respect  of  the  invention  described  therein  that  the  patent  is  granted, 

•  Sect  8  (i)  of  the  Act  of  1883,  post,  p.  487  ;  and  48  &  49  Vict,  c.  63,  sect.  3,  post,  p.  515. 

•  Sect.  13  of  the  Act  of  1883,  post,  p.  49a 

*  Sect.  7  (i)  of  the  Act  of  1883.  as  amended  by  51  ft  5a  Vict.  c.  50,  sect,  a  (i),  post,  p.  487. 
^  Cocke  V.  Pearctt  8  Q.  B.  1064 ;  Penn  v.  Bibby,  L.  R.  a  Ch.  Ap.  133. 

*  N€wall  y,  Elliott  (37  L.  J«  C.  P.  341),  and  notes,  post,  p.  304. 
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and  not  in  respect  of  a  different  invention  which  the  applicant  may 
subsequently  discover  when  perfecting  his  original  invention.^ 

It  must  commence  with  a  title,'  that  is,  a  phrase  indicating 
the  subject-matter  of  the  invention.  The  title  should  not  be  too 
narrow,  for  any  part  of  the  invention  described  in  the  provisional 
may  be  omitted  from  the  complete  specification. 

If  the  applicant  choose  he  may  state  in  his  provisional  the 
objects  of  his  invention  or  the  mode  of  carrying  it  out ;  but  it  is  not 
advisable  to  do  so,  as  such  statements  may  affect  the  interpretation 
of  the  document,  and  so  lead  to  a  narrower  construction  being  put 
upon  it  than  might  otherwise  be  done.  Drawings  must  be  supplied 
when  required  by  the  Comptroller.'  The  specificaticMi  must  deal 
with  one  invention  only,^  as  a  patent  will  be  granted  for  one  only. 

The  Compute  SpecificaHon. 

The  complete  specification  ''must  particularly  descrit>e  and 
ascertain  tlie  nature  of  the  invention,  and  in  what  manner  it  is  to 
be  performed."  It  must  commence  with  the  title  and  end  **  with  a 
distinct  statement  of  the  invention  claimed."'  If  drawings  be 
required  to  elucidate  it  they  must  be  furnished,  or  reference  may 
be  made  to  the  drawings,  if  any,  of  the  provisional  specification.^ 
These  two  functions  or  offices  of  the  specification  (i)  describing 
and  ascertaining  the  nature  of  the  invention,  and  (2)  describing  and 
ascertaining  in  what  manner  it  is  to  be  performed,  are  essentially 
distinct,^  and  are  more  conveniently  considered  separately.  The 
claims  are  more  conveniently  considered  in  connection  with  the 
former  function,  for  the  better  discharge  of  which  they  are  required. 

Description  of  the  Nature  of  the  Invention. 

Formerly  the  patent  was  granted  for  the  invention  as  limited 
by  its  title,  but  after  the  introduction  of  specifications  the  two  were 
read  together,  claims  were  frequently  inserted,  and  under  the  Act 

i  BMUy  V.  Robtrton  (per  Lord  Cairns,  L.C.)i  3  App.  Ca.  io6z,  post,  p.  972. 
«  Sect.  5  (5)  of  Act  of  1883,  post,  p.  486. 
»  Sect.  5  (3)  of  Act  of  1883,  post,  p.  486. 

•  Sect.  33  of  Act  of  1883,  post,  p.  498. 

•  Sect,  s  (4,  5)  of  Act  of  1883,  post,  p.  486. 

•  Sect.  2  of  Act  of  1886,  post,  p.  517. 

'  Philpott  V.  Hanbury,  2  R.  P.  C.  38  ;  Edison  v.  Holland  (per  UndUy,  L. J.),  6  R.  P.  C.  279. 
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of  1883,  sect  5  (5)  the  "complete  specification  must  end  with  a 
distinct  statement  of  the  invention  claimed."  It  must  be  remembered, 
therefore,  that  the  patent  is  granted  for  the  invention  as  claimed^  and 
not  merely  as  described  in  the  body  of  the  specification.  The  duty 
of  the  patentee  may  be  stated  under  two  heads : — 

L  To  "particularly  describe  and  ascertain  the  nature  of  the 
invention,"  so  that  persons  reasonably  skilled  in  the 
subject-matter  can  tell  from  the  specification  itself  what 
the  invention  is  for  which  the  patent  is  granted.^ 
II.  Not  to  include  in  the  claims  more  than  he  is  entitled  to 
claim.  He  must  not  claim  what  is  old  or  already  known 
to  the  public ;  and  his  complete  specification  must  not 
claim  an  invention  different  from  that  included  in  the 
provisional  specification,  or  so  far  an  advance  upon  it  as 
to  amount  to  a  distinct  invention,  as  distinguished  from 
a  fair  development 

Claims. 

The  claims  are  to  define  the  limits  of  the  monopoly,  and  there- 
fore complete  the  description  of  the  "ambit,"  or  extent,  of  the 
invention.  They  must  be  read  and  construed  as  part  of  the  whole 
specification,^  and  must  not  add  to  the  description  of  the  nature  of  the 
invention  given  in  the  body  of  the  specification.'  (See  Construction 
of  Specifications,  post,  pp.  84,  89.) 

Before  dealing  in  detail  with  the  foregoing  rules  it  will  be  con- 
venient to  draw  attention  to  the  nature  of  the  claims  for  combination 
inventions. 

Claims  far  Combinations. 

A  combination  invention  (discussed  ante,  pp.  16,  38)  consists 
essentially  of  the  combining  t<^ether  of  old  things  or  processes, 
or  of  applying  an  old  thing  to  a  new  use,  or  combining  an  old 
thing  with  a  new  one. 

Hence  there  are  at  least  two  elements  in  a  combination,  both 
of  which  may  be  old.  If  one  be  new,  say  A,  and  another  old, 
say  B,  then  the  combination  consists  of  A  and  B  acting  tc^ether, 

>  Harmar  v.  Plapu,  post,  p.  183. 

'  Edison  6*  Sw€M  v.  Woodhouse,  fost^  p.  299. 

*  Kay  V.  Marshall^  3  Webs.  39  (post^  p.  193) ;  Plimpton  v.  McUcomson,  3  Ch.  D.  563. 
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and  A  and  B  separately  are  termed  '*  subordinate  integers  "  of  the 
combination.  Or  again,  a  new  combination  may  consist  of  three  or 
more  old  elements,  X,  Y,  and  Z.  Besides  the  combination  XY2^ 
there  are  **  subordinate  combinations,"  X Y,  XZ,  and  YZ.  Now,  if 
each  of  these  combinations  be  new,  the  whole  four  combinations  are 
parts  of  the  original  invention,  and  should  be  separately  claimed  ; 
for  the  combination  XY  is  not  the  same  thing  as  the  combination 
XYZ.^  Whether  this  is  actually  so  in  any  case  is  a  matter  of 
evidence,  for  an  invention  of  a  nominal  combination  XYZ  may  in 
reality  be  a  combination  of  XY  together  with  Z  as  a  mere  adjunct. 
The  real  substance,  and  not  the  mere  form  of  the  claim  must  always 
be  considered  (post,  p.  87), 

It  will  be  seen,  therefore,  that  if  A  be  claimed  as  a  new  invention, 
and  also  the  combination  AB,  B  being  old,  then  the  monopoly  granted 
for  AB  is  included  in  A ;  no  one  could  use  the  combination  AB 
without  infringing,  at  the  same  time,  the  patent  so  far  as  it  related 
to  A  alone.  In  such  a  case  the  claim  to  A  is  a  '^principal  claim," 
and  that  to  AB  a  "  subsidiary  claim."  Similarly,  if  the  whole  in- 
vention be  a  combination  XYZ,  and  the  *'  subordinate  integer  *'  or 
"  subordinate  combination  "  XY  be  also  claimed,  then  no  one  could 
infringe  by  using  XYZ  without  at  the  same  time  infringing  as 
regards  XY.  Here  the  claim  for  XY  would  be  a  "principal  claim," 
and  that  for  XYZ  a  "  subsidiary  claim."  A  "  subsidiary  claim/' 
may  be  defined  as  "  a  claim  for  a  monopoly  for  something  that  is 
already  included  in  the  monopoly  claimed  by  another — a  principal 
claim." 

Il/usfra/ions, 

The    claim  to  the  strip  of  plush  in  Zeztns  v.  Mariifig^  post^  p.  76,  is  a 

subsidiary  claim. 
An  invention  consisted  of  the  manufacture  of  a  new  substance  termed 

"  Albion  metal ; "  a  claim  to  the  use  of  it  in  making  capsules  is  a 

"  subsidiary  claim."    See  Beits  v.  Neilson,  post^  p.  220. 
In  a  specification  for  a  patent  for  a  roller  skate  there  was  a  second  claim 

for  the  mode  of  securing  the  runners' to  the  skate.    The  ckim  for 

this  being  confined  to  the  principal  invention  is  a  subsidiary  claim. 

See  Plimpton  y.  SpiUer^post^  p.  258. 
Dynamite  requires  some  mode  of  ignition  to  make  it  of  use;  a  claim 

for  a  mode  of  ignition  is  a  '^  subsidiary  claim  "  to  that  for  the  main 

>  For  an  illustration  see  Parkinson* s  Patent,  post,  p.  165. 
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invention  of  the  explosive  itself.     See  British  Dynamite  Co.  v. 
Krebs^post^  p.  274. 

As  a  general  rule  subsidiary  claims  are  useless,  as  they  do  not 
give  the  patentee  any  further  protection  than  he  has  already  under 
his  principal  claims.  In  some  cases  where  the  patentee  is  in  doubt 
whether  his  principal  or  larger  claim  be  valid,  he  frequently  intro- 
duces a  subsidiary  claim  confined  to  the  special  form  of  the  invention 
shown,  so  that  should  it  be  necessary  to  save  the  patent  by  dis- 
claiming the  original  principal  claim,  the  subsidiary  will  become 
a  principal  claim. 

I.    The  Nature  and  Atnbity  or  Extent^  of  the  Invention. 

If  the  definition  of  the  invention  do  not  fulfil  this  condition  of 
giving  the  public  precise  information  of  the  limits  of  the  invention, 
the  patent  will  be  void  for  ambiguity.  Compliance  with  this  con- 
dition is  of  much  importance  where  the  inventions  consist  of  im- 
provements in  old  machines,^  or  combination  of  old  elements.^  The 
rule  is  generally  expressed  by  saying  that  the  specification  must 
"  suflUciently  distinguish  between  what  is  new  and  what  is  old  "  in 
the  invention  claimed.  This  rule  is  equivalent  to  two  others,  (i) 
that  the  description  and  claim  must  be  clear  as  to  what  is  claimed, 
and  (2)  that  what  is  claimed  must  not  be  old.  The  first  of  these 
rules  is  suflSciently  complied  with  if  the  precise  nature  of  the  inven- 
tion and  claim  are  apparent  from  reading  the  whole  document ;  it  is 
not  necessary  to  specify  each  part  of  a  combination,  say  a  machine, 
as  "  old  "  or  "  new,"  as  the  case  may  be.^  The  absence  of  an  express 
statement  of  the  novelty  of  the  invention  in  the  claim  will  not  in- 
validate a  patent^  The  second  rule  falls  under  the  second  head 
{pasty  p.  63).  In  distinguishing  "  new  "  from  "  old  "  one  may  either 
confine  the  claim  in  express  terms  to  the  new  parts,  or,  in  cases  of 
improvements  on  the  patentee's  previous  inventions,  refer  by  year 
and  number  to  the  original  invention,'^  or  other  otherwise  disclaim 
what  is  old.  (Illustrative  cases  of  disclaimer  are  mentioned  under 
"  Construction  of  Specifications,"  post^  p.  87.) 

>  Foxwell  V.  Bostock,  post,  pp.  225,  229. 

■  Harrison  v,  Anderston  Foundry  Co.t  post,  pp.  249,  254. 

*  See  cases  noted  to  Foxwell  v.  Bosiock  &nd  Harrison  v.  Anderston  Foundry  Co,,  post, 
pp.  229  and  253. 

<  Siddelly,  Vickers,  post,  p.  328  (approved  in  Tubes,  Ltd,  v.  Perfecta,  ^c,,post,  p.  461). 

•  See  Harmar  v,  Playne,  post,  p.  182  ;   Tubes,  Ltd.  v.  Perfecta,  &'c. ,  post,  pp.  460,  461, 
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lUusiraHcns, 

See  Hastings  v.  Brown^post^  p.  75. 

The  real  invendon  lay  in  the  combination  of  certain  parts  in  a  sewing- 
machine.  The  claim  was  wider  for  the  whole  combination  of 
various  parts  of  the  machinery.  The  patent  was  invalid.  See 
Foxwetty.  Bostock^  post^  p.  235. 

A  claim  for  the  construction  and  arrangements  of  parts  of  mechanism  in 
a  manner  described  and  shown  in  the  specification  and  drawings 
in  the  absence  of  any  evidence  that  it  included  what  was  old  is 
primA  facie  a  good  claim.  The  combination  itself  may  be  the 
novelty.    See  Harrison  v.  AruUrston  Foundry  Co.^post^  p.  249. 

An  invention  consisted  in  improvements  in  belts  for  machinery.  The 
claim  was  one  for  constructing  belts  as  described.  The  real  in- 
vention consisted  in  finding  out  which  of  several  classes  of  material 
would  suit.  The  patent  was  invalid.  See  Gandy  v.  Reddaway^ 
posty  p.  292. 

The  novelty  in  an  invention  of  a  steam  disinfector  lay  in  the  use  of  steam 
of  very  high  pressure.  This  was  the  feature  that  distinguished  it 
from  an  older  disinfector.  That  this  was  the  essence  of  the  in- 
vention was  apparent  only  from  the  drawings,  taken  with  the  letter- 
press of  the  specification ;  it  was  not  explicitly  mentioned.  Had 
it  been  specifically  mentioned,  much  litigation  would  have  been 
averted.  Held^  that  the  patent  was  valid.  See  Goddard  v.  Lyan^ 
post,  p.  358. 

An  invention  consisted  in  certain  improvements  in  adjusting  the  driving- 
chains  of  safety  bicycles.  One  of  the  claims  was  for  the  adjusting 
mechanism  in  combination  with  a  new  step.  The  new  step  not 
being  in  the  provbional  could  not  be  claimed  alone-  Although 
the  monopoly  claimed  by  the  other  claims  was  not  enlarged  by 
this  one,  it  was  /uld  that  the  claim  was  improper,  embarrassing  to 
the  trade,  and  should  never  have  been  made.  The  patent  was 
declared  invalid.  Osmonds  v.  Balmoral  Cycle  Co,  (per  Undley, 
L.  ].)tPosty  pp.  418,  420. 

Theories  in  Specifications. 

As  the  invention  (i>.  the  manufacture)  protected  consists  in 
the  application  of  principles  and  not  the  principles  themselves 
{ante,  pp.  6-11),  it  is  not  necessary  to  explain  the  principles  or  theory 
of  the  action  of  an  invention.  Although  there  is  no  objection  to  the 
theory  being  given,  as  being  the  simplest  way  of  describing  the  in- 
vention, yet  it  may  subsequently  be  discovered  to  be  an  erroneous 
one.    The  false  theory  given  in  the  specification  does  not  of  itself 
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render  the  patent  invalid  ;  but  it  will  do  so  if  the  claim  be  held  by 
the  Court  to  include  the  false  theory,  or  if  the  false  theory  would 
lead  persons  astray  in  putting  the  invention  to  actual  use.  Theories 
are  therefore  better  omitted. 


IllustraHans  of  False  Theories. 

In  MedhcHs  specification  for  aniline  dyes  the  treatment  of  aniline  with 
arsenic  add  constituted  the  invention.  The  dye  was  really  pro- 
duced by  a  combination  of  aniline  and  toluidine,  the  latter  substance 
being  present  as  an  impurity  in  the  ordinary  aniline  of  commerce. 
No  objection  to  the  patent  was  raised  on  that  ground.  See 
Simpson  v.  HoUiday^  post^  p.  244. 
A  specification  for  distributing  electricity  by  means  of  transformers 
originally  contained  the  erroneous  idea  that  there  was  no  drop  in 

I  potential  where  the  main  circuit  was  "  tapped  "  by  the  transformers. 

I  The  Court  of  Appeal  held  that  the  amendment  striking  this  state- 

ment out  altered  the  nature  of  the  invention  claimed,  but  this  view 
was  not  accepted  by  the  House  of  Lords.  Goulard  6r*  Gibbs^ 
Patent^  7  R.  P.  C  z^l^posf^  p.  329. 
In  Mormefs  specification  for  certain  dyes  a  theory  of  the  chemical  re- 
actions was  given.  It  was  erroneous,  and  alleged  substances  to  be 
formed  and  used  which  never  in  fact  existed.  The  claims  included 
this  non-existent  substance.  The  patent  was  invalid.  Monnet  v. 
Becky  post^  p.  401.  [This  specification  should  be  contrasted  with 
LakdSyPosty  p.  362,  in  which  neither  theorynor  formula  was  given.] 
In  a  specification  for  "a  process  of  treating  incandescents  for  use 
with  "  gas-burners,  the  theory  stated  that  certain  substances  could 
be  used  because  they  were  good  conductors  of  heat.  An  amend- 
ment was  allowed  striking  out  all  reference  to  the  erroneous  theory 

I  on  the  ground  that  it  was  "  by  no  means  essential  to  the  validity 

of  a  patent  that  the  patentee  should  put  forward  any  theory  as 
to  how  the  process  which  he  describes  works."  DeUwicks  Patent^ 
15  R.  P.  C.  687. 

It  has  also  been  shown  (ante^  p.  1 1)  that  the  advantages  of  an 
invention^  and  the  uses  to  which  it  may  be  put,  are  no  part  of  the 
"  manufacture  "  patented,  consequently  they  need  not  be  described 
in  the  specification  at  all.  But  if  they  are  mentioned,  the  claims 
should  be  worded  so  as  to  exclude  them.  Cases  may  occur  in  which 
the  production  of  certain  results,  the  possession  of  certain  advantages, 
or  the  possibility  of  certain  modes  of  using  are  mentioned  as  criteria 
to  show  the  extent  of  the  monopoly  claimed  ;  these  are  usually 
combination  inventions  of  old  elements. 
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exclude  others  from  taking  his  method  or  improvement  and  substi- 
tuting various  modifications  for  parts  of  it.^  The  extent  to  which 
the  patentee  may  claim  is  bounded  by  the  state  of  the  art  at  the 
time  he  takes  out  his  patent  (see  Construction  of  Specifications, 
post,  p.  84)  ;  the  more  numerous  the  previous  successful  attempts 
have  been  to  achieve  the  same  object,  the  smaller  the  "ambit" 
of  his  invention. 

II.   The  Claims  must  not  include  anything  to  which  the  Patentee  is 

not  entitled. 

In  the  preceding  pages  {ante,  pp.  34-38)  the  question  of  the 

amount  of  addition  to  the  stock  of  public  knowledge  necessary  to 

support  a  patent  has  been  discussed.     If  any  principal  claim  be 

for  anything  that  is  not  a  manufacture,  or  by  including  what  is 

known  ^  or  not  of  sufficient  merit  to  support  a  patent  interfere  with 

others  in  the  exercise  of  their  trade,  the  patent  will  be  void  alto- 

gether.     Each  claim  must  in  itself  be  sufficient  to  support  the 

patent."     The  rules  on  this  point  which  formerly  obtained  with 

r^^rd  to  different  inventions   in  the  same  patent  now  apply  to 

the  different  claims  of  the  same  specification,  for  the  monopoly 

limited  by  each  principal  claim  is  a  different  one.     The  failure  of 

part  of  the  consideration  for  the  grant  renders  it  invalid.    When  a 

patent  has  been  declared  invalid  on  account  of  one  claim,  it  may  be 

amended  by  Disclaimer  (see  Amendment  of  Specifications,  post, 

p.  160). 

But  it  rarely  occurs  that  a  claim  which  is  "  subsidiary ''  (as 
defined  ^  ante,  pp.  5  7f  58)  to  a  good  principal  claim  is  itself  a  bad  one. 
For  a  subsidiary  claim  does  not  include  anything  that  is  not  already 
included  in  a  principal  claim.  If  a  subsidiary  claim  be  held  invalid, 
and  then  struck  out  by  disclaimer,  the  monopoly  of  the  patentee  and 
the  rights  of  the  public  remain  the  same  ;  but  if  a  principal  claim  be 
invalid  and  disclaimed,  the  monopoly  of  the  patentee  is  diminished 
and  the  rights  of  the  public  consequently  enlarged.  Hence  it  is  of 
no  benefit  to  the  public  to  hold  a  subsidiary  claim  invalid.    Where 

>  Boyd  V.  Horrocks,  9  R.  P.  C.  77,  84,  L  53. 
*  R.  V.  Else,  post,  p.  180. 

»  Hilly.  TkomfsoH  &"  Farman, post,  pp.  184,  185  ;  Gibsonw,  Brandy  i  Webs.  640 ;  Morgan 
V.  Seaward,  i  Webs.  196. 

«  See  Belts  v.  Neilsan,  post,  p.  2ao ;  British  Dynamite  Co,  v.  Krebs,  post,  p.  274. 


64  CONDITIONS   OF  GRANT  OF  PATENTS,      ch.  y. 

patents  have  been  held  invalid  by  reason  of  a  subsidiaiy  daim, 
invalidity  is  also  attributable  to  some  ground  other  than  want  of 
novelty,  want  of  inventive  ingenuity,  or  want  of  utility,  such  as  false 
suggestion,  or  false  representation,  or  ambiguity. 

niustraiions  of  Subsidiary  CkuMS. 

In  Lnvis  v.  Marling  {post^  p.  76),  the  patent  was  upheld  because  the 
inclusion  of  the  subsidiary  claim  to  the  plush  "  brush  "  was  made 
in  good  faith  as  a  substitute  for  the  brush  that  was  formerly 
required. 

In  Betis  v.  Ndlson  {post,  p.  220),  die  subsidiary  claim  was  for  the 
manufacture  of  capsules  out  of  the  metal  claimed  in  the  principal 
claim,  hence  did  not  extend  it,  and  afforded  no  ground  for  ques- 
tioning the  validity  of  the  patent. 

In  Plimpton  v.  Spiller  (posty  p.  258),  the  claim  for  affixing  the  roller  to 
the  skate  was  confined  to  its  application  to  the  new  skate,  and 
hence,  although  itself  an  old  method,  did  not  invalidate. 

The  claim  for  the  mode  of  igniting  a  new  substance,  djmamite,  although 
formerly  applied  to  other  explosives,  did  not  invalidate  the  patent. 
British  Dynamite  Co,  v.  Krebs^post^  p.  274. 

See  also  Osmonds  v.  Balmoral  Cycle  Co.^  post^  p.  418. 

In  Parker  6f  Smith  v.  Safchwell  6r*  Co.,  Ltd.  (18  R.  P.  C.  299),  the 
invention  was  an  improved  device  for  holding  ladies'  hair.  Two 
combs  were  hinged  so  that  the  prongs  coincided  when  dosed ; 
there  were  curved  parts  attached,  the  whole  being  a  foundation  for 
a  coifiure.  Two  claims  were  for  modes  of  fastening  the  comb 
together  when  closed  by  springing  the  projection  so  as  to  inter- 
lock. These  were  held  to  be  confined  and  subsidiary  to  the  first 
claim. 

Disconformity. 

As  one  cannot  include  what  is  old,  so  one  cannot  include  and 
claim  ^  a  new  invention  that  is  not  in  the  provisional  specification, 
either  mentioned  or  a  fair  development  of  what  is  mentioned.  The 
invention  specified  and  described  must  be  that  which  the  applicant 
represented  to  the  Crown  that  he  had  invented.  If  an  invention  be 
included  in  the  complete  distinct  from  that  mentioned  in  the  pro- 
visional, there  is  said  to  be  "  disconformity  "  or  "  variance  "  between 
the  complete  and  provisional  specifications ;  or  the  complete  is  said 
to  "  disconform  to  "  the  provisional  specification.     The  provisional 

*  If  not  claimed,  the  indosion  of  a  new  invention  is  no  objection.  See  Penn  v.  Bibiy,  U  R. 
a  Ch.  Ap.  127,  135. 
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took  the  place  of  the  original  title,  but  now  no  objection  can  be 
taken  to  the  provisional  when  it  has  not  been  objected  to,  or  has 
been  approved  of,  by  the  Comptroller  and  Law  Officer.^ 

An  invention  claimed  in  the  complete  may  be  distinct  from 
that  foreshadowed  in  the  provisional  in  two  ways :  (i)  it  may 
either  be  outside  the  scope  and  "  ambit "  of  the  provisional,  or  (2) 
it  may  be  such  an  advance  upon  the  invention  mentioned  therein 
as  to  amount  to  a  distinct  invention  as  distinguished  from  a  "  fair 
development." 

ISusirations  of  fair  Developments. 

A  provisional  described  improvements  in  laying  down  telegraph  cables. 
These  consisted  in  a  method  of  coiling  the  cable  in  a  tank,  and  a 
brake-wheel  to  be  used  in  paying  it  out.  The  complete  de- 
scribed in  addition  a  device  consisting  of  rings  suspended  over 
the  coil  to  prevent  kinks.  This  was  not  a  distinct  invention,  but 
an  addition  to  enable  the  invention  to  be  better  carried  into 
practice.    See  NewaU  v.  EUiott^post^  p.  201. 

A  provisional  was  taken  out  for  an  invention  consisting  of  the  employ- 
ment of  wood  in  the  bearings  of  screw-propellers  to  diminish 
friction.  A  statement  was  made  in  the  complete  specification 
(in  addition  to  a  proper  description  of  the  invention)  that  a  like 
effect  could  be  obtained  if  pieces  of  wood  were  fixed  to  the  shaft 
instead  of  the  bearings.  The  daim  was  for  the  employment  of 
*'  wood  in  the  construction  of  the  bearings  and  bushes,"  &c.,  "  as 
herein  described."  Held^  that  if  the  wood  used  on  the  shaft  was  a 
'*  bearing,"  it  was  included  in  the  provisional,  and  if  not,  it  was 
not  claimed.    Penn  v.  Bihby^  L.  R.  Ch.  Ap.  127,  135. 

A  bicycle  lamp  was  described  in  the  provisional  as  being  so  constructed 
that  it,  on  being  unhinged  in  the  middle,  could  pass  between  the 
spokes,  and  be  suspended  over  the  axle,  the  parts  next  the  hinge 
being  a  cylindrical  barrel,  split  and  shaped  for  this  purpose.  In 
the  complete  an  improved  rim,  by  means  of  which  washers  could 
be  slid  into  the  barrel  was  described.  This  was  held  to  be  within 
the  specification,  being  a  matter  of  detail  in  one  element  of  the 
combination.     Lucas  v.  Miller^  2  R.  P.  C.  155. 

The  provisional  specification  for  ''  improvements  in  spring  tip-vans  " 
began  as  follows  :  '*  This  invention  relates  to  the  constmction  of 
tip-vans  or  waggons,  by  which  means  vans  or  waggons  may  be 
made  to  tip  their  loads  with  the  same  facility  as  at  present  obtains 
in  the  case  of  two-wheel  tip-carts."  The  tip-waggon  was  then  de- 
scribed as  consisting  "  for  this  purpose  "  of  two  main  parts,  the 

*  Penn  v.  Bibhy,  L.  R.  3  Ch.  Ap.  133.    ^ 
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frame  bome  by  the  wheek  and  the  upper  body.  The  mechanism 
whereby  the  upper  body  could  be  tilted  independently  of  the 
lower  part  was  described.  The  complete  specification  described 
the  mechanism  in  detail  by  means  of  drawings.  The  claims  were : 
''  First,  the  application  of  a  four-  or  two-wheeled  van  or  waggon 
to  act  as  a  tip- van  or  waggon,  with  the  slotted  links  or  levers,  with 
parts  hereinbefore  described,  &c.;"  and,  "Second,  the  applica- 
tion of  a  tip-van  or  waggon  on  two  or  four  wheels  by  means  of  the 
side-slot  or  groove-guards  with  parts  hereinbefore  described,  SccJ" 
Held  (by  the  Court  of  Appeal),  that  the  essence  of  the  invention 
had  no  relation  to  the  number  of  wheels  of  the  vehicle,  and  con- 
sequently no  distinct  additional  invention  was  introduced  in  the 
complete  specification.  WatUngs  v.  StofcnSy  3  R.  P.  C  147. 
A  provisional  specification  described  a  pencU-case  which  acted  by  gravity 
by  means  of  a  pusher-tube  which  released  a  pin  from  a  slot ;  the 
tube  holding  the  lead  with  the  pin  attached  then  dropped  down, 
the  pin  extending  into  two  then  coincident  slots,  and  being  again 
locked  at  the  bottom.  The  complete  showed  in  addition  another 
device  in  which  the  relative  actions  of  the  parts  was  inter- 
changed, the  pin  remaining  fixed  and  a  slot  slipping  over  it  The 
principles  employed  in  the  locking  device  and  mode  of  releasing 
the  mechanism  were  the  same.    See  Woodward  v.  Sansum,^  post^ 

p.  300- 
A  provisional  specification  describing  mechanism  for  turning  forgings 

.   read  as  if  the  whole  action  were  automatic.  The  complete  showed 

the  device  with  an  addition  to  a  lever  so  that  it  could  be  worked 

by  hand.     It  was  allied  that  automatic  action  was  useless.    The 

provisional,  althou^  clumsily  fmmed,  sufficiently  indicated  the 

nature  of  the  invention.    See  Vickers  v.  Siddell^  fosf^  p.  324. 

The  provisional  specification  for  an  invention  "  relating  to  electric  bells 
and  alarm-clocks  and  apparatus  to  be  used  therewith,"  described 
a  system  whereby  the  bells  could  be  actuated  by  less  battery-power 
than  had  before  been  used.  In  the  complete  were  three  claims 
for  things  not  mentioned  in  the  provisional  \  two  of  these.were  for 
details  of  the  mechanism  included  in  other  claims,  and  the  third 
was  a  claim  for  the  combination  of  the  improved  bell  with  an 
indicator  (a  subsidiary  claim).  The  patent  was  upheld.  Cramp- 
ton  V.  Patents  Investment  Co.^  6  R.  P.  C.  287. 

The  title  of  a  provisional  and  a  complete  specification  was  for  "  im- 
provements in  the  method  of  weaving  tinned  steel  or  other  wire 
for  use  in  the  construction  of  mattresses,"  shutters,  mats,  &c 
A  claim  for  "a  mattress  woven  as  described,  and  made  in 
sections  instead  of  a  single  piece,"  was  held  to  be  within  the 
provisional.     Dowliftgy.  BilUngton^  7  R.  P.  C.  191. 

»  See  note  to  Castner-fCeliner  Alkali  Co.  v.  Commercial,  b-c,  fost,  p.  71. 
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A  folse  theory  being  given  in  effect  that  an  electric  current  could  be 
"tapped"  by  transformers  without  loss  of  energy  in  the  main 
current,  the  complete  specification  was  amended  by  striking  out 
the  false  theory.  The  Court  of  Appeal  held  that  the  amended 
specification  described  in  consequence  an  invention  different  from 
the  provisional,  and  that  the  patent  was  invalid  on  that  ground, 
but  the  majority  of  the  members  in  the  House  of  Lords  dissented 
from  this  view  of  disconformity.  See  GatUard  6r*  Gibbi^  Patent^ 
post,  p.  329. 

A  new  form  of  gasholder  was  invented  in  which  the  gasholder  was  kept 
level  without  posts  over  ground.  The  provisional  described  it  as 
arranged  with  torsional  gearing  only.  The  complete  included 
tensional.    See  Gadd  v.  Mayor  of  Manchester,  post,  p.  351. 

A  provisional  specification  for  "an  improved  clip  for  mounting  the 
lamps  of  velocipedes  "  described  an  arrangement  in  which  one  side 
of  the  dip  YTZS  fixed  to  the  lamp,  the  other  was  attached  loosely  to 
the  lamp,  and  was  capable  of  being  moved  laterally  to  fit  brackets  of 
different  sizes.  The  movable  half  was  kept  in  position  by  a  spring 
or  screw.  Any  system  of  lateral  adjustment  was  included.  In  the 
complete  specification  one  modification  showed  the  movable  part 
capable  of  adjustment  laterally  by  means  of  rotation  being  mounted 
on  a  screw  which,  when  turned,  caused  the  movable  part  to  fit  into 
the  bracket.  Another  arrangement  consisted  in  hingeing  both 
halves  of  the  clip,  and  moving  them  simultaneously  by  means  of 
a  screw  threaded  right-  and  left-handed ;  this  was  not  discon- 
formity. Miller  y.  Scark  Barker,  10  R  P.  C.  106. 

A  provisional  specification  for  self-centering  ships'  telegraphs  thus 
described  tiie  sounding  mechanism :  "  In  telegraphic  apparatus  of 
the  kind  or  type  herein  referred  to,  gongs  or  bells  are  employed, 
and  according  to  this  invention  the  gong  is  sounded  and  the 
pointer  moves  up  to  the  central  or  proper  position  as  described 
practically  simultaneously.  By  so  operating  the  apparatus  the 
instant  attention  is  called  to  the  instrument  by  the  sounding  of 
the  gong  the  pointer  will  be  in  its  central  and  proper  position, 
and  therefore  the  notification  transmitted  cannot  be  mistaken  on 
the  ground  of  want  of  correctness  of  the  movement  of  the  pointer. 
In  the  ordinary  form  of  telegraphic  apparatus,  such  as  the  example 
above  described,  these  combined  operations  may  take  place  as  the 
pointer  commences  to  move  into  the  field  of  the  adjacent  order 
or  notification  on  the  dial.''  The  complete  specification  de- 
scribed a  duplex  sounding  mechanism,  and  claimed  for  "  two  or 
more  soundings  of  the  sounding  device,"  and  also  for  the  employ- 
ment of  duplex  sounding  mechanism  adapted  to  sound  a  gong  "  at 
or  near  the  commencement  of  the  movement  of  the  pointer  .  .  . 
and  also  to  sound  a  gong  or  the  like  towards  the  completion  pf 
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such  movement"  This  was  merely  carrying  out  the  invention  in 
the  best  way  discovered  by  the  time  the  complete  was  drafted. 
Ch(uibumv,  Mechan^  12  R«  P.  C.  120. 

A  provisional  specification  described  a  method  of  obtaining  gold  from 
its  ores  by  dissolving  it  out  with  a  solution  of  cyanide  of  potassium. 
The  complete  contained  two  claims,  one  for  the  use  of  cyanide  of 
potassium,  and  the  other  for  a  process  in  which  a  dihtte  solution 
was  used  {post^  p.  369).  The  dilute  solution  possessed  the  pro- 
perty  of  "  selective  action/'  Le.  of  dissolving  out  the  gold,  leaving 
baser  metals  in  solution.  This  was  a  useful  discovery,  and  the 
second  claim  was  held  valid  and  to  be  within  the  provisional. 
But  the  patent  was  invalid  owing  to  the  first  claim  having  been 
anticipated.  Cassd  Gold^  6^^.,  Co.  v.  Cyanide^  &*c.^  12  R«  P.  C 
232,  and/^x/,  p.  367.^ 

The  provisional  specification  described  a  method  of  securing  outer 
rubbers  on  tyres  to  wheels  by  means  of  two  wire  hoops  of  slightly 
smaller  diameter  across  than  the  tyres  to  be  covered,  and  screwed 
up  outside  the  rims.  The  complete,  in  addition  to  that,  showed 
endless  wire  hoops  not  screwed  up,  nor  outside  the  rims.  These 
latter  operated  by  resisting  extension  of  pneumatic  tyres,  and  lay 
inside  the  edges  of  the  rims.  See  Fn^umoHc  jyre  Co,  v.  Laaster 
Fnei4fnatic  lyre  Co, ^  post ^  p.  422. 

An  invention  consisted  in  making  a  socket  for  candlesticks  by  stamping 
it  out  of  one  sheet  and  then  forming  it  circular.  On  it  there  were 
three  prongs  which  served  as  springs  to  grip  the  candle  when  in- 
serted in  the  socket.  There  were  inserted  three  smaU  prongs,  or 
tits,  aU  stamped  out,  between  the  three  laiger  prongs.  These  were 
turned  outwards,  and  prevented  the  device  from  going  down  too 
far  in  the  tube  of  the  candlestick.  The  addition  of  the  additional 
little  prongs  did  not  constitute  disconformity.  Carter  w.  Lcyson^ 
18  R.  P.  C.  508. 

The  provisional  specification  described  a  pneumatic  tyre  consisting  of 
an  annular  hollow  ring  or  pneumatic  tube  placed  in  the  groove  of 
the  wheel,  over  which  an  annular  split  cover,  or  envelope,  went 
over  the  tube,  and  was  secured  under  the  rim  by  means  of  hooks 
or  similar  fasteners,  so  that  when  pumped  up  the  whole  was  taut 
"  In  some  cases  instead  of  bringing  the  cover  round  the  back  of  the 
wheel-rim  as  described,  I  might  bring  the  cover  round  within  the 
rim,  and  secure  it  to  the  rim  by  innor  fastenings  or  by  expansion 
against  the  overhanging  sides  of  the  rim."  The  complete  speci- 
fication showed  different  methods  of  catching  the  cover  by  the 

'  In  this  case,  like  Nuttall  v.  Hargreaves,  post,  p.  334,  and  Cera  Light  Co,  v.  DobbU,fost, 
p.  71,  the  provisional  merely  described  what  was  old,  the  whole  merit  lay  in  the  new  develop- 
ment, but  here  the  latter  had  a  separate  claim,  and  the  patent  was  held  invalid  on  another 
claim  for  want  of  novelty,  post,  p.  369. 
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edges  of  the  rim.  But  there  were  also  shown  and  claimed  modes 
of  attaching  the  edges  of  the  cover  to  each  other.  The  inventor 
discovered  that  he  could  dispense  with  the  fastenings  and  over- 
hanging edges  of  the  rim  by  overlapping  the  edges  of  the  cover 
to  an  extent  equal  to  the  width  of  the  rim,  and  that  the  air-pressure 
was  sufficient  to  keep  on  the  tyre  owing  to  the  friction  of  the 
edges  of  the  cover  against  each  other,  and  the  one  against  the 
hollow  of  the  rim.  There  was  no  disconformity.  Birmingham 
Pneumatic  J^re  Synd.  v.  Rdiance  Tyre  Co.y  19  IL  P.  C.  398. 

lUustratums  of  Distinct  Inventions  invalidating  the  Patent^  (i)  being  outside  the 

Provisionals 

A  provisional  specification  described  means  of  preserving  animal  sub- 
stances by  means  of  a  solution  of  gelatine  and  bisulphite  of  lime. 
The  complete  contained  a  claim  for  the  use  of  bisulphite  of  lime 
alone,  and  several  for  it  in  combination  with  gelatine  and  other 
substances.  The  claim  for  bisulphite  of  lime  alone,  if  a  principal 
claim  (and  not  a  mere  foundation  for  other  claims),  would  enlarge 
the  monopoly  and  invalidate  the  patent.  See  Bailey  v.  Roberton^ 
post^  p.  270. 

The  provisional  specification  described  a  means  of  reproducing  electric- 
ally sounds  at  a  distance — a  telephone.  A  claim  in  the  complete 
for  reproducing  sounds  mechanically — a  phonograph — is  one  for 
a  distinct  invention.  See  United  Telephone  Co.  v.  Harrison  &» 
Co,ypost^  p.  281. 

In  a  provisional  specification  for  "  improvements  in  machinery  or 
arrangements  for  doubling  and  winding,  and  doubUng,  twisting,  and 
winding  yarns  or  threads,"  the  prime  object  of  the  whole  invention 
was  to  arrest  the  machinery  by  means  of  detector  mechanism  on 
the  breaking  of  a  thread.  In  the  complete  was  included  a  claim 
for  a  prop  which  had  to  do  with  a  distinct  portion  of  the  mechanism, 
viz.  to  sustain  oscillating  mechanism  enabling  the  .broken  thread 
to  be  joined  and  the  winding  started.  Horrocks  v.  Stubbs^  3 
R.  P.  C.  235. 

A  provisional  specification  for  ''  improvements  in  apparatus  for  the 
generation  and  application  of  electricity  for  lighting,"  &c.,  de- 
scribed four  divisions  of  the  invention.  One  was  "  constructing 
commutators  cylindrical  with  an  insulating  hub  or  body  to  which 
are  attached  metallic  sub-segments  placed  in  electrical  connection 
with  the  general  mechanism  in  which  the  commutator  is  employed, 
and  metallic  wearing  segments  detachably  attached  to  said  sub- 
segments."  The  metallic  sub-segments  were  made  of  gun-metal, 
the  wearing  segments  attached  to  them  were  of  steel.  When  worn 
by  use  they  could  easily  be  replaced.  There  were  two  claims  for 
these,  one  for  their  use  and  the  other  for  the  mode  of  attachment 
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to  the  gun-metal  sub-segments.  The  inventor  found  that  there  was 
considerable  advantage  electrically  to  be  derived  by  enlarging  the 
gap  between  the  segments  so  as  to  cut  off  the  contact-brush  or 
plate  entirely  when  passing  the  gap.  He  filled  the  gap  with  in- 
sulated metal  segments.  These  ''insulating  segments"  were 
claimed  separately — "  the  commutator  having  metallic  insulating 
segments,  substantially  as  shown  in  Division  3."  At  the  trial  the 
claim  to  the  commutator  was  objected  to  on  the  ground  of  want 
of  novelty,  but  the  learned  judge  Juld  that  there  was  sufficient  im- 
provement to  support  a  patent  for  it  as  covered  by  the  provisional, 
but  that  this  new  claim  constituted  disconformity ;  because  (i)  the 
two  other  commutator  claims  covered  all  that  was  in  die  pro- 
visional, which  described  (2)  constructing  a  commutator  cylindrical 
as  distinguished  from  maintaining  it  so ;  (3)  the  insulating  seg- 
ments performed  an  electrical  function  different  from  that  of  the 
original  wearing  segments ;  and  (4)  the  insulating  segments  were 
not  essential,  and  were  in  one  form  of  commutator  shown  dis- 
pensed with  at  one  gap  only.  The  learned  judge  also  foimd  the 
patent  invalid  as  to  the  other  claims  for  want  of  novelty.  On 
appeal  the  First  Division  of  the  Court  of  Session  held  the  patent 
invalid,  mainly  on  the  ground  of  want  of  novelty,  treating  discon- 
formity as  a  minor  issue.  The  House  of  Lords  {post^  p.  340)  dealt 
with  want  of  novelty  only.  King  &*  Co.  v.  Angio-American  Brush 
Cofp.^  6  R.  P.  C.  414. 
See  Lane  Fox  v.  Kensington^  6^.,  post^  p.  345,  and  note  thereto,  posty 

p.  349. 
The  provisional  specification  described  improved  mechanical  means 

of  connecting  cycle-saddles  to  their  vertical  pillars.  Another 
mechanical  method  of  achieving  the  same  object  was  introduced 
into  the  complete  as  a  mechanical  equivalent  to  that  form  which 
was  included  in  the  provisional  \  it  was  described  as  a  "  modifi- 
cation."    See  Brooks  v.  Lamplugh^  post^  p.  413. 

The  provisional  specification  described  certain  improvements  in  adjust- 
ing the  driving-chains  of  safety  bicycles.  These  improvements 
necessitated  the  removal  of  the  step.  In  the  complete  a  new  step 
was  introduced,  which  was  never  alluded  to  in  the  provisional. 
This  step  was  claimed,  but  only  in  combination  with  the  other 
novel  mechanism.  It  was  held  to  be  an  embarrassing  and  im- 
proper claim.      Osmonds  v.  The  Balmoral  Cycle  Co. ^  post ^  p.  418. 

A  provisional  described  a  pneumatic  tyre  without  an  inner  tube.    One 

^  This  decision,  not  being  the  ground  on  which  the  patent  Mras  finally  held  invalid,  cannot 
be  considered  as  final.    For  the  other  issue,  se^post,  p.  34a 

*  This  appears  to  be  the  only  instance  of  the  invalidity  of  a  subsidiary  claim  {ante,  pp.  58, 63) 
rendering  the  patent  invalid.  The  decision  appears  to  be  based  [post,  p.  420)  not  so  much 
on  disconformity  as  on  the  ground  that  the  claim  vras  embarrassing.  It  would  be  equally 
embarrassing  if  otherwise  valid. 
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form  had  ridges  on  the  outside  to  engage  in  the  rim,  the  inner 
edges  folding  or  lying,  one  on  the  other,  rubber  on  rubber,  to  pro- 
duce an  airtight  joint  j  another  form  consisted  of  a  single  rubber 
band  lying  inside  the  tube  and  overlapping  the  edges  of  the  outer 
band.  The  complete  in  addition  described  a  tyre  consisting  of 
an  endless  band,  the  edges  of  which  did  not  overlap,  but  were  in- 
tended to  be  air-tight  by  being  pressed  by  the  air  against  the 
metal,  not  rubber.  The  Tisbeless  Pneumatic^  6-^.,  Co.  v.  The  Trench 
Tubeless^  <Ska,  16  R.  P.  C.  291. 
Various  means  of  carrying  out  by  electrolysis  the  extraction  of  sodium 
from  its  salts,  by  forming  an  amalgam  with  the  mercury  cathode 
were  known.  A  provisional  specification  described  anew  method 
in  which  a  bell  containing  a  solution  of  the  salt  was  moved,  the 
mercury  remaining  stationary.  The  complete  included  a  claim 
for  an  arrangement  in  which  the  mercury  was  made  movable  and 
the  bell  stationary.  See  The  Castner-Kdlner  Alkali  Co,  v.  Com- 
mercial Development  Corp,^  post^  p.  436. 

Illustration  of  Distinct  Invention  invalidating  the  Patent  (2)  being  Improve- 
ments on  Provisional. 

The  provisional  specification  describing  a  method  of  tapping  beer-barrels. 
Owing  to  the  state  of  knowledge  there  was  no  patentable  inven* 
tion  disclosed.  In  the  complete  a  strainer  was  also  described 
in  which  lay  the  whole  merit  of  the  device.  See  Nuttall  v.  Har- 
greaves^  post^  p.  334. 

An  invention  consisted  of  ''improvements  in  ships'  lamps."  The 
object  was  to  provide  for  the  biurning  of  oils  that  freeze  at  low 
temperatures.  The  provisional  described  the  improvement  as 
bringing  a  copper  plate  from  near  the  wick-tube  upwards  to  be 
heated  by  the  fiame,  so  as  to  keep  the  oil  liquid  next  the  plate. 
The  complete  described  this  plate  as  being  soldered  to  the  wick- 
tube.  The  invention  of  bringing  the  plate  merely  near  the  wick- 
tube  was  anticipated,  the  whole  merit  lay  in  the  soldering  on  to 
the  tube.  Hdd^  that  there  was  disconformity  if  the  claim  meant 
soldering  to  the  wick-tube,  if  it  only  meant  proximity  the  patent 
was  anticipated.     Cera  Light  Co,  v.  Dobbie^  11  R.  P.  C.  10. 

Test  of  Disconformity. 

The  method  of  ascertaining  whether   disconformity  exists  or 
not  is  first  to  construe  the  complete  specification  to  ascertain  what 

1  This  case  should  be  compared  with   Woodward  v.  Sansum,  post^  p.  300.    In  both  the 

alleged  disconformity  consisted  in  introducing  an  arrangement  in  which  the  relative  motion 

was  the  same ;  the  stationary  and  moving  parts  being  reversed.    In  the  present  case,  owing  to 

the  state  of  knowledge,  the  provisional  was  confined  to  a  special  form  of  the  appliance,  in 

Woodward  v.  Sansum  the  ambit  of  provisional  was  wider,  the  mechanical  action  being  new. 


72  TEST  OF  DISCONFORMITY.  ch.  v. 

are  the  inventions^  not  merely  there  described  but  claimed^  (see 
Construction  of  Specifications).  After  the  extent  of  the  invention 
has  been  thus  ascertained,  then  the  provisional  is  to  be  examined 
in  order  to  see  whether  the  inventions  claimed  are  there  fore- 
shadowed, or  are  fair  developments  of  the  invention  the  nature  of 
which  is  therein  described.  The  examination  is  not  in  the  reverse 
order."  The  provisional  is  to  be  looked  at  for  this  purpose  only  ; 
it  is  not  to  be  considered  along  with  the  complete  in  order  to  con- 
strue the  latter.^  As  it  is  important  to  know  the  ''  ambit "  of  the 
provisional,  the  state  of  knowledge  of  the  art  must  be  looked  to ; 
for  if  there  be  only  room  for  the  inventor  to  devise  a  particular  form 
of  mechanical  arrangements  (see  ^j/,  pp.  97,  98),  then  mechanical 
equivalents  for  the  arrangement  so  described  cannot  be  included  as 
"  fair  developments.?  It  is  otherwise  when  the  provisional  describes 
a  method  of  achieving  a  new  result  The  following  cases  may  be 
cited  as  examples  of  the  application  of  this  rule  : — 

IVid^  InverUions, 

Woodward  v.  Sansum,  ante^  p.  66,  and  (per  Cotton^  LJ*)/<'^A  P*  304. 
Gadd  V.  Mayor  of  Manchester^  anUy  p.  67,  and/^j/,  p.  351. 
Pneumatic  lyre  Co,  v.  Leicester  Pneumatic  Tyre  Co,^  anie^  p.  68,  and 
post^  p.  422. 

Narrower  Inventions  excluding  Modifications. 

King  6-  Co,  V.  Anglo-American  Brush  Corp.^  ante^  pp.  69,  70. 
Brooks  V.  Lamplugh^  ante^  p.  70,  and  (per  Smithy  'L,],)^past^  p.  413. 

The  Castner  Kellner  Alkali  Co,  v.  Commercial  Development  Corp,^  ante^ 
p.  71,  and  (per  Lord  Halsburyy  'L,C.)post,  p.  442. 

See  Appendix,  post,  p.  607. 

Sufficiency  of  the  Specification, 

The  second  function  the  complete  specification  is  required  to 
perform  is  that  of  describing  and  ascertaining  in  what  manner  the 
invention  is  to  be  performed.  One  object — in  fact,  the  original 
object — of  the  specification  is  to  give  the  public  such  information 

1  Per  Smith,  L.J.,  in  Gadd  v.  Mayor  of  Manchester,  post,  p.  356. 

*  Penn  v.  Bibby,  L.  R,  2  Ch.  Ap.  127 ;  Presto  Gear  Case,  b'c,  v.  Simplex,  df*c„  15  R.  P.  C. 
640, 1.  46. 

*  See  notes  to  Newall  v.  Elliott,  post,  p.  904  ;  Bailey  v.  Roherton,  post,  p.  274 ;   and 
United  Telephone  Co,  v.  Harrison  6*  Co.,  post,  p.  28a. 

*  Bailey  v.  Roberton,  as  explained  in  Hocking  v.  Hocking,  4  R.  P.  C.  260. 
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that  on  the  expiry  of  the  monopoly  they  may  know  how  to  carry 
out  the  new  manufacture  without  the  necessity  for  any  further 
instruction,  invention,  or  discovery.^ 

The  first  question  is  to  determine  the  amount  of  knowledge  the 
public,  or  the  class  of  persons  to  whom  the  specification  is  for  this 
purpose  addressed,  is  supposed  to  have.  This  question  has  been 
discussed  in  a  long  series  of  decisions,  the  result  of  which  is  that 
the  specification  is  to  be  drawn  so  as  to  be  understood  by  the 
"ordinary  skilled  workman,"  not  a  scientist  nor  inventor  such  as 
skilled  engineers,  chemists,  or  even  foremen  who  possess  superior 
intelligence  and  power  of  developing  unfinished  directions,'  but  a 
skilled  workman  conversant  with  the  practice  of  the  art,  not  a  mere 
etnplayi  or  ordinary  workman ; '  e.g.  a  specification  for  a  new  dye 
would  be  addressed  to  one  having  a  large  amount  of  chemical 
knowledge. 

The  amount  of  detail  to  be  given  will  depend  on  the  nature  of 
the  invention.  One  that  is  absolutely  new — ^a  ''  pioneer  invention  " 
— ^will  necessarily  require  more  explicit  directions  than  one  that  is 
a  mere  improvement  in  an  existing  process  or  machine.^  It  is  suffi- 
cient if  it  can  be  shown  that  the  skilled  workman  can  perform  the 
invention  without  difficulty  by  the  aid  of  the  specifications  alone, 
although  he  may  have  to  correct  errors  from  his  own  knowledge  of 
the  subject^  The  evidence  of  workmen  may  be  conclusive  on  the 
question  of  sufficiency  .* 

Frequently  in  describing  how  an  invention  is  to  be  carried  into 
practice  the  class  of  persons  to  whom  the  working  directions  are 
to  be  addressed  is  not  the  same  as  those  to  whom  the  nature  of  the 
invention  is  described,  although  the  same  passages  in  the  specifica- 
tion may  serve  both  purposes.^    This  is  the  natural  result  of  the 

>  R.  V.  Arkwrigkit  i  Webs.  66,  approved  in  Morgan  v.  Staward^  i  Webs.  173,  and  Thomas 
V.  Welch,  L.  R.  z  C.  P.  203. 

*  Plimpton  V.  MakomMn,  3  Ch.  D.  568,  9,  followed  in  Bray  v.  Gardner,  4  R.  P.  C.  406. 

*  Arkwright  v.  NightingaU,  i  Webs.  61 ;  Edison  6*  Swan  v.  Holland,  6  R.  P.  C.  277, 
278,  post,  p.  318.    See  also  Neilson  v.  Harford,  1  Webs.  314  ;  Stonor  v.  Todd,  4  Ch.  D.  6z. 

^  Edison  6*  Sv)€m  t.  Holland  (per  Lindley,  L.J.).  6  R.  P.  C.  280,  1.  20,  post,  p.  318, 1.  43. 
'  Ibid,    Also  Otto  V.  Linford,  46  L.  T.  39,  post,  p.  288  ;  Moser  v.  Marsden  (per  Smith, 
LJ.),  ID  R.  P.  C.  363,  364. 

*  Beard  v.  Egerton,  8  C.  B.  216 ;  Edison  v.  Woodhouse  (^r ^Lindley,  L.J.),  4  R.  P.  C. 
108,  post,  p.  299,  L  38  ;  Shaw  v.  /ones,  6  R.  P.  C.  335,  1.  30. 

»  Edison  &•  Swan  v.  Holland  (per  Lindley,  L.J.),  6  R.  P.  C.  ^^,post,  p.  319.    For  the 
same  distinction  in  anticipating  specifications,  see  King  v.  Anglo-American  Brush  Corp, 
post,  p.  340. 
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development  of,  and  specializing  in,  scientific  discoveiy,  especially 
in  chemical  cases. 

The  duties  of  the  patentee  to  make  full  disclosure  of  the  method 
of  carrying  out  his  invention  may  be  summed  up  in  two  rules  : — 
(i)  He  must  make  an  honest  and  bonA  fide  disclosure  of  all  his 
knowledge  ^  as  to  the  best  method  or  means  of  performing 
his  invention,  including  improvements  and  fair  develop- 
ments made  after  the  provisional  specification  has  been 
filed,'   even    if  such  involve  the  exercise  of  inventive 
ingenuity.' 
(2)  The  information  given  must  be  sufficient  to  enable  skilled 
workmen^  (as  above  described)  to  perform  the  invention 
without  having  to  make  further  discoveries,  or  inventions, 
or  experiments  ^  except  such  as  are  necessary  to  acquire 
facility  in  performing  new  operations." 
In  illustrating  the  first  of  these  rules  it  must  be  borne  in  mind 
that  the  ground  on  which  a  patent  may  be  declared  invalid  is  that 
of  misrepresentation  as  to  the  patentee  having  made  a/W/disdosure, 
for  the  public  must  not  be  misled  in  any  way  ;^  as  for  instance  by 
— ^a  non-essential  part  being  described  as  essential ; '  an  intentional 
ambiguity ;  ^  a  material  concealment ;  ^^  the  omission  of  essentials 
or  of  what  the  patentee  knows  to  be  usefuL^^     In  cases  where  the 
patentee  is  the  importer  of  an  invention  from  abroad  it  is  his  best 
knowledge,  and  not  that  of  the  original  inventor  that  is  required." 

Patents  held  IfwaUdfor  want  of  Full  Disclosure, 

A  patent  for  making  verdigris  was  held  invalid  because  the  patentee  did 
not  disclose  the  fact  that  the  use  of  aquafortis  would  accelerate 

>  R.  V.  Arkwrigkt^  i  Webs.  66 ;  Morgan  v.  Seaward,  i  Webs.  173, 174 ;  Thomas  v.  Welch, 
L.  R.  I  C.  P.  ao3. 

■  Crossley  v.  Beverley,  i  Webs.  117. 

•  Bailey  v.  Roberton,  as  explained  in  Broohs  v.  Lamplugh,  post,  p.  274. 

•  Ante,  p.  73. 

•  Plimpton  V.  Afalcomson,  3  Ch.  D,  569,  570,  576  ;  Edison  6*  Swan  v.  Holland,  6  R.  P.  C. 
282,  post,  p.  318 ;  Lane  Fox  v.  Kensington,  9  R.  P.  C.  247,  248 ;  Lewis  v.  Sierchler,  14 
R.  P.  C.  36. 

•  Edison  6*  Swan  v.  Holland,  6  R.  P.  C.  282.  post,  p.  319. 

^  Turner  v.  Winter  and  note,  post,  p.  i8i  ;  R,  v,  Wheeler  and  notes,  post,  p.  186. 

•  Huddart  v.  Grimshaw  (per  Lord  Ellenborough,  C.J.),  i  Webs.  93. 

•  Galloway  v.  Bleadon,  i  Webs.  524  (per  Sir  N,  Tindal,  C.J.). 
»•   Walton  V.  Bateman,  i  Webs.  622. 

"  Neilson  v.  Harford,  1  Webs,  317,  321. 
"  Plimpton  V.  Afalcomson,  3  Ch.  D.  582. 


CH.V.     PATENTS  INVALID  FOR  INSUFFICIENCY.        75 

the  process,  although  the  resulting  substance  was  no  better. 
Wood  ▼.  Zimmer^  i  Webs.  82. 

A  patent  was  granted  for  trusses.  The  omission  to  state  that  tallow 
should  be  used  (which  was  material)  to  focilitate  the  tempering 
was  held  to  invalidate  the  patent  (Liardet  v.  Johnson^  i  Webs.  53 
as  explained  in  Turner  v.  Winter^  1  Webs.  83,  and  Morgan  v. 
Seawardy  i  Webs.  175),  it  being  understood  that  the  specification 
was  addressed  to  *'  persons  of  reasonably  competent  skill  in  such 
matters"  {Harmarv.  Playne^  Da  v.  P.  C.  318). 

For  an  illustration  of  ambiguity  and  false  suggestion  invalidating  a 
patent,  see  Turner  v.  Winter^post^  p.  181, 

A  patent  was  granted  for  machinery  for  drying  paper.  The  specification 
stated  that  the  invention  consisted  *'  in  conducting  the  paper,  by 
means  of  cloth  or  cloths,  against  the  heated  cylinder,  which  cloth 
may  be  made  of  any  suitable  material^  but  I  prefer  it  to  be  made 
of  linen  warp  and  woollen  weft."  It  was  proved  that  the  inventor 
had  tried  linen  cloth  and  woollen  cloth,  and  that  both  had  failed. 
Heldy  that  the  patent  was  void,  as  the  patentee  should  have  given 
the  public  the  benefit  of  this  knowledge.  Crompton  v.  Ibhotson^ 
Dan.  &  LI.  33. 

A  patent  was  for  improvements  in  copper  and  other  plate  printing.  In 
the  specification  the  directions  were  to  use  the  '' finest  and  purest 
chemical  white  lead."  There  was  no  such  substance  known  in 
the  trade.  Ordinary  white  lead  would  not  do.  The  only  material 
that  would  suit  was  a  pure  kind  of  white  lead  imported  from 
abroad  and  sold  in  one  particular  shop  in  London.  Hdd  that  the 
patent  was  void.  Sturiz  v.  De  La  Rue,  5  Russ.  322  (approved 
in  Coles  v.  Bay  Us,  3  R.  P.  C.  180). 

A  patent  was  granted  for  certain  ''  improved  arrangements  for  raising 
ships'  anchors  and  other  purposes."  The  supposed  invention  con- 
sisted in  constructing  a  windlass  with  a  V-shaped  groove,  scalloped 
with  shell-like  indentations  to  grip  the  chain-cable.  It  was  proved 
that  a  windlass  for  a  chain-cable  of  a  given  size  was  not  new,  but 
none  was  known  capable  of  holding  chain-cables  of  different 
sizes.  The  specification  did  not  assert  more  than  that  the  wind- 
hss  would  grip  more  than  one  size  of  cable.  It  was  doubtful 
that  the  words  of  the  specification  could  mean  that  the  windlass 
would  grip  cables  of  different  sizes.  Held,  that  the  patent  was 
invalid,  for  the  specification,  being  equivocal,  was  insufficient. 
Hastings  v.  Brown,  i  £.  &  B.  453. 

The  patent  in  question  was  for  an  improved  manufacture  of  artificial 
stone.  It  consisted  of  treating  certain  materials  with  water  (de- 
prived of  air)  imder  high  pressure.  The  specification  alleged  that 
previous  processes  failed  because  of  cracks  produced  in  the  stone 
by  the  admission  of  air  into  the  moulds,  that  it  was  impossible 
to  get  a  higher  temperature  than  281°  to  292°  F.,  which  was 
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insufficient  to  produce  reliable  stone.  These  difficulties  the  patentee 
alleged  he  overcame  by  working  at  a  much  higher  temperature, 
400°  F.  It  was  proved  that  the  stone  could  be  produced  of  quite 
as  good  a  quality  by  working  at  240"^  F.,  and  that  working  at  the 
higher  temperature  was  commercially  disadvantageous,  being 
more  expensive.  HM  that  the  patent  was  invalid  for  false  sug- 
gestion to  the  Crown.  Oweris  Paimt^  17  R.  P.  C.  78. 
See  also  Osmonds  v.  Balmoral  Cycle  Co.^  anle^  p.  6o, 


Patent  upheld^  though  misleading. 

The  patent  was  for  improvements  in  shearing-machines  for  cloth.  A 
complicated  machine  was  described  with  diagrams.  Before  the 
date  of  the  patent  the  wool  had  to  be  ndsed  by  means  of  a  brush. 
In  the  specification  the  brush  was  described  incidentally :  ''  A 
narrow  strip  of  plush  is  fixed  on  the  surface  of  A"  (the  top 
cylinder)  "  parallel  with  the  wire  B  "  (a  helix  round  A)  "  to  answer 
the  purpose  of  a  brush  for  raising  up  the  wool  which  is  to  be  shorn 
off  the  cloth,"  &c. ;  but  it  was  not  mentioned  as  being  essential. 
It  was  claimed  in  a  separate  claim  in  the  following  terms :  "  Third, 
the  application  of  a  proper  substance,  fixed  on  or  in  the  cylinder 
A,  to  brush  the  surface  of  the  cloth  to  be  shorn."  ^  The  patentee 
subsequently  found  that  it  was  unnecessary.  No  machine  was 
ever  made  with  it  on.  Held  that  the  patent  was  valid,  the 
patentee  having  acted  in  good  faith.  Lewis  v.  MarUng^  i  Webs. 
490  (followed  in  Bmpard  v.  Fardell^  18  W.  IL  129). 

Illustrations  of  the  latter  part  of  the  first  rule  relating  to  what 

additions  may  be  included  as  "  fair  developments  "  are  given,  ante, 

pp.   65^. 

Sufficiency  of  Practical  Directions. 

The  illustrations  above  given  to  illustrate  the  necessity  of  an 
honest  disclosure  include  several  which  also  illustrate  the  necessity  of 
a  sufficient  disclosure.  There  are  a  large  number  of  cases  in  which 
the  honesty  of  the  patentee  is  not  in  question,  but  which  turned  on 
the  sufficiency  of  the  directions.  The  following  cases  illustrate  the 
question  of  sufficiency  of  disclosure  within  the  meaning  of  the  second 
of  the  above  rules.  There  is  no  obligation  on  the  patentee  to  go  so 
far  as  to  point  out  and  warn  against  all  the  errors  a  workman  might 
make.^    Inaccurate  use  of  terms,  due  to  errors  in  translation  or  want 

>  As  the  brush  could  not  be  used  without  using  the  machine,  the  claim  was  a  ' '  subsidiary 
one,  as  to  which  see  anU^  pp.  58,  63. 

■  Edison  6*  Swan  v.  Holland  (per  Cotton,  L.J.).  6  R.  P.  C.  282.  1.  16. 
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of  knowledge  of  English,  will  not  render  a  patent  invalid  so  long  as 
the  meaning  be  clear.  If  a  specification  discloses  the  presence  of 
foreign  matter  in  a  substance,  it  must  show  that  it  is  not  injurious 
or  may  be  easily  removed.^  Equivalents  need  not  be  mentioned  if 
well  known  to  those  skilled  persons  to  whom  the  specification  is  ad- 
dressed, but  if  the  equivalents  be  not  previously  known  as  such  they 
should  be  mentioned,  otherwise  they  will  not  be  included  in  the 
claim.' 

Errors,  unless  they  are  purposely  inserted,  will  not  vitiate  a 
patent  if  the  ordinary  skilled  workman  can  correct  them  at  once 
without  having  to  make  experiments  and  further  inquiry,  for  such 
errors  would  not  mislead."  But  if  intentionally  inserted  there  is  not 
an  honest  disclosure. 

lilustratians  of  Insufficiency  in  Directions. 

The  specification  for  a  method  of  sharpening  '*  knives,  razors,  scissors, 
and  other  cutting  instraments"  described  a  contrivance  about 
four  inches  long,  consisting  of  two  parallel  cylinders  with  alternate 
bosses  and  recesses.  These  were  placed  so  that  the  distance 
between  the  axes  of  the  cylinders  was  less  than  double  the  radius  of 
the  bosses,  hence  these,  on  each  cylinder,  fitted  into  the  recesses 
of  the  other.  The  sharpening  process  was  carried  out  by  drawing 
the  edge  of  the  cutting  instrument  along  a  V,  formed  by  the  inter- 
section of  the  circumferences  of  the  bosses.  For  scissors  it  was 
necessary  to  have  one  set  of  bosses  smooth,  or  else  both  of  Turkey 
stone.  This  information  was  not  given  in  the  specification. 
Feiton  V.  Grreaves^  3  C.  &  P.  611. 

A  patent  for  a  lamp  was  held  invalid  because  neither  letterpress  nor 
drawings  showed  holes  to  admit  air  on  one  side  of  the  wick ; 
these  were  necessary.  Hinks  v.  The  Safety  Lighting  Co.^  post^ 
p.  254. 

As  to  absence  of  directions  to  apply  a  certain  solution  for  preserving 
meat,  see  Bailey  v.  Roberton^  post^  p.  370. 

A  patent  was  taken  out  for  improvements  in  the  manufacture  of  bread 
and  biscuits.  Certain  proportions  and  directions  were  given  in 
the  specifications.  The  patentee,  when  instructing  his  workmen, 
gave  them  further  directions  and  other  proportions  of  ingredients. 
A  baker,  an  agent  of  the  patentee,  testified  that  he  required  such 
extra  directions  to  enable  him  to  make  the  bread.  Pooley  v. 
Fointon^  2  R.  P.  C.  171,  172. 

'  Derosne  v.  Pairit,  i  Webs.  i6i,  162. 

«  Heath  v.  Unwin,  2  Webs.  245. 

■  Per  Lord  Westbury,  L.C.,  in  Simpson  v.  HoUiday,  12  L.  T.  N.  S.  99,  100. 
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In  a  patent  for,  amongst  other  things,  regulating,  by  means  of  storage 
batteries,  the  pressure  in  the  mains  for  electric  lighting  purposes, 
the  apparatus  would  not  work  by  reason  of  no  directions  being 
given  as  to  switching  cells  in  or  out  of  the  circuit  The  invention 
as  described  was  therefore  useless.  See  Lam  Fox  v.  KensingUm^ 
6-r.,  post,  p.  345. 

A  patentee  of  a  process  of  manufacture  of  new  dyes  claimed  a  product 
substantially  pure.  He  gave  the  fullest  directions  to  the  best  of 
his  knowledge.  The  purity  of  the  result  was  due  partly  to  the  use 
of  an  iron  vessel  in  the  process,  the  iron  of  the  vessel  combining 
with  the  acid.  If  an  enameUed  vessel  were  used  the  process 
would  not  produce  the  pure  result  claimed.  Enamelled  vessels 
were  frequently  used  in  such-like  operations.  The  directions  were 
not  sufficient.  Badische  AniUn^  6r*c,  v.  Za  SoaiH  Chimiqw  des 
Usines  du  Rhone^post,  p.  405. 


Alleged  Insufficiency  disproved^ 

In  a  specification  describing  an  apparatus  for  making  gas  there  was  no 
direction  to  use  a  condenser  which  was  necessary.  But  no  work- 
man who  could  make  a  gas  apparatus  would  leave  it  out.  Nor 
was  there  any  direction  so  to  do.     Crossky  v.  Beverley^  3  C  &  P. 

SIS- 
In  the  first  patent  for  a  process  of  photography  five  operations  were 

described.  The  first  was  that  of  preparing  the  surface  of  the 
plate  for  the  coating  with  iodine.  The  second  the  iodine  process. 
The  third,  which  was  to  follow  immediately  on  the  second,  was  the 
exposing  of  the  plate  in  the  camera.  At  the  end  of  the  directions 
for  the  first  operation  the  reader  was  told  that  it  was  *'  indispen- 
sable just  before  the  moment  of  using  the  plates  in  the  camera  . . . 
to  put  once  more  some  acid  on  the  plate.''  If  this  were  done 
after  the  iodine  process  no  image  could  be  produced.  At  the 
trial  a  verdict  was  directed  for  the  defendant  (3  C.  B.  97).  On 
appeal,  alter  further  examination,  it  was  held  that  the  obscurity 
was  ''  cleared  away  by  consideration  of  the  whole,"  and  that  it  was 
*'  sufficiently  plain  to  be  understood  by  an  operator  of  fair  intel- 
ligence "  that  the  direction  was  to  be  taken  as  referring  to  the 
process  of  preparing  the  plate  some  time  in  advance,  and  the  third 
application  of  the  acid  was  to  be  just  before  the  iodine  process. 
The  patent  was  upheld.    Beard  v.  Egerton,  8  C.  B.  165. 

Absence  of  mention  of  proportions  is  not  material  where  they  depended 
on  the  substance  chosen,  and  enough  information  is  given  to 
produce  the  required  result  by  simple  trial.  See  British  DynamU 
Co.  V.  Krebs^posty  p.  274. 

Drawings  of  slides  in  a  gas-engine  were  incorrect,  and  if  followed  exactly 
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the  engine  would  not  work.  The  letterpress  contained  no  infor- 
mation to  correct  the  error.  Workmen  would  easily  make  the 
required  correction.  No  evidence  was  produced  that  any  had 
been  misled.    See  Otio  v.  lAnford^  post^  p.  283. 

The  use  of  the  term  ''  carbon  gas  "  in  a  claim  where  the  process  shewed 
that  neither  CO  nor  COa  was  meant,  but  only  gases  containing  H, 
did  not  mislead  any  workman.  Edison  6"  Swan  v.  Woodhause 
(2nd  Action),  post^  p.  297. 

Directions  for  making  carbon  "  filaments "  for  glow-lamps  out  of  a 
kneaded  combination  of  tar  and  lampblack  were  sufficient  because 
the  workman  could  continue  the  process  till  the  specified  result  was 
obtained.  No  special  directions  were  given  how  to  avoid  diffusion 
during  carbonisation.     Edison^  ^9*c.  v.  HoUandy  post^  P*  3i7- 

A  strained  construction  will  not  be  put  on  a  specification  in  order  to 
interpret  the  directions  so  as  to  include  substances  that  will  not 
suit,  e^.  by  taking  the  technical  instead  of  commercial  meaning 
of  the  wonds ;  or  including  extremes  of  a  class  of  acids.  Direc- 
tions as  to  how  to  produce  dyes  are  not  insufficient  because  the 
precise  shades  to  be  produced  are  not  expressed  in  words.  To 
ascertain  the  shade  actual  experiment  was  necessary.  See  Badische 
AniUny  &*c.  v.  Levinstein^  post^  p.  311. 

Lord  Kelvitis  mariners'  compass  comprised  several  novelties.  As  it 
swung  on  knife  edges  some  brake  was  necessary.  It  was  thus 
described  : ''  Instead  of  the  rubbing  sur£aces,  I  use  the  large  bowl, 
A,  attached  to  the  bottom  of  the  glazed  case,  the  bottom  forming 
the  roof  of  the  bowl,  which  is  nearly  filled  with  liquid;  thus, 
when  there  is  any  motion  of  the  bowl,  energy  is  consumed  by  the 
frictional  or  viscous  action  of  the  liquid."  It  was  proved  that  the 
effect  and  utility  would  be  much  less  if  the  bowl  were  fiilly  filled. 
The  claim  for  this  bowl  described  it  as  "  being  fiUed  or  partially 
filled  ^  with  oil  or  other  viscous  fluid.  This  claim  was  only  for  a 
minor  part  of  the  larger  invention.     Thomson  v.  Batty^  6  R.  P.  C. 

87,  97. 
In  a  specification  for  a  new  dye  it  is  sufficient  if  practical  directions  be 

given  by  which  persons  can,  by  trial,  find  out  how  to  produce  any 

required  shade  in  a  given  range.  The  patentee  need  not  enumerate 

those  substances  that  will  not  do  of  a  class  if  he  give  sufficient 

directions  as  to  others  of  the  class  that  will  suit.    See  Leonhardi 

V.  KaUiyposty  p.  362. 

Besides  the  reason  already  given  for  full  disclosure  by  the 
patentee,  namely,  to  enable  the  public  to  use  the  invention  after  the 
monopoly  has  expired,  there  is  another,  viz.,  that  it  is  contrary  to 
public  policy  that  an  inventor  should  have  all  the  benefit  of  a 
monopoly  by  law,  and  in  addition  have  the  benefit  of  a  trade  secret 
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in  the  manufacture  ;  for  he  might  thereby  secure  a  I<Miger  monopoly 
than  the  fourteen  years  allowed  by  statute.  So,  too,  if  he  commer- 
cially use  the  invention  as  a  trade  secret  before  he  applies  for  a 
patent  the  same  result  would  follow.^  Prior  secret  coounercial  (as 
distinguished  from  experimental)  user  of  the  invention  by  the  in- 
ventor himself  has  been  considered  a  ground  for  holding  a  patent 
to  be  invalid.  But  an  inventor  may  keep  the  invention  secret  but 
unused  for  a  long  period  before  he  applies  for  his  patent  without 
invalidating  it' 

lilustrations. 

A  new  process  of  manufacturing  an  old  product  was  invented.  The  m- 
ventor  sold  considerable  quantities  of  the  product  made  by  his  new 
but  undisclosed  method.  He  subsequently  took  out  a  patent  for 
the  process.  The  patent  was  invalid.  Wood  v.  Zimnur^  Holt, 
N.  P.  58. 

Manufacture  by  the  patentee  and  his  servants,  without  publication,  of  a 
patented  article  made  by  the  patented  method,  for  the  purpose  of 
having  a  large  stock  on  hand  ready  for  sale  when  the  patent  is 
obtained,  is  not  prior  user.     Betts  v.  MenzUsy  28  L.  J.  Q.  B.  365. 

Racquets  were  made  in  November,  1883,  for  sale,  but  not  sold  nor 
exhibited  till  May,  1884.  The  patent  was  dated  the  ist  of  January, 
1884.    It  was  a  valid  patent.    Moss  v.  MaHngs^  3  R,  P.  C  378. 

Utility. 

Another  question  connected  with  sufficiency  of  directions  in  the 
specification  is  that  of  "  Utility."  This  condition  of  utility  is  not  im- 
posed in  so  many  words  by  the  Statute  of  Monopolies,  but  rests  on 
it  and  other  grounds.  A  patent  may  be  held  void  for  want  of  utility 
on  the  grounds  of — 

I.  Public  policy.    This  is  implied  by  the  statute. 
II.  False  suggestion  to  the  Crown. 

III.  Insufficiency  of  invention,  i.e.  the  invention  as  made  and  de- 
scribed being  useless  for  the  purpose  described. 
The  first  ground  rests  on  the  common  law.    As  the  object  of  the 

>  Betts  V.  Menxies  (Lord  Campbell),  28  L.  J.  Q.  B.  365. 
*  Bentley  v.  Fleming,  i  C.  &  K.  588. 

>  This  case  was  decided  on  two  grounds,  that  here  mentioned  and  insufficiency  (ante,  p.  74)- 
Each  ground  may  be  regarded  as  the  basis  of  the  decision  and  the  other  a  dictum,  according 
as  the  necessity  of  the  argument  requires.  Hence  the  point  has  recently  been  regarded  as  an 
open  one.    See  Millers  Patent,  15  R.  P.  C.  213  ;  see  also  Webster  on  Subject  Matter  (1841). 

p.  39- 
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monopoly  is  to  benefit  trade  and  the  industries  of  the  country,^  it  will 
not  be  granted  for  an  invention  that  is  useless.  Were  this  not  the 
rule  an  inventor  of  a  useless  method  or  process  might  exact  royal- 
ties from  the  users  of  subsequent  inventions  which,  although  coming 
within  his  patent,  owe  their  utility  and  success  to  some  subsequent 
improvement  invented  by  another;^  or  might,  on  the  other  hand, 
prevent  such  useful  improvements  from  being  made.  In  such  a  case 
the  earlier  monopoly  would  come  within  the  terms  of  the  6th  section 
of  the  Statute  of  Monopolies  {anUy  p.  i),  as  being  "  mischievous  to 
the  State  ...  or  generally  inconvenient"  ' 

As  to  the  second  ground,  if  the  invention  be  represented  as  use- 
ful when  it  is  of  no  use  at  all,  the  patent  will  be  invalid  because  of 
the  false  representation  made  to  the  Crown  ;  ^  but  in  the  absence  of 
such  false  suggestion  the  uselessness  of  only  a  part  of  the  invention 
claimed  is  no  objection.^ 

There  are  some  dicta  to  the  eifect  that  utility  must  include  some 
useful  advance  on  what  was  known  to  the  trade,  i.e.  that  an  invention 
fails  for  want  of  utility  unless  it  is  in  some  way  more  useful  than  that 
which  is  already  known.'  But  the  majority  of  dicta  are  to  the 
contrary  effect^ 

Neither  comparative  ^  nor  commercial  ^  utility  is  to  be  taken  as 
the  test  of  validity. 

Illustrations, 

See  Letvis  v.  Marling^  antc^  p.  76,  as  to  an  unnecessary  part. 

For  an  example  of  small  utility  see  NdlsorCs  Patent^  post^  pp.  187,  190. 

An  electric  glow-lamp  was  patented*  Some  were  made,  and  lasted  for 
a  considerable  time.  Very  soon  improvements  were  made  in  the 
mode  of  manufacture  by  which  the  lamps  were  "  standardized  " 

»  CasetfMonopMes^  Noy,  iSa ;  Edgeburyv,  Stephens,  i  Webs.  35 ;  i  Hawk  PI.  Cr.  Ch.  79, 
sect.  90 ;  R.y.  Wheeler,  a  B.  &  Aid.  349. 

»  Morgan  v.  Seaward  (per  Parke,  B.),  2  M.  &  W.  563 ;  i  Webs.  197 ;  Crossley  v.  Potter, 
Mac.  240  (per  Pollock,  C.B.  245) ;   Walton  v.  Bateman,  1  Webs.  623. 

s  The  rule  is  put  on  this  ground  by  Alderson,  B.,  in  Morgan  v.  Seaward,  i  Webs.  197. 

•  Bac  Abr.  Prer.  F.  2  (7th  cd.  vol.  vi.  p.  514),  and  notes  to  R,  v.  Mussary ;  Gordon  on 
Monopolies,  p.  268. 

•  Morgan  ▼•  Seaward,  z  Webs.  197  ;  Lewis  V.  Marling,  x  Webs.  495,  7. 

•  Cornish  v.  ICeene,  i  Webs.  506 ;  Losh  v.  Hague,  i  Webs.  203.  204  ;   Young  v.  Rosenthal, 

I  R-  P.  C.  99. 

»  Lewis  V,  Marling,  x  Webs.  497 ;  Morgan  v.  Seaward,  x  Webs.  X72 ;  Otto  v.  Linjord,  46 
L.  T.  4X  :  Plimpton  v.  Makomson,  3  Ch.  D.  582  ;  Tetley  v.  Easton,  Mac.  P.  C.  63  ;  Philpott 
V.  Hanhmry,  2  R.  P.  C.  37  ;  Pirrie  v.  York  Street  Flax  Co,,  10  R.  P.  C.  39. 

•  Fawcett  v.  Homan,  X3  R.  P.  C.  41X. 

•  Badische  AniHn  v.  Soda  Fabrik  v.  Levinstein^  post,  pp.  312,  314. 
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and  otherwise  improved.  None  were  sold  on  a  commercial  scale 
except  those  made  with  the  improvements.  Heldy  there  was 
utility  at  the  date  of  the  patent,  which  was  therefore  valid.  Edison 
dr-  Swan  v.  Holland^  6  R.  P.  C.  277,  283  {post,  p.  319),  285. 
A  patent  was  obtained  for  producing  dyes  from  certain  substances. 
Out  of  a  series  of  colours  the  dye  for  one  colour  only  had  a  sale. 
The  other  dyes  were  not  therefore  useless.  Badische  Ani&n, 
6*^.  V.  Levinstein,  post,  P-  3^i' 

The  third  ground  for  the  rule  is  the  most  important  in  practice. 
If  the  invention  be  not  fully  developed  so  as  to  obtain  the  result  in- 
tended by  the  patentee,  then  the  invention  is  entirely  useless  for  that 
purpose  when  made  as  described,  and  the  patent  will  be  invalid* 
Much  more  so  if  the  invention  be  useless  for  every  purpose  ;  or  if, 
in  addition  to  its  failure  to  accomplish  the  intended  purpose,  it  be 
dangerous  to  the  public. 

There  is  no  case  reported  of  a  patent  being  held  invalid  for  the 
want  of  utility  alone  in  an  invention  that  produced  the  result,  or 
accomplished  the  object,  described  by  the  patentee.  Patents  that 
have  been  held  invalid  for  want  of  utility  were  either  also  invalid  on 
other  grounds,  or  failed  to  work  as  described,  or  were  impracticable  * 
or  "  useless  for  the  avowed  purpose."  * 

Utility  as  a  test  for,  or  as  evidence  of,  ingenuity  or  novelty  has 
been  dealt  with,  ante,  pp.  38,  39. 

lUustrcOions. 

An  invention  consisted  in  an  alleged  improvement  in  the  construction  of 
fowling-pieces  and  small  arms.  It  consisted  of  a  hole  so  perforated 
as  to  let  the  air  and  not  the  powder  pass  out  from  the  barrel  to  the 
pan.  The  specification  contained  the  following  passage : — "  Now 
the  intention  of  this  improvement  in  perforating  the  hammer, 
grooving  or  hollowing  out  the  seat,  is  to  let  the  air  out  of  the  barrel 
and  pan  ;  in  putting  down  the  wadding  the  powder  in  the  barrel, 
by  the  air  being  allowed  to  pass,  is  forced  into  the  perforated 
receiver  A,  so  that  the  touch-hole  is  always  full  of  powder,  and  by 
these  means  firearms  of  all  kinds  are  prevented  from  flashing  or 
hanging  fire."  So  far  from  preventing  "  hanging  fire,**  the  gun, 
with  this  improvement,  would  not  fire  at  all ;  but  by  enlarging 
the  hole,  so  as  to  allow  powder  out  as  well  as  air,  it  would  work 
well.    Held  that  the  patent  was  invalid  because  the  utility  of  the 

>  United  Horsenail  Co,  v.  Steivart,  2  R.  P.  C.  r33. 

*  United  Horsenail  Co.  v.  Swedish  Horsenail  Co,t  6  R.  P.  C.  8. 
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invention  and  purpose  of  the  patent  wholly  failed.  Manton  v. 
Parker^  Dav.  P.  C.  327.  [This  is  the  first  case  (1814)  of  want  of 
utility  since  the  Statute  of  Monopolies.] 

A  process,  in  which  heating  was  necessary  and  was  not  so  stated,  was 
held  a  useless  invention.     Simpson  v.  Holliday^  post^  p.  244. 

An  invention  consisted  of  a  system  for  signalling  on  railways.  The 
ultimate  object  was  to  secure  the  safety  of  the  travelling  public. 
According  to  the  specification  this  was  secured,  'Mt  being  im- 
possible to  set  the  points  and  signals  antagonistic  to  each  other." 
It  was  proved,  however,  that  it  was  quite  possible  for  signalmen 
using  the  system  to  turn  several  trains  on  one  line  without  dififi- 
culty.  The  patent  was  invalid  for  want  of  utility.*  Easterbrook 
V.  G.  W.  Ry.  Co.,  2  R.  P.  C.  207. 

In  a  system  of  distribution  of  electricity  Plants  cells  were  used  for  the 
purpose  of  automaHcally  keeping  the  pressure  in  the  mains  at  a 
certain  amount.  Owing  to  the  cells  discharging  at  a  potential 
difference  less  than  that  required  to  charge  them,  this  effect,  as  in- 
tended by  the  patentee,  could  not  be  produced  But  the  cells 
were  usefiil  when  a  switch  was  used  to  add  extra  cells  to  com- 
pensate for  the  change  in  the  potential  difference  of  the  cells. 
The  patent  was  invalid.   Lane  Fox  v.  Kensingtony  &»c,yposiy  p.  345. 

The  last  case  and  the  first  {Manton  v.  Parker)  are  very  similar. 
Neither  invention  would  work  when  made  as  described  and  claimed, 
but  a  slight  alteration  made  each  workable  and  useful.  Cases  of 
patents  being  held  invalid  for  want  of  utility  alone  are  very  rare. 

Utility,  as  essential  to  validity,  is  therefore  utility  for  the  purpose 
indicated  by  the  patentee."  Want  of  utility  to  defeat  a  patent  must 
be  want  of  utility  in  the  invention  as  claimed,^  and  not  that  of 
auxiliary  or  alternative  things  mentioned  in  the  specification.  The 
existence  of  utility  does  not  depend  on  whether  the  invention  is 
practically  used  in  the  form  in  which  it  is  specified,  or  is  superseded 
by  improvements.^  It  may  exist  in  cases  where,  owing  to  com- 
mercial reasons,  the  manufacture  cannot  be  successfully  worked.^ 
As  with  other  grounds  for  invalidating  a  patent,  if  the  claim  to  one 
monopoly  fail  for  want  of  utility,  the  whole  patent  fails.^ 

>  This  case  is  also  an  illustration  of  a  patent  being  invalid  as  being,  in  the  words  of  the 
Statute,  "  genecally  inconvenient,"  «.«.  dangerous  to  the  public. 

«  Lane  Pox  v.  Kensington  (per  Lindley,  L,J.),  fosi^  p.  350. 

»  Cornish  v.  Keene,  x  Webs.  506. 

«  Edison  v.  Holland,  6  R.  P.  C.  277,  283,  285. 

»  Badiscke  Anilin,  b*c,  v.  Ijevinstein,  4  R.  P.  C.  462,  466. 

•  UniUd Horsenail  Co,  v.  Swedish  Horsenail  Co,,  6  R.  P.  C.  8,  following  Templeion  v.  Mac 
farlane,  i  H.  L.  Ca.  595.  As  to  subsidiary  claims,  see  ante,  pp.  58,  63  ;  Lewis  v.  Marling, 
qnU,  p.  76, 
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CHAPTER  VI. 

CONSTRUCTION  OF  SPECIFICATIONS. 

General  Principles — Proportions,  p.  88 — Claims,  p.  89 — Benevolent  Con- 
struction, p.  93 — Doctrine  of  Equivalents,  p.  9^— Amended  Specifi- 
cations, p.  99. 

General  Principles. 

If  a  patent  be  granted,  members  of  the  public  (who  are  interested, 
as  provided  in  sect.  26  of  the  Act  of  1883,  post,  p.  494)  or  the  law 
officers  may  present  a  petition  for  revocation  on  grounds  on  which 
formerly  a  patent  might  be  repealed  by  scire  facias. 

When  a  patentee  sues  in  an  action  for  infringement  of  his  patent, 
the  defendant  may  plead  that  the  patent  is  invalid  on  the  same 
grounds.  The  validity  of  a  patent  is  therefore,  in  the  majority  of 
cases,  tested  when  a  petition  for  revocation  is  presented  or  an  action 
brought  for  infringement 

Hence,  lexically,  in  an  action  for  infringement,  the  extent  of  the 
monopoly  claimed  should  be  ascertained  before  the  alleged  infringe- 
ment is  considered.^ 

Again,  with  regard  to  novelty,  a  question  frequently  arises  as  to 
whether  the  claim  includes  what  has  been  published  before.  As  it 
is  quite  possible  for  a  patentee,  through  ignorance,  to  claim  what  is 
old,  the  meaning  and  extent  of  his  claim  should  be  ascertained  with- 
out regard  to  the  allegation  of  anticipation.'  The  importance  of  a 
correct  construction  or  interpretation  of  the  specification  is  therefore 
manifest,  for  on  the  extent  of  the  claim  the  validity  of  the  patent 
very  often  depends,  and  also,  on  the  other  hand,  the  question  whether 
a  certain  manufacture  be  an  infringement  or  not  As  earlier  speci- 
fications and  other  publications  have  to  be  looked  to  as  part  of  the 

1  See  Seed  v.  Higgins  (as  explained  in  Potter  v.  Parr),  post,  p.  316. 

*  Per  Blackburn,  J.,  in  Betts  v.  htenzies,  31  L.  J.  Q.  B.  237,  and/0j/.  p.  219. 
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knowledge  of  the  time,^  and  as  the  questions  of  construction  and 
validity  frequently  are  only  raised  as  part  of  the  defendant's  case,  it 
is  found  in  practice  that  the  question  of  interpretation  cannot  be 
severed  entirely  from  those  of  novelty  and  infringement^  as  the  Ic^ic 
of  the  case  would  strictly  require.  The  actual  issue  frequently  de- 
pends only  on  the  interpretation  and  extent  of  one  or  two  claims  out 
of  many.  Hence  the  attention  of  the  Court  is  necessarily  directed  to 
these  issues  before  the  actual  interpretation  of  the  claims  and  speci- 
fication is  undertaken ;  this  course  avoids  unnecessary  discussion. 
But,  beyond  so  narrowing  the  field  of  inquiry,  one's  mind  ought  not 
to  be  influenced  by  issues  of  validity  or  infringement.  The  modern 
practice  is  thus  defined  by  Lord  Alverstone^  L.C.J.,  in  Presto  Gear-case 
Co.  V.  Orme,  Evans  &  Co.  (18  R.  P.  C.  23)— 

"  In  patent  cases  I  have  always  felt  that  there  is  a  line  of  thought  which 
is  most  likely  to  lead  you  to  the  right  result  in  the  speediest  way. 
The  first  thing,  assuming  you  understand  the  alphabet  of  the 
science  or  art,  is  to  understand  clearly  what  was  the  previous  state 
of  knowledge.  Having  got,  either  by  agreement  or  deduction  from 
the  evidence,  a  clear  view  as  to  what  was  the  previous  state  of 
knowledge,  you  must  then  construe  the  specification  with  reference 
to  that,  disr^arding  issues  of  novelty  or  subject-matter  which 
may  arise  in  the  particular  case,  and  you  then  have  to  consider 
whether  or  not  the  infringement  comes  within  the  fair  meaning  of 
the  claims,  not  anything  else,  but  the  claims  read  in  the  light  of 
the  previous  state  of  knowledge,^  and  without  altering  their  words 
imduly  in  favour  of  the  patentee  or  the  infringer.  I  will  say  one 
word  more  with  r^ard  to  the  law  j  that  in  my  judgment,  be  it  a 
combination  claim  or  be  it  not,  you  are  only  allowed  to  follow  the 
words  of  the  claim,  but  you  are  not  to  permit  mere  mechanical 
equivalents,'  or  mere  colourable  alterations,  to  prevent  a  thing 
being  an  infringement,  having  r^ard  to  what  the  meaning  of  the 
claim  is." 

The  interpretation  of  specifications  like  all  other  documents  is 
a  question  of  law  for  the  Court.*     But  in  cases  of  controversy  ^  the 

I  See/0tf/,  pp.  86,  87. 

*  The  *' state  of  knowledge"  incases  oiambiguiiy  of  language  or  ambit  of  claim  involves 
the  question  of  novelty,  and  such  has  been  taken  into  consideration  by  the  House  of  Lords  on 
the  principle  of  Benevolent  Construction,  posit  pp.  93,  94. 

>  Equivalents  are  discussed /t?j/,  pp.  96-99. 

«  Bush  V.  Fox,  5  H.  L.  Ca.  707  ;  Hills  v.  Evans  (per  Lord  Westbury,  L.C.)i  4  De  Gex, 
F.  &  J.  294,  post,  p.  223  ;  Simpson  v.  Holliday,  post,  p.  245  ;  British  Dynamite  Co,  v,  Krebs 
(per  Lord  Cairns),  13  R.  P.  C.  192,  post,  p.  275. 

*  Betts  V.  Mennts,  31  L.  J.  Q.  B.  239. 
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Court  must  be  informed  by  evidence  of  the  state  of  knowledge  of 
the  art  in  question,  the  meaning  of  technical  terms,  &a,  at  the  date 
of  the  specification,^  and  not  including  subsequent  knowledge.' 

lUustratum. 

An  alleged  anticipating  specification  was  forty-five  years  earlier  than 
the  one  the  validity  of  which  was  in  question*  Evidence  was 
admissible  to  show  whether  the  same  temis  in  the  two  documents 
at  these  different  periods  (1804  ^^nd  1849)  referred  to  the  same 
things.  Bdts  v.  Menzies^post^  P«  217  (per  Lord  Wesfkury^  L.C.), 
post^  p.  219. 

Where,  however,  the  matter  or  language  is  not  of  a  technical 
nature,  or  describes  a  very  simple  invention,  there  is  no  need  of  ex- 
pert evidence,  and  the  whole  question  is  one  of  law.' 

Illustrations. 

As  to  whether  directions  to  heat  were  included  in  the  term  "or  I 
accelerate  the  operation  by  heating,"  see  Simpson  v.  HolUday^posU 
p.  244. 

In  a  case  in  which  the  invention  consisted  of  a  comb  to  be  sewn  in 
ladies'  hats,  the  issue  of  validity  depended  on  the  description  in 
an  antecedent  specification.     Savage  v.  Harris^  13  R.  P.  C.  368. 

The  knowledge  of  the  time  at  the  date  of  the  specification  in- 
cludes what  persons  in  the  trade  actually  do — descriptions  published 
in  books  and  other  publications  under  circumstances  that  lead  to  the 
conclusion  that  persons  have  become  acquainted  with  their  contents.* 
Specifications,  however,  are  considered  as  published  in  fact  as  well 
as  in  law. 

lilustration. 

The  question  at  issue  was  the  validity  of  Haddaris  patent  for  series- 
shunt  winding  of  dynamos.  An  alleged  anticipation  was  con- 
tained in  Varley's  specification  (1876).  In  construing  the  latter 
the  knowledge  of  shunt  winding  disclosed  by  Claris  specification 
(1875)  ^^s  considered.  Although  it  was  unknown  to  Lord  Kelvin 
at  the  date  of  Varlefs  invention,  yet  as  it  was  proved  to  have  been 

*  Crossley  v.  Beverley,  i  Webs.  107,  108. 

*  Heath  v.  Unwin,  post,  p.  900  (followed  in  Badiscke  Anilin,  6*^.  v.  Levinstein,  2  R.  P.  C 
90). 

'  Simpson  v.  Holliday,  post^  p.  S45. 

*  Harris  v.  Rothwell  (per  Lindley,  L.J.),  4  R.  P.  C.  231.    Also  Publication,  ante,  pp. 
23-29. 
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known  to  VarUy^  it  may  have  been  known  to  other  electricians. 
King  V.  Afiglo-Amerkan  Brush  Carp.y  post^  p.  340,  (per  Lord 
Waisan)  p.  344. 

In  construing  a  specification  in  the  light  of  previous  knowledge 
and  publications,  due  regard  must  be  had  to  disclaimers.  The  power 
to  amend  specifications  by  amendment  and  disclaimer  was  granted 
by  the  Act  of  1834  (5  &  6  Will.  4,  c.  83,  sect  i)  ;  it  is  now  exercised 
under  the  Act  of  1883,  by  way  of  disclaimer,  correction,  or  explana- 
tion.^ A  specification  of  which  part  has  been  struck  out  by  dis- 
claimer will  very  often  bear  a  different  meaning  to  what  it  would 
have  done  had  it  originally  been  drawn  as  amended.  Illustrations  of 
the  effect  of  disclaimers  will  be  more  conveniently  considered  below 
in  connection  with  claims  and  equivalents.  A  disclaimer  was  never 
intended  to  enable  an  inventor  to  make  a  bad  patent  good  by  alter- 
ing it  to  something  requiring  research  and  experiment' 

The  "nature  of  the  invention,"  as  described  and  claimed  in  a 
specification,  is  in  all  cases  a  question  of  construction  for  the  Court, 
assisted  by  evidence  as  to  the  knowledge  of  the  time  and  surround- 
ing circumstances ; "  it  must  be  ascertained  from  the  whole  specifi- 
cation (including  drawings^),  all  the  facts  of  the  discovery  being  first 
ascertained.^  An  invention  consists  in  the  application  of  principles 
and  not  merely  in  their  enunciation  {ante,  p.  9).  In  all  cases  it  is 
the  real  merit,  and  not  the  mere  description,  that  must  be  looked  to." 

lUustrations. 

The  absence  of  any  mention  of  a  previous  use  in  the  specification 
caused  the  claim  to  be  read  to  include  more  than  the  actual  in- 
vention in  Hilly.  Thompson, post,  p.  185. 

The  real  merit  in  Lyoris  disinfector  lay  in  the  strength  of  the  door  of 
the  machine.  This  was  not  pointed  out  in  the  letterpress,  but  was 
apparent  from  the  drawings.    See  Lyon  v.  Goddard,  post,  p.  362. 

The  manner  of  the  application  in  the  way  described  of  hydrated  ferric 
oxide  to  the  manufacture  of  coal  gas  was  held  to  be  an  invention 
in  Hills  v.  London  Gas  Light  Co.,  post,  p.  208,  211. 

«  Post,  Ch.  IX.,  p.  16a 

'  See  Ralston  v.  Smitk,  post,  p.  229. 

'  Ptt-  Lord  Cairns  in  British  Dynamite  Co,  v.  Krths,  13  R.  P.  C.  192. 

4  Poupard  v.  Pardell,  x8  W.  R.  129. 

*  Siddell  V.  Vickers,  fost,  p.  329,  L  23;  Newton  v.  Grand  Junction  Ry,  Co,^  5  Ex.  334; 
Lister  v.  Leather,  8  E.  &  B.  1022. 

•  Per  Lindley,  L.J.,  in  Benno  Jaffi,  b'c*  v,  /.  Richardson  6»  Co,,  post,  p.  357. 
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Admitting  mixed  gas  and  air  to  the  cylinder  of  Ottds  gas  engine,  and 
compressing  the  chaige  as  described  and  claimed  in  the  specifica- 
tion, were  applications  of  principles.  See  Otto  v.  JJnford^post^ 
p.  283. 

For  a  good  example  of  the  importance  and  application  of  this  principle 
of  interpretation,  see  GarmuUy^  6^^.,  Co,  v.  North  British  Rubber 
Co.jpost^  P*  414- 

See  Gaulard  6«  Gibb^  Patent  for  a  general  illustiati(Mi,/0f/,  p.  332  «. 

See  Bennojaffi^  &^.  v.  Bichardson^/ost^  p.  356. 

The  specification  will  not  be  read  in  a  narrow  and  technical 
manner,  but  in  a  practical  and  commercial  sense ;  ^  the  sense  in  which 
those  to  whom  it  is  addressed  (ante,  p.  73)  would  read  it 

fUustrations, 

In  a  specification  for  the  manufacture  of  aniline  dyes  the  term  **dry 
arsenic  "  was  interpreted  as  the  arsenic  of  commerce  i^ysically 
dry,  and  not  the  anhydrous  add,  which  was  not  then  an  article  of 
commerce.    Simpson  v.  HoUiday^  post^  p.  245. 

In  a  specification  dealing  with  the  manufacture  of  glow  lamps  the  term 
"  carbon  gas  "  in  the  claim  was  read  in  ccmnection  with  the  whole 
specification  in  which  '*  hydro-carbon  gas  "  was  mentioned,  and  it 
was  held  that  ''carbon  gas"  did  not  include  CO  or  COt,  but  sub- 
stances containing  carbon  and  hydrogen,  even  along  with  other 
elements;  although  technically  the  term  "hydro-carbon"  referred 
to  compoimds  of  C  and  H  only.  Edison  &*  Swan  v.  Woodhouse^ 
4  R.  P.  C.  at  p.  107,  2xApost^  p.  299. 

In  a  specification  for  smokeless  powder  the  term  "  soluble  nitrocellulose  " 
meant  that  known  commercially  as  soluble  in  an  ether-alcohol 
mixture,  and  excluded  the  "insoluble  nitrocellulose"  or  gun- 
cotton.    Nobel  V.  Anderson^  post^  p.  366. 

Proportions. 

Questions  frequently  arise  in  connection  with  the  mention  of,  or 
absence  of  allusion  to,  precise  proportions  of  ingredients.  In  this  re- 
spect there  can  be  no  general  rule.  On  reading  the  specification  as 
a  whole,  assisted  by  evidence  as  to  the  knowledge  of  the  art,  in  some 
cases  the  essence  of  the  invention  may  consist  in  the  discovery  of  the 
properties  arising  from  the  combination  of  substances  in  certain  pro- 
portions ;  or  the  proportions  may  be  important  only  as  regards 
directions  to  workmen,  or  may  depend  altc^ether  00  the  use  to 
which  the  invention  is  to  be  put,  e,g.  shades  of  colour  in  dyeing. 

'  CrossUy  v.  Severity ,  3  C.  &  P.  515. 
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lUustraHons. 

m 

Proportions  of  metals  used  for  making  capsules  were  held  to  be  not 
essential,  but  only  relative,  as  showing  how  to  obtain  the  best 
results  in  Ndlson  v.  Betts^  L.  R.  5  H.  L.  21^ posty  p.  220. 

Nitro-glycerine  and  gun-cotton  were  mixed  "  in,  or  about  in  "  certain 
proportions  to  make  a  smokeless  powder.  The  essence  of  the 
invention  lay  in  keeping  within  those  limits.  Maxim  Nordenfdt^ 
6^r.  V.  Anderson^  post^  p.  418. 

Suitable  limits  of  proportions  were  given  for  ingredients  used  in  mantles 
for  incandescent  gas  lighting.  It  was  subsequently  discovered  that 
proportions  &r  outside  those  given  would  suit.  The  claim  did 
not  include  the  later  discovery.  See  Welshach^  ^c,  v.  DayUght 
Inc.  Mantle  Co.^post^  P-  39i« 

See  Hieaih  v.  Unwin^  note  2^posty  p.  201. 

CUunts. 

Questions  arising  out  of  the  construction  of  claims  frequently 
present  some  special  features.  The  claim  must  be  construed  as  part 
of  the  whole  document  ^  (including  the  title).'  The  description  of 
the  invention  given  in  the  specification  should  first  be  read,  and 
then  the  claims  to  see  how  much  of  the  invention  described  is 
claimed.'  This  is  the  rule  whether  the  words  "substantially  as 
described  "  are  in  the  daim  or  not 

A  claim  for  every  form  of  applying  a  principle  would  amount 
to  a  claim  to  the  principle  itself,  hence  it  can  only  extend  to  include 
the  applications  of  the  principle  —  that  is,  the  manufacture  or  in- 
vention Itself — in  one  or  more  of  the  forms  described.*  So,  too,  the 
claim  must  be  read  in  the  light  of  the  function  the  thing  described 
was  to  perform.*^ 

Illustrations. 

One  claim  for  the  Wheatstone  telegraph  was  for  improvements  in  com- 
municating angular  motions  to  magnetic  needles  ''  by  means  of 
currents  transmitted  through  metallic  circuits."  Construing  the 
claim  in  connection  with  the  whole  invention,  it  was  held  to  include 

1  Nrwton  v.  Grand  Junction  Ry.  Co,^  5  Ex.  334;  Lister  w.  Leather,  8  K  &  B.  102a. 
«  OxUy  V.  Holden  (per  Erie,  C.J.).  8  C.  B.  N.  S.  707. 

»  Arnold  V,  Bradbury,  L.  R.  6  Ch.  Ap.  706,  71a ;  Edison,  Bell,  &'c.  v.  Smith,  11  R.  P.  C. 
395;   Tubes,  b'c.  v.  Perfecta  Seamless,  &*€.,  17  R.  P.  C.  588. 

*  Neilson  ▼.  Harford  {p&[  Alder  son,  B.),  i  Webs.  355 ;  Nobel  v.  Anderson,  11  R.  P.  C.  525, 
537,  533 ;  Ticket  Punch  Reg,  Co.  v.  Colley's  Patents,  12  R.  P.  C.  185. 

*  Favxett  v.  Homan,  13  R.  P.  C.  410. 
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the  essential  conducting  wire,  but  not  necessarily  the  return  wire. 
The  use  of  earth  returns  as  equivalents  for  wires  was  not  known 
at  the  date  of  the  specification.  Electric  Tekgrafh  Co.  ▼.  Brcii^ 
lo  C.  B.  S$S,p(?stf  p.  199. 

Claims  to  the  Oiio  gas-engine,  apparendy  for  a  principle,  were  construed 
in  connection  with  the  whole  document  as  for  applications  only. 
OUo  V.  Linford^  posty  p.  283. 

In  a  claim  for  a  method  of  treating  liquors  including  the  use  of  a  centri. 
fugal  machine,  the  machine,  in  the  light  of  the  whole  invention, 
was  held  not  to  be  essential,  ordinary  *' skimming"  being  an 
equivalent.    Bermo  Jaffk^  ^c.  v.  Richardson^  post^  p.  356. 

A  claim  for  an  improved  lintel  was  not  taken  by  itself,  but  in  con- 
nection with  an  improved  mode  of  making  fireproof  floors  in 
Fawcctt  V.  Homan^posty  pp.  383,  388. 

Whether  the  mention  of  proportions  in  the  body  of  a  specifica- 
tion limits  the  claim  to  the  proportions  mentioned  depends  on  the 
real  nature  of  the  invention  {ante,  pp.  87,  88).^  But  if  the  propor- 
tions are  given  by  way  of  illustration,  or  are  merely  mentioned  as 
giving  the  best  results,  they  do  not  necessarily  limit  the  claim.* 

In  claims  for  inventions  that  are  combinations  {ante,  p.  57),  the 
presumption  is  that  the  parts  constituting  the  elements  of  the  com- 
bination are  old.'  Hence  when  no  distinction  is  made  the  claim  is 
primd  facie  one  for  the  whole  combination  ;  but  if  claims  be  made 
to  some  subordinate  integers  of  the  combination,  then  the  others 
are  excluded  and  are  presumed  not  to  be  noveL^ 


Illustrations. 

The  claim  for  an  arrangement  of  parts  constituting  a  horse-clipper 
possessing  certain  advantages,  is  a  claim  only  to  the  whole  com- 
bination, and  not  one  for  subordinate  integers.  See  Clark  v. 
AdUyposty  p.  259. 

In  a  machine  for  trimming  brushes  the  claim  was  for  the  combination 
of  parts.  This  was  a  claim  only  for  the  whole  combination,  and 
did  not  cover  the  use  of  cutter-plates  without  guiding-rods.  See 
Moore  v.  Bennett,  post^  p.  289. 

1  For  illustrations  of  the  mention  of  proportions  narrowing  the  claim,  see  Heaik  ▼.  C/jcwm. 
post,  p.  2K>i ;  Wtlsbachf  &c,  v.  Dayiighi,  6*^.,  post,  p.  391 ;  Maxim,  Nordemfelt,  6%.  ▼. 
Anderson,  post,  p.  417. 

*  PaUnt  Typefimnding  Co,  v.  Richard,  6  Jitr.  N.  S.  39  ;  Joh.  384. 

*  Clark  V.  Adie,  post,  p.  263. 

«  Tetiey  v.  Boston,  2  E.  &  B.  966.  968 ;  Mac.  P.  C.  86,  87 ;  Harrison  v.  Andtrston  Foundry 
Co,,  post,  p.  352. 
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Many  instances  occur  in  which  the  claim  fairly  construed  is  a 
narrow  one,  and  is  sometimes  not  so  wide  as  the  patentee  might 
have  made  it.  The  extent  of  the  claim  is  limited  by  the  extent  of 
the  invention.^  In  some  cases  the  claim  may  extend  beyond  the 
actual  mode  of  manufacture  described  in  the  specification ;  in  others, 
if  the  claim  be  so  extended,  the  patent  wiU  be  invalid.  The  real 
issue  is  whether  the  patentee  has  claimed  more  than  his  invention 
warrants. 

lUustratwns :  Narrow  Claims. 

A  claim  for  an  incandescent  mantle  for  gas-burners  was  made  narrower 
than  what  the  patentee  might  have  claimed  in  Wtlsbach,  &»€.  v. 
Day&ghty  ^9*c.^po5t^  P*  39i« 

A  claim  was  purposely  made  narrow,  and  therefore  a  wider  construction 
rejected  in  Lancashire  Eo^losives  Co.  v.  Roburite^  ^c^post^  p.  397. 

A  specification  describing  the  manufacture  of  a  new  dye  confined  the 
claim  to  a  pure  dye.  The  process  as  described  would  not  produce 
a  pure  dye,  but  one  of  considerable  impurity.  The  patentee 
was  confined  to  the  pure  dye,  and  the  patent  was  held  invalid. 
Badische  Anilin^  ^e.  v.  Za  Soc.  Chitn,  des  Usines  du  Rhone^  post^ 
p.  407. 

Wide  Claims. 

The  claim  for  £dison's  electric  lamp  extended  to  lamps  made  otherwise 
than  by  the  process  described.  As  the  resulting  lamp  was  new, 
the  claim  was  not  too  wide.    See  Edison  v.  Woodhouse^  post^ 

p.  297- 
A  claim  for  a  process  of  condensing  sulphuric  acid  was  drawn  wide 

enough  to  include  an  older  method.    The  patent  was  invalid. 

See  Kynochs^  Ltd.^  v.  Webby  post^  P*  425- 
An  invention  consisted  in  the  use  of  a  certain  kind  of  transmitting 

paper  with  a  typewriter.     The  claims  included  one  for  the  paper 

apart  from  its  use  in  the  machine ;  the  coated  paper  alone  was 

not  subject-matter.     The  patent  was  invalid.    See  Dick  v.  EUams 

Duplicator  Co.yposi^  p  430. 
A  claim  for  a  ferrule  apart  from  the  mode  described  of  fastening  it  to 

a  bobbin  was  held  to  invalidate  a  patent.     See  Wilson  Bros.  v. 

Wilson  6-  Co.ypost^  p.  463. 

The  effect  generally  of  disclaimers  on  the  construction  of  speci* 
fications  has  been  alluded  to.  The  extent  of  a  claim  is  frequently 
affected  by  a  disclaimer  in  the  body  of  a  specification.  A  disclaimer 
may  properly  be  employed  to  cut  out  something  that  leaves  a  perfect 

>  See  i?.  V.  EUts  post,  p.  i8o. 
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claim  behind,  but  it  was  never  intended  that  the  power  of  disclaimer 
should  be  used  to  cut  down  a  vague  description  so  as  to  leave  some- 
thing which  was  really  the  result  of  experiment  and  research.^ 

lUusirations. 

By  disclaimer  the  claim  to  certain  auxiliary  devices  was  dropped  by 
striking  out  certain  words  in  the  claim,  which  was  left  more 
general  in  character.  But  some  of  the  corresponding  descriptions 
were  retained  in  the  body  of  the  specification.  The  effect  was  to 
retain  these  in  the  combination  claimed,  and  so  invalidate  the 
patent.    See  Foxweiiw,  Bostock^post^  p.  228. 

A  disclaimer  narrowed  the  claim  to  a  machine  grooved  in  a  particular 
way.  The  beneficial  results  from  the  use  of  this  was  an  accidental 
and  new  discovery.  The  effect  of  disclaimer  was  to  leave  a 
claim  for  something  that  was  not  a  ^'  manufacture."  See  Ralston 
V.  Smithy  posty  p.  229. 

A  disclaimer  in  connection  with  one  claim  was  held  to  apply  to  the 
other  claims,  in  which  the  subject  of  the  first  claim  was  included 
in  Bailey  v.  Roberion^  post^  p.  270. 

A  specification  described  a  mode  of  making  eyelets  for  boots.  The 
mode  of  manufacture  was  disclaimed.  The  effect  was  to  enlaige 
the  claim  to  the  eyelet  to  an  eyelet  of  the  same  kind,  however 
made.  The  wide  claim  included  what  was  old.  Thierry  v.  Riek- 
mann.post,  pp.  39r,  393. 

As  each  claim  must  be  read  in  connection  with  the  whole  speci- 
fication, and  as  each  claim  limits  a  separate,  although  sometimes 
subsidiary,  monopoly,  it  follows  that  there  are  cases  in  which  the 
extent  of  one  claim  depends  on  the  presence  of  other  claims.  For 
instance,  if  one  claim  comprise  something  that  is  already  iiKluded 
in  another,  then  the  wider  cannot  be  construed  to  comprise  only  the 
same  invention  as  limited  by  the  narrower  one.  A  claim  cannot  be 
limited  by  reading  into  it,  in  order  to  avoid  invalidity,  words  that 
are  not  there,  and  so  alter  the  plain  meaning.^ 

lUustraticns. 

One  claim  was  for  constructing  ships  with  iron  frames.  Another  was  for 
constructing  them  with  iron  frames  as  described.  As  the  two 
claims  could  not  be  for  the  same  thing  the  former  received  a  wide 
construction.   ^^  Jordan  v.  Moore^  post^  p.  243,  and  notes  thereto. 

>  Seed  V.  Higgins,  post,  p.  212,  and  Ralston  v.  Smith,  post,  p.  229,  and  notes  to  those  cases. 
«  See  last  note  to  Plimpton  v.  Spillcr,  post,  p.  259  ;  ElectHc  Construction  Co,  v.  Imperiol 
Tramways  Compost,  p.  436. 
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A  specification  described  a  mode  of  dissolving  gold  from  ores.  One 
claim  mentioned  the  use  of  a  solution  of  a  C3ranide,  the  other  a 
dilute  solution  of  a  cyanide.  As  there  was  nothing  to  limit  each 
claim  to  a  separate  part  of  the  description,  it  was  held  that  the 
former  was  for  the  use  of  cyanides  generally.  See  Cassel  Gold 
Co,  V.  Cyanide  Gold  Recovery  Synd.^  post^  p.  369. 

Two  claims  for  an  electric  motor-car  were  in  almost  similar  terms,  but 
one  mentioned  springs,  the  other  not.  The  claim  in  which  springs 
were'omitted  was  therefore  one  for  the  arrangement  without  springs. 
See  Electric  Construction  Co,y  Jmperial  Tramways  Co.^post^  p.  436. 

One  claim  was  for  securing  type  in  a  box-holder.  Another  was  for  the 
box-holder  in  combination  with  a  printing-drum.  A  third  was  for 
the  combination  of  the  drum  with  printing  machinery.  The  last 
was  held  not  to  be  confined  to  the  drum  as  described  in  the  other 
two  claims.     Taylor  v.  Annand^post^  p.  445. 

The  Doctrine  of  Benevolent  Construction, 

In  the  early  history  of  Patent  Law,  and  down  to  the  beginning 
of  the  nineteenth  century,  the  Courts  frequently  took  objections  of 
a  technical  nature  to  patents,  regarding  a  monopolist  patentee  as 
one  whose  interests  were  hostile  to  the  public  at  large.^  But,  as 
early  as  1787,  BuUer^  J.,  in  Turner  v.  Winter^  expressed  his  strong 
bias  in  favour  of  a  patentee  who  made  a  full  disclosure  as  against  a 
defendant  who  attempted  to  evade  a  patent  From  that  expression 
of  opinion  many  dicta  have  followed  in  subsequent  cases,  in  which  it 
was  freqently  said  that  a  meritorious  inventor  should  not  be  criticised 
too  closely  with  a  view  to  upset  his  patent.®  But  finally  the  rule  at 
the  present  day  avoids  both  these  extremes.  The  specification  is  to 
be  construed  fairly  and  reasonably  as  between  the  patentee  and  the 
public,  not  putting  on  forced  constructions,  or  straining  the  language, 
either  in  favour  of  a  supposed  meritorious  inventor  or  to  defeat  a 
patent^  The  rule  is  simply  an  application  of  the  principle  ^^  verba 
ddent  inteUigi  cum  effectu  ut  res  magis  valeat  quant  pereat^  ^     In 

>  Pfer  Parke,  B.,  in  Neilson  v.  Harford^  z  Webs.  310. 

«  1  T.  R,  606. 

■  Perjessel^  M.R.,  in  Hinks  v.  Safety  Lighting  Co.,  fost,  p.  257 ;  Plimpton  v.  Spiller,  and 
notes,  post,  p.  258 ;  Otto  v.  Unford,  post,  p.  288. 

*  Per  Parke,  B. ,  in  Neilson  v.  Harford,  i  Webs.  310 ;  per  Lord  Westbury,  in  Simpson  v. 
Holliday,  13  W.  R.  578 ;  per  Lord  Blackburn,  in  Dudgeon  v.  Thomson,  post,  p.  268 ;  per 
Ki^,  ].,  in  Edison  v.  Holland,  5  R.  P.  C.  475  ;  Automatic  Weighing  Machine  Co.  v.  Knight, 
6  R.  P.  C.  307. 

»  Cropper  v.  Smith,  i  R.  P.  C.  (per  Cotton,  I-.. J.),  89,  (per  Bowen,  I^J.),  90;  Boulton  v. 
Bull,  2  H.  Bl,  p.  500. 
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actual  practice  it  merely  comes  to  this  :  That  when  there  is  a  reason- 
able doubt  as  to  whether  a  wider  or  narrower  ambit  is  to  be  given  to 
a  claim,  and  the  wider  would  render  the  patent  invalid,  the  narrower 
is  to  be  preferred.  In  such  cases  the  wider  construction  should  not 
be  adopted  unless  the  patentee  showed  he  clearly  intended  to  make 
it^  But  there  must  be  a  real  ambiguity,  not  one  "manufac- 
tured '*  by  argument'  There  is  no  authority  now  in  support  of  the 
proposition  that  a  benevolent  interpretation  is  to  be  given  to  a  speci- 
fication for  a  pioneer  invention  ;  in  such  the  claim  is  wide  because 
the  invention  is  a  wide  one  {ante,  pp.  15,  62,  63).*  It  will  be 
found,  however,  that  the  natural  bias  in  favour  of  supporting  a 
valuable  patent  is  not  without  some  effect  on  the  decision  as  to 
what  is  the  true  construction  of  the  whole  document 

lilustraHons. 

See  construction  oi  Neilsofis  specification  {i%^i)^post^  pp.  187,  190. 

A  specification  described  the  application  of  a  friction  clutch  to  hoists. 
A  wide  construction  would  include  what  was  old,  so  the  claim  was 
confined  to  the  precise  combination  described.  See  Morris  <^ 
Basterty.  Young,  post,  pp.  371,  374. 

In  Masdm  Nordenfelt  Co.  v.  Anderson  (post,  p.  418)  the  principle  of 
benevolent  construction  was  applied  to  ambiguity  in  directions. 

See  also  Beard  v.  Egerton,  noted  ante,  p.  78. 

An  invention  consisted  in  the  manufacture  of  incandescent  gas  mantles. 
The  invention  being  a  pioneer  one,  the  claim  was  wide,  and  not 
confined  to  the  precise  proportions  specified.  {Imandesceni  Gas 
Co.  V.  DeMare,post,  p.  388) ;  but  it  cannot  be  extended  to  include 
a  new  discovery,  viz,  that  other  proportions  far  outside  the  given 
range  would  be  successful.  Welsbach,  6^.  v.  Daylight  Incandescent, 
&*c,,post,  p.  391. 

In  a  specification  for  the  manufacture  of  a  dye,  the  directions  and  claim 
mentioned  the  use  of  an  autoclave.  Unless  that  vessel  was  made 
of  iron  the  process  would  not  produce  the  desired  result  This 
fact  was  not  known  to  the  patentee.  Held,  that  the  adjective 
"  iron  "  cannot  be  read  into  the  claim.  Badische  Anilin,  &*e.  v. 
La  Soc.  Chim.  du  Rhone,  ^c,,post,  p.  407. 

The  question  often  arises  whether  a  particular  claim  is  to  be  taken 
in  connection  with  the  directions  for  putting  the  invention  into 

>  Per  Romer,  L.J.,  in  Chamberlain  v.  Bradford  {Mayor),  19  R.  P.  C.  9a.  post,  p.  482. 
'  Per  Lord  Davey,  in  Parkinson  v.  Simon,  la  R.  P.  C.  4x1. 

■  Per  Lord  Halsbury,  L.C.,  in  Ccusel  Gold,  6*^.,  Co.  v.  Cyanide,  &»c.,  19  R.  P.  C.  242, 
For  sin  illustration,  see  Edison  6*  Swan  v.  Woodkouse,  post,  p.  297. 
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practice,  or  in  a  wider  signification.  As  in  the  latter  case,  the  patent 
might  be  invalid  for  including  something  that  was  old  ;  the  natural 
bias  in  favour  of  supporting  a  patent  comes  into  play.  Hence  it 
has  in  most  cases  been  held  that  on  the  true  construction  the  claim 
is  to  be  limited  in  its  application  ;  but  this  is  by  no  means  the  rule. 
The  fact  that  it  would  be  ridiculous  to  make  the  wider  claim  is  not 
conclusive  in  favour  of  the  narrower  construction.  There  is,  there- 
foie»  no  presumption  that  the  patentee  excluded  what  was  old ;  he 
may  have  claimed  it  inadvertently. 

lUustraHans. 

In  Haworth  v.  Hardcctstk  (i  Webs.  484)  and  OxUy  v.  Holdm  (8  C.  B. 

705),  the  claim  was  read  in  the  narrower  sense,  such  being  the 

true  constraction  of  the  whole  document. 
The  claim  for  fastening  the  rollers  to  a  roller-skate  was  held  to  be  a 

subsidiary  one,  because  it  would  be  ridiculous  to  hold  it  to  be 

wide.    See  Plimpton  v.  Spiller^  post^  p.  258. 
A  claim  for  an  improved  lintel  was  not  taken  by  itself,  but  only  when 

used  as  described  in  fireproof  floors  in  Fawcett  v.  Homan^  post^ 

pp.  383,  388. 

A  patent  was  taken  out  for  an  improved  apparatus  for  concentrating 
sulphuric  acid.  The  description  showed  a  process  commercially 
a  great  improvement  on  one  of  twenty  years  earlier  date.  But 
the  claim  was  worded  so  as  to  include  the  old  form.  The  fact  that 
it  was  suicidal  to  frame  such  a  claim  did  not  prevent  it  from  re- 
ceiving a  wide  interpretation  as  opposed  to  a  narrow  one.  See 
Kynochs^  Ltd.^  v.  Webb^  (per  Lord  Davey\post^  p.  428. 

In  a  claim  for  an  electric  motor-car,  the  fact  that  if  construed  in  its 
natural  meaning  it  would  be  an  absurd  one  to  make  is  not  suffi- 
cient to  put  a  strained  construction  on  it  Electric  Construction  Co. 
V.  Imperial  Tramways  Co.^  post^  p.  436. 

In  Chamberlain^  ^c.  v.  Bradford  {Mayor  of)y  Romer^  L.J.,  acted  in 
accordance  with  the  above  practice.    See  post^  p.  482. 

The  construction  of  the  claim  should  be  such  as  will  consistently 
with  the  fair  import  of  the  language  used  make  the  claim  of  inven- 
tion co-extensive  with  the  new  discovery  of  the  patentee,  and  not 
extend  it  to  a  wider  range  than  the  facts  would  warrant^  This  is 
especially  the  case  with  regard  to  patents  for  improvements  in  the 
specifications  of  which  reference  is  made  to  those  of  the  earlier 

'  Per  Tindal,  C.J.,  in  Haworth  v,  Hardcastle,  i  Webs.  485. 
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invention  ;  for  the  later  specification  is  to  be  read  in  the  light  of 
the  earlier  one  referred  to.^ 


The  Doctrine  of  Equivalents, 

As  it  is  obviously  impossible  for  a  patentee  to  foresee  the  devices 
that  will  be  adopted,  and  attempts  made  by  others  to  take  the  benefit 
of  his  invention  without  infringing  his  monopoly,  he  cannot  antici- 
pate them  by  separate  claims.  The  patent  not  only  covers  the  pre- 
cise thing  claimed,  but  the  invention  substantially.  Hence  the  claim 
generally  includes  all  known  equivalents  for  the  elements  comprised 
in  it  To  include  equivalents  undiscovered  at  the  date  of  the  patent 
would  be  to  give  the  patentee  a  monopoly  for  more  than  he  invented. 
The  questions  that  arise  in  practice  are  two— 

1.  In  what  does  an  equivalent  consist  in  any  given  case  ? 

2.  In  what  cases  is  the  general  rule  of  equivalents  not  applicable  ? 
As  to  the  first  of  these  questions,  it  must  not  be  forgotten  that  a 

patentable  invention  consists  of  the  application  of  principles  or  means 
to  attain  certain  ends  {ante^  pp.  9, 1 1),  not  in  the  principles  nor  in  the 
ends  themselves.  To  take  a  common  illustration :  A  pendulum  is 
a  device  used  to  obtain  a  certain  motion  at  equal  intervals  of  time. 
To  produce  such  a  result  the  natural  laws  and  forces,  the  attraction 
of  gravitation,  the  property  of  inertia,  are  so  applied  that  there  is 
motion  of  the  ''  bob  "  of  the  pendulum  in  a  given  path  in  which  it 
is  constrained  to  move.  It  is  the  application  of  a  law  of  "con- 
strained motion.*'  Another  device  to  produce  the  same  result  is  that 
of  the  balance-wheel.  The  force  of  a  spring  takes  the  place  of  that 
of  gravity,  and  inertia  is  made  use  of  by  the  oscillation  of  the  wheel, 
the  size  and  distribution  of  the  mass  of  which  are  of  importance. 
The  pendulum  can  only  work  in  one  position,  the  balance-wheel  in 
any.  Here  there  are  two  distinct  inventions.  The  forces  or  prin- 
ciples are  not  the  same,  nor  are  the  immediate  results ;  but  the 
ultimate  purpose  or  object  is  the  same.  One  is  not  an  equivalent 
for  the  other.  But  when  these  devices  once  known  are  made 
elements  in  a  larger  combination,  as,  for  instance,  a  meter  to  supply 
gas  or  electricity  by  time,  then  one  is  a  known  equivalent  for  the 
other.     If  such  a  meter  be  described  with  a  balance-wheel  as  part 

'  Harmar  v.  Playne,  post,  p.  182.    For  an  illustration  see  Tubes,  Ltd.,  v.  Perfecta,  &'c., 
posi^  p.  453- 
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of  the  clockwork  mechanism,  the  claim  to  the  whole  combination 
would  include  one  to  a  combination  in  which  the  balance-wheel  was 
replaced  by  a  pendulum.  The  question  of  equivalents,  therefore, 
must  depend  on  the  ambit  or  extent  of  the  invention  itself.  The 
cases  of  equivalents  must  be  very  carefully  considered  in  mechanical 
inventions,  all  the  parts  of  which  are  necessarily  old ;  too  great  a 
latitude  as  to  including  equivalents  might  have  the  effect  of  including 
a  different  machine  altogether.^ 

Chemical  Equivaknts. 

A  claim  was  for  the  use  of  carburet  of  manganese  in  the  conversion  of 
iron  into  cast  steel.  It  was  subsequently  discovered  that  a  paste 
of  black  oxide  of  manganese  and  coal  tar  would  produce  the  same 
result,  probably  by  the  formation  of  the  carburet  in  the  furnace. 
The  use  of  paste  being  a  new  discovery,  was  not  an  equivalent 
within  the  claim.     Heath  v.  Unwin^posty  p.  200. 

A  mantle  for  gas  lighting  consisted  of  oxides  of  zirconium  and  lantba- 
num.  A  wide  range  of  proportions  was  claimed.  Cerite  earth, 
with  little  cerium,  might  be  employed  instead  of  lanthanum.  The 
same  result  could  be  produced  with  oxide  of  zirconium  and  j^  per 
cent,  of  cerium.  This  being  a  new  discovery,  was  not  an  equiva- 
lent within  the  claim.  Weisbach^  &*c.  v.  Daylight  Incandescatt 
Mantle  Co.ypost^  p.  391. 

Mechanical  Equivalents, 

A  specification  described  a  combination,  an  improvement  upon  a 
previous  invention  of  clutch-box  mechanism  to  effect  certain 
changes  in  spinning  machinery.  The  claim  for  the  improved  device 
included  "  any  mechanical  equivalent  therefor."  These  words  were 
construed  narrowly,  and  the  claim  did  not  include  mechanism  in 
which  each  part  was  different,  although  the  mechanical  results  pro- 
duced in  the  larger  machinery  of  which  it  formed  a  part  were  the 
same.    See  Curtis  v.  Flatty  post^  pp.  231,  236,  242. 

A  claim  was  for  a  process  of  manufacture,  one  step  in  which  consisted 
in  separating  a  substance  by  means  of  a  centrifugal  machine. 
This  included  (regarding  the  essential  features  of  the  process)  a 
process  of  separation  by  gravity,  i.e,  ordinary  settling  and  skim- 
ming.    Benno  Jaffiy  &*c»  v.  Eichardson^posty  p.  356. 

There  are  many  cases  in  which  the  claims  do  not  include  equiva- 
lents, but  are  confined  to  the  precise  form  of  the  combination  claimed 

>  Per  Smith,  LJ. ,  in  Brooks  v.  Lamplugh,  post,  p.  414 ;  per  Lord  Herschell,  in  Morris 
6»  Bastert  v.  Young,  post,  p.  374 ;  Curtis  v.  flatf,  post,  p.  239. 

H 
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and  described  Such  claims  have  a  narrow  construction  (i)  if  diey 
be  worded  in  the  first  instance  to  exclude  equivalents ;  or  (2)  if  from 
the  general  tenor  of  the  specification  they  must  be  so  construed. 

But  there  is  another  case  which  frequently  occurs  in  which  equiva- 
lents may  be  excluded.  As  a  claim  may  be  worded  in  different 
ways,  but  be  substantially  the  same  in  effect,  the  question  of  the 
inclusion  of  any  given  allied  equivalent  is  a  question  of  construc- 
tion of  the  claim.  It  frequently  happens  that  in  order  to  include 
an  alleged  infringement  on  t^e  ground  of  an  equivalent  being  taken, 
the  claim  must  be  so  paraphrased  or  interpreted  as  to  include  also 
some  other  equivalent  that  would  be  an  anticipation.  Then  the 
patentee  is  in  a  dilemma ;  his  claim  either  includes  the  alleged  in- 
fringement and  is  invalid,  or  excludes  it  and  is  valid.  In  such  cases, 
on  the  doctrine  of  Benevolent  Construction,  both  equivalents  are 
excluded. 

IlIustraHons, 

.  In  a  specification  for  improvements  in  roving  cotton  the  invention 
described  a  presser  actuated  by  centrifugal  force.  A  disclaimer 
subsequently  filed  disclaimed  the  application  of  centrifiigal  force 
generally.  The  claim  was  thereby  confined  to  the  particular  fomi 
of  presser  shown.    See  Se^d  v.  Higgins^  post,  p.  216. 

See  Dudgeon  v.  Thomscny  posi^  p.  263,  for  the  principles  on  which  dis- 
claimers and  amendments  are  to  be  construed. 

A  claim  for  a  smokeless  powder  mentioned  the  use  of  nitro-glycerine  and 
soluble  nitro-cellulose  {i.e.  dinitnxellulose).  The  method  of  manu- 
facture described  would  also  succeed  with  insoluble  nitro-cellulose 
(i>.  gun-cotton).  But  it  was  not  an  equivalent,  because  (i)  un- 
known as  such  at  the  date  of  the  specification  and  (2)  excluded 
by  use  of  the  word  "  soluble."    Nobel  "V.  Anderson^  post^  p.  366. 

An  improved  method  of  effecting  electrolytic  decomposition  of  alkalies 
consisted  in  keeping  the  mercury  cathode  stationary,  and  moving 
"  bells  "  over  it  containing  the  liquid.  This  invention  was  a  new 
application  of  the  same  principles  as  were  used  in  older  devices. 
An  alleged  modification  consisted  in  rotating  the  mercury,  keeping 
the  bells  stationary.  This  was  not  an  equivalent,  but  a  distinct 
invention.  Castner-Kellner  Alkali  Co.  v.  Commerdal  Development 
Cofp.y  post^  p.  436. 

A  specification  described  a  refrigerating  and  condensing  apparatus. 
The  refrigerating  part  was  disclaimed.  A  number  of  diagrams 
showed  forms  of  condensers  consisting  of  a  central  tube,  and  a 
series  of  others  concentric  with  it.  By  this  arrangement  a  series  of 
annular  concentric  spaces  were  formed.    These  were  alternately 


v% 
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steam  spaces  and  water  spaces.  The  steam  was  admitted  to  the 
steam  spaces  and  condensed  by  the  cold  water  in  the  water  spaces. 
One  feature  mentioned  was  the  reversibility  of  the  apparatus  by 
using  steam  as  water  spaces  and  vice  versd,  A  disclaimer  noted 
"  that  no  claim  is  made  herein  generally  to  the  use  of  annular 
condensers,  consisting  of  a  series  of  concentric  tubes,  being  alter- 
nate steam  and  water  spaces,  but  only  to  such  condensers  as  are 
constructed  and  arranged  substantially  as  hereinbefore  described." 
The  effect  of  this  was  to  exclude  equivalents.  The  claims  did  not 
therefore  include  a  condenser  in  which  a  steam  space  lay  between 
and  concentric  with  a  central  water  space  and  an  outer  one,  the 
steam  space  being  divided  so  as  to  form  a  kind  of  helical  pipe, 
and  the  parts  being  of  such  proportions  as  not  to  be  reversible  in 
action.  Hocking  v.  ffockitigy  6  R.  P.  C.  69. 
Compare  cases  under  "Test  of  Disconformity,"  ante^  pp.  71,  72. 

Amended  Specifications. 

Where  the  specification  has  been  amended,  the  right  to  make  the 
amendments  cannot  be  questioned  in  subsequent  proceedings.^  As 
amendments  are  not  allowed  which  have  the  effect  of  enlarging  the 
scope  of  the  original  invention,  it  follows  that  an  amended  specifica- 
tion has  no  wider  claim  than  an  unamended  one.  But  the  original 
wording  may  be  looked  to,  on  the  question  of  construction,  what  is 
struck  out  operating  as  a  disclaimer.*  As  specifications  are  usually 
published  showing  the  amendments  by  means  of  erased  and  italic 
type,  the  attention  of  the  reader  must  necessarily  be  called  to  the 
changes,  and  the  impression  conveyed  by  the  whole  document, 
that  is,  its  interpretation  or  meaning  be  affected  thereby.  If  it  be 
construed  in  a  practical  and  commercial  manner  {Crossley  v.  Beverley, 
3  C.  &  P.  515)  these  alterations  cannot  be  ignored. 

Although  there  are  cases  to  be  found  in  which  the  provisional 
specification  has  been  quoted  as  an  aid  in  determining  the  real  in- 
vention claimed  in  the  complete,"  yet  the  rule  appears  to  be  that 
the  complete  must  be  construed  separately,  and  then  the  provisional 
looked  to  in  cases  of  alleged  disconformity  only  to  determine  if  the 
invention  be  included  therein.^ 

>  Afoser  v.  Marsden^  post^  p.  374. 

*  Dudgeon  v.  Thomson^  post,  p.  263,  and  Moser  v.  Marsden,  post,  p.  374,  and  notes  to  these 

KS. 

»  Sec  Clark  v.  Adie^  post,  p.  259. 

*  BaiUy  v.  Robfrton,  as  explained  in  Hocking  v.  Hocking,  post,  p.  274. 
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PROCEDURE  TO  OBTAIN  A  PATENT. 

First  Steps — Jurisdiction  of  the  Comptroller-General  and  Law  Officers, 
p.  loi — Mode  of  Application,  p.  104 — With  Provisional  Specification, 
p.  105 — Steps  after  Provisional  Protection,  p.  109 — ^The  Comidcte 
Specification,  p.  i  xo— Reference  to  Examiners,  p.  115 — The  Act  of 
1903,  p.  116 — Acceptance,  p.  117 — Inventions  relating  to  War,  p.  117. 

First  Steps, 

When  an  inventor  has  thought  of  a  new  invention,  he  should,  as 
far  as  possible,  try  it  experimentally,  as  well  as  work  it  out  theoreti- 
cally, before  applying  for  a  patent,  so  that  there  be  less  risk  of  a 
wrong  description  in  the  first  instance.  In  most  cases,  however, 
experiments  cannot  be  carried  out,  nor  models  made,  without  dis- 
closing the  nature  of  the  invention  to  persons  employed.  Although 
such  disclosure  under  a  promise  of  secrecy  is  not  publication,  yet 
there  is  always  the  risk  of  unauthorized  or  accidental  disclosure  to 
others  by  the  persons  confidentially  employed  {anie^  p  25). 

When  the  inventor  cannot  proceed  further  without  risk  of  publi- 
cation, he  should  at  once  apply  for  a  patent,  and  file  a  provisional 
specification. 

If  the  invention  be  of  such  a  nature  that  there  is  great  probability 
of  rival  inventors  being  also  engaged  on  the  problem  and  working  on 
the  same  lines,  as,  for  instance,  where  it  consists  of  the  application  of 
newly  discovered  natural  phenomena,  e,g.  X  rays,  or  electric  vibra- 
tions of  the  ether,  it  is  of  the  greatest  importance  to  secure  pro- 
visional protection  at  the  earliest  date  possible. 

The  inventor  should  take  all  steps  possible  to  ascertain  if  his 
invention  is  a  novel  one  before  applying  for  a  patent,  or  immediately 
provisional  protection  has  been  obtained.  He  may  search  at  the 
Patent  Office  library,  where  all  British  specifications  are  available 


H 


CH.  VII.  PROCEDURE.  loi 

classed  and  abridged  to  facilitate  reference.  Specifications  of  United 
States  patents,  and  abridgments  of  those  of  other  countries,  can  also 
be  seen  there.^  He  should  also  refer  to  scientific  and  technical  journals 
relating  to  the  art  in  question.  These  investigations  may  be  con- 
ducted by  an  agent.  Such  research  is  greatly  facilitated  by  con- 
sulting professional  advisers,  as  consulting  engineers  (electrical  or 
mechanical),  consulting  chemists,  and  patent  agents,  many  of  whom, 
in  addition  to  the  knowledge  of  their  profession,  are  experts  in 
various  arts  and  manufactures.  Consulting  experts  keep  themselves 
abreast  of  the  knowledge  of  the  day. 

Tlu  Jurisdiction  of  the  Comptroller-General  and  Law  Officers, 

Letters  patent  for  inventions  were  formerly  issued  under  the 
Great  Seal.'  The  Lord  Chancellor,  as  custodian  of  the  Great  Seal, 
was  the  ultimate  judge  as  to  the  issue  of  a  patent,  being  the  sole 
judge  of  the  common  law  branch  of  the  Court  of  Chancery.'  By 
the  Patent  Law  Amendment  Act  of  1852,  the  Commissioners  of 
Patents  were  empowered  to  make  and  use  a  seal  for  sealing  the 
warrant  as  directed  by  the  law  officer*  and  required  by  the 
applicant  for  letters  patent.  In  pursuance  of  the  warrant  the  patent 
was  prepared  and  ultimately  sealed  with  the  Great  Seal.*'  The  powers 
of  the  Lord  Chancellor  were  by  the  Act  of  1852  expressly  reserved 
as  before  the  passing  of  that  Act' 

But  now,  under  the  Act  of  1883  (sect.  I2y post,  p.  489),  patents  are 
sealed  with  the  seal  of  the  Patent  Office,  which  has  the  same  effect 
as  the  Great  Seal.  If  the  law  officers  decide  that  a  patent  be  sealed 
there  is  no  room  for  any  appeal,  the  direction  to  seal  (sect.  12) 
being  mandatory.  If  the  ultimate  decision  be  against  the  applicant, 
the  Act  is  silent  as  regards  any  appeal  In  the  absence  of  any 
provisions  for  that  purpose,  it  appears  that  the  decision  is  final.'' 

The  duties  of  the  Comptroller  and  Law  Officers  in  relation  to 
the  grant  of  patents  are  administrative,  and  in  part  judicial.  The 
administration  of  the  statutes  as  regards  the  granting  of  patents 

1  For  details,  see  par.  24  of  Circular  of  Information,  post^  p.  598. 
'  2  Bl.  Com.  c.  21,  sect  2. 

*  4  Inst.  79,  80,  84  ;  I  Shep.  Abr.  464. 

*  15  &  16  Vict.  c.  83,  sects.  2,  15. 
»  IHd,  sect.  18. 

*  Ibid,  sect.  15. 

'  Compare  Htn-seley  &»  Knighton's  Patent,  L.  R.  4  Ch.  Ap.  784. 
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and  the  amendment  of  specifications  is  entrusted  to  the  Comptroller, 
with  an  appeal  under  certain  conditions  to  one  of  the  Law  Officers 
of  the  Crown,  that  is,  the  Attorney-  or  Solicitor-General  for  England. 

From  the  law  officers  there  appears  to  be  no  appeal,  nor  any 
means  of  reviewing  their  decisions.^ 

As  a  general  rule  (the  statutory  exceptions  to  which  are  discussed 
in  the  following  pages)  neither  the  Comptroller  nor  the  Law  Officers 
have  any  jurisdiction  to  decide  questions  involving  the  validity*  of 
patents  ;  they  cannot  enter  into  the  question  generally  whether  the 
applicant's  invention  is  novel  or  subject  matter  for  a  patent' 

But  under  the  Act  of  1902,  the  Comptroller  investigates  the  ques- 
tion of  novelty  so  far  as  the  invention  claimed  is  published  within 
fifty  years  in  earlier  British  specifications.  In  the  event  of  the  appli- 
cant not  amending  his  claims  so  as  to  exclude  the  allied  anticipa- 
tion, a  reference  to  the  earlier  specification  may  be  required,  subject  to 
appeal  to  the  law  officer  (2  Edw.  7,  cap.  34,  sect,  impost,  p.  523).  This 
procedure  takes  place  at  a  later  stage,  and  is  discussed  post,  p.  116. 

An  invention^  will  be  subject-matter  if  it  be  a  "manufacture'' 
within  the  meaning  of  the  Statute  of  Monopolies  (ante^  p.  6),  and  not 
one  of  so  simple  a  nature  that  a  patent  for  it  would  be  hurtful  to 
trade  or  generally  inconvenient  (antCy  p.  20).  It  is  within  the  juris- 
diction of  the  Comptroller  to  take  the  question  of  the  invention 
being  a  manufacture  into  consideration  and  reject  the  application  ;^ 
but  in  the  case  of  an  invention  that  is  an  improvement  this  is  not 
done  (except  in  cases  of  opposition  to  sealing) ;  for  the  determination 
whether  the  addition  to  the  stock  of  public  knowledge  be  a  manu- 
facture or  not  involves  the  question  of  novelty,  and  an  examination 
into  what  has  been  done  before.®  Except  in  the  case  just  mentioned 
(and  in  certain  cases  of  opposition, /c?^/,  p.  118),  neither  the  0>mp- 
troUer  nor  Law  Officers  can  inquire  into  subject-matter. 

Cases  frequently  occur  in  which  an  applicant  claims  more  than 
he  is  entitled  to,  sometimes  by  claiming  that  which  is  merely  an 

«  Van  Geldef^s  PaUnt,  6  R.  P.  C.  aa ;  Tkt  Quetn  v.  ComptrotUr-GtHoral  {ExparU  Tomiin- 
son),  i6  R.  P.  C.  233. 

•  Haythcmwaite's  Apf,,  7  R.  P.  C.  70 ;  Todds  Patent,  9  R.  P.  C.  487 ;  Thomborvugkb' 
Wilks*  Patent,  13  R.  P.  C.  116  (45). 

»  /ones*  Patent,  Gr.  L.  O.  C  34 ;  TodeCs  Afp„  post,  p.  13a. 

•  For  definition,  see  sect.  46  of  Act  of  1883,^1/,  p.  502. 

»  Cooper's  App„  19  R.  P.  C.  53;  Johnson* s  App.,  19  R.  P.  C.  56. 

•  ToddCs  Patent,  9  R.  P.  C.  487. 
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improvement  in  terms  more  general  than  the  extent  of  the  in- 
vention warranted.  It  is  not  the  applicant's  interest  to  obtain  an 
invalid  patent  by  claiming  too  much.  Hence  there  is  a  tendency 
in  the  interests  of  the  applicant  to  insist  on  such  amendments  as 
would  narrow  the  claim  to  what  could  be  supported.^  It  must 
not  be  foi^otten  that,  under  the  Act  of  1883,  there  is  no  juris- 
diction to  require  amendments  on  any  such  ground  (the  applicant 
being  supposed  to  look  after  his  own  interests),  but  where  required 
the  jurisdiction  frequently  exists  in  consequence  of  the  case  coming 
within  the  provisions  of  sect.  11  impost,  p.  135).  Another  ground  on 
which  such  amendments  are  sometimes  required  is  that  it  is  not  in 
the  interests  of  the  public  that  they  should  be  led  to  suppose  the 
description  is  for  a  claim  entirely  general,  whereas  it  is  only  limited 
to  the  improvement*  But  considerations  of  "  public  interest "  are  for 
the  Legislature  when  considering  the  provisions  of  a  Bill,  but  cannot 
extend  the  jurisdiction  given  by  the  Act  as  regards  opposition  or 
amendments.  It  is  not  in  the  "  public  interest "  that  any  invalid 
patent  should  be  granted ;  hence,  if  "  public  interest "  could  give 
jurisdiction,  the  Comptroller's  powers  might,  be  enlarged  to  a  great 
extent. 

But  under  the  Act  of  1902  the  powers  of  the  Comptroller  and 
Law  Officers  have  been  considerably  enlarged  with  respect  to  exami- 
nation of  previous  British  specifications,  and  power  is  given  to  require 
insertion  of  references  to  previous  specifications  in  the  interests  of 
the  public ;  but  power  is  not  given  to  refuse  the  grant  on  the  ground 
of  anticipations  disclosed  by  the  search.  That  power  exists  only  in 
cases  of  opposition  {post^  p.  1 19).  This  examination  takes  place  after 
the  complete  specification  has  been  filed,  and  is  discussed  posU 
p.  116,  151. 

The  Comptroller  may  refuse  to  grant  a  patent  for  any  invention 
the  use  of  which  would  in  his  opinion  be  contrary  to  law  or  morality,^ 
e^.  burglars'  tools,  instruments  of  gaming,  such  as  loaded  dice, 
weighing  appliances  adjustable  falsely,  spring-guns  or  man-traps  for 
use  in  grounds,  or  elsewhere  than  in  a  dwelling-house. 

1  Hoikins*  Patent,  Gr.  293.  ^ 

*  Newman* s  PaUnt  (No.  2).  5  R.  P.  C.  281. 

*  Sect.  86  of  the  Act  of  1883,  post,  p.  504. 
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Modes  of  Application. 

When  an  application  is  made  the  proper  forms  must  be  used,  for 
the  application  is  made  either  by  the  true  and  first  inventor  (or  im- 
porter of  invention  from  abroad),  with  or  without  others,  or  by  a 
patentee  of  an  invention  patented  abroad  who  applies  under  the 
International  and  Colonial  arrangements.^  The  latter  are  considered 
post^  p.  176. 

If  the  applicant  be  incapable,  on  account  of  infancy,  lunacy,  or 
other  inability,  of  making  the  necessary  declarations,  or  of  doing 
anything  required  to  be  done  by  the  Act  or  Rules,  then  the  guardian, 
committee,  or  person  appointed  for  that  purpose  by  the  Court  or 
judge  may  make  the  necessary  declarations,  or  do  what  is  necessary 
on  behalf  of  such  incapable  person.* 

In  case  of  the  death  of  an  inventor,  his  l^al  representative  may 
apply  for  a  patent  within  six  months  of  the  death.'  The  proper 
evidence  of  the  applicant  being  the  representative  of  the  deceased 
inventor  must  be  supplied.^ 

The  following  directions  as  to  the  mode  of  applying  for  a  patent 
are  given  in  the  Circular  of  Information  issued  by  the  Patent 
Office  :— 

I.  Mode  of  applying  for  Patents  in  the  United  Kingdom. 

(i.)  All  applications  and  communications  must  be  made  in  English. 

No  models  are  required, 
(ii.)  Any  person,  whether  a  British  subject  or  not,  may  make  an  appli- 
cation for  a  Patent,  either  by  direct  communication  with  the 
office   or  through  the  intervention  of  an  agent     See  para- 
graph 16  {d)ypost,  p.  595. 

Two  or  more  persons  may  make  a  joint  application  for  a  patent, 
and  a  patent  may  be  granted  to  them  jointly.  In  every  case 
the  true  and  first  inventor  (or  inventors)  must  be  a  party  (or 
parties)  to  the  application. 

Applicants  must  apply  in  their  real  names,  and  not  under  assumed 
or  trade  names. 

A  company  (body  corporate)  may  apply  for  a  patent  as  joint  appli- 
cant with  the  inventor,  but  not  as  sole  applicant,  unless  the 
application  is  made  in  respect  of  an  invention  communicated 

1  The  persons  entitled  to  obtain  patents  are  mentioned  ante^  pp.  48,  49. 
»  Sect.  99  of  the  Act  of  1883,  post,  p.  506. 

*  Sect.  34  of  the  Act  of  1883,  post,  p.  498. 

*  Rule  6,  post,  p.  527. 
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from  abroad,  or  under  the  International  and  Colonial  arrange- 
ment {see  paragraph  22,/^j/,  p.  596).    The  application  should 
be  made  under  the  seal  of  the  company. 
A  firm  as  such  cannot  apply  for  a  patent,  but  a  joint  application 

may  be  made  by  all  the  individual  members  of  the  firm. 
The  application '  on  Form  A  (or  Ai  or  A2)  must  be  signed  by  the 
applicant  or  applicants ;  but  all  other  communications  may  be 
made  by  or  through  agents  duly  authorized  to  the  satisfaction 
of  the  Comptroller. 

(iii.)  Applications  must  be  left  at  the  Patent  Office  by  hand,  or  sent  by 
post,*  addressed  to  the  Comptroller,  Patent  Office,  25,  South- 
ampton Buildings,  Chancery  Lane,  London,  W.C. 

(iv.)  Every  application  must  be  accompanied  by  a  statement  of  an  ad- 
dress to  which  all  communications  from  the  Patent  Office  may 
be  sent 
(v.)  Application  for  a  patent  may  be  made  in  one  of  two  ways  :  The 
applicant  may  apply  in  the  first  instance  for  provisional  protec- 
tion, and  at  any  later  period  within  nine  ^  months  may  leave  his 
complete  specification,  or  the  applicant  may  leave  his  complete 
specification  at  the  time  of  making  his  application,  in  which 
case  a  provisional  specification  is  unnecessary. 

The  form  of  application  contains  a  declaration  to  the  effect  that 
the  applicant  is  the  true  and  first  inventor,  or  if  there  be  joint 
applicants,  that  one  or  more  of  them  are  the  inventors.*  The 
declaration  may  be  a  statutory  one,*  and  must  be  made  as  pre- 
scribed by  rules  25,  26,  post,  p.  531.  For  further  details,  see  rules 
— as  to  address  of  applicant,  No.  7 9  post,  p.  527  ;  as  to  size  of  docu- 
ments, No.  17 y  post,  p.  529 ;  and  as  to  agency,  No.  Si,  post,  p.  541. 

TAe  Provisional  Specification. 

As  a  general  rule  the  better  and  safer  method  is  to  take  out  a 
provisional  specification.  Applications  accompanied  by  complete 
specifications  only  are  usually  made  in  cases  where  the  invention 
has  already  been  perfected,  as  where  it  is  imported  from  abroad 

*  Form  A  is  for  British  true  and  first  inventors  only.  Form  Ai  is  for  all  inventions  com- 
municated from  abroad,  whether  from  corporations  or  individuals.  Form  A2  is  for  foreign 
patentees  under  sect  103,  whether  corporations  or  individuals.  La  SocUU  An.  du  Generateur 
d%  TempU,  13  R.  P.  C.  54. 

*  As  to  applications  by  post,  see  sect.  97  of  Act  of  1883, /as/,  p.  506,  and  Rule  Z.post,  p.  527. 
'  This  period  will  be  six  months  after  sect  i  of  the  Act  of  1902  comes  into  operation,  posi^ 

«  Sect  5  (3)  of  the  Act  of  1883,  post,  486. 

*  Sect.  2  of  the  Act  of  1885,  post,  p.  515. 
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and  foreign  specifications  have  already  been  drafted.    The  followii^ 
are  the  directions  given  in  the  Circular  of  Information  ; — 

I.  Mode  of  applying  far  Patents  in  the  United  Kingdom  {continued). 
Application  accompanied  by  Provisional  Specification. 

(vi.)  An  application  for  provisional  protection  consists  of — 

{a)  The  application,  Form  A  or  (for  inventions  communicated 

from  abroad)  Ai,  stamped  ^^i,  duly  filled  in,  and  signed 

by  the  applicant  or  applicants,  and 
(b)  The  provisional  specification,  Form  B,  in  duplicate.    Form 

B  does  not  require  to  be  stamped, 
(vii.)  The  provisional  specification  must  fairly  describe  the  nature  of  the 
invention  and  be  accompanied  by  drawings  if  required.  See 
rules  18-34,  post^  P*  529.  The  applicant  should  in  this  docu- 
ment give  a  clear  description  of  the  invention,  but  he  need  not 
enter  into  minute  details  as  to  the  manner  in  which  the  inven- 
tion is  to  be  carried  out 
(viii.)  Unless  a  complete  specification,  stamped  ^^3,  is  left  within  nine 
months  from  the  date  of  application  (or  with  extension  fee,  ten 
months),^  the  application  is  deemed  to  be  abandoned.  The 
complete  specification  should  be  prepared  as  stated  at  {jL)post^ 
p.  1 1 T.  It  should  refer  to  the  number  and  date  of  the  provisional 
specification,  and  should  contain  a  full  and  detailed  description 
of  the  invention,  independent  of  the  description  given  in  the 
provisional  specification. 

The  provisional  specification  should  be  drawn  as  wide  as  the 
nature  of  the  invention  will  fairly  allow.  The  invention  claimed  in 
the  complete  may  be  narrower  than  that  indicated  in  the  provisional, 
but  it  may  not  be  wider.  The  reason  for  this  rule  and  the  functions 
to  be  discharged  by  the  provisional  are  discussed  ante,  pp.  54-56. 

The  title  of  the  invention  must  be  properly  given.  The  nature 
and  object  of  the  title  have  been  discussed  ante,  pp.  52, 53.  Its  chief 
use  at  the  present  day  is  for  purposes  of  classification  ;  and  it  is  to 
be  examined  by  the  examiners  '  or  Comptroller. 

Par.  I.  (xi.)  of  the  Circular  of  Information  is  as  follows : — 

Titles  of  Inventions, 

(xi.)  The  title  of  the  invention  should  appear  on  the  application  form 
and  at  the  commencement  of  the  specification,  and  the  wording 
of  the  title  in  the  two  documents  should  be  identical 

*  After  sect,  i  of  the  Act  of  1903  comes  into  operation,  these  periods  will  be  six  and  seven 
months  respectively. 

«  Sect.  3  (i)  of  Act  of  1888,  past,  pp.  487,  519. 
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In  the  title  of  the  invention  the  following  forms  are  not  allowable : — 
(a)  Fancy  names  or  titles,  e^.  The  Simplex  Wheel ;    The  Her- 
cules Braces. 
(d)  The  use  of  the  inventor's  name,  or  of  the  word  "  Patent." 
(c)  The  abbreviation  "  rUJ'    This  should  be  replaced  by  words 
expressing  the  intended  meaning  of  the  term,  or  by  the 
phrase  "  and  the  like." 

Illustrations  of  sufficiency  of  titles  are  given  in  connection  with 
amendment  of  specifications, /^j/,  pp.  114,  115,  167,  170. 

Drawings  must  be  supplied  if  required  by  the  Comptroller.*  Full 
information  on  this  subject  will  be  found  in  the  Patent  Rules 
numbered  18-24,/^?^/,  pp.  529-531. 

The  application  must  be  for  one  invention  only ; '  if  the  applica- 
tion be  made  for  more  than  one  invention  it  will  be  refused.  But 
if  by  mistake,  inadvertence,  or  otherwise,  two  or  more  inventions  be 
included,  the  Comptroller  will  allow  it  (before  the  acceptance  of  the 
complete  specification)  to  be  amended  so  as  to  include  one  only,  and 
the  applicant  may  proceed  with  other  applications  for  the  other 
inventions,  all  bearing  date  of  the  original  application,  if  the  appli- 
cant so  notify  his  desire  to  the  Comptroller.*  The  question  of  what 
is  meant  or  included  in  the  term  ''  invention  "  is  discussed  anie,  pp. 
6-17,  34-46.  In  addition  to  the  information  there  given,  the  applica- 
tion of  the  rule  is  illustrated  in  the  following  cases. 

Illustrations, 

In  /oneis  Patent  (Griff.  265),  Herschell^  S.-G.,  on  appeal  from  the  Comp- 
troller, who  refused  an  application  on  the  ground  that  more  than 
one  invention  was  included,  pointed  out  that "  ih^  general  object  oi 
the  invention  is  the  test  by  which  the  question  of  one  invention 
must  be  decided."  Alternative  and  analogous  devices  to  accom- 
plish the  same  object  would  be  one  invention.  ''  I  should  always 
allow  alternative  devices  for  producing  a  particular  object  as  one 
invention.  But  if  you  say, '  I  have  invented  six  different  kinds  of 
railway  sleepers,  each  of  which  has  its  own  merits  and  purposes 
and  object  distinct,'  then  those  are  six  inventions."  .  .  .  ''  You 
may  get  in  one  patent  the  combination,  and  you  may  get  all  sub- 
ordinate parts  of  that  combination,  so  flEir  as  you  claim  to  use  them 
for  the  one  main  purpose,  but  if  you  are  going  to  claim  a  subordi- 
nate part,  or  one  of  the  elements  of  the  combination,  for  a  purpose 

»  Sect  5  (3)  of  Act  of  1883,  post,  p.  486.  •  Sect.  33  of  Act  of  1883,  post,  p.  498. 

»  Sect.  2  (i)  of  Act  of  1888,  post,  p.  487 ;  rule  9,  post,  p.  537. 
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independent  of  the  combinationy  then  you  have  got  an  extra 
invention,  and  it  is  not  all  one." 

A  patent  was  applied  for,  the  title  of  which  was,  "  Improvements  in 
apparatus  for  rapidly  heating  flowing  water,  a  fart  ofwluch  im- 
prcvements  is  applicable  io  other  purposes  r  The  provisional  speci- 
fication described  an  arrangement  whereby  the  water  and  gas  cocks 
in  a  geyser  could  only  be  turned  on  in  the  proper  order.  The 
arrangement  was  also  described  as  being  applicable  for  an  oxyhy- 
drogen  light  apparatus.  Held^  that  the  portion  of  the  title  in  italics 
must  be  struck  out  and  the  corresponding  parts  of  the  provisional, 
the  proper  course  being  to  make  a  separate  application  for  the 
"  new  and  improved  arrangement  of  cocks,"  viz.  that  part  appli- 
cable also  to  limelight  apparatus.  Per  Davey^  S.-G.,  in  Hearsoris 
Patent^  Griff.  266. 

An  invention  was  described  as  one  for  "  improvements  in  the  art  of  pro- 
ducing and  utilizing  induced  electrical  currents  for  tel^;raphy  and 
other  purposes."  The  Comptroller  held  that  the  title  should  not 
state  that  the  appliance  could  be  used  for  purposes  other  than 
tel^raphic,  and  that  the  general  use  of  the  invention  should  be 
claimed  by  a  separate  patent  On  appeal  to  the  Law  Officer,  it 
was  held  by  Herschell^  S.-G.,  that  the  applicant  should  choose 
to  refer  in  the  title  either  to  an  improved  telegraphic  apparatus, 
consisting  in  the  employment  of  the  appliance  therein,  or  to 
"  Improvements  in  the  art  of  producing  and  utilizing  induced 
electrical  currents,"  not  being  confined  to  telegraphs.  The 
applicant  chose  the  latter.    Robimofis  Patent^  Griff.  267. 

The  importance  of  confining  the  applicant  to  one  invention  will 
be  seen  from  considering  the  rights  of  rival  inventors.  This  aspect 
of  the  question  is  discussed  in  connection  with  disconformity  in  the 
Appendix,  post^  pp.  607,  608. 

The  application  will  be  referred  to  an  examiner  to  report  whether 
the  nature  of  the  invention  *  has  been  fairly  described,  and  the  appli- 
cation, drawings,  etc.,  have  been  prepared  in  the  prescribed  manner, 
and  if  the  title  be  sufficient'    (See  Browris  Patenty  post,  p.  1 14.) 

If  the  report  be  unfavourable,  the  application  may  be  refused, 
or  allowed  subject  to  amendments.^  This  provision  gives  power  to 
the  Comptroller  to  require  an  amendment  of  the  title.^  When 
allowed,  the  application  may  be  dated  as  of  the  date  when  these 

>  As  to  ••  nature  of  invention,"  see  a«/f,  pp.  54-56,  59. 

«  Sect.  6  of  Act  of  1883,  post,  p.  486. 

*  Amendments  are  discussed,  post^  p.  i6a 

«  Darfs  Patent,  Griff.  308. 
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requirements  are  complied  with.^  It  is  therefore  important  that  a 
proper  application  be  made  in  the  first  instance,  for  during  the  period 
of  delay  publication  of  the  invention  may  take  place  by  documents 
coming  from  abroad  or  otherwise,  or  a  rival  foreign  inventor  may  in 
that  interval  obtain  protection  abroad  and  subsequently  apply  under 
International  arrangements. 

When  the  provisional  specification  has  been  accepted,  notice 
will  be  sent  to  the  applicant  and  the  acceptance  advertised  in  the 
Official  Journal.^ 

Steps  after  Provisional  Protection. 

Provisional  protection  is  conferred  by  the  acceptance  of  the  appli- 
cation. The  inventor  may  then  proceed  to  perfect  his  invention 
without  fear  of  publication,  but  he  cannot  sue  for  infringement  until 
his  patent  is  finally  sealed.'  The  right  to  proceed  against  others 
only  applies  to  acts  of  infringement  committed  after  the  publication 
of  the  complete  specification.  After  provisional  protection  has 
been  secured  the  inventor  should  make  the  best  use  of  the  time 
intervening  before  the  complete  specification  has  to  be  filed  in 
making  tests  of  a  critical  nature  and  experiments.  These  experi- 
ments should  be  made  not  only  with  a  view  to  perfecting  the  in- 
vention and  ascertaining  the  best  mode  of  performing  it,  but  also 
to  find  out  if  his  explanation  or  theory  of  his  discovery  be  the 
correct  one,  and  also  what  conditions  or  parts  are,  and  what  are  not,, 
essential  to  success.  He  should  also  ascertain  as  far  as  possible 
during  this  period  how  near  prior  inventors  have  gone  to  produce 
his  results^  so  that  he  may  narrow  his  claims  accordingly.  Valuable 
patents  have  frequently  been  lost  for  want  of  such  an  investigation. 

Illustrations. 

Medlodis  patent  for  aniline  dye  was  invalid  because  the  provisional 
described  a  process,  part  of  which  consisted  in  making  a  certain 
solution.  Heating  was  necessary  for  success,  but  the  complete 
reproduced  the  provisional,  and  apparently  no  experiments  were 
made  to  test  the  process  critically.  See  Simpson  v.  HoUiday^  posty 
p.  244. 

A  specification  described  the  maintaining  automatically  of  the  pressure 
of  electricity,  or  electric  potential,  in  the  mains  of  a  system  of 

1  Sect.  7  (x)  of  Act  of  1883,  as  amended  by  sect  2  of  Act  of  1888,  post,  p.  487. 

*  Rule  II,  post,  p.  528. 

•  Sects.  13,  14,  15  of  the  Act  of  1883,  post,  p.  490. 
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lighting  by  means  of  storage  cells.  In  fact  the  cells  discharged  at 
a  lower  potential  difference  than  that  produced  in  chargingi  so 
would  not  work.  The  patent  was  invalid  because  useless.  A  criti- 
cal experiment  would  have  revealed  the  defect.  Lane  Fox  v. 
Kensington^  post^  p.  345. 
The  successful  manufacture  of  a  new  dye  depended  for  success  on  the 
presence  of  iron  at  a  certain  stage  of  the  process.  This  was 
furnished  by  the  use  of  an  iron  vessel  The  patentee  never  dis- 
covered this  essential  until  the  trial  of  an  action  for  infringement. 
The  patent  was  invalid  for  insufficiency  of  directions.  Badiscke 
Amlin^  <^c,  v.  La  Soc.  Chimiqtu  des  l/sines  du  Rhoney  post^  p.  405. 

The  CofnpleU  Specification. 

The  time  allowed  for  leaving  the  complete  specification  is  nine 
months  from  the  date  of  application.^  But  where  the  circum- 
stances justify  it,  an  extension  of  one  month  may  be  allowed  by  the 
Comptroller,^  on  a  proper  application  being  made  to  him,  stating 
and  proving  the  circumstances  and  grounds  of  the  application.'  If 
the  complete  specification  be  not  lodged  within  the  nine  or  ten 
months  (as  the  case  may  be)  the  application  will  be  deemed  to  be 
abandoned.^  The  provisional  specification  of  an  invention  that  has 
been  abandoned  is  not  now  open  to  public  inspection.' 

In  the  case  of  applications  made  after  the  date  on  which  sect  i 
of  the  Act  of  1902  {^post^  p.  523)  comes  into  operation,  the  complete 
specification  must  be  lodged  within  six  months  (unless  extended 
by  the  Comptroller  to  seven),  or  the  application  will  be  deemed 
abandoned. 

The  complete  specification  is  required  to  discharge  two  functions. 
It  must  particularly  describe  and  ascertain  the  nature  of  the  inven- 
tion, and  in  what  manner  it  is  to  be  performed.  This  branch  of 
the  subject,  including  the  relation  of  the  complete  to  the  provisional 
has  already  been  discussed  {ante.  Chap.  V,  p.  52).  There  remains, 
however,  to  notice  the  requirements  as  to  the  form  of  the  specifica- 
tion. An  application  may  be  made  in  the  first  instance  accompanied 
by  a  complete  specification.  This  course  is  pursued  where  the 
invention  is  of  such  a  nature  that  no  experiments  are  necessary,  or 

1  Sect.  8  (i)  of  the  Act  of  1883,  post,  p.  4B7. 

*  Sect.  3  of  the  Act  of  1885,  post,  p.  5x5. 

*  Rule  10.  post,  p.  528. 

«  Sect  8  (2)  of  the  Act  of  1883,  post,  p.  487. 
>  Sect.  4  of  the  Act  of  1885,  posi^  p.  5x6. 
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where  such  can  be  made  without  risk  of  publication  of  the  invention. 
This  usually  happens  when  the  experiments  have  been  made  abroad. 
The  following  are  the  directions  given  in  the  Patent  Office  Circular 
of  Information.  Where  a  provisional  has  been  lodged  par.  ix.  (a) 
does  not  apply : — 

Application  accompanied  by  Compiete  SpecificcUion. 

(ix.)  An  application  accompanied  by  complete  specification  consists  of — 
{a)  The  Application  Form  A  or  (for  inventions  communicated  from 
abroad)  Ax,  or  (for  applications  under  the  International  and 
Colonial  arrangements)  A2,  stamped  ;f  i,  duly  filled  in,  and 
signed  by  the  applicant  or  applicants ;  and 
(^.)  The  complete  specification,  Form  C,  stamped  ;£'3,  and  un- 
stamped duplicate, 
(x.)  The  complete  specification  must  be  b^un  upon  Form  C  (bearing 
a  ;^3  stamp),  and  continued,  if  necessary,  on  foolscap  paper. 
The  duplicate  must  be  an  exact  copy,  but  unstamped.    The 
specification  should  contain  a  fiill  and  detailed  description  of 
the  invention,  of  such  a  nature  that  the  invention  could  be  car- 
ried into  practical  effect  by  a  competent  workman  from  the 
directions  of  the  document  alone.^      The  specification  must 
be  accompanied  by  drawings  if  required.    See  Rules  18-24, 
post^  p.  529. 
It  is  necessary  to  make  a  distinct  and  proper  statement  of  claims 
in  the  complete  specification.    The  claims  should  form  in  brief 
a  clear  statement  of  that  which  constitutes  the  invention,  and 
inventors  should  be  careful  that  their  claims  include  neither 
more  nor  less  than  they  desire  to  protect  by  their  patent.'    In 
the  claims  the  actual  novelty  or  novelties  in  the  structure,  or 
composition,  or  processes,  or  apparatus,  should  be  stated.' 
Claims  are  not  intended  to  be  made  for  the  efficiency  or  advantages 

of  the  invention.* 
Unless  the  complete  specification  is  accepted  within  twelve  months 
(or  with  enlargement  of  time,  thirteen,  fourteen,  or  fifteen 
months)  from  the  date  of  application,  the  application  becomes 
void,  and  cannot  be  further  proceeded  with. 

The  complete  specification  must  begin  with  the  title.  The 
nature  and  function  of  the  title  are  explained  ante^  pp.  53-106.  The 
title  should  be  the  same  as  in  the  application  and  provisional,  and 
should  not  include  fancy  names,  the  inventor's  name,  or  the  terms 

>  This  condition  is  fiilly  discussed  and  illustrated  ante^  pp.  72-78. 

"  See,  as  to  claims,  ante^  pp.  57,  63.  »  Ante,  pp.  89,  90. 

*  Claims  are  only  for  the  invention  ;  as  to  its  extent,  see  ante,  pp.  11,  61. 
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•'  patent "  or  "  etc"  {ante^  p.  107).    The  sufficiency  of  titles  is  further 
illustrated  under  Amendment  of  Specifications,  ^^/,  pp.  167,  170. 

After  the  title  there  is  frequently  inserted  a  short  statement  of 
the  objects  of  the  invention,  or  of  the  difficulties  that  it  is  intended 
to  overcome.  The  uses  and  advantages  need  not  be  mentioned 
at  all  {ante,  pp.  1 1,  61),  nor  the  objects  to  be  achieved,  but  they  are 
frequently  inserted  in  the  body  of  the  specification  to  show  the 
extent  of  the  claim.  A  statement  of  the  difficulties  to  be  overcome 
involves  a  statement  of  prior  knowledge.  There  is  no  objection  to 
an  honest  statement  of  the  state  of  knowledge  of  the  day,  which,  of 
course,  the  applicant  makes  at  his  own  peril ;  if  incomplete  it  may 
lead  to  a  wide  construction  being  put  on  his  claims,  and  so  tend  to 
invalidate  the  patent,  or  if  misleading,  will  invalidate  the  patent^ 
He  may  if  he  choose  state  generally  defects  in  earlier  processes  or 
inventions,  but  if  such  a  statement  be  not  made  in  a  specification 
when  originally  drawn,  an  applicant  will  not  be  allowed  by  amend- 
ments to  subsequently  introduce  a  statement  that  an  invention 
(for  which  a  prior  patent  existed)  had  certain  disadvantages.*  In 
making  such  a  statement  previous  specifications  may  be  referred  to^ 
but  not  in  such  a  manner  as  to  give  any  particular  construction  to 
them  ;  they  should  speak  for  themselves.' 

Theories  should  be  omitted,  and  enunciation  of  principles  upon 
which  the  invention  is  based,  unless  such  mention  of  principles  be 
an  easy  way  of  pointing  out  the  extent  of  the  invention  claimed 
{ante,  p.  60).  The  form  of  the  specification  will  depend  on  the 
subject-matter  of  the  invention ;  for  instance,  in  the  case  of  dyes» 
the  chemical  principles  are  frequently  shortly  stated,  and  then  a 
series  of  practical  examples  given  ;  ^  in  the  case  of  improvements, 
references  are  frequently  made  to  prior  specifications ;  ^  mechanical 
inventions  are  necessarily  described  at  length,  first  in  general  terms 
and  then  in  detail,  with  references  to  drawings.^ 

Directions  as  to  details  in  the  preparation  of  the  specification 
and  drawings  are  given  in  the  Patent  Rules  numbered  17-24, /^j/, 
pp.  S29»  530,  531. 

• 

>  Athtrton*s Patent,  6  R.  P.  C.  547.     See  also  Owens  Patent,  ante,  pp.  75,  76, 

«  Hampton  4*  Facer' s  Patent,  Gr.  L.  O.  C.  14  ;  Guest  A*  Barrow's  Patent,  5  R.  P.  C  316. 

•  Atherton's  Patent,  6  R.  P.  C.  548. 

4  See  for  illustration,  post,  pp.  363,  405. 

»  Instances  will  be  found /^j/.  pp.  233,  370,  453,  463. 

•  For  illustrations  see  post,  pp.  277,  283,  300,  358,  407,  414,  437,  463. 
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The  claims  are  drawn  entirely  at  the  risk  of  the  applicant  So 
long  as  sect.  5  (5),  post,  (p.  486),  is  in  form  complied  with,  there  is  no 
jurisdiction  on  the  part  of  the  Comptroller-General  or  the  Law  Offices 
to  require  amendment,  or  to  refuse  the  application  because  the  claim 
is  not  for  the  invention  as  described.^  But  the  usual  practice  is  to 
call  the  attention  of  the  parties,  in  cases  of  opposition,  to  the  points 
to  which  objection  might  exist  and  leave  it  to  them  to  suggest  and 
consent  to  amendments.^  The  applicant  should  never  presume  on 
this  practice,  as  it  is  his  duty,  in  the  first  instance,  to  make  the 
proper  claims ;  for  amendments  are  not  allowed  as  of  course,  and 
should  only  be  made  somewhat  sparingly.'  Where  claims  have 
been  disallowed  it  has  been  in  cases  of  opposition  on  some 
statutory  ground,  the  specification  being  accepted  subject  to  a 
claim  being  struck  out  as  a  condition  (see  Opposition, /^^/,  p.  135). 
Although  there  can  be  only  one  invention  described  in  the  specifi- 
cation, there  may  be  several  claims,*  either  principal  for  different 
parts,  or  some  subsidiary.^ 

Two  difficulties  always  confront  the  applicant  in  framing  his 
claims.  No  matter  how  thorough  his  search  may  be  as  r^ards 
prior  specifications  British  and  foreign,  and  other  specifications 
within  the  realm,  yet  there  may  exist  things  made  and  used  which 
may  subsequently  be  brought  to  light  and  either  invalidate  the 
patent  for  want  of  novelty,  or  have  the  effect  of  narrowing  the 
claim  by  the  operation  of  the  rule  of  benevolent  construction  (ante, 

pp.  93-96). 

For  illustrations,  see  Lyon  v.  Goddard, post,  p.  358. 
Morris  v.  Youngs  post,  p.  371. 

To  meet  this  difficulty  he  should  frame  his  claims  as  distinct 
and  narrow  as  possible,  confining  them  to  the  essential  elements  of 
his  invention.® 

On  the  other  hand,  he  cannot  foresee  the  course  that  will  be 
taken  by  members  of  the  public  in  order  to  get  the  benefit  of  the 

»  Smith's  Patent,  Gr.  268 ;   Everitfs  Patent,  Gr.  L.  O.  C.  27 ;    Newman's  Patent.  5 
R.  P.  C.  277. 

«  Newman's  Patent,  5  R.  P.  C.  277 ;   Webster's  Patent,  6  R.  P.  C.  164. 

»  Gamefs  Application,  16  R.  P.  C.  156  ;  Thomas  and  Prevosfs  Application,  16  R.  P.  C.  70. 

*  Sect.  33  of  Act  of  1883,  post,  p.  498. 
»  Sec  ante,  pp.  58,  63. 

•  See  remarks  of  Lord  Herschell  in  The  IxLncashire  Explosives  Co.  v.  Rdburite,  &'c. ,  post, 

p.  397. 

I 


114  MODES  OF  APPLICATION.  ch.  vu. 

knowledge  be  gives  in  his  specification  without  infringing  his  claim  ; 
nor  can  he  foresee  that  his  invention  may  be  used  for  purposes 
other  than  those  for  which  it  was  originally  devised.  To  avoid  the 
unfair  use  of  his  invention  his  claims  should  be  as  wide  as  possible. 

Two  methods  are  pursued  in  order  to  achieve  these  apparently 
inconsistent  objects  ;  each  has  its  advantages  and  defects.  One  is 
to  make  a  series  of  claims,  some  wider  (as,  for  instance,  for  a  pro- 
cess consisting  of  the  application  of  certain  principles  in  a  certain 
manner,  or  by  means  of  a  certain  machine  or  combination)  and 
others  narrower  (as,  for  instance,  for  the  mode  of  application,  the 
machine,  or  combination  itselQ  ;  the  latter  being  in  most  cases  sub- 
sidiary claims  {ante,  p.  58).  The  advantage  of  this  method  is,  that 
if  it  be  subsequently  discovered  that,  owing  to  the  state  of  public 
knowledge,  or  to  prior  grants,  the  wider  claims  would  invalidate 
the  patent,  they  may  be  struck  out  by  disclaimer,  and  the  patent 
remain  valid  as  regards  the  remaining  claims.  The  defect  of  this 
method  is  that  it  tends  to  defeat  the  object  for  which  it  is  pursued. 
For  the  juxtaposition  of  such  claims,  unless  they  be  clearly  ex- 
pressed, affects  the  construction  of  them,  and  the  tendency  is»  in 
cases  of  doubt,  to  construe  the  larger  ones  wider,  and  the  minor  ones 
narrower,  than  if  each  stood  alone  {ante,  p.  92). 

The  second  method  of  attempting  to  achieve  these  inconsistent 
objects  is  to  draft  the  claims  in  a  neutral  manner,  so  that  when  sub- 
sequent events  make  it  advisable  to  avoid  alleged  anticipation, 
reliance  may  be  placed  on  the  doctrine  of  Benevolent  Construction 
{ante,  pp.  93-96) ;  or,  if  no  anticipation  be  alleged,  the  doctrine  of 
Equivalents  {ante,  pp.  96-99)  may  be  invoked  to  cover  the  alleged 
infringement  The  objections  to  this  method  are,  that  it  tends  to 
obscure  the  patentee's  rights,  so  promoting  litigation ;  and  that 
if  it  appear  that  the  claims  have  been  drawn  intentionally  in  an 
ambiguous  manner,  the  patent  will  be  invalid  {ante,  p.  59). 

When  an  application  is  accompanied  by  a  Complete  Specifica- 
tion it  is  referred  to  an  examiner  and  dealt  with  in  the  same  way 
as  a  Provisional  {ante,  p.  108). 

Illustration, 

Application  was  made  for  a  patent  for  "  improvements  in  casks  and  tubs." 
The  complete  stated  that  the  invention  was  applicable  to  barrels, 
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caskSy  "  and  analogous  vessels,"  in  which  staves  were  formed  with 
a  croze  or  groove  for  receiving  the  head  or  bottom.  The  claims 
were  narrow  and  clear  and  related  only  to  the  manner  in  which 
the  heads  were  fastened  in.  Held  by  the  Law  Officer  that  the 
title  was  sufficient,  without  the  addition  of  the  words  "  and  analo- 
gous vessels,"    See  further  Browtis  Paiettt^  Gr.  L  O.  C.  i. 


Reference  to  Examiners. 

Where  a  complete  specification  is  lodged  after  a  provisional 
both  specifications  are  referred  to  an  examiner,  who  is  to  examine 
and  report  whether  the  invention  particularly  described  in  the 
complete  is  substantially  the  same  as  that  in  the  provisional,  and 
whether  the  complete  has  been  prepared  in  the  prescribed  manner. 
If  the  report  be  unfavourable,  the  comptroller  may  refuse  to  accept 
the  complete  unless  and  until  it  be  amended  to  his  satisfaction.^ 
But  the  Comptroller  can  also  at  this  stage  require  amendments  as 
he  may  think  necessary  without  any  reference  to  an  examiner.^ 
From  his  decision  there  is  an  appeal  to  the  Law  Oflicer.'  The  Law 
Officer's  rules  relating  to  notices,  evidence,  and  costs  are  set  out 
postf  p.  571- 

Illusiration. 

The  title  of  the  provisional  was  for  "  improved  means  for  regulating  the 
action  of  dynamo  electric  machines  atui  motors T  In  the  complete 
the  last  two  words  were  left  out  The  applicants  said  that  they 
found  that  part  of  the  invention  was  inapplicable  for  motors,  and 
so  drew  the  complete  on  narrower  lines.  Hcld^  by  Webster^  A.  G., 
that  if  the  title  do  not  correspond  with  the  application  the  Comp- 
troller may  require  amendments  under  Sec.  7  (t),  but  that  no 
amendment  of  the  title  is  required  when  the  patentee  drops  part 
of  his  invention.  But  he  may  lodge  a  complete  dropping  part  of 
the  title,  and  then  request  the  Comptroller,  after  examination  under 
Sect.  9,  to  amend  the  title  in  provisional  under  Sect  7.  '*  It  must, 
however,  be  distinctly  understood  that  such  an  amendment  in  the 
title  and  provisional  ought  in  my  opinion  to  be  confined  to  ex- 
cision only,  and  not  to  amendment  or  other  explanation,  and  the 
excision  must  be  such  as  does  not  extend  the  scope  of  the  title." 
Darfs  Patent^  Gr.  307. 

«  Sect.  2  of  Act  of  1888,  >?J/,  p.  487.  «  c:s  A/ipitca/ion,  7  R.  P.  C.  a.sa 

>  Sect.  9  of  the  Act  of  1883,  ^st,  p.  487. 


ii6  MODES  OF  APPLICATION.  ch.  vii. 

The  Act  of  1902. 

In  addition  to  these  inquiries  directed  by  the  Act  of  1883,  the 
Act  of  1902  requires  a  much  more  extended  and  important  inquiry. 
It  applies  to  all  applications  made  after  sect  i  of  that  Act  comes 
into  force  on  a  date  to  be  directed  by  the  Board  of  Trade  (sect  i 
(\\\post,  p.  524).*  "Forthwith,"  upon  the  depositing  of  the  com- 
plete specification,  the  examiner  is  to  ''make  a  further  investigation 
for  the  purpose  of  ascertaining  whether  the  invention  claimed  has 
been  wholly  or  in  part  claimed  or  described  in  any  specification 
(other  than  a  provisional  specification  not  followed  by  a  complete 
specification)  published  before  the  date  of  application,  and  deposited 
in  the  Patent  Office  pursuant  to  any  application  for  a  patent  made 
in  the  United  Kingdom  within  fifty  years  next  before  the  date  of 
the  application"  (sect  i  {i\post,  p.  523). 

"If  on  investigation  it  appears  that  the  invention  has  been 
wholly  or  in  part  claimed  or  described  in  any  such  specification,  the 
applicant  shall  be  informed  thereof,  and  the  applicant  may,  within 
such  time  as  may  be  prescribed,  amend  his  specification,  and  the 
amended  specification  shall  be  investigated  in  like  manner  as  the 
original  specification"  (sect  i  {2), post,  p.  523). 

If  there  be  no  such  anticipation  discovered,  and  if  there  be  no 
other  lawful  ground  of  objection,  the  specification  will  be  accepted. 

But ''  if  the  Comptroller  is  not  so  satisfied,  he  shall,  after  hearing 
the  applicant,  and  unless  the  objection  be  removed  by  amending 
the  specification  to  the  satisfaction  of  the  Comptroller,  determine 
whether  a  reference  to  any,  and  if  so  what,  prior  specifications  ought 
to  be  made  in  the  specification  by  way  of  notice  to  the  public"  An 
appeal  will  lie  to  the  Law  Officer  (sect  i  (6)  {7),  post,  p.  524). 

Until  the  practice  has  been  settled  and  decisions  reported,  the 
principles,  methods  of  application,  and  effects  of  this  enactment 
cannot  be  fully  understood  However,  a  guide  is  afforded  in  the 
decisions  reported  in  connection  with  the  second  ground  of  oppo- 
sition discussed  in  Chap.  VIII.  post,  p.  126  (see  also  post,  p.  151). 
In  consulting  such  decisions  two  important  differences  must  be  kept 

>  There  is  no  time  yet  fixed  for  the  section  to  come  into  operation ;  some  Ume  must  neoes- 
sirily  be  required  to  enable  the  Comptroller-General  to  increase  the  staff*  and  make  other 
arraogements. 
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in  mind.  The  first  is  that  this  enactment  applies  not  only  to  alleged 
anticipations  claimed  in  previous  specifications,  but  also  to  those 
that  are  merely  described.  The  second  difference  is  that  at  this  stage 
of  the  proceedings  the  Comptroller  has  no  jurisdiction  to  refuse  the 
application,  the  statute  giving  power  only  to  require  amendments 
by  way  of  references  to  earlier  specifications  to  be  inserted,  whereas 
in  the  case  of  opposition  he  has  power  to  refuse  the  application  on 
its  being  shown  that  it  has  been  anticipated  by  an  earlier  invention 
that  is  claimed  in  the  earlier  specification  {fiost,  p.  127) ;  the  power 
to  require  a  reference  arises  from  such  power  of  rejection  and 
affords  an  alternative  course  {set  post,  pp.  133,  135). 

Acceptance. 

When  a  complete  specification  is  finally  accepted,  it  is  adver- 
tised in  the  OfHcial  Journal,  and  is  open  to  the  public  for  inspection 
(except  as  mentioned  below)  at  the  Patent  Office  on  payment  of 
the  prescribed  fee.^ 

The  effect  of  acceptance  is  to  give  the  applicant  the  like  privi- 
leges and  rights  as  if  his  patent  had  been  sealed  on  the  date  of  the 
complete  specification,  but  he  cannot  institute  any  proceeding  for 
infringement  until  the  patent  be  actually  sealed.* 

Inventions  relating  to  War. 

The  inventor  (his  executors,  administrators,  or  assigns)  of  any 
improvement  in  instruments  or  munitions  of  war,  may  assign  all 
benefit  in  any  patent  obtained  or  to  be  obtained  for  the  same  to 
the  Secretary  of  State  for  the  War  Department  Covenants  in  such 
assignment  for  keeping  the  invention  secret  may  be  enforced  against 
the  inventor  or  assignor  by  the  Secretary  of  State.  The  Secretary 
of  State  may  require  that  the  specification,  and  all  other  like  docu- 
ments, shall  be  kept  secret  The  difference  between  such  specifi- 
cations and  others  lies  in  the  fact  that  they  are  not  ''published  "  so 
as  to  become  anticipations  of  later  inventors.  But  the  later  in- 
ventors, not  being  the  first  inventors,  cannot  obtain  valid  patents 
for  the  inventions  comprised  in  the  earlier  secret  specifications 
{ante,  p.  49).    See  sect  44  of  the  Act  of  1883,  post,  p.  500. 

»  Sect.  10  of  the  Act  of  1883,  past,  p.  488.     Rules  11,  la,  posl^  p.  528. 
^  Sect.  15  of  the  Act  of  1883,  post,  p.  490, 
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OPPOSITION   TO  GRANTS  AND  APPEALS. 

Grounds  of  Opposition — Evidence  generally,  p,  120. — First  Ground  of 
Opposition  and  Locus  Standi^  p.  122 — Joint  Grants,  p.  125 — Importers 
— Second  Ground  of  Opposition,  p.  126 — Sufficiency  of  Opponent's 
Interest,  p.  128 — Nature  of  Cases,  p.  131 — Power  to  require  Amend- 
ments, p.  135 — Insertion  of  Disclaimers,  p.  138 — Considerations  affect- 
ing Disclaimers,  p.  142 — Exceptional  Cases,  p.  146 — Evidence,  p.  14S 
— The  Act  of  1902,  p.  151 — Third  Ground  of  Opposition,  p.  152 — 
Appeal  to  the  Law  Officers,  p.  155 — Evidence,  p.  156 — Sealing  of  the 
Patent,  p.  158 — Contemporaneous  Applications,  p.  158. 

Grounds  of  Opposition. 

In  applications  made  after  sect  i  of  the  Act  of  1902  {post,  p.  523) 
comes  into  operation,  the  Comptroller  inquires  into  the  question 
whether  the  applicant's  claims  have  been  anticipated  by  previous 
published  complete  specifications.  But  if  the  applicant  choose  at 
his  own  risk  to  persevere  with  his  claims  notwithstanding  the  exist- 
ence of  such  alleged  anticipations,  the  Comptroller  and  Law  Officers 
have  power  to  require  references  to  be  inserted  (sect  i,  subsect 
O^post,  p.  524)  to  give  the  public  notice  of  the  earlier  specifications. 
However,  there  is  no  power  to  reject  the  application  on  the  ground 
of  anticipation. 

Although  as  a  general  rule,  and  subject  to  the  above  powers,  the 
Comptroller  and  Law  Officers  are  precluded  from  inquiring  into  the 
question  whether  the  applicant's  patent  would  be  valid  if  granted 
as  applied  for,  yet  in  a  limited  number  of  cases  they  can  refuse  to 
seal  a  patent  when  opposed  on  grounds  which  involve  this  question 
of  validity.  The  several  conditions  or  state  of  facts  which  constitute 
a  ground  for  refusal  to  seal  are  such  that,  if  proved  in  a  petition  for 
revocation,  would  involve  the  invalidity  of  the  patent 

It  has  already  been  pointed  out  that  one  of  the  broad  principles 
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underljring  the  question  of  validity  is  that  a  patent  cannot  be  valid 
if  it  have  the  effect  of  preventing  members  of  the  public  from  doing 
anything  that  they,  at  the  date  of  the  patent,  were  in  the  habit  of 
doing  {ante,  pp.  19,  20).  If  a  patent  be  granted  which  has  such  an 
efiect.  any  one  whose  business  or  trade  is  thereby  interfered  with 
has  two  courses  open  to  him:  either  (i)  to  present  a  petition  for 
revocation,  or  (2)  to  defend  an  action  for  infringement,  and  so 
contest  the  validity  of  the  patent 

The  Legislature,  however,  has  given  an  opportunity  to  such 
persons  to  oppose  the  grant  of  a  patent  in  certain  specified  cases.^ 
These  provisions  are  contained  in  sect  li  of  the  Act  of  1883  as 
amended  by  sects.  3  and  4  of  the  Act  of  1888,  and  are  in  the 
following  terms : — 

Sect  II  (i).  Any  person  may  at  any  time  within  two  months  from  the 
date  of  the  advertisement  of  the  acceptance  of  a  complete  specifi- 
cation give  notice  at  the  Patent  Office  of  opposition  to  the  grant 
of  the  patent 

on  the  ground  of  the  applicant  having  obtained  the  invention 
from  him,  or  from  a  person  of  whom  he  is  the  legal  repre- 
sentative, or 
on  the  ground  that  the  invention  has  been  patented  in  this 

country  on  an  application  of  prior  date,  or 
on  the  ground  ^  that  the  complete  specification  describes  or 
claims  an  invention  other  than  that  described  in  the  pro- 
visional specification,  and  that  such  other  invention  forms 
the  subject  of  an  application  made  by  the  opponent  in  the 
interval  between  the  leaving  of  the  provisional  specifica- 
tion and  the  leaving  of  the  complete  specification, 
but  on  no  other  ground. 

These  grounds  of  opposition  will  presently  be  considered  sepa- 
rately in  detail. 

Where  notice  of  opposition  is  given  under  the  above  section  the 
Comptroller  gives  notice  to  the  applicant.  Then,  after  hearing  the 
applicant  and  opponent,  and  after  the  expiration  of  two  months, 
the  Comptroller  decides  on  the  case,  subject  to  an  appeal  to  the 
Law  Officer.^ 

>  The  object  of  and  reasons  for  the  section  have  not  yet  been  so  decisively  stated,  but  the 
trend  of  the  latest  decisions  is  in  the  direction  here  indicated. 
'  This  ground  is  inserted  by  sect.  4  of  the  Act  of  1888. 
*  SecL  XI  (a)  of  the  Act  of  1883,  posi^  p.  489. 
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The  proper  notice  must  be  served  on  Form  D  {posi^  p.  553), 
giving  the  grounds  of  opposition  and  signed  by  the  opponent.^ 
Where  a  notice  was  wrongfully  signed  by  the  opponent's  agent  in  his 
own  name,  and  the  agent  died  before  the  hearing,  the  Comptroller 
at  an  adjourned  hearing  allowed  the  notice  to  be  amended  by  the 
insertion  of  the  opponent's  name,  under  rule  76}  And  where  the 
parties  were  not  prejudiced  thereby,  signing  the  notice  at  the  hearing 
was  allowed.'  Particulars  of  the  numbers  and  dates  of  prior  speci- 
fications must  be  given  when  relied  on  as  a  ground  of  opposition.^ 
The  opponent's  address  must  be  given  in  the  notice,  which  must 
be  accompanied  by  an  unstamped  copy,  to  be  forwarded  to  the 
applicant' 


Evidence  generally. 

Evidence  in  hearings  before  the  Comptroller  is  given  by  means 
of  statutory  declarations.  As  there  is  no  cross-examination  of 
declarants  the  utmost  good  faith  and  lucidity  must  be  shown ; 
otherwise  when  an  appeal  is  taken  before  the  Law  Officer  costs  will 
not  be  allowed.'  If  the  declarations  be  unnecessarily  numerous  or 
prolix  and  an  appeal  be  taken,  the  costs  of  such  declarations  will  be 
thrown  on  the  parties  responsible  for  them.^ 

Except  in  the  case  where  the  ground  of  opposition  is  that  the 
applicant  has  obtained  the  invention  from  the  opponent  or  person 
of  whom  he  is  the  legal  representative,  the  declarations  need  not  be 
left  in  connection  with  an  opposition,  but  the  opponent  may  within 
fourteen  days  after  the  expiration  of  two  months  from  the  adver- 
tisement of  acceptance  of  the  applicant's  complete  specification 
leave  the  statutory  declarations  at  the  Patent  Office,  and  shall  on 
so  leaving  deliver  copies  thereof  to  the  applicant^ 

When  the  ground  of  opposition  is  that  the  applicant  has  obtained 
the  invention  from  the  opponent,  or  the  person  of  whom  he  is  the 
legal  representative,  the  statutory  declarations  containing  evidence 
in  support  of  the  charge  must  be  left  at  the  Patent  Office  within 
fourteen  days  after  the  expiration  of  two  months  from  the  advertise- 
ment of  acceptance  of  applicant's  complete  specification,  or  the 


»  Rule  3a,  post,  p.  533. 

»  CodtTs  Patent,  Gr.  305. 

»  Rule  32,  post,  p.  533. 

•  Brands  Patent,  12  R.  P.  C.  loa. 


«  Lakers  ApplicaHon,  Gr.  L.  O.  C.  35. 
«  Rule  35,  post,  p.  534. 
•  Andertons  Patent,  Gr.  L.  O.  C.  25. 
»  Rule  36,  post,  p.  534, 
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opposition  will  be  deemed  to  be  abandoned.^  In  cases  of  opposition 
on  this  ground,  the  Comptroller  may  request  or  allow  any  person 
who  has  made  a  declaration  in  the  matter  to  attend  before  him  and 
make  oral  explanations.^ 

Fourteen  days  are  allowed  to  the  applicant  within  which  to  file 
his  evidence,  and  another  fourteen  days  to  the  opponent  wherein  to 
reply  by  declarations  strictly  confined  to  matters  in  reply ;  on  filing 
each  party  must  supply  the  other  with  copies  of  his  declarations.® 

If  the  opponent  do  not  leave  statutory  declarations  in  support 
of  his  opposition,  the  applicant  may,  if  he  so  desire,  within  three 
months  of  the  advertisement  of  acceptance  of  the  complete  specifi- 
tion,  leave  statutory  declarations  in  support  thereof,  and  on  so  leaving 
shall  deliver  copies  thereof  to  the  opponent^  Within  fourteen  days 
the  opponent  may  leave  at  the  Patent  Office  declarations  in  answer, 
and  the  applicant  within  another  fourteen  further  declarations  in 
reply.* 

No  further  evidence  shall  be  left  on  either  side  except  on  the 
requisition,  or  by  leave,  of  the  Comptroller.*  In  cases  where  fraud 
is  imputed,  an  extension  of  the  time  will  not  be  allowed  to  file 
evidence  in  support  of  the  charge  after  the  opponent  has  failed  on 
the  issue  of  identity  of  the  inventions.'' 

The  question  to  be  decided  involves  in  most  cases  the  construction 
of  the  specifications  to  ascertain  what  is  the  nature  and  extent  of 
the  invention  claimed  in  the  several  specifications  (see  Construc- 
tion of  Specifications,  ante^  Ch.  VI.  p.  84).  Hence  evidence  may  be 
given  by  the  applicant  of  the  state  of  knowledge  at  the  date  of  the 
opponent's  patent  (which  is  extremely  important),®  in  order  to  show 
what  his  claim  really  is,^  and  that  it  is  not  so  wide  as  to  include  the 
subject  of  the  applicant's.  But  evidence  cannot  be  given  merely  to 
show  that  the  opponent's  patent  is  invalid,  for  its  invalidity  does 
not  affect  the  issue.  It  is  submitted  that  evidence  may  be  given  to 
show  that  the  earlier  patent  would  be  invalid  if  construed  so  widely 
as  to  include  mechanical  equivalents  ^^  or  the  applicant's  invention, 
and  so  by  the  operation  of  the  rule  of  Benevolent  Construction 

>  Rule  33,  post,  p.  533.  «  Rule  34.  post,  p.  534.  »  Rule  37,  post,  p.  534. 

«  Rule  z^^post,  p.  534.  *  Rule  39,  post,  p.  534. 

«  Rule  40,  post,  p.  535.  ^  HutKs  Patent,  Gr.  292. 

•  Per  Davey,  S.G.,  in  Jones's  Patent,  Or.  L.  O.  C.  34. 

•  V^  Finlay,  S.G.,  in  ThomhorougKs  Patent,  13  R.  P.  C.  116(50). 
'•  Smith's  Application,  13  R.  P.  C.  201,  per  Webster,  A.G. 
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{ante,  pp.  93-96)  to  confine  the  claims  to  the  precise  thing^ 
described. 

In  the  absence  of  such  evidence,  or  of  mutual  admissions  as  to  the 
state  of  knowledge,  the  Comptroller  must  decide  on  the  specifications 
alone.^ 

The  question  as  to  what  parties  are  entitled  to  be  heard  in 
opposition  to  the  grant  depends  on  the  grounds  of  oppositJon. 
These  grounds  will  now  be  considered  separately. 

First  Ground  of  Opposition — Locns  standi, 

I.  That  the  applicant  has  obtatned  the  inTentlon  from  the 
opponent,  or  from  a  person  of  whom  he  is  the  le^  representatiTe. 

A  patent  will  be  invalid  if  granted  to  one  who  is  not  the  ''  true 
and  first  inventor "  or  importer  of  the  invention  in  question  (see 
ante,  pp.  48,  49).    But  the  Comptroller  and  Law  Officers  are  pre- 
cluded from  refusing  to  grant  on  that  g^und,  except  in  the  special 
case  here  mentioned.     It  is  not  at  all  clear  as  to  what  interest  the 
opponent  must  have   in   the  invention  obtained  from  him.     In 
Thwaites's  Application,^  IVebster,  A.G.,  did  not  go  into  the  question 
whether  the  opponent  was  legally  entitled   to  a  patent  for  the 
invention ;   the  application  was  refused  on  the  ground  that  the 
applicant  was  not  (as  regards  the  opposed  claims)  the  inventor,  but 
obtained  the  invention  indirectly  from  the  opponent  through  his 
servant.     On  the  other  hand,  Smith,  L.J.,  in  The  Qneen  v.  Comp- 
trol/er'General{^^^,  Tofnlinson\^h&\d  that  the  words  of  the  section 
clearly  pointed  ''to  a  person  having  an  interest  in  the  patent, 
because  he  says  he  has  been  defrauded  of  his  patent,  and  that  the 
patent  had  been  taken  from  him  or  filched  from  him,  and  therefore 
of  course  he  has  an  interest  in  the  patent.  ...  It  is  quite  clear  that 
*  any  person '  in  this  section  would  be  any  person  who  has  had  his 
invention  taken  from  him  ;  that  means  a  person  who  has  an  interest." 
As  the  Attorney-General  in  Thwaitess  Application  did  not  express 
any  opinion  to  the  effect  that  the  opponent  was  not  the  inventor,  and, 
as  the  later  decision  rested  also  on  another  ground,  the  question  as 
to  the  opponent's  interest  is  not  finally  decided.     If  he  be  not  the 
inventor,  or,  although  the  inventor,  have  given  his  invention  to  the 

1  Southwell  and  Head's  Applicaiion,  i6  R.  P.  C.  362. 

«  9  R.  P.  C.  515.  »  16  R.  P.  C.  24a  (45)- 
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public,  it  is  difficult  to  see  what  interest  he  has  in  it  beyond  that 
of  a  user  of  the  invention,  and  why  he  should  have  a  right  to  oppose 
which  is  not  enjoyed  by  other  users  of  the  invention.  The  words 
"or  from  a  person  of  whom  he  is  the  legal  representative'*  have 
no  meaning  as  regards  a  mere  communication,  but  refer  to  the 
provisions  of  sect.  34  as  to  the  grant  of  a  patent  to  the  personal 
representative  of  a  deceased  inventor ;  the  term  "  legal  representa- 
tive" means  the  representative  of  a  deceased  person,  and  not  an 
assignee,^  or  one  holding  a  power  of  attorney.'    . 

The  stricter  rule  as  to  persons  entitled  to  be  heard  in  opposition 
under  this  head  has  been  considerably  enlarged  by  the  decision  in 
Hetheringtofi 5  Application,  7  R.  P.  C.  419. 

The  applicant's  allied  invention  was  for  "  improvements  in  apparatus 
for  controlling  the  grinding  of  carding-engine  flats."  The  op- 
ponents made  an  application  thirteen  days  later  in  respect  of  an 
invention  of  improvements  in  carding  engines  for  carding  cotton 
and  other  fibrous  materials,"  and  opposed  on  the  ground  that 
Hethaington,  the  applicant,  had  obtained  his  invention  from  them. 
In  his  specification  Hctfierington  described,  as  part  of  a  previous 
invention  of  his  own,  a  certain  construction  of  machinery  which, 
in  fact,  he  knew  of  by  inspection  of  the  opponents'  machines. 
This  alleged  previous  invention  of  Hetheringtoti s  was  not  in  his 
prior  patent,  and  his  statement  was  therefore  untrae.  But  the 
statement  was  made  in  order  to  illustrate  his  present  improve- 
ments, and  the  portion  so  taken  from  opponents'  and  described 
formed  no  part  of  his  claim. 

The  applicant  contended  that,  as  his  portion  was  not  claimed,  the  op- 
ponents bad  no  locus  standi. 

The  Comptroller  refused  to  seal  unless  the  specification  were  amended 
in  accordance  with  the  facts. 

On  appeal,  Clarke,  S.G.,  reviewed  the  facts,  and  he,  in  dealing  with  the 
contention  as  to  loctis  standi,  said :  "  It  was  contended  that  the 
words  in  Sect.  11  of  the  Act  of  1883,  'having  obtained  the  in- 
vention from  him,'  must  be  read  as  applying  solely  to  the  invention 
claimed  in  the  specification  to  which  the  objection  is  made.  Even 
if  this  construction  were  sound,  I  should  not  hold  myself  bound 
to  permit  the  sealing  of  a  patent  which  bore  upon  its  face  a  state- 
ment untrue  in  fact  and  injurious  to  the  interests  of  the  person  to 
whom  a  prior  patent  had  been  granted.  But  the  function  of  the 
specification  is  to  describe  and  ascertain  the  nature  of  the  alleged 
invention,  and  the  words  in  this  case  purport  to  be  part  of  that 

»  spurs  PaUnt,  5  R.  P.  C.  281.  «  See  Edmunds  Patent,  Gr.  281. 
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description.  I  am  of  opinion  that  the  opponents  were  entitled  to 
be  heard  in  opposition  to  the  grant,  and  I  a£Brm  the  decision  of 
the  Comptroller,  and  order  the  appellant  to  pay  five  guineas  costs." 

As  the  decision  of  the  Law  Officer  on  the  question  of  the  right 
of  parties  to  be  heard  is  final,^  this  case  must  be  taken  to  be  of 
authority.  It  illustrated  the  necessity  for  enlarging  the  jurisdiction 
of  the  Comptroller  and  Law  Officers  as  to  the  examination  and 
rejection  of  specifications. 

Evidence. 

The  evidence  required  in  these  cases  is  not  a  mere  balance  of 
probability.  If  there  be  a  reasonable  doubt  the  applicant  will  have 
the  benefit  of  that  doubt,  so  that  the  real  issue  can  be  decided  in 
subsequent  proceedings  and  in  a  court  better  adapted  to  that  pur- 
pose. In  Sttiarfs  ApplicatioHy  9  R.  P.  C.  452,  Clarke^  S.G.,  laid  down 
the  general  rule : — 

"  I  think  that  the  Law  Officer  is  only  entitled  to  stop  the  issue  of  a 
patent,  having  examined  all  the  evidence  given  on  one  side  or  the 
other,  if  he  is  so  clearly  of  opinion  that  the  opponent  has  made 
out  his  case  that  he  would,  if  a  jury  were  to  find  in  &vour  of  the 
applicant,  refuse  to  accept  it,  and  overrule  the  decision  on  the 
ground  that  it  was  perverse  and  contrary  to  the  obvious  weight 
and  effect  of  the  evidence.  That  is  the  proposition  I  keep  before 
my  mind." 

Cases  on  this  ground  of  opposition  turn  on  questions  of  evidence 
and  facts.  The  questions  involved  are  those  of  the  identity  of  the 
inventions,  and  the  taking  of  the  opponent's  invention  by  the  appli- 
cant. The  question  of  identity  of  inventions  has  been  discussed  ante, 
pp.  30-34.  Where  the  inventions  are  independent,  the  only  remedy 
is  under  the  second  or  third  grounds  of  opposition.  Where  there 
is  a  doubt  as  to  the  inventions  being  identical,  or  the  one  an  im- 
provement on  the  other,  the  patent  is  usually  allowed  with  a  dis- 
claiming reference  to  the  opponent's  specification.  This  can  be  done, 
for  where  the  circumstances  justify  the  refusal  of  a  patent,  the  seal- 
ing may  be  allowed  on  condition  of  amendments  being  made.^ 
Cases   of  this  class  usually  arise  when  a  workman  leaves  oDe 

>  The  Queen  v.  ComptrolUr-General,  16  R.  P.  C.  233. 

•  LOiseau  b'  Pierrardt  Gr.  L.  O.  C.  39  ;  Marsdens  Patent,  post »  p.  135. 
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employer  and  goes  to  another,  carrying  with  him  the  ideas  of  the 
former  employer. 

lUusirctHons, 

Hoskins  had  been  employed  to  make  a  sample  of  an  invention  of  N.'s, 
and  subsequently  applied  for  a  patent  for  an  improved  form  of  it. 
N.  opposed  the  sealing  on  the  grounds  (i)  that  the  invention  bad 
been  taken  from  him,  and  (2)  had  been  patented  by  him  on  an 
application  of  prior  date.  The  Comptroller  decided  that  the  in- 
vention was  not  obtained  from  the  opponent.  On  appeal  the  Law 
Officer,  Iferscheliy  S.G.,  said, ''  Hoskins  got  that  cot,  and  he  finds 
that  there  is  a  cot  which  has  certain  advantages.  All  the  elements 
which  are  to  be  found  and  which  are  described  as  the  essential 
elements  of  N.'s  invention  are  to  be  found  in  what  Hoskins  has 
produced.  Of  course  the  parts  differ,  and  the  mode  of  carrying 
out  the  idea  difiers,  but  there  is  not  a  single  idea  to  be  found  in 
the  one  that  is  not  to  be  found  in  the  other  modified.  ...  As  far 
as  he  has  made  it  better  he  is  entitled  to  a  patent  for  the  improve- 
ment." The  grant  was  allowed  subject  to  the  insertion  of  a  clause 
describing  the  invention  as  an  improvement  on  the  opponent's. 
Hoskifi^s  Patent,  Gr.  291. 

David  and  Woodley  were  applicants.  Jones  the  opponent.  Jones  had 
invented  improvements  in  sewing  machines,  he  (or  he  and  David 
conjointly)  employed  Woodley  to  make  a  model  of  Jone^s  in- 
vention. While  so  employed  Woodley  made  suggestions  that  were 
adopted  and  included  in  Jone^s  patent.  David  and  Woodley  now 
applied  for  a  patent  for  an  invention  consisting  of  the  suggestions 
made  by  Woodley.  Held  that,  under  the  circumstances.  Woodless 
suggestions  became  part  of  Jone^s  invention  (see  ante^  p.  51), 
and  the  grant  to  David  and  Woodley  was  refused.  David  &* 
Woodle/s  Patent,  Gr.  L.  O.  C.  26. 

yoint  Grants, 

It  is  under  this  ground  of  opposition  that  cases  frequently  occur 
in  which  the  parties  are  acting  honestly,  and  both  are  given  an 
interest  in  the  patent  or  patents  granted. 

Illustrations. 

Where  the  idea  which  was  the  basis  of  an  applicant's  invention  was 
shown  to  have  been  communicated  to  him  by  the  opponent,  the 
patent  was  sealed  to  both  as  a  joint  invention.  Eadi^s  Patent, 
Gr.  279. 

In  a  case  where  the  evidence  was  conflicting,  the  Comptroller  decided 
to  seal  in  order  to  afford  an  opportunity  of  cross-examination 
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before  the  Law  Officer.  It  was  a  joint  application  of  E.  (inventor) 
and  O,  (capitalist).  The  parties  admitted  the  inventions  were 
identical.  Webster^  A.G.,  decided  to  allow  the  sealing  on  the  con- 
dition that  E.  and  the  opponent  each  assigned  a  half-share  to  the 
other.  As  O.  was  a  necessary  party,  and  could  not  be  found,  the 
opponent's  only  was  sealed  on  the  condition  that  a  half-share  was 
assigned  to  E,^  and  each  to  pay  half  the  costs  of  maintaining  the 
patent.    Evanis  d  Otway^s  Paient^  Gr.  279. 

Garthwaite  applied  for  a  patent  Five  weeks  afterwards  K.  applied  for 
a  patent  for  the  same  invention.  G.  obtained  part  of  his  invention 
from  K,  K*s  was  alleged  to  have  an  improvement  not  in  C'x. 
Separate  patents  granted  upon  each  assigning  half-share  to  the 
other.     Garthwaite s  Patent^  Gr.  284. 

In  a  case  where  the  opponent  relied  on  this  ground,  and  the  evidence 
was  very  conflicting,  after  cross-examination  before  the  Law  Officer 
it  was  found  that  a  part  only  of  the  applicant's  invention  was  taken 
from  the  opponent,  and  it  was  ordered  that  the  applicant  should 
take  out  his  patent  and  give  half  of  all  his  rights  thereunder  to  the 
opponent,  who  should  undertake  not  to  petition  for  revocation. 
On  this  agreement  being  filed  the  grant  was  to  be  made,  and 
each  party  to  pay  their  own  costs.  If  the  applicant  refused,  he 
was  to  pay  all  costs  and  have  no  grant ;  if  the  opponent  refused, 
the  grant  was  to  be  made  and  opponent  to  pay  all  costs.  Luk^s 
Patent^  Gr.  294. 

Importers. 

As  the  importer  of  an  invention  into  the  realm  is  in  law  an 
inventor  {ante^  pp.  i,  48,  49),  it  is  immaterial  whether  the  person 
abroad  from  whom  he  obtained  the  invention  got  it  from  the 
opponent  by  fraud  or  not/  or  if  fraud  l>e  alleged  against  the  appli- 
cant himself  who  is  an  importer,  there  is  no  power  on  the  part  of 
the  Comptroller  or  Law  Officer  to  inquire  into  what  took  place 
abroad  between  the  parties.' 

Tfte  Second  Ground  of  Opposition, 

II.  That  the  invention  has  been  patented  in  this  ooontry  on 
an  applioation  of  prior  date. 

It  has  already  been  pointed  out  that  a  patent  will  be  invalid  if  it 
claim  any  invention  that  has  already  been  published  {ante,  p.  19)  or 

»  Edmunds's  Patent,  Gr.  281 ;  followed  by  Spiefs  Patent,  5  R.  P.  C  a8i ;  Bairstaw's Patent, 
5  R.  P.  C.  a88 ;  Lake's  Patent,  5  R.  P.  C.  415. 
«  HiggiHs's  Patent,  9  R.  P.  C.  74. 
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the  subject  of  a  prior  grant  {ante,  p.  Ji)  within  the  Realm.  But  it  is 
fiot  every  patent  that  would  be  invalid  on  these  grounds  that  can  be 
opposed.  In  order  to  enable  the  grant  of  such  a  patent  to  be  success- 
fully opposed  two  conditions  are  necessary. 

First  Condition  :  An  earlier  Claim. 

The  first  of  these  conditions  is  that  the  applicant's  specification 
most  claim  something  that  is  already  the  subject  of  a  claim  ^  and  not 
merely  described  in  a  British  patent  {i.e.  patented  in  this  country),  in- 
cluding the  case  in  which  the  application  of  prior  date  has  reached 
the  stage  of  the  acceptance  of  the  complete  specification.'  (As  to  a 
"prior  grant,"  see  ante,  p.  51). 

One  may  here  note  the  exceptional  case  in  which  it  would  appear  that 
a  patent  which  would  be  otherwise  valid  may  be  successfully 
opposed.  This  occurs  where  the  earlier  specification  is  not 
merely  insufficient  in  practical  directions,  but  the  claim  is  for  an 
allied  invention  that  was  incomplete  and  a  failure.  Such  a 
specification  would  not  render  the  subsequent  patent  invalid,  and 
the  applicant  would  be  in  law  entitled  to  a  patent  for  the  whole 
invention  {ante,  pp.  27,  28).  But  as  the  Comptroller  has  no  juris- 
diction to  inquire  into  the  validity  of  the  earlier  patent,  it  appears 
that  he  must  regard  it  as  valid,  and  consequently  confine  the 
applicant  to  his  improvement  only  as  shown.  See  also/^^/,  pp. 
148,  152. 

Illustrations, 

In  Von  BucHs  application  a  claim  was  made  for  an  invention  described 
but  not  claimed  in  the  opponent's  earlier  specification,  viz.  Von 
Welsbaclis  patent.  The  Comptroller  directed  that  words  should 
be  inserted  to  the  effect  that  the  applicant's  invention  was  for 
supporting  "  caps  of  hoods  such  as  those  for  which  Letters  Patent 
were  granted  to  Von  Welsbach,  No.  15,286  of  1885."  Held,  that 
the  patent  must  be  sealed,  the  earlier  invention  not  having  been 
claimed?    Gr.  L.  O.  C.  42. 

Nahnsct^s  Patent,  17  R.  P.  C.  203, 

The  applicant's  patent  was  for  improvements  in  nitro-glycerine  safety 
blasting  explosives.    The  claim  was  for  ''  the  manufacture  of  a 

'  Von  Buck's  Applicatum,  Gr.  L.  O.  C.  4a ;  Bailey's  PaUnt,  Gr.  370 ;  BartUtts  Applica- 
tion, 9  R.  P.  C.  511 ;  Gozne/s  Application,  5  R.  P.  C.  598. 

*  LCHseau  6»  Pierrard,  Gr.  L.  O.  C.  37.    See  the  Act  of  1883,  sect.  15,  post,  p.  490. 

'  There  being  no  ground  of  opposition,  query  was  there  power  of  amendment?  This  pomt 
^■^  not  argued. 
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safety  explosive  from  nitro-glycerine  and  a  powder  admixture 
containing  38  parts  cellulose  and  32  parts  Chili  saltpetre."  The 
specification  contained  a  statement  that  the  applicant  found  that 
certain  additions  were  useless,  and  that  "  only  the  proportions  of 
the  ingredients  can  improve  the  effect  of  the  explosives  without 
lowering  their  safety  in  the  presence  of  fire-damp  and  coal-dust 
.  .  •  My  new  explosive  is,  as  regards  its  composition,  very  similar 
to  the  coal  carbonite  a,  but  is  shows  very  great  differences  as 
regards  its  properties." 

The  opponents  relied  on  Newtoris  Patent  (No.  443  of  1869)  of  NobeTs 
invention.  It  claimed  explosives  made  out  of  a  certain  range  of 
proportions  of  ingredients.  The  daim  was  of  a  wide  nature,  and 
included  apparently  the  applicant's  invention.  But  the  earlier 
specification  did  not  disclose  the  veiy  narrow  invention  of  the 
applicant,  nor  how  his  powder  could  be  made,  nor  that  it  would 
have  the  property  of  being  "  safe  "  as  regards  fire-damp.  Nor  did 
it  disclose  how  '*  carbonite,"  which  the  opponents  manufactured, 
could  be  made. 

The  opponents  contended  that,  inasmuch  as  (i)  the  applicant's  powder 
came  within  their  claim,  and  (2)  the  grant  would  actually  interfere 
with  their  manufacturing  business,  the  patent  should  be  refiised. 

Heid^  by  the  Deputy  Comptroller,  and  on  appeal  by  the  Law  Officer, 
that  the  invention  was  not "  patented  on  an  application  of  prior 
date,"  and  that  therefore  the  second  ground  did  not  avail  to  stop 
the  patent. 

WebsteTy  A.G.  (at  p.  208),  "  The  opponents  have  not  satisfied  me,  nor, 
as  far  as  I  know,  is  there  any  authority,  that  the  Comptroller  or 
the  Law  Officer  advising  the  Crown  has  got  the  right  of  stopping 
patents  upon  the  ground  that  it  has  been  called  to  their  attention 
that  the  invention  may  be  ultimately  invalidated  on  the  ground 
that  it  is  not  new ;  but  the  ground  on  which  I  am  entitled  to  stop, 
and  on  which  the  Comptroller  is  entitled  to  stop,  a  patent,  is  that 
the  invention  sought  to  be  protected  has  been  patented  on  a 
previous  application,  that  matter  being  brought  to  his  attention 
by  one  of  the  class  of  persons  who  is  entitled  to  appear,  as  laid 
down  years  and  years  ago  by  Lord  Herschdl^  and  subsequendy 
reaffirmed  by  the  decision  of  the  Court  of  Appeal  in  Tomiimoris 
case  a  few  months  ago."  ^ 

Second  Condition  :  Of  Opponents  Interest 

The  second  condition  is  that  the  opponent  must  have  some  interest 
in  the  earlier  invention.  This  condition  is  not  expressed  in  terms 
in  the  Act,  but  has  been  implied,  because  (i)  the  object  of  the 

1  See  anie^  p.  12a. 
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enactment  is  to  protect  persons  interested  even  as  manufacturers,^ 
and  (2)  the  two  other  grounds  of  opposition  are  confined  to  persons 
interested.* 

IHusirations  before  1899. 
Insufficiency  of  Interest 

Where  opposition  was  entered  in  the  name  of  the  agent  of  the  grantee 
of  the  earHer  patent,  it  was  held^  that  the  opponent  could  not  be 
heard ;  and  leave  to  amend  by  inserting  the  name  of  the  grantee 
was  refused.  Heath  6-  Frosts  Pat,^  Gr.  290  (followed  in  Hook- 
ham's  Pat,,  Gr.  L.  O.  C.  32). 

Where  the  opponent  manufactured  under  one  of  the  earlier  patents, 
both  of  which  had  run  out,  he  was  held  not  to  be  entitled  to 
oppose  {Afacevofs  Pat.,  5  R.  P.  C.  285).  So  too  the  intention  to 
work  the  invention  claimed  in  the  earlier  patents  has  been  held 
to  be  insufficient.    Bairstov/s  Pat,,  5  R.  P.  C.  289. 

Suffidefuy  of  Interest. 

The  opponent  .had  manufactured  for  eighteen  years  under  a  patent 
granted  in  1872,  but  which  had  lapsed  before  the  date  of  appli- 
cation. The  patent  of  1872  was  put  forward  as  the  ground  of 
opposition  to  an  application  in  1884.  Held,  that  the  opponent 
was  entitled  to  be  heard.     Glossofs  Pat.,  Gr.  285. 

An  opponent  who  relied  on  an  earlier  patent  of  his  own  that  had  expired 
was  held  entitled  to  oppose  in  Lancaster's  Pat.,  Gr.  294. 

When  an  opponent  is  entitled  to  be  heard  on  the  ground  that  he  is  or 
has  been  interested  in  one  of  the  earlier  patents,  he  can  rely  on 
the  others,  although  he  has  no  interest  in  them  that  would  justify 
him  in  opposing  on  them  alone.  Stewarts  Application,  13  R.  P.  C. 
628  (in  which  the  earlier  decisions  were  approved). 

Under  the  foregoing  decisions  it  was  possible  for  the  patentee  of 
an  earlier  patent  to  oppose  a  subsequent  grant  after  his  patent  had 
expired  and  when  he  had  no  financial  or  legal  interest  in  the  earlier 
invention,  and  no  interests  at  all  that  would  be  prejudicially  afTected 
by  the  proposed  grant.  Such  a  person  did  not  oppose  in  fact,  because 
he  had  nothing  to  lose.  On  the  other  hand,  a  manufacturer  who 
produced  articles  made  in  accordance  with  the  earlier  expired  patent 
(but  never  had  an  interest  in  the  patent  itself)  had  no  locus  standi  to 

*  Glossofs  Patent,  Gr.  285 ;  Heath  6»  Frosfs  Patent,  Gr.  290  ;  Hookhanis  Patent,  Gr. 
i-  0.  C.  32. 

'  The  Queen  v.  C.  G.  of  Patents  (Ex  parte  Tomlinson),  16  R.  P.  C.  242. 
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oppose,  although  all  his  trade  might  be  interfered  with  by  the  sub- 
sequent grant ;  his  only  remedy  was  to  present  a  Petition  for  Revoca- 
tion, or  invalidate  the  earlier  patent  by  his  defence  in  an  action  for 
infringement  It  was  shown  by  Tomlinsons  case  (i6  R.  P.  C.  240) 
that  no  right  of  an  uninterested  member  of  the  public  to  oppose 
existed.  After  that  decision  the  question  of  Tomlinsons  interest  was 
discussed  in  Meyer's  Application^  (16  R.  P.  C.  526). 

In  1898  Meyer  applied  for  a  patent  for  improvements  in  looms.     Tom- 
linson^  the  opponent,  had  been  asked  to  manufacture  and  alter 
looms  in  accordance  with  an  earlier  Meyn^s  Patent  of  1897.    He 
proceeded  so  to  do,  but  stopped  work  on  finding  that  a  licence 
was  necessary  under  the  Patent  of  1897.     He  then  searched  and 
discovered  Austiiis  patent  of  1879.     71  alleged  that  this  patent 
of  1879  anticipated  Meyet^s  of  1897,  and  would  anticipate  the 
proposed  patent     Webster^  A.G.,  held  that  T,  had  a  right  to 
oppose :  "  I  intend  to  lay  down  no  general  rule  which  will  in  any 
way  differ  from  the  grounds  of  my  decision  in  Stewards  case,  or 
from  those  laid  down  by  the  Couit  of  Appeal,  namely,  that  a 
member  of  the  public,  as  such,  has  not  the  right  to  walk  into  the 
Patent  Office  and  say  a  patent  ought  not  to  be  granted  because 
the  invention  sought  to  be  protected  is  the  same  as  that  covered 
by  some  previous  earlier  Letters  Patent  ...  I  do  not  intend  to 
lay  down  any  general  rale ;  every  case  must  be  determined  on  its 
merits."    After  reviewing  the  facts,  the  learned  Law  Officer  con- 
tinued:   ^^l^'t^^  (Tomlinson)  *'bas  an  interest  in  showing  that 
they  are  identical,  and  I  think  that  in  such  a  case  he  is  entitled 
to  come  before  the  Comptroller  and  say, '  This  is  a  case  in  which  I 
had  commenced  to  work  under  an  existing  patent,  but  I  find  my- 
self stopped ;  I  am  in  danger  of  having  that  prohibition  extended 
for  a  further  period.'    In  my  opinion,  therefore,  he  has  an  interest 
with  reference  to  that  question,  and  I  think  that  he  is  a  person 
who  is  entitled  to  be  heard,  and  as  far  as  I  lay  down  any  rale,  I 
lay  down  the  rule  that  if  there  has  been  a  hon&fide  attempt  to 
carry  out  the  invention  sought  to  be  protected  by  the  person  who 
desires  to  be  heard  in  opposition,  and  proof  that  he  may  be 
damnified  or  affected  by  the  application  which  he  desires  to 
oppose,  he  is  entitled  to  be  heard." 

Although  thf.  learned  Law  Officer  was  careful  not  to  express  dis- 
sent from  previous  decisions  (to  which  he  had  expressly  assented  in 
Stewart's  case),  it  appears  that  this  case  completely  alters  the  practice. 
It  is  submitted  that  the  real  object  of  the  whole  section  allowing  of 
opposition  to  grants  of  patents  is  to  enable  persons  to  stop  a  patent  in    , 
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certain  cases  in  which  their  trade,  business,  or  interests  would  be  inter- 
fered with,  instead  of  leaving  such  to  the  tedious  and  expensive  remedy 
of  presenting  a  petition  for  Revocation.  In  the  case  of  the  second 
ground  of  opposition,  the  interest  interfered  with  may  be  a  manu- 
facturing interest  in  making  the  invention  that  is  the  subject  of  the 
earlier  claim,  but  a  manufacturing  interest  in  making  the  article  pro- 
posed to  be  patented,  if  it  do  not  include  the  subject  of  an  earlier 
claim,  is  in  itself  not  sufficient^  It  appears  that  the  decision  in  Meyers 
case  is  really  based  on  this  ground,  for  the  existence  oi Meyer's  patent 
of  1897  did  not  affect  the  opponent's  claim  for  consideration.  The 
narrower  propositions  of  the  earlier  cases  appear  to  have  arisen  from 
not  recognizing  the  intimate  connection  between  the  question  of 
validity  in  Patent  Law  send  the  grounds  of  opposition  under  sect.  1 1  ^ 
Where  the  first  and  second  grounds  of  opposition  are  both  relied  on 
and  the  opponent  fail  to  establish  the  first,  then  the  second  is  treated 
independently,  and  he.cannot  rely  on  it  unless  he  show  an  interest  in 
the  alleged  prior  specifications.^ 

Nature  of  Cases. 

This  ground  of  opposition  is  that  the  applicant's  invention  has 
already  been  patented  {i.e,  the  subject  of  a  claim)  in  the  country.* 

Cases  will  logically  fall  into  three  classes,  as  the  applicant's  in- 
vention as  claimed  may  be — 

(i)  An  improvement  only  on  the  earlier  invention,  but  of  such  a 
nature  that  it  cannot  be  used  without  it ; 

(2)  Identical  with  the  earlier  one  relied  on  by  the  opponent ;  or 

(3)  An  improvement  on,  but  including,  the  earlier  invention. 

In  the  first  class,  where  it  is  found  on  the  evidence  and  true  con- 
struction of  both  specifications  that  there  is  no  claim  in  the  applicant's 
to  anything  the  subject  of  a  claim  in  the  earlier  patent,  then  there  is 
no  power  to  refuse  to  seal  or  to  impose  conditions,  as  the  question 
of  infringement  is  not  within  the  jurisdiction  of  the  Comptroller  or 

>  NaknserCs  App,,  ante,  p.  127.  in  which  Glossafs  case  (ante,  p.  129)  was  approved. 

'  It  is  not  clear  whether  the  effects  of  the  decisions  in  Afacevoy's  Patent,  5  R.  P.  C.  285, 
and  Lancaster's  Patent,  G.  994  (both  based  on  the  supposition  that  the  reason  for  opposition 
depended  on  interest  zs  patentee  instead  of  interest  as  manufacturer),  can  be  obviated  without 
legislation.  The  new  procedure  under  the  Act  of  1902  will  diminish  the  importance  of  this 
question. 

»  /.  6*/.'j  Appl.,  19  R.  P.  C.  S5S. 

*  The  case  of  foreign  inventions  antedated  under  sect.  103  is  considered  se|>arately, 

post,  p.  176. 
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Law  Officers.^  Nor  is  the  opponent  injured,  as  his  manufacture  would 
not  be  subject  to  the  new  monopoly,  and  he  can  sue  for  infringement 
when  the  applicant's  invention  is  put  into  practice.' 

Exceptional  cases  of  doubt  are  dealt  with  post,  p.  146. 

In  the  second  class  the  cases  are  comparatively  rare ;  for  unless 
the  inventions  be  obviously  identical  it  is  almost  impossible  to  dedde 
against  there  being  such  an  improvement  or  alteration  as  would  con- 
stitute a  new  invention :  diflferences,  apparently  small,  may  involve 
great  results.  For  illustrations  see  "  Identity  of  Invention/'  anUf  pp. 
30-34.  Where  such  identical  inventions  come  before  the  Comptroller^ 
they  may  be  frequently  traced  to  a  common  source,  and  so  come  under 
the  first  ground  of  opposition,  viz.  that  the  applicant's  invention  is 
alleged  to  be  taken  from  the  opponent.  It  is  also  useless  for  the 
applicant  (from  the  point  of  view  of  his  own  interests)  to  proceed  with 
a  patent  that  would  obviously  be  invalid. 

It  is  only  when  the  inventions  are  clearly  identical  that  the  sealing 
of  a  patent  will  be  refused  ;*  in  other  cases  it  is  allowed  subject  to 
such  amendments  as  will  exclude  the  earlier  inventions  from  the 
applicant's  claim.  In  TodcFs  App,  (9  R.  P.  C.  487)  Webster,  A.G., 
stated  the  rule  thus : 

*'  In  cases  where  the  Law  Officer  is  forced  to  the  conclusion  that  there 
is  no  substantial  difference  between  the  invention  or  combination 
described  in  the  applicant's  specification  and  an  earlier  specifica- 
tion, it  has  not  only  been  the  practice,  but  it  is  the  duty  of  the 
Law  Officer  to  refuse  the  patent.  ...  I  have  always,  since  I  held 
my  present  position,  acted  on  the  principle  that  it  is  only  in  the 
clearest  possible  case  that  a  patent  ought  to  be  stopped." 

The  learned  Law  Officer  then  discussed  the  alleged  differences  between 
the  two  inventions,  and  continued,  "  I  have  not  to  deal  with 
subject-matter  properly  so  called ;  that  is  to  say,  supposing  Todd's 
invention  to  have  been  the  first  invention  brought  before  me,  it 
would  not  matter  whether  it  showed  no  subject-matter,  if  it  was 
a  claim  to  that  which  had  not  been  done  before ;  I  quite  agree  I 
have  not  to  consider  whether  it  is  subject-matter  or  not  But 
when  there  is  a  previous  anticipatory  patent,  it  is  necessary  then 
to  consider  indirectly  the  differences,  and  without  saying  whether 

«  Jones's  PaUnt,  Gr.  L.  O.  C.  34. 

*  Newman's  Patent,  Gr.  L.  O.  C.  40. 

»  Stubbs*  Patent,  Gr.  298.  For  examples,  see  Aire  6*  C alder's  Afp„  $  R.  P.  C  345: 
Daniels'  App.,  5  R.  P.  C.  413 ;  Wallis  6*  Ratcliffs,  5  R.  P.  C.  347 ;  Todds  App.,  9  R.  P.  C 
487. 
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those  differences  form  subject-matter  or  not,  to  decide  whether 
the  differences  are  sufficient  to  differentiate  that  which  has  gone 
before  from  that  which  is  now  claimed."  ^ 
The  learned  Law  Officer  did  not  think  the  Comptroller's  general  dis- 
claimer sufficient,  and  refused  the  patent. 

As  soon  as  it  is  proved  that  the  applicant's  claim  appropriates  the 
earlier  invention  put  forward  by  the  opponent,  then  the  jurisdiction 
to  refuse  the  sealing  arises,^  and  in  deciding  whether  the  patent  may 
be  sealed  subject  to  amendments  (the  power  to  allow  which  is  inherent 
in  the  power  to  refuse  ®)  the  Comptroller  may  take  the  question  of 
subject-matter  incidentally  into  consideration.  "  It  is  only  in  cases 
in  which  the  Law  Officer  is  satisfied  that  there  is  no  difference  which 
can  be  regarded  as  amounting  to  invention  that  the  later  patent  can 
be  stopped."  *  This  difference  may  be  apparently  very  small  pro- 
vided only  that  it  involves  invention  (antey  pp.  34-37,  39,  45). 
Investigating  such  issues  comes  under  the  rule  in  Teddys  App, 
(siijfra),  and  requires  not  only  hearing  evidence  as  to  the  state  of 
knowledge,  but  deciding  questions  of  mechanical  equivalents.^ 

JliusiraHons, 

The  case  of  Webb  v.  Kynochs  {post^  p.  425)  is  a  good  illustration  of 
considerable  improvements  not  amounting  to  a  new  manufacture. 

Boulfs  Application^  10  R.  P.  C.  275. 

The  application  (No.  9139  of  1 891)  was  for  improvements  in  or  relating 
to  cellulose  manufacture.  The  cellulose  was  treated  as  in  paper- 
making,  and  at  a  certain  stage  of  the  process  it  was  scraped  off 
the  drying  cylinder.  It  might  subsequently  be  used  for  wadding, 
antiseptic  bandages,  &c.  The  opponent's  earlier  specification 
claimed  an  invention  of  a  similar  nature  in  which  the  material 
was  scraped  off  the  drying  cylinder  when  dry  as  a  flimsy  tissue. 

The  Chief  Examiner  (as  deputy  Comptroller)  decided  to  seal  the  patent 
subject  to  reference  and  disclaimer. 

On  appeal  to  the  Law  Officer  the  sealing  was  refused  on  the  ground  of 
identity  of  invention. 

Rigby^  S.G. :  "  The  only  question  before  me  is  whether  or  not  Letters 

^  If  the  differences  distinguish  the  inventions,  then  the  opponent  is  only  entitled  to  have 
such  a  disclaimer  as  will  exclude  the  inventions  claimed  in  the  earlier  specifications. 
»  See  post,  p.  135. 
»  LOiseau  6*  Piarard,  Gr.  U  O.  C.  39  ;  Marsden's  Patent,  post,  p.  135. 

*  SmitVsApp.^  13  R.  P.  C.  201  (20),  per  Webster,  A,G. 

*  Ibid.,  p.  201  (2a). 
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Patent  have  been  granted  for  this  inyention  in  respect  of  which 
Letters  Patent  are  now  applied  for."  After  dealing  with  alleged 
differences  in  the  material,  the  learned  Law  Officer  continued : 
''  Again,  I  do  not  think  I  have  anything  to  do  with  the  uses  to 
which  the  substances  may  be  applied.  You  cannot  patent  uses. 
You  may  advertise  your  material  by  pointing  out  a  great  number 
of  uses,  and  trying  to  point  out  all  the  uses,  if  you  think  it  wortfi 
while,  to  which  it  can  be  applied  ;  but  if  once  the  material  is  given 
to  the  world,  any  one  may  use  it  for  any  purposes  possible."  ^ 

The  learned  Law  Officer  then  discussed  the  specifications,  and  pointed 
out  that  the  real  issue  was  whether  there  was  invention  in  taking 
off  the  pulp  at  the  precise  moment  indicated,  and  held  that  the 
ascertaining  of  that  proper  time  by  practice  was  not  a  matter  of 
invention  at  all. 

See  also  Wyiie  &*  Morton^ s  Application^  ^st^  p.  138. 

Bridges  AppUcaiion,  18  R.  P.  C.  257. 

The  applicant's  claims  included  what  was  old.  It  was  admitted  that 
amendment  was  necessary,  and  the  insertion  of  a  single  combina- 
tive claim  instead  of  the  separate  claims.  The  Comptroller  de- 
cided that  the  specitication  should  be  amended  to  indicate  more 
clearly  the  restricted  scope  of  the  invention ;  that  there  should  be 
inserted  a  disclaimer  setting  forth  what  had  been  done  before,  and 
that  a  combination  claim  should  be  substituted  for  the  two  original 
claims.  On  appeal,  the  Law  Officer  refused  to  seal  the  patent  on 
the  ground  that  the  difference  between  the  applicant's  and  the 
opponent's  earlier  inventions,  />.  the  new  combination,  was  a  mere 
putting  together  of  old  things  without  invention.* 

Mili^s  Application,  18  R.  P.  C.  322. 

The  applicant  claimed  the  manufacture  of  a  certain  ammoniated  de- 
rivative from  pure  saccharin.  The  opponent  showed  this  was 
anticipated  by  the  earlier  specification  relied  on.  The  applicant 
desired  to  be  allowed  to  amend  by  claiming  the  manufacture  from 
crude  saccharin  or  saccharin  of  commerce.  This  latter  invention 
was  nowhere  foreshadowed  in  the  provisional.  The  sealing  of 
the  patent  was  refused  both  by  the  Comptroller  and  Law  Officer. 

See  also  Harrild  ^S^•  Parkins's  Application,  17  R.  P.  C.  617. 

Where  the  latter  inventions  may  include  improvements,*  or  are 
not  obviously  identical  with  the  earlier  ones,  they  fall  into  the  third 

>  The  Law  Officer  was  here  dealing  with  the  question  whether  a  use  is  a  manttfactvrt^  not 
with  the  prohibition  in  the  patent  itself  against  others  using  the  manufacture ;  see  ante,  pp- 
I,  II  and  Form  of  Patent. /oi/,  p.  569. 

«  Sec  cases  referred  to,  ante,  pp.  44-46. 

»  E.g.  SieliifsApp.,  F>  R-  ^'  ^■'  4^7- 
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class,  for  it  has  always  been  a  general  rule  to  allow  the  applicant 
the  benefit  of  the  doubt,  as  the  opposite  course  might  constitute  an 
irreparable  injustice.^ 

Power  to  require  Amendments, 

The  third  class  of  cases  are  by  far  the  most  numerous  and  im- 
portant. As  soon  as  it  is  found  that  the  claims  in  the  applicant's 
specification  appropriate  something  claimed  in  the  earlier  specifica- 
tion put  forward  by  the  opponent,  the  power  to  refuse  to  seal  arises 
under  section  1 1  (i).  But  in  practice,  in  the  majority  of  cases  such 
grants  are  not  refused  ;  for  there  is  a  power  of  allowing  the  offend- 
ing claims  to  be  amended  or  disclaimers  -to  be  inserted  so  as  to 
protect  the  opponent,  by  confining  the  claims  to  the  improvements 
only.'  This  power  of  amendment  "arises  inherently  from  the  statu* 
tory  right  to  refuse  the  grant  ;"^  it  is  exercised,  even  in  cases  where 
the  amended  claim  is  of  doubtful  validity,  because  a  refusal  to  seal 
being  final,  if  based  on  erroneous  views,  might  work  great  injustice, 
but  the  grant  would  leave  the  question  open  for  future  decision.^ 

But  where  it  is  not  proved  that  the  applicant's  claims  appropriate 
the  earlier  invention,  the  question  of  public  interest  gives  no  ground 
for  amending  a  specification.  Neither  has  the  Comptroller  or  Law 
OfHcer  authority  to  amend  by  striking  out  a  claim  because  it  invites 
people  to  infringe  an  earlier  patent,  or  because  it  includes  more  than 
the  applicant  is  entitled  to  claim ;  but  when  once  it  has  been  proved 
that  one  of  the  applicant's  claims  appropriates  what  has  been  already 
patented,  it  is  thereupon  open  to  the  Comptroller  to  strike  out  the 
claim  objected  to  as  disclosing  no  subject-matter,  as  a  condition  of 
allowing  the  patent*^ 

The  rule  has  been  more  recently  enunciated  by  Finlay^  S.G.,  in 
Marsden's  Patent,  1 3  R.  P.  C.  88,  in  the  following  terms : — 

"  There  are  certain  specified  grounds  of  opposition  mentioned  in  the 
Act,  upon  which  the  sealing  of  a  patent  may  be  refused  if  they  are 
established.    If  the  patent  of  the  applicant  is  framed  in  such  a 

>  Russelts  Patent,  2  De  G.  &  J.  132 ;  Spence's  Patent,  3  De  G.  &  J.  523  ;  Tolson's  Patent, 
6  De  G.  M.  &  G.  422  ;   Welch's  PaUnt,  Gr.  301 ;  Cummings  Patent,  Gr.  277. 

*  Newman* s  Patent,  Gr.  L.  O.  C.  40;  Adams's  App.,  13  R.  P.  C.  549. 
»  L'Oiseaub'PUrrard,  Gr.  L.  O.  C.  40. 

*  Stuib^s  Patent,  Gr.  298. 

*  Webstet^s  Patent,  6  R.  P.  C.  164. 
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way  as  to  make  it  improper  that  it  should  be  sealed  as  it  stands, 
then  the  Comptroller  or  the  Law  Officer  is  perfectly  entitled  to 
say, '  I  shall  direct  the  sealing  of  this  patent  only  on  condition 
that  die  specification  is  amended  by  reference  to  a  previous 
patent;  so  as  to  render  it  proper  that  it  should  be  sealed ; '  but  I 
do  not  see  what  jurisdiction  I  should  have  to  direct  a  reference 
to  a  previous  patent,  except  under  such  circumstances  as  those  I 
have  indicated." 

(The  three  preceding  paragraphs  have  no  application  to  amend- 
ments under  the  Act  of  1902,  ante^  p.  1 16.) 

Amendments  may  be  allowed  even  in  the  title,  description,  and 
claims,  to  confine  the  claims  to  the  differences  between  the  inven- 
tions, so  long  as  there  is  "  in  the  provisional  a  reasonably  direct  indi- 
cation of  the  actual  improvement  which  it  is  ultimately  desired  to 
protect" » 

But  in  cases  where  the  claims  in  the  applicant's  specification  differ 
slightly  from  a  number  of  claims  in  the  earlier  specification,  a  number 
of  amendments  will  not  be  allowed  to  save  a  small  difference  between 
the  applicant's  and  the  earlier  invention ;  there  is  no  rule  that  amend- 
ments will  always  be  allowed  in  order  to  save  a  patent'  If  it  be 
doubtful  whether  the  small  differences  really  constitute  an  invention 
at  all,  the  patent  may  be  allowed  lest  an  injustice  be  done  to  the  appli- 
cant ;  but  in  such  a  case  claims  which,  by  the  use  of  general  words, 
appear  to  cover  earlier  inventions  will  be  struck  out,  and  the  applicant 
confined  to  his  claims  for  the  differences.'  But  if  the  specification 
be  so  framed  that  the  claims  include  the  earlier  specifications,  amend- 
ments will  not  be  allowed  to  confine  the  claims  to  the  small  differences 
to  which  the  applicant  might  have  confined  his  claims  in  the  first 
instance.^  Nor  will  amendments  be  allowed  which  have  the  effect 
of  making  the  claim  be  for  something  not  in  the  provisional  speci- 
fication.'^ It  is  the  duty  of  the  patentee  to  frame  his  claims  properly; 
if  he  claim  more  than  he  has  described  in  the  body  of  the  specifi- 
cation, and  thereby  include  the  earlier  invention,  it  is  within  the 
discretion  of  the  Comptroller  to  refuse  the  patent  instead  of  allowing 
it  with  a  disclaimer.^ 

>  Chandler's  Patent,  Gr.  272. 

•  Thomas  6-  Prevosfs  App,,  16  R.  P.  C.  70. 
«  Hamilton's  App.,  19  R.  P.  C.  35. 

<  Lvpton  &•  Place's  App.,  14  R.  P.  C.  a6f. 
»  Lancaster's  App,,  ao  R.  P.  C.  368. 

•  Garnet fs  App.,  16  R,  P.  C.  156. 
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Ulusiratiofis, 

In  TattersaUs  Patent  (9  R.  P.  C.  150)  the  application  (No.  5429  of 
1890)  was  for ''A  new  or  improved  air- compressor  or  blower." 
This  blower  consisted  of  a  V-shaped  chamber  in  the  apex  of  which 
a  vibrating  flap  was  suspended,  the  oscillation  of  which  drew  in 
the  air  at  one  side  and  expelled  it  at  the  other.  To  discharge  the 
air  at  an  approximately  imiform  pressure,  the  air  was  passed 
through  a  surrounding  casing  or  receiver.  The  claim  was  for 
'*  An  air-compressor  or  blower  constructed  with  a  vibrating  blade 
within  a  vee-shaped  chamber  communicating  with  a  receiver, 
substantially  as  herein  shown  and  described  and  illustrated  in  the 
accompanying  drawings." 

The  opponent  relied  on  a  prior  patent  (No.  10,759  ^^  1884)  for  "im- 
provements in  apparatus  for  ventilating  purposes."  The  earlier 
patent  had  inlet  and  outlet  valves  of  an  exhaust  chamber,  with  an 
oscillating  shaft  and  vane.  The  Chief  Examiner  (as  deputy  Comp- 
troller) decided  to  seal  the  patent,  but  with  a  specific  reference 
to  and  disclaimer  of  the  opponent's  patent,  on  the  ground  that 
the  earlier  patent  was  confined  to  ventilating  purposes,  whereas  the 
applicant's  was  not. 

The  opponent  appealed  in  order  to  have  the  sealing  refused  altogether. 
The  applicant  argued  on  appeal  that  his  receiver  to  render  the 
pressure  of  air  uniform  was  a  distinguishing  improvement. 
Webster^  A.G- :  "  I  consider  this  an  extremely  difficult  case,  and  if  I 
had  to  support  the  decision  of  the  Chief  Examiner  for  the  reasons 
given  by  him  I  should  not  agree  with  him,  for  I  certainly  come  to 
the  conclusion  that  if  we  are  to  take  the  apparatus  as  being 
identical  in  the  sense  that  it  is  identical  in  all  its  parts,  the  apel- 
lanfs  case  would  be  a  very  strong  one  for  saying  that  this  patent 
ought  not  to  be  sealed.  I  shall  never  hesitate  to  stop  a  patent  in 
a  case  in  which  I  think  there  is  no  substantial  difference ;  but  I 
must  remember  the  governing  principle  which  has  operated  upon 
the  minds  of  law  officers  for  a  very  long  time,  namely,  that  if  they 
can  preserve  and  safeguard  the  interests  of  prior  patentees  in  a 
case  in  which  it  is  doubtful  as  to  whether  or  not  the  second  patent 
does  cover  exactly  the  same  ground  as  the  first,  they  ought  to  do 
so  for  the  reason  that  the  granting  of  a  second  patent,  though  it 
may,  and  undoubtedly  does,  at  times  commercially  do  harm  to 
an  earlier  patent,  yet  still  it  is  not  anything  like  so  serious  an 
injur}'  as  to  stop  a  patent."  The  learned  Law  Officer  then  ex- 
pressed an  opinion  that  the  receiver  was  of  the  essence  of  the 
combination  as  the  applicant's  claim ;  that,  it  might  be  an  improve- 
ment on  and  also  an  infringement  of  the  earlier  one.  He  also 
held  it  to  be  a  case  for  express  disclaimer  by  reference  of  the 
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earlier  patent^    As  he  did  not  approve  of  the  grounds  on  vdiich 
the  Examiner  had  acted,  no  costs  were  given. 

JFv/Af  V,  Martoris  AppUcaiion^  13  R,  P.  C.  97. 

The  applicant's  specification  described  an  alleged  invention  for  "  im- 
provement in  dyeing  certain  colours  on  cotton  yams  and  fabiics." 
The  specification  described  a  process  in  which  oxide  of  chromium 
and  oxide  of  iron  were  used  in  certain  proportions,  and  the 
materials  were  to  be  treated  with  mixed  solutions  of  bisulphite  of 
chromium  and  bisulphite  of  iron.    The  claim  was  for  "  The  use  of 
bisulphite  of  chromium  and  bisulphite  of  iron,  substantially  in 
the  manner  and  for  the  purposes  hereinbefore  described"    The 
earlier  specification  {Gattys^  No.  11,456  of  1884)  put  forward  by 
the  opponent  described  the  dyeing  of  fast  shades  from  olive  and 
brown  by  fixing  thereon  oxides  of  chromium  and  iron  in  various 
proportions.    The  materials  were  treated  with  mixed  solutions  of 
any  soluble  salt  of  chromium  with  any  soluble  salt  of  iron;  the 
claim  was  for  "  dyeing  certain  fast  and  permanent  colours  on 
cotton  yarns  and  fabrics  by  fixing  upon  the  said  yams  or  fieibrics  a 
mixture  of  oxide  of  chronium  and  oxide  of  iron,  substantially  in 
the  manner  described." 

The  Comptroller  found  that  the  applicants'  claim  included  the  earlier 
invention,  but  there  were  certain  improvements  in  the  use  of  bisul- 
phites not  in  the  opponent's.  He  allowed  the  patent  subject  to  a 
specific  disclaiming  reference. 

On  appeal,  the  Law  Officer,  Finiay,  S.G.,  found  on  the  evidence  that  the 
applicants  had  not  shown  such  advantages  in  their  process  as  to 
constitute  it  a  patentable  improvement  on  the  earlier  invention. 
"  It  seems  to  me  that  all  that  the  applicants  have  done  is  to  take 
one  out  of  the  many  salts  of  chromium,  and  one  out  of  the  many 
salts  of  iron,  namely,  the  bisulphite  in  each  case,  and  to  propose 
to  use  that  with  results  which  they  suggest  are  better,  and  which 
the  opponent  says  are  worse,  than  those  obtained  by  the  salts  of 
chromium  and  of  iron  which  are  used  by  GaUyJ'  Sealing  refused. 
Five  guineas  costs. 

Insertion  of  Discl<umers. 

When  an  amendment  or  disclaimer  is  drawn  that  has  the  effect 
of  excluding  from  the  applicant's  claims  the  opponent's  invention, 
the  opponent's  interests  are  satisfied  ;*  for,  had  the  specification  been 
originally  drawn  as  amended,  the  opponent's  case  would  have  failed, 

»  The  question  whether  the  differences  between  the  inventions  constituted  a  patentable 
manufacture  {ante,  p.  39)  was.  of  course,  unaffected  by  this  decision. 
*  For  ilhisiration,  see  Cwfper  &*  Fords  Patent,  Gr.  275. 
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^and  no  power  to  amend  have  arisen.  Amendments  or  disclaimers 
may  be  drawn  in  several  ways.  The  most  scientific  method  is  to 
a.mend  the  specification  directly  by  altering  the  language  of  the  speci- 
fication/ or  by  striking  out  a  claim,  or  part  of  a  claim.  Another  plan 
is  to  insert  a  disclaimer  by  means  of  a  general  reference  to  what  has 
been  previously  claimed  in  prior  specifications.  A  third  is  by  a 
specific  reference  to  prior  specifications,  quoting  their  numbers  and 
names  of  the  patentees.  The  effect  of  amendment  by  a  general 
reference  will  be  generally  to  narrow  the  construction  of  the  claims.* 

A  specific  reference  is  usually  in  the  following  form :  "  I  am 
<iware  of  Letters  Patent  No.  —  of  19 — ,  granted  to  A.  B.,  for,  &c., 
and  I  do  not  claim  anything  claimed  therein,  but  what  I  claim 
is,  &c" 

The  advantages  of  a  specific  reference  are,  first,  it  is  the  easiest 
method  of  disclaiming  anything  covered  by  the  earlier  patent ; ' 
secondly,  it  does  not  prejudice  the  rights  of  either  party  from  the 
point  of  view  of  validity  or  infringement,  for  if  it  subsequently  appear 
that  the  earlier  claims  were  not  as  wide  as  the  opponent  believed 
them  to  be,  the  specific  reference  to  a  corresponding  extent  has  a 
narrower  effect,  and  leaves  the  applicant  a  wider  field  if  he  find  it 
advisable  thereafter  to  seek  for  a  wider  interpretation  for  his  claims. 

On  the  other  hand,  it  is  not  a  satisfactory  method  of  protecting 
earlier  rights.*  The  fact  of  the  reference  having  been  given  shows 
that  as  it  originally  stood  thespecification  claimed  something  included 
in  the  earlier  patent  and  was  therefore  "  subject "  to  it.  Hence  a 
specific  reference  depreciates  commercially  the  applicant's  rights,*  for 
the  probability  is  that  the  claims,  although  narrowed  by  the  reference, 
are  for  something  that  cannot  be  used  without  using  the  original 
invention  put  forward  by  the  opponent  Now,  if  it  subsequently 
appear  that  the  alleged  "  master  patent,"  to  which  the  specific  refer- 
ence is  given,  was  not  so  wide  as  was  thought,  then  an  injustice 
would  have  been  done  to  the  applicant  by  the  depreciation  of  his 
invention,  and  also  to  the  public  by  giving  people  reason  to  think 
that  in  the  opinion  of  the  oflficials  the  users  of  the  later  invention 
would  be  liable  for  royalties  to  the  patentee  of  the  earlier.  Again, 
if  one  master  patent  alone  be  put  forward  and  a  reference  be  given 

>  See  anU,  pp.  87,  91,  97,  98.  •  /did, 

*  Adam's  App.,  13  R.  P.  C.  549.  *  Anderson  6*  McKinnell,  Gr.  L.  O.  C.  25. 

»  Wallaces  Patent,  6  R.  P.  C.  134. 
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to  it,  people  will  be  apt  to  think  that  there  are  none  others  in  a 
like  position.  When  a  general  reference  is  given  to  the  earlier 
invention,  and  a  disclaimer  is  inserted  by  quoting  the  actual  words 
of  the  earlier  claim  without  identifying  the  earlier  specification,  the 
public  cannot  be  misled  into  thinking  that  the  earlier  patent  is  the 
only  master  one,  and  the  opponent's  interests  are  protected.  To 
justify  a  specific  reference  there  should  be  either  evidence,^  or  an 
admission  by  the  applicant,'  that  the  earlier  specification  governs  the 
later  one.  In  doubtful  cases  such  a  course  should  be  taken  as  will 
most  effectually  safeguard  the  interests  of  both  parties.* 

lUustriUums. 

In  the  case  of  Everitfs  Patent  (No.  16,433  of  1884),  which  was  treated 
as  a  "master  patent,"  references  were  required  in  some  later 
patents,  e^.  Lynd^s  AppUcaHon^  5  R.  P.  C.  664,  Wallace sPatai,  6 
R.  P.  C.  134.  It  was  then  decided  in  AutomaHc  Wdghif^  Machine 
Co,  V.  Knight^  6  R.  P.  C.  299,  that  Everitfs  patent  could  not  bear 
the  wide  construction  claimed  for  it.  Yet  in  HoffmafCs  PataUy 
7  R.  P.  C.  93,  a  reference  was  again  allowed  on  the  ground  tbat 
the  above  decision  of  the  Court  of  Appeal  might  be  reversed  by 
the  House  of  Lords.  The  result  was  that  in  protecting  Everitfs 
interests  an  injustice  was  done  to  other  patentees.  Not  only  was 
the  judgment  of  the  C.A.  not  appealed  from,  but  it  has  been 
followed  in  other  cases  (see  antc^  p.  13). 

miTs  Application,  5  R.  P.  C.  601. 

Z.  Z^'iZ  applied  (No.  12,133  of  1886)  for  a  patent  for  improvements  in 
wire  ropes.  Elliott  6"  Co,  opposed  on  the  ground  that  the  claim 
included  what  was  claimed  in  Baichelor^s  specification  (No.  5724 
of  1884).  The  Comptroller  decided  to  seal  on  the  claim  being 
amended  directly.  On  appeal  to  the  Law  Officer  the  opponent 
asked  only  for  a  special  reference.    The  appeal  vras  dismissed. 

Wcbiter,  A.  G. :  '* .  .  .  In  order  to  be  entitled  to  a  disclaiming  clatise,  I 
must  be  satisfied  that  the  description  in  HiWs  specification  in 
terms  includes  and  purports  to  claim  a  part  of  the  invention  de- 
scribed in  Batchelar's  specification.  I  will  assume  .  .  .  that 
Batchelof^s  patent  is  the  master  or  governing  patent  with  regard  to 
interlocking.  I  should  not  insert  a  specific  reference  to  Batchdof's 
patent  imless  I  was  satisfied  of  that ;  because  it  is  not  prudent  nor 
desirable  to  insert  special  references  to  particular  prior  patents 
unless  there  is,  practically  speaking,  no  question  that  the  earlier 
patent  is  what  I  may  call  a  master  patent." 

>  StelCs  Patent,  8  R.  P.  C.  237  (8).  «  WeUKs  Patent,  8  R.  P.  C.  443  (S5)- 

»  Lynde's  Patent,  5  R.  P.  C.  664. 
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The  position  on  the  whole  is  that,  in  questions  raised  in  opposition 
to  the  grant,  no  amendment  can  be  required,  or  general  or  specific 
reference,  unless  the  applicant's  claim  appropriates  something  that  is 
already  the  subject  of  a  claim  in  the  earlier  patent^  If  the  inventions 
or  specifications  be  such  that  it  is  impossible  to  differentiate  the  appli- 
cant's specification  without  a  specific  reference,  then  the  opponent  is 
entitled  to  have  such  inserted,  or  the  sealing  of  the  patent  refused. 
But  if  the  applicant's  invention  can  be  differentiated  without  a  specific 
reference,  then  the  mode  of  differentiation — by  direct  amendment, 
or  general  disclaimer,  or  specific  reference — is  within  the  discretion  of 
the  Comptroller ;  if  the  applicant  decline  to  accept  the  amendment, 
the  sealing  must  be  refused. 

The  practice  has  been  thus  described  by  Finlay,  S.G.,  in  Adanis 
App.,  13  R.  P.  C.  548  :— 

"  I  do  not  like  the  insertion  of  references  to  prior  patents  merely  by  way  of 
calling  attention  to  the  existence  of  those  prior  patents  relating  to  the 
same  subject-matter  to  which  the  patent  of  the  applicant  is  directed ; 
but  in  some  cases  a  reference  to  a  prior  patent  may  be  desirable 
for  the  purpose  of  explaining  what  the  claim  of  the  applicant  is. 
The  applicant's  claim  may  be  worded  in  such  a  general  way  as  to 
include  not  merely  the  improvement  which  he  has  effected,  or 
thinks  he  has  effected,  but  also  details  of  construction  which  have 
formed  the  subject  of  a  prior  patent.  It  is  a  ground  of  opposition 
to  the  grant  of  a  patent  that  the  claim  relates  to  matter  which 
has  already  formed  the  subject  of  the  grant  of  a  patent,  and  if  a 
claim  is  worded  in  a  general  way,  it  might  be  necessary  to  refuse 
the  patent  altogether,  unless  the  claim  were  amended  in  such  a 
way  as  to  show  that  it  is  not  directed  to  those  matters  which  have 
formed  the  subject  of  a  prior  grant. 

The  amendment  of  a  claim  might  be  done,  and  it  would  be  the  most 
satisfactory  and  scientific  way  of  doing  it,  by  altering  the  language, 
so  as  to  direct  the  claim  merely  to  those  parts  of  the  apparatus 
described  which  the  applicant  considers  as  his  improvement  (/.  14). 

(/.  33)  "  The  same  object  which  might  have  been  achieved  by  properly 
limiting  the  claim  in  the  first  instance,  or  by  embodying  a  proper 
amendment  of  the  claim  may  in  substance  be  achieved  by  a 
reference  to  the  prior  patent.  I  do  that,  not  for  the  purpose  of 
making  this  specification  and  patent  the  means  of  making  the 
earlier  patent  known,  but  solely  for  the  purpose  of  showing  clearly 
that  the  claim  which  is  in  general  terms  here,  is  not  to  be  read  as 

«  See  SUlfs  Patent,  8  R.  P.  C.  236  (20) ;  Marsden's  Patent  (No.  2),  14  R.  P.  C.  175. 
As  to  exceptional  cases,  see  post,  p.  146. 
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involving  a  claim  to  anything  which  was  covered  by  the  prior 
patent." 

In  Gozneys  App,,  5  R.  P.  C.  598,  Clarke^  S.G.,  expressed  the  view 
that  amendments  should  deal  only  with  the  claims,  not  mere  descrip- 
tions, in  the  earlier  specification  : — 

What  a  disclaiming  claim  is  intended  to  guard  against  is  the  claiming  in 
a  new  patent  of  something  included  in  the  claim  of  the  old  patent 
— not  of  something  mentioned  in  the  old  patent,  but  of  something 
which  has  not  only  been  described  in  the  old  patent,  but  has  been 
claimed  as  a  part  of  the  previous  invention. 

[The  three  preceding  paragraphs  have  no  application  to  amend- 
ments required  under  the  Act  of  1902  (see  ante^  p.  1 16)  in  which 
the  Comptroller  can,  in  certain  cases,  require  references  to  earlier 
specifications  to  be  inserted  in  the  interests  of  the  public] 

Considerations  affecting  disclaimers. 

When  the  right  to  a  disclaimer  has  arisen,  the  Comptroller  and 
Law  Officers,  in  the  exercise  of  their  discretion  as  to  the  form  of 
the  amendment,  take  into  consideration  the  interests  of  the  public,^ 
as  well  as  of  the  applicant* 

lUustrcUions, 

The  object  and  effect  of  the  insertion  of  disclaimers  is  thus  stated  by 
Webster^  A.  G.,  in  Guest  and  Barraufs  Patent,  5  IL  P.  C.  315 : 
*'  The  insertion  of  these  disclaimers  does  not  affect  the  rights  of  the 
prior  patentee  at  all.  They  are  inserted  for  the  purpose  of  pre- 
venting the  subsequent  patentee  from  alleging  that  his  invention 
is  wider  than  he  is  entitled  to  claim,  both  in  his  own  interests,  in 
order  that  his  specification  may  not  be  considered  as  being  too 
wide,  and,  in  the  interests  of  the  public,  on  the  ground  that  the 
public  are  entitled  to  know  what  a  subsequent  patentee  may  claim, 
and  to  have  a  fair  description  of  the  existing  state  of  knowledge. 
It  is  not  because  a  particular  patentee  or  a  prior  inventor  has 
made  a  broad  claim  that  he  is  entitled  to  have  limiting  words 
inserted ;  unless  he  can  show,  upon  the  fair  view  of  the  evidence 
before  the  Law  Officer,  or  before  the  Comptroller,  that  such  words 
are  really  necessary  to  protect  him."    As  to  the  question  of  a 

*  SttlVs  Patent,  8  R.  P.  C.  237  (11). 

«  Sec  Lorrain's  Patent,  5  R.  P.  C  143 ;  Newman's  Patent  (No.  a),  5  R.  P.  C.  aSa  Under 
the  Act  of  1903  {ante,  p.  116).  references  are  required  in  the  public  interest.  These  considera- 
tions will  apply  to  such  references. 
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specific  reference  to  one  (the  opponent's)  earlier  specification,  the 
learned  Attorney-General  said :  "  It  might  do  the  applicants  very 
great  harm,  because  it  might  be  said  you  referred  to  Laming^  and 
not  referred  to  the  others,  and  therefore  it  must  be  assumed  that 
you  intended  to  exclude  the  others,  or  did  not  know  of  the  others; 
and  I  have  never  considered  that  a  prior  patentee  has  any  right 
to  be  specially  named,  imless  the  applicants  are  willing  to  name 
him,  and  unless  it  is  clear  there  is  no  other  publication  except  the 
one  that  is  mentioned.  The  name  is  generally  inserted  for  the 
purpose  of  the  protection  of  the  patentee,  or,  as  I  said  before,  the 
protection  of  the  public." 


Van  Geldet^s  Patent^  9  R.  P.  C.  325. 

The  application  was  for  a  patent  (No.  20,030  of  1889)  for  "  improve- 
ments in  or  appertaining  to  machines  for  separating  diist  or  like 
particles  from  air  or  other  gases.''  The  applicant  alleged  that  his 
invention  was  an  improvement  upon  one  in  an  expired  patent 
(No.  6873  of  1884).  The  opponent  alleged  that  it  was  merely  a 
colourable  imitation  of  his  invention  (No.  9423  of  1886).  The 
Comptroller  found  that  the  most  important  feature  of  the  oppo- 
nent's invention  as  compared  with  that  of  the  expired  patent  of 
1884  had  been  adopted  by  the  applicant  with  certain  modifi- 
cations partly  derived  from  the  expired  patent  of  1884.  The 
applicant  described  his  as  an  improvement  upon  the  expired 
patent,  entirely  neglecting  to  mention  the  opponent's  patent.  The 
Comptroller  required  a  specific  reference  to  and  disclaimer  of  the 
opponent's  patent 

On  appeal,  it  was  held  by  Webster^  A.G.,  that  "The  Comptroller 
directed  a  disclaimer  to  be  inserted  which  would,  practically 
speaking,  have  indicated  on  the  face  of  it  that  Mr.  Van  Geldet^s 
daims  might  be  construed  so  as  to  include  something  which  was 
in  Mr.  Lak^s  claims  under  the  patent  (No.  9423  of  1886),  and 
under  the  circumstances  of  the  case,^  I  think  the  insertion  of  a 
disclaimer  might  unfairly  prejudice  the  patent."  He  decided  that 
the  disclaimer  should  be  struck  out,  leaving  a  reference  to  the 
opponent's  specification  as  another  form  of  machine  of  the  type 
of  that  for  which  the  expired  patent  had  been  granted.  This  was 
on  the  ground  that  the  pubUc  should  have  a  fuller  statement  of 
prior  knowledge.  As  the  disclaimer  was  ordered  by  the  Comp- 
troller and  was  not  insisted  upon  by  the  opponent,  who  had  not 
appealed,  no  costs  were  given. 

1  The  point  was  not  taken  that  as  soon  as  it  was  found  the  applicant's  claim  did  not 
inchide  the  opponent's,  the  right  to  amend  did  not  exist. 
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Maxim  &*  SUv^rmofis  PaUnt^  ii  R.  P.  C.  314. 

In  this  case  the  Deputy-Comptroller  was  of  opinion  that  the  applicant's 
claim,  although  an  improvement,  included  the  invention  claimed 
by  the  opponent's  earlier  speci6cation.  He  allowed  sealing  subject 
to  a  specific  reference  and  disclaimer.  But  the  learned  Law 
Officer,  Russell^  A.G.,  was  not  satisfied  that  the  resemblance  and 
identity  of  result  aimed  at  amounted  to  identity  of  invention.  He 
therefore  struck  out  the  disclaimer,  but  allowed  the  reference  to 
opponent's  patent,  as  sufficient  to  meet  the  justice  of  the  case  and 
the  public  interest. 

JUvinstdtis  Patent,  1 1  R.  P.  C.  348. 

The  applicant's  invention  was  for  improvements  in  the  method  of  and 
apparatus  for  concentrating  sulphuric  acid  and  other  liquids. 
During  the  proceedings  before  the  Comptroller  the  applicant 
consented  to  cancel  five  claims  and  limit  the  scope  of  two  of  the 
remaining  five  claims.  These  claims  were  thus  confined  to  mere 
improvements  on  the  opponent's  invention,  and  did  not  include 
the  invention  claimed  by  the  opponent.  The  Comptroller,  ^  in 
view  of  all  the  circumstances  of  the  case,"  ^  required  a  reference 
to  the  opponent's  specification. 

On  appeal,  Russell,  A.G.,  decided  that  the  reference  should  remain,  in 
justice  to  the  opponent  and  in  the  public  interest 

The  distinction  between  the  circumstances  under  which  a  specific 
reference  should  be  given  or  a  general  disclaimer  has  been  drawn 
by  Webster,  A.G.,  in  Newton  s  Application  (17  R.  P.  C.  123), 

In  that  case  the  learned  Law  Officer  was  not  satisfied  on  the  evidence 
that  the  inventions  were  identical.  There  appeared  to  be  a 
difference  between  the  ways  in  which  certain  difficulties  were  got 
over  by  the  applicant  and  by  the  earlier  inventor.  On  further 
evidence  and  examination  it  might  appear  that  the  inventions 
were  very  different  inventions.  In  his  judgment  (p.  124)  JV^ 
ster,  A.G.,  said :  "  Under  these  circumstances,  as  far  as  I  can 
form  an  opinion,  it  seems  to  me  that  there  is  a  difiference  between 
the  way  in  which  the  difficulties  are  proposed  to  be  got  over  by 
Newton  and  the  way  in  which  the  difficulties  are  proposed  to  be 
got  over  by  Brookes  "  (the  earlier  inventor).  "  Now,  that  being  so, 
I  do  not  think  there  is  that  degree  of  identity  between  the  two 
inventions  as  to  justify  a  specific  reference.  I  have  often  laid 
down  the  rule  as  to  the  cases  in  which  I  think  specific  references 

1  The  inclusion  orii^nally  of  opponent's  invention  gave  jurisdiction  to  the  Comptroller  to 
require  amendments.  The  power  of  the  Comptroller  to  determine  the  form  of  amendmoais 
could  not  be  affected  by  the  applicant  anticipating  him  by  proposing  one  form  of  aroendmeoL 
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are  right — viz.  where  there  is  substantial  identity  between  the 
fundamental  parts  of  the  two  inventions,  but  a  difference  which 
can  only  be  justified  upon  the  ground  of  improvement  and  it  being 
right  to  protect,  in  that  case,  both  the  public  and  the  prior  patentee 
by  a  specific  reference  to  his  invention.  In  order  to  make  up 
one's  mind  whether  or  not  a  specific  reference  or  a  general  dis- 
claimer is  required,  you  must  to  a  certain  extent  endeavour  to 
grasp  what  is  the  invention  in  each  case.  .  .  .  When  (p.  125, 
1.  14)  it  was  suggested  to  Mr.  Gordon  by  the  Comptroller  that 
the  justice  of  the  case  would  be  met  by  incorporating  or  inserting 
as  a  disclaimer  the  substantial  words  of  the  claim,  he  objected  to 
it  on  the  ground  that  it  was  equivalent  to  a  specific  reference.  I 
do  not  think  that  is  so.  I  do  not  consider  that  a  statement  of 
public  knowledge  in  the  terms  of  the  claim  has  by  any  means 
the  same  effect  as  a  specific  reference.  It  seems  to  me  that  it 
then  becomes  a  statement  of  general  knowledge.  It  allows  no 
inference  that  the  ambit  of  invention  is  the  same  in  the  one  as  the 
other;  on  the  contrary,  it  leaves  the  question  of  invention  to  be 
detei  mined  from  the  consideration  of  that  which  the  earlier 
patentee  and  the  later  patentee  have  respectively  described. 
Therefore,  though  I  think,  as  I  have  said,  substantially  the  deci- 
sion of  the  ComptroUer  was  right,  I  think  he  was  wrong  in  insert- 
ing a  specific  reference  simply  to  the  number  and  name  of  the 
specification,  because  I  am  satisfied  that  there  is,  at  any  rate, 
ground  for  contending  that  the  inventions,  when  they  come  to  be 
understood,  are  very  different  inventions."  The  statement  in- 
serted was,  "  I  wish  it  to  be  understood  that  I  am  aware  that  it 
has  been  proposed  to  use,  &c."  (continuing  with  the  words  of  the 
earlier  claim),  "  and  I  declare  that  what  I  claim  is  .  .  r 

Sachsis  Application^  18  R.  P.  C.  221. 

The  applicant's  specification  containecf  three  claims.  Two  of  the 
claims  in  the  opponent's  earlier  specification  were  for  the  same 
invention  as  the  first  claim  of  the  applicant's.  The  third  claim  of 
the  applicant  could  not  be  supported  without  the  first.  The 
opponent  claimed  to  have  a  master  patent.  The  Comptroller 
ordered  the  insertion  of  a  general  disclaimer,  and  refiised  a 
specific  reference.  On  appeal,  the  Law  Officer  inserted  a  specific 
reference,  on  the  ground  that  the  earlier  patent  was  of  great  com- 
mercial importance,  and  the  applicant's,  when  amended,  had  only 
^  a  claim  for  a  minimum  of  invention. 

References  to  opponent's  specifications  not  published  at  the  date 
of  application,  are  not  on  the  same  footing  as  those  to  specifications 

L 
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which  have  already  been  made  pubh'c^  The  applicant's  specification 
must  be  construed  in  the  light  of  public  knowledge,  including  earlier 
published  specifications  when  proved  to  have  been  known.*  Hence 
a  mere  reference  to  earlier  specifications  without  disclaimer  is  sur- 
plusage, but  it  is  different  where  the  earlier  specification  referred  to 
was  not  common  knowledge  at  the  date  of  application. 

Some  Exceptional  Cases, 

If  the  applicant's  claim  does  not  include  the  invention  put  for- 
ward by  the  opponent,  no  hampering  of  his  trade  can  take  place,  and 
the  application  will  be  allowed  But  in  cases  of  doubt  references 
have  been  inserted ;  when  the  applicant's  claims,  as  originally  drafted, 
included  the  opponent's  invention,  amendments  were  made,  not 
only  in  excising  the  claims  which  included  the  opponent's,  but  in 
giving  specific  reference  to  the  earlier  patent.  The  reason  for  this 
course  was  given  by  Webster,  A.G.,  in  Neivinaris  Patent  (Na  i) 
(5  R.  P.  C.  277)  :— 

'^The  Law  Officers  have  always  recognized  that  where  there  is  an 
exbting  patent,  and  they  can  see  fair  ground  for  supposing  that 
the  construction  of  the  later  specification  would  interfere  with  the 
rights  of  the  existing  patent,  the  existing  patentee  is  entided  to  be 
protected." 

This  practice  is  supported  in  consideration  of  the  difficulty  in  con- 
struing the  claim  in  many  cases  depending  on  an  exhaustive  exami- 
nation into  the  knowledge  of  the  Art,'  for  which  the  procedure  before 
the  Comptroller  and  Law  Officers  is  not  adapted.^ 

Illustration. 

A  specification  was  for  certain  improvements  in  rock  drills.  To  show 
the  application  of  the  invention,  certain  drawings  were  given  in 
the  description,  but  were  not  included  in  the  claims.  These  parts 
formed  the  subject  of  a  claim  in  the  opponent's  earlier  patent 
The  Law  Officer  allowed  (subject  to  the  consent  of  the  opponent) 
the  sealing  with  a  disclaiming  clause  with  a  specific  reference ;  or,  if 
he  did  not  consent,  then  sealing  with  the  omission  of  the  descrip- 
tion of  the  earlier  invention.    The  opponent  adopted  the  latter 

>  Grtenhalgk's  App,,  14  R.  P.  C  388. 

•  Kingb^  Co,  V.  Anglo-American  Bntsh  Corporation ,  post ^  p.  340. 

s  See  ante,  pp.  86,  X3i. 

«  See  cases  cited,  post,  pp.  149,  15a 
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course,  and  the  parties  agreed  upon  the  form  of  the  amendment.^ 
Teagu^s  Patent,  Gr.  298. 

In  Ross's  Patent  (8  R.  C.  P.  477)  the  question  was  raised  whether 
an  opponent  could  succeed  on  two  earlier  specifications  by  showing 
that  by  putting  two  claims  together,  one  from  each,  the  applicant's 
invention  would  be  anticipated.  The  Attorney- General  alluded  to 
the  problem  in  the  following  terms : — 

"  This  is  a  case  of  some  difficulty,  and  it  involves  a  question  of  fact,  as 
well  as,  to  a  certain  extent,  a  rather  difficult  question  of  law.  It 
will  be  convenient,  I  think,  that  I  should  say  a  word  or  t>vo  o» 
the  question  of  law.  Mr.  Terrell'*  (who  appeared  for  the  oppo- 
nent) ''  does  not  produce  any  specification  which  identically  claims 
that  which  is  the  subject  of  Ros^s  first  claim ;  but  he  suggests  that 
by  putting  together  two  claims  in  the  specifications,  Nos.  10,084 
(1888)  and  2784  (1889),  he  anticipates  claim  i  of  Ros^s  speci- 
fication. WeU,  I  confess  I  should  require  a  very  clear  case  to 
stop  a  patent  on  such  a  ground.  It  by  no  means  follows  that  the 
combination  of  two  previous  arrangements  will  not  require  in- 
vention, and  although  I  do  not  lay  down  any  rule  that  where  you 
have  to  combine  and  piece  together  the  claims  in  the  two  specifi- 
cations, the  combination  cannot  amount  to  such  a  prior  claim  as 
would  prevent  a  subsequent  patent  being  sealed,  yet  having  regard 
to  the  direction  given  in  sect  11  (i),  I  think  it  would  require  a 
very  clear  case,  and  I  am  not  myself  satisfied  that  if  it  had  been 
the  only  objection  to  this  application,  I  could  have  entertained  the 
contention  of  Mr.  TerreWs  clients. 

It  is  submitted  that  the  true  test  in  such  a  case  is  whether  the 
monopoly  granted  by  the  applicant's  patent  would  prevent  the  oppo- 
nents from  manufacturing  the  inventions  claimed  in  the  earlier 
specifications.  If  the  applicant's  alleged  invention  be  merely  the 
combination  of  the  earlier  ones,  it  could  not  be  successfully  opposed ; 
but  if  in  addition  to  claims  for  the  new  combination  there  be  also 
claims  for  subordinate  int^ers,  one  of  which  is  identical  with  one  of 
the  earlier  inventions,  then  the  condition  of  successful  opposition  is 
fulfilled.  The  questions  whether  the  alleged  new  combination  is 
subject-matter,  or  would  be  an  infringement  of  the  earlier  claims 
to  its  subordinate  integers,  are  not  open  to  the  Comptroller  or  Law 
Officer. 

>  In  the  absence  of  agreement,  there  does  not  appear  to  be  power  to  require  nn  amendment 
{mU,  p.  103}. 
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Evidence. 

In  the  absence  of  any  evidence,  the  Comptroller  and  Law  Officer 
must  decide  the  issue  on  the  wording  of  the  specifications  alone.^ 
The  issue  always  is,  under  this  ground  of  objection,  whether  the 
applicant  claims  what  has  already  been  patented  by  being  included 
in  the  claims  of  the  earlier  specification.  The  validity  of  the  earlier 
specification  is  not  in  issue  at  alL  The  Comptroller  and  Law  Officer 
cannot  inquire  into  it,  hence  cannot  receive  evidence  as  to  allied 
disconformity  in  the  earlier  specification ;  for  the  purpose  it  is  pre- 
sumed to  be  a  good  patent^  In  the  case  of  disconformity  this  rule 
works  no  injustice  to  the  applicant,  for  the  publication  of  an  earlier 
specification,  although  disconforming,  would  equally  render  the 
applicant's  patent  invalid  for  want  of  novelty. 

On  the  other  hand,  it  is  material  to  inquire  into  the  knowledge 
of  the  art  at  the  dates  of  the  earlier  specifications,  in  order  to  ascer- 
tain the  true  construction  of  the  claim.  For  instance,  it  may  be  a 
claim  to  a  new  process,  and  the  specification  may  describe  one  form 
of  arrangement  or  mechanism  to  carry  out  that  process ;  or  the 
application  of  the  principles  involved  in  the  process  may  be  old, 
and  the  claim  necessarily  be  confined  to  the  precise  means  described 
of  carrying  it  out.  In  the  former  case  the  manufacture  which  is 
the  subject  of  the  patent  may  be  claimed  as  the  process,  and  there- 
fore include  equivalents  for  the  means  disclosed ; '  in  the  latter  the 
means  would  constitute  the  patented  manufacture,  and  the  claim 
would  include  only  equivalents  or  modifications  of  the  same  means. 
Hence  the  rule  obtains  that  an  opponent  seeking  to  include  in  the 
earlier  claim  more  than  the  actual  description  covers,  should  produce 
evidence  of  the  state  of  the  art  in  support  of  his  wider  claim.*  In 
Southwell  &  Head's  App.  (i6  R.  C.  P.  362),  Webster,  A.G.,  thus 
expresses  this  rule : — 

"  It  has  been  pointed  out  that  the  Comptroller  and  the  Law  Officer 
have  nothing  before  them  but  the  two  specifications.  It  seems  to 
me  that,  unless  the  parties  before  the  Comptroller  agree  on  a 

»  Southwell  ^9»  Heads  App.,  i6  R.  P,  C.  361. 

*  HaytkomwaiUs  App*^  7  R.  P.  C.  71. 

*  lliis  question  of  equivalents  is  open   to  the  Law  Officer :    Haythorrrwaite's  Afp'> 
7  R.  P.  C.  71 ;  Smiik's  App.,  13  R.  P.  C.  aoi. 

<  HUCs  App.,  ante,  p.  140;   SUlaff's  App.,  5  R,  P.  C.   487.     See  also  Stetts  Patent, 
»  R.  W  C.  237  (8). 
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state  of  knowledge  which  is  to  he  assumed  to  he  the  hasis  of  hoth 
inventions,  if  an  opponent  is  coming  to  say  that  a  claim  in  an 
earlier  patent  is  to  he  construed  as  heing  a  pioneer  or  master 
claim  to  such  an  extent  that  he  is  entitled  to  a  wide  construction 
for  the  purpose  of  stopping  future  patents,  he  is  hound  to  hring 
the  state  of  knowledge  hefore  the  Comptroller.  I  do  not  think 
that  any  person  who,  descrihing  in  specific  language  a  method  of 
arriving  at  a  given  end,  afterwards  seeks  to  say  that  the  language 
is  to  include  something  which  is  on  the  face  of  it  different,  can 
ask  the  Comptroller  so  to  act  without  clearly  estahlishing  that  for 
the  purpose  of  the  Comptroller's  decision  the  earlier  patent  is  to 
he  regarded  as  heing  a  master  patent.'' 

In  cases  in  which  difficult  scientific  issues  are  raised,  and  the 
evidence  is  necessarily  of  a  highly  technical  nature,  the  patent  is 
not  refused,  but  such  amendments  or  references  are  inserted  as  will 
best  protect  the  interests  of  both  parties.  The  Law  Officer  may,  if 
he  think  fit,  obtain  the  assistance  of  an  expert  {post^  p.  489)  ;  but 
this  course  has  been  rarely  if  ever  adopted.  These  difliculties  are 
illustrated  in  the  following  cases. 

lUustroHons. 
Pitfs  Patent,  5  R.  P.  C.  343. 

The  application  was  for  the  manufacture  {inter  alia)  of  a  certain  organic 
acid  and  dye  stuffs  therefrom. 

The  opponent  set  up  a  prior  patent  (No.  5846  of  1886),  alleging  that  an 
acid  therein  described  was  identical  with  the  applicant's  acid,  and 
consequently  the  dyes  were  identical  too. 

The  Comptroller  had  to  decide  whether  the  new  acid  of  the  applicant 
could  be  prepared  by  the  opponent's  process.  If  it  could,  then  the 
applicant  would  not  be  entitled  to  frame  his  claim  so  as  to  include 
the  new  acid  as  prepared.  It  was  admitted  that  the  new  acid, 
before  purification  by  the  opponent's  process,  was  a  mixture  of 
sulpho-acids.  No  mention  of  this  was  made  in  the  opponent's 
specification.  Conflicting  declarations  were  filed  as  to  the  pos- 
sibility of  obtaining  the  applicant's  acid  pure  by  the  opponent's 
process,  or  as  to  the  acid  being  mixed  with  others  and  inseparable 
according  to  the  opponent's  process. 

The  Comptroller  found  that  a  chemist  would  not  produce  the  acid  by 
working  according  to  opponent's  specification,  and  decided  to 
seal  the  applicant's  patent. 

On  appeal  to  the  Law  Officer  the  decision  was  upheld. 

The  Solicitor-General  said  that  he  would  have  spared  no  trouble  if  he 
could  arrive  at  a  juster  conclusion,  that  the  subject  was  exceedingly 
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difficult,  that  there  were  ample  opportunities  for  dedaratioDS, 
that  he  did  not  feel  he  could  deal  better  with  evidence  given  on 
cross-examination  than  with  the  declarations,  but  should  require 
an  expert*s  assistance.  "  There  would  be  exactly  the  same  con- 
troversy before  me,  and  that  controversy  is  one  which  I  do  not 
think,  as  Law  Officer,  dealing  with  the  preliminary  stage,  as  it 
were,  of  the  matter,  I  ought  to  take  upon  myself  to  decide."  He 
said  that  he  had  considered  the  declaration,  and  came  to  the  same 
conclusion  as  the  Comptroller.  **  But  I  cannot  say  that  in  these 
circumstances  I  should  be  justified,  with  very  scanty  scientific 
knowledge  of  my  own,  in  reversing  the  dectaon  of  the  Comp- 
troller-General, who,  in  his  turn,  of  course,  was  advised  by  those 
whose  duty  it  is  to  express  an  opinion,  and  to  advise  him  on  such 
subjects.**  ^ 

IaMs  Patent^  6  R.  P.  C.  548. 

The  application  was  for  a  patent  for  improvements  in  the  manufacture 
of  alphanaphthol  disulpho  acid,  and  in  the  production  of  colouring 
matters  therefrom.  The  grant  was  opposed  on  the  ground  of 
seven  earlier  patents.  The  sealing  was  allowed  by  the  Comp- 
troller with  a  disclaimer  embodying  a  description  of  the  process 
described  in  one  of  the  specifications  cited. 

The  Solicitor-General  declined  to  have  a  conflict  of  technical  evidence 
before  him  by  calling  one  expert  chemist  on  each  side.  He 
offered  to  allow  the  applicants  to  cross^xamine  the  opponent's 
declarants ;  or  would  call  in  an  expert  to  assist  him.  ''  Whatever 
advice  that  expert  gave  me  upon  the  matter,  it  would  have  to  be 
my  judgment,  and  the  responsibility  of  that  judgment  is  a  con- 
siderable one  in  a  case  of  this  character,  and  I  do  not  think  that, 
even  if  advised  by  an  expert,  I  should  consider  it  right,  in  view 
of  a  strongly  controverted  question  of  scientific  anticipation,  to 
decide  that  in  a  way  which  would  put  a  stop  to  the  patent  now 
asked  for."  In  the  end  the  Comptroller's  decision  was  upheld. 
Twenty  guineas  costs. 

Curtis  afid  AfidrFs  AppUcaHon^  9  R.  P.  C.  495. 

The  applicants'  specification  claimed — "(i)  The  manufacture  of  smoke- 
less gunpowder  consisting  of  a  nitrocellulose  base  composed  of 
soluble  and  insoluble  nitrated  cotton  in  combination  with  nitro- 
glycerine in  or  about  the  proportions  named  and  with  or  without 
modifying  agents,  substantially  as  set  forth.  (2)  In  the  manufac- 
ture of  nitroglycerine  explosives  suitable  for  firearms,  the  application 

>  The  appellant  was  entitled  to  a  rehearing,  and  to  have  witnesses  cross-examined.  The 
course  here  pursued  amounts  to  an  admission  that  in  difficult  cases  the  machinery  for  the 
administration  of  the  Act  is  unal)lc  to  discharge  the  duties  imposed  on  it  by  the  Legislature. 
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and  use  of  soluble  and  insoluble  nitrocellulose  in  or  about  the 
proportions  named  substantially  as  set  forth.''  The  opposition 
of  Messrs.  Lundholm  &»  Sayers^  was  based  upon  their  patent 
(No.  12,338  of  1889),  in  which  the  daim  was — "The  improve- 
ments in  the  manufacture  of  explosives,  consisting  in  combining 
nitroglycerine  with  so-called  insoluble  nitrocellulose  and  with  or 
without  soluble  nitrocellulose,  nitro-oxycellulose,  or  nitro-hydro- 
cellulose,  with  the  aid  of  heat  and  pressure  combined,  substantially 
as  hereinbefore  described." 

The  Comptroller  decided  to  seal  the  patent. 

For  the  opponents  it  was  argued  that  as  heat  and  pressure  were  not 
excluded  from  the  applicant's  process,  and  as  insoluble  nitro- 
cellulose had  commercially  a  certain  amount  of  the  soluble  with 
it,  it  was  possible  for  the  appUcants  to  claim  to  cover  their  product. 
The  applicants  contended  that  their  claim  was  confined  to  certain 
proportions,  two  of  soluble  to  one  of  guncotton,  and  that  it  was  a 
new  invention.  The  applicants'  specification  contained  a  distinct 
statement  that  their  proportions  produced  "a  product  differing 
materially  in  its  physical  qualities  from  the  use  of  one  variety  of 
nitrated  cotton  alone." 

The  Law  Officer  held  that  the  case  was  too  difficult  to  justify  a  refusal  of 
the  patent ;  that  the  opponents'  claim  was  for  a  combination  of 
nitroglycerine  and  insoluble  nitrocellulose,  the  presence  of  soluble 
not  being  in  the  claim ;  ^  that  the  applicants  must  so  4mend  as  to 
make  it  clear  that  their  claims  were  for  a  combination  of  soluble 
and  insoluble,  each  variety  as  pure  as  could  be  obtained. 

The  Act  of  1902. 

Under  the  Act  of  1902  it  appears  that  this  ground  of  opposition 
will  cease  to  be  of  as  much  importance  as  hitherto,  although  still 
existing.  For  under  sect,  i  (i)  (2)  {ante,  p.  116),  at  an  earlier 
stage  of  the  procedure  the  Comptroller  will  have  informed  the  appli- 
cant of  any  earlier  specifications  in  which  the  invention  claimed  by 
him  appears  to  have  been  claimed  or  described.  The  applicant  will 
have  an  opportunity  of  amending  his  specification  to  avoid  the 
alleged  anticipations.  As  has  been  pointed  out  {antey  p.  138),  this 
may  be  effected  either  by  altering  the  claims  to  avoid  the  earlier 
inventions,  or  by  the  insertion  of  a  specific  reference  to  the  earlier 
specifications.  In  the  majority  of  cases  the  former  method  will 
probably  be  adopted.    But  in  cases  in  which  the  applicant  does  not, 

^  A  simflar  view  was  taken  with  regard  to  Nohels  invention  by  the  House  of  Lords  in 
^oM\,  Anderson,  past,  p.  367. 
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on  scientific  grounds,  accept  the  view  that  his  invention  is  identical 
with  the  alleged  anticipation,  wholly  or  in  part,  a  reference  may  be 
framed  so  as  to  leave  the  question  an  open  one  for  future  decision 
in  the  High  Court. 

The  cases  which  will  create  most  difficulty  are  those  in  which 
the  applicant  has  reason  to  believe  that  the  earlier  anticipation  was 
a  failure — ^not  by  reason  merely  of  insufficient  description  as  to  the 
method  of  its  performance,  but  because  the  invention  itself  was 
incomplete,  through  the  omission  of  some  essential  feature  (see 
ante,  pp.  27,  36).    The  Comptroller  cannot,  it  appears,  inquire  into 
that  issue  {ante,  pp.  102,  127).    The  solution  of  this  difficulty  will 
depend  partly  on  the  true  construction  of  the  words  '^wholly  or  in 
part  claimed"  in  sect,  i  of  the  Act  of  1902.     If  "in  part"  means 
that  one  claim  out  of  several  of  the  applicant's  has  been  anticipated 
by  a  complete  earlier  invention,  there  will  only  remain  the  difficulty 
arising  from  the  inability  of  the  Comptroller  to  test  the  question 
of  success  or  failure  of  the  anticipation  ;  but  if  "  in  part  claimed  " 
includes  the  case  of  an  earlier  alleged  invention  only  partially 
carried  out,  and  therefore  misleading,  an  applicant  who  has  turned 
failure  into  success  will  be  required  to  give  references  to  earlier 
specifications  which  do  not  affect  the  validity  of  his  grant 

Third  Ground  of  Opposition. 

The  third  ground  of  opposition  is — 

III.  That  the  complete  speoifloatlon  describes  or  claims  an 
inyention  other  than  that  described  in  the  provisional  specifica- 
tion, and  that  such  other  invention  forms  the  sabject  of  as 
application  made  by  the  opponent  in  the  interral  between  leaving 
of  the  provisional  specification  and  the  leaving  of  the  complete 
specification.    (51  &  5a  Vict  c.  50,  s.  \ypost,  pp.  489,  520.) 

A  patent  will  be  invalid  if  the  complete  specification  claim 
something  that  is  not  included  in,  or  a  fair  development  of  the  in- 
vention as  described  in  the  provisional  Such  a  patent  would  fail 
on  the  ground  of  disconformity.  The  conditions  necessary  to  raise 
disconformity  have  been  discussed  {ante,  pp.  47,  64-72).  But  an 
opponent  has  no  power  to  rely  on  that  ground  except  in  the  case 
here  mentioned,  viz.  where  the  different  invention  that  constitutes 
the  disconformity  is  the  subject  of  an  application  for  a  patent  by 
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the  opponent,  after  the  date  of  the  applicant's  provisional  specifica- 
tion and  before  that  of  his  complete. 

The  rules  relating  to  the  tests  for  disconformity  in  questions  of 
validity  also  apply  to  proceedings  under  this  section.  In  Edwards's 
Patent  (11  R.  P.  C  463),  Reid^  S.G.,  expressed  the  rule  in  the 
following  terms : — 

"It  is  possible  that  the  language  of  the  Act  of  1888  may  not  be  very 
clear,  but  I  think  that  under  the  law  prior  to  the  Act  of  1888  an 
inventor  might  develop  his  invention  in  the  interval  between  the 
provisional  and  complete  specifications,  but  he  might  not  claim  a 
different,  or  other  invention  in  the  complete  specification,  and  it 
is  admitted  that  this  is  a  fair  development.  Sect.  4  of  the  Act  of 
1888  gives  a  new  ground  of  opposition,  provided  that  the  com- 
plete specification  describes  an  invention  other  than  that  described 
in  the  provisional  specification.  I  consider  that  this  does  not 
refer  to  a  mere  development ;  and  I  do  not  think  it  was  intended 
that  this  was  to  alter  or  limit  the  right  previously  existing." 

In  one  direction  the  rights  previously  existing  seem  to  be  limited. 
The  words  in  the  subsection  quoted  above  are  "  describes  or  claims," 
not  merely  "  describes  and  claims  an  invention."  For,  as  has  been 
already  pointed  out  {ante,  p.  64),  the  introduction  of  a  new  inven- 
tion, unless  claimed,  does  not  invalidate  because  it  does  not  extend 
to  monopoly,  and  therefore  cannot  interfere  with  manufacturers  or 
rival  inventors.  The  words  "describes  or  claims  an  invention" 
cannot  obviously  be  taken  in  their  widest  meaning,  or  "  describes 
...  an  invention  "  might  refer  to  auxiliary  matter  already  known  ; 
they  must  mean  "describes  ...  ^w  an  invention,"  and  refer  to 
descriptions  of  new  devices  which,  although  not  technically  claimed, 
would  mislead  the  public,  or  render  the  patent  invalid  on  the  ground 
of  ambiguity.  (For  an  illustration  of  such  an  ambiguity,  see  Osmond 
v.  Balmoral  Cycle  Co,,  post,  p.  418.)  A  specification  that  is  mislead- 
ing invalidates  the  patent  {ante,  pp.  59,  74).  Besides,  if  a  descrip- 
tion of  a  new  invention,  although  not  claimed,  were  allowed  in  the 
complete  specification  (which  would  not  be  invalidated  thereby)  an 
injustice,  or  at  least  embarrassment,  would  be  caused  to  a  rival 
inventor  who  devised  or  discovered  the  same  invention  at  an  earlier 
date  and  wished  to  patent  it. 

The  cases  under  this  head  of  opposition  are  no  exception  to  the 
general  rule  {ante,  p.  135),  that  in  cases  of  doubt  the  sealing  will  not 
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be  refused.  It  frequently  happens  that  an  oppcment  who  faOs  in 
his  opposition  on  the  third  ground  is,  when  he  has  filed  his  own 
complete  specification,  opposed  by  the  former  applicant  on  the 
ground  that  the  allied  new  invention  has  been  patented  oo  an 
application  of  prior  date.  Care  is  therefore  required  both  as  to 
allowing  mere  descriptions  of  alleged  disconforming  inventions  to 
be  inserted,^  or  references  to  an  earlier  patent,  the  specification  of 
which  was  not  published  at  the  date  of  the  application  for  the 
patent  in  question  ;  in  the  latter  case  the  proper  form  of  reference, 
if  one  be  required,  has  not  been  settled.^  The  object  is  to  secure 
the  later  patent  from  being  prejudiced,  should  the  earlier  prove  to 
be  invalid  for  disconformity. 

Where  an  applicant  discovers,  by  working  out  a  fair  development 
after  filing  his  provisional  specification,  that  the  ambit  of  his  inven- 
tion, if  claimed  as  described  in  the  provisional,  would  be  too  wide, 
he  may  cut  down  his  description  and  claims  in  the  complete  specifi- 
cation."  But  it  should  not  be  forgotten  that  where  the  alleged  fair 
development  constitutes  in  reality  the  whole  patentable  invention, 
by  reason  of  the  invention  as  described  in  the  provisional  being 
anticipated,  disconformity  will  ensue  (see  ante^  pp.  65, 71). 

lUustratiofu 

In  the  case  of  a  patent  for  "  improvements  in  treating  hides  and  skins,'' 
the  provisional  specification  described  a  method  of  treating  them 
with  formalin  to  produce  the  same  result  as  by  tanning,  and  also 
stated  that  in  some  cases  the  hides  and  skins  may  be  superficially 
tanned  or  treated  in  the  ordinary  way  with  bark  before  the 
application  of  formalin,  and  "  may  be  finished  by  any  suitable 
known  process  or  combination  of  processes.^  At  that  time  the 
inventor  believed  the  skins  would  be  leather  before  the  finishing 
process.  They  subsequently  discovered  that  their  process  was  not 
so  complete  as  this.  The  introduction  of  formalin  into  tanning 
operations  was  new.  Held^  that  a  claim  for  ''the  treating  of  hides 
and  skins  with  formalin  in  combination  with  the  treating  of  them 
with  tanning  {sic)  or  like  substances  substantially  as  hereinbefore 
described  "  was  a  fair  development.  Webster^  A.G.,  said  (p.  720), 
"  I  am  clearly  of  opinion  that  if  the  fair  development  shows  that 
the  invention  described  in  the  provisional  specification,  though 

>  Sec  BariUifs  App.,  9  R.  P.  C.  511. 

«  Gaunfs  &•  GreenhalgKs  Apps.,  14  R.  P.  C.  387. 

»  Millar  6*  Afilier's  Patent,  15  R.  P.  C.  720. 
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really  there,  would  be  too  widely  stated  if  the  claim  was  to  be 
repeated  in  the  form  in  which  the  invention  was  described  in  the 
provisional  specification,  it  is  within  the  rights  of  a  patentee  to 
cut  down  his  claim  as  well  as  to  cut  down  his  description.  In 
other  words,  the  object,  or  one  of  the  objects,  of  the  period  of 
time  allowed  under  the  Act  of  1852  and  the  Act  of  1883,  is  to 
meet  this  kind  of  difficulty,  namely,  the  case  of  that  which  was 
believed  to  be  an  invention  having  a  certain  ambit,  turning  out  to 
have  a  lesser  ambit  Of  course  the  patentee  must  not  go  outside 
the  four  comers  of  the  general  description  which  has  been  given 
in  the  provisional  specification."  MiUar  ^  Millef^s  Patent^  15 
R.  P.  C.  718. 

# 

In  deciding  cases  under  this  head  of  opposition,  it  is  necessary 
to  construe  the  provisional  specification.  The  rule  for  comparing 
the  specifications  to  ascertain  if  diseonformity  exist  is  given  ante, 
pp.  71,  72.  It  is  the  duty  of  the  Law  Officer  to  see  that  the 
applicant  does  not  construe  his  specification  to  mean  that  which  in 
fact  he  did  not  mean  when  writing  it ;  hence  evidence  such  as  the 
production  of  original  drawings  may  be  required.^ 

Appeal  to  the  Law  Officers, 

The  appellant  must  file,  within  fourteen  days  of  the  Comp- 
troller's decision,  in  the  Patent  Office  a  notice  of  his  intention  to 
appeal.'  In  cases  where  the  Comptroller  decides  to  seal  a  patent 
subject  to  amendments  being  made,  the  time  runs  from  when  the 
Comptroller  settles  the  specific  words  of  the  amendment,  instead  of 
the  date  of  the  actual  decision  to  allow  sealing.^ 

The  notice  must  state  the  nature  of  the  decision  appealed  against, 
and  whether  the  appeal  is  from  the  whole  or  part  only,  and  if  so, 
what  part  of  such  decision.*  If  the  Comptroller's  decision  be  against 
both  parties  and  one  only  appeals,  the  other  cannot  at  the  hearing 
reopen  that  part  of  the  decision  that  was  against  him ;  but  if  the 
notice  of  appeal  was  given  close  to  the  expiration  of  the  fourteen 
days,  the  time  can  be  extended  to  allow  of  a  counter  notice  being 
given.^  The  agent  of  the  applicant  may  sign  the  notice  on  his 
behalf.'    Where  the  notice  of  hearing  before  the  Comptroller  was 

»  Birfs  App„  per  WebsUr,  A.G.,  9  R.  P.  C.  491  (35). 

«  L.  O.  R.  I,  post^  p.  571.  »  Chandler^ s  Patent,  Gr.  27a 

*  L.  O.  R.  2,  post,  p.  571.  *  Bairstows  Patent,  5  R.  P.  C.  289. 

•  Anderson  6*  McKinnell,  Or.  L.  O.  C.  23. 
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duly  posted  and  miscarried,  and  consequently  the  latter  did  not 
appear,  a  rehearing  was  ordered  on  the  opponent  appealing  to  the 
Law  Officer  and  explaining  the  facts.^ 

Copies  of  the  notice  of  intention  to  appeal  must  be  sent  to  the 
Law  Officer's  clerk  at  room  549,  Royal  Courts  of  Justice,  to  the 
opponent,  and,  when  the  Comptroller  has  refused  to  seal  on  the 
ground  that  a  previous  application  is  pending,  to  the  prior  applicant' 
Although  not  so  required  by  the  rules,  when  the  opponent  appeab 
notice  will  be  given  to  the  applicant'  Notices  and  other  documents 
required  to  be  given  to  the  Law  Officer's  clerk  may  be  sent  by  post* 
On  the  notices  being  filed,  the  papers  in  the  matter  are  sent  to  the 
Law  Officer's  clerk.*^  No  appeal  shall  be  entertained  if  the  requi- 
site notice  be  not  given  within  fourteen  days,  unless  the  time  be 
extended  by  the  Comptroller,  or  by  special  leave  of  the  Law  Officer.^ 
In  a  case  in  which  the  respondent  (the  applicant)  did  not  appear  on 
the  appeal,  but  before  the  decision  was  given,  gave  a  satisfactory 
explanation  of  his  absence,  the  Law  Officer  allowed  a  rehearing  of 
the  appeal,  the  applicant  paying  the  costs  of  the  adjournment^ 
Where  an  opponent  gave  notice  of  appeal  and  did  not  appear, 
five  guineas  costs  were  given  to  applicant;'  and  where  an  applicant 
withdrew  his  appeal  after  giving  notice  to  his  opponent,  costs  were 
given  to  the  latter.*  Seven  days'  notice  of  the  time  and  place  of 
hearing  the  appeal  are  given  by  the  Law  Officer's  clerk,  unless  a 
shorter  time  be  allowed  by  special  leave  of  the  Law  Officer.^'  This 
notice  is  given  to  the  Comptroller  and  the  parties  entitled  to  have 
notice  of  the  intention  to  appeal.^^ 

Evidence, 

The  evidence  used  must  be  the  same  as  that  before  the  Comp- 
troller, unless  as  to  what  has  come  to  the  knowledge  of  either  party 
since  the  hearing,  or  unless  leave  be  given  by  the  Law  Officer  upon 
application  for  that  purpose.^*  Where  fraud  is  imputed,  an  extension 
of  time  will  not  be  allowed  to  the  opponent  to  adduce  evidence  in 


>    WarmarCs  App. ,  Gr.  L.  O.  C.  43. 
»  //ilfs  App.,  5  R.  P.  C.  601. 
»  L.  O.  R.4f  post,  p.  571- 
»  AinsToorfA's  Patint,  Gr.  269. 
•'Knights  App.,  Gr.  L.  O.  C.  35. 
"  L.  O.  R.  7*  post,  p.  571. 


•  L.  O.  R.  3,  post,  p.  571. 

•  L.  O.  R.  14.  past,  p.  572. 

•  L.  O.  R.  S^past,  p.  571- 

•  Dietx's  Patent,  6  R.  P.  C.  297. 
>•  L,  O.  R.  6,  post,  p.  571. 

»«  L.  O.  R.  8,  post^  p.  572. 


CH.  VIII.  EVIDENCE— COSTS.  157 

support  of  that  charge  after  he  has  failed  on  another  issue.^  But 
there  is  a  power  to  order  the  attendance  of  any  person  who  has 
made  a  declaration  in  order  to  be  cross-examined  upon  it ;  *  the 
party  requiring  the  attendance  has  to  provide  the  witness  with  con- 
duct money .^  The  Law  Officer  may  also  examine  witnesses  on 
oath,  and  make  orders  as  to  costs.^  The  Law  Officers,  in  cases  of 
doubt,  do  not  reverse  the  decision  of  the  Comptroller.' 

Appeals  are  rehearings,  but  should  not  therefore  be  encouraged, 
so  costs  as  a  general  rule  will  follow  the  event^  But  in  many  cases 
special  orders  are  made.  Costs  to  a  very  large  amount  to  cover  all 
expense  will  not  necessarily  be  given,  lest  appeals  be  discouraged.'' 
A  statement  of  the  amount  of  fees  paid  should  be  handed  in  at  the 
hearing,  so  that  the  proper  costs  may  be  allowed.^  The  Comptroller, 
in  the  absence  of  very  special  circumstances,  neither  pays  nor  re- 
ceives costs,® 

Costs  refused. 

Because  the  applicant's  specification  might,  in  its  original  form,  have 
misled  the  public.     Welch s  Patenty  Gr.  302. 

Where  the  declarations  of  the  successful  party  were  not  full  enough, 
and  therefore  cross-examination  became  necessary.  Andertotis 
Patent,  Gr.  L.  O.  C.  25. 

Where  applicant  departed  from  an  arrangement  made  before  the  Comp- 
troller.    Guest  6-  BarroTi/sApp.y  5  R.  P.  C.  316. 

If  the  costs  be  not  paid  within  fourteeri  days  (or  other  time 
allowed  by  the  Law  Officer)  after  they  have  been  ascertained  or 
fixed,  an  order  for  payment  may  be  applied  lor}^ 

The  persons  entitled  to  be  heard  in  opposition  before  the  Law 
Officers  are  the  same  as  those  so  entitled  before  the  Comptroller.^^ 
The  Law  Officers'  decision  as  to  what  persons  are  entitled  to  be 
heard  is  final" 

«  HuilCs  Patent,  Gr.  29a.  «  L.  O.  R.  9,  post,  p.  572. 

»  L.  O.  R.  10,  tost,  p.  572. 

*  Sect  38  of  Act  of  1883,  post,  p.  498 ;  L.  O.  R.  11,  post,  p.  572. 
»  Glossop's  Patent,  Gr.  285. 

•  Stubb's  Patent,  Gr.  298 ;  Anderton's  Patent,  Gr.  L.  O.  C.  23. 

»  Stuarts  App.,  9  R.  P.  C.  453.  ■  Suiajfs  App.^  s  R-  P-  C.  487. 

»  Lxike's  App.,  Gr.  L.  O.  C.  36. 

>•  U  O.  R.  12.  post,  p.  572 ;  Sect.  38  of  the  Act  of  1883,  post,  p.  4,8. 

"  Stewarts  App.,  13  R.  P.  C.  628. 

"  Sect  II  (3),  post,  p.  489 ;  and  The  Queen  v.  Comptroller-General,  16  R.  P.  C  242. 
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Sealing  of  the  Patent. 

In  the  absence  of  any  opposition^  or  after  the  determination  in 
favour  of  the  applicant,  the  patent  will  be  sealed.^  Where  the  sealing 
is  delayed  by  an  appeal  to  the  Law  Officer,  or  by  opposition  to 
the  grant,  the  patent  may  be  sealed  at  such  time  as  the  Law 
Officer  may  direct,  in  other  cases  within  fifteen  months  of  the  date 
of  application,  unless  the  time  be  extended  to  nineteen  months.^  If 
the  applicant  die  before  the  period  allowed  for  sealing  expire,  his 
l^al  personal  representative  may  have  the  patent  sealed  up  to 
twelve  months  after  the  death  of  the  applicant' 

In  the  case  of  Kitsotis  Patent^  7  R.  P.  C.  388,  there  was  a  delay  of 
nearly  a  year  from  the  date  of  opposition.  But  as  it  did  not 
appear  to  be  due  to  the  applicant  altogether,  and  as  the  decision 
did  not  rest  on  the  declanttions  that  were  delayed,  the  sealing 
was  allowed. 

In  A.  iSr*  B!s  Application^  13  R.  P.  C.  63,  there  was  a  delay  due  to  mere 
inadvertence  of  one  year  and  ten  months  in  complying  with  the 
Comptroller's  decision.  During  this  period  the  time  for  sealing 
expired.  As  the  delay  was  not  due  to  either  appeal  or  opposition, 
the  patent  could  not  be  sealed. 

In  A.  BJs  Applicatiofiy  19  R.  P.  C.  403,  556,  considerable  delay  was 
caused  by  the  parties  for  ulterior  purposes  (viz.  to  save  the  patent 
in  the  United  States) ;  opposition  was  filed  at  the  last  moment, 
and  extension  of  time  obtained  to  file  evidence,  but  none  was  filed, 
and  there  was  no  appearance  by  either  party  before  the  Comp- 
troller. An  appeal  was  lodged,  but  no  appearance  made  before 
the  Law  Officer.  He  held  he  had  no  jurisdiction  to  extend  the 
time,  the  delay  not  being  caused  by  opposition,  and  refused  to 
direct  the  patent  to  be  sealed. 

Contemporaneous  Applications, 

Many  of  these  cases  are  those  in  which  one  party  is  allied  to 
have  obtained  the  invention  from  the  other  (ante,  pp.  124—126) ;  or 
in  which  the  earlier  applicant,  having  secured  the  acceptance  of  his 
complete  specification,  opposes  the  grant  to  the  second  on  the  ground 
that  the  invention  was  patented  in  the  country  on  an  application  of 
prior  date  {ante^  p.  1 26)  \  or  in  which  the  earlier  applicant  is  opposed 

>  Sect.  19  of  Act  of  1883,  past,  p.  489. 

«  Sect.  3  of  Act  of  1885,  post,  p.  515. 

»  Sect.  12  of  Act  of  1883,  past,  p.  489 ;  and  sect.  3  of  Act  of  1885,  ^j/,  p.  515. 
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by  the  later  on  the  third  ground  of  opposition  {ante,  p.  152).  In  the 
second  class  of  cases  the  Comptroller  may,  on  the  application  of 
the  second  applicant  within  two  months  of  the  grant  to  the  earlier 
applicant,  decline  to  proceed  with  the  application  or  allow  the  sur- 
render of  the  patent  if  granted  thereon.^ 

But  if  the  second  applicant  secure  the  sealing  of  his  patent  first, 
the  Comptroller  may  seal  the  patent  of  an  earlier  applicant  for  the 
same  invention.^    The  parties  are  then  left  to  their  remedies  at  law. 

If  the  earlier  applicant  obtain  the  invention  in  fraud  of  the  later, 
who  is  the  true  and  first  inventor,  then  such  application  and  con- 
sequent publication  does  not  invalidate  the  patent  granted  to  the 
true  inventor*^  When  joint  inventors  file  a  provisional  specification 
and  subsequently  quarrel,  there  is  no  power  to  decide  between  them.^ 
In  a  case  in  which  the  inventor  was  one  of  joint  applicants,  the  other 
being  a  purchaser,  the  latter  obtained  an  injunction  restraining  the 
former  from  abandoning  the  application.^ 

*  Sect.  2  (5)  of  Act  of  1888,  poU,  pp.  487,  519.  «  Sect.  13  of  Act  of  1883,  post,  p.  490. 

*  Sect.  35  of  Act  of  1883,  post,  p.  498.  *  Apostoleff's  App„  13  R.  P.  C.  275. 

»  Wool,  6*^.f  Syndicate  v.  Riches,  19  R.  P.  C.  127. 
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CHAPTER   IX. 

AMENDMENT  OF  SPECIFICATIONS — CONVENTION  APPLICATIONS. 

Occasions  for  Amendment — General  Considerations,  p.  163 — ^Amendments 
refused,  p.  164 — Amendments  allowed,  p.  167 — Amendments  during 
Legal  Proceedings,  p.  17a — ^Terms  usually  imposed,  p.  174 — Illus- 
trations, p.  174 — Foreign  and  Colonial  Applications,  p.  176. 

Occasions  for  Amendment. 

There  are  four  stages  or  occasions  in  which  a  specification  may  be 
amended. 

1.  During  the  period  which  elapses  between  the  filing  and 

acceptance  of  the  complete  specification  at  the  instance 
of  the  Comptroller,  in  order  to  make  it  comply  with  the 
rules,  and  under  the  provisions  of  the  Act  of  1902. 

Amendments  of  this  class  have  been  discussed,  Ch.  VIL 

2.  After  filing  ^  of  the  complete  specification  at  the  request  of 

the  applicant  or  person  for  the  time  being  entitled  to  the 
benefit  of  the  patent  when  an  action  for  infringement,  or 
petition  for  revocation  is  not  pending. 

3.  In  cases  of  opposition  amendments  may  be  required  as  a  con- 

dition for  sealing. 

The  practice  in  such  cases  has  already  been  considered  under 
the  head  of  Opposition. 

4.  Amendments  may  be  made  when  an  action  for  infringement 

or  petition  for  revocation  is  pending. 
The  first  and  third  classes  of  amendments  have  already  been 
considered.     The  proceedings  with  respect  to  the  second  class  of 
amendments  is  regulated  by  Sect  18  of  the  Act  of  1883,  which  is 
in  the  following  terms  : — 

'  Jones's  Patent ^  Gr.  313. 


r 


CH.  IX.        AMENDMENT   UNDER  SECTION    i8.  i6i 

1 8.  (i)  An  applicant  or  a  patentee  may,  from  time  to  time,  by 
request  in  writing  left  at  the  Patent  Office,  seek  leave  to  amend  his 
specification,  including  drawings  forming  part  thereof,  by  way  of  dis- 
claimer, correction,  or  explanation,  stating  the  nature  of  such  amend* 
ment  and  his  reasons  for  the  same. 

The  term  "patentee"  includes  assignee  (see  sect,  ifi^post^  p.  502). 

The  request  for  leave  must  be  signed  by  the  applicant,  contain  an 
address  for  service  in  the  United  Kingdom,  and  be  accompanied 
by  a  duly  certified  copy  of  the  original  specification  and  draw- 
ings, showing  amendments  proposed  in  red  ink.  If  the  patent  be 
sealed,  the  request  must  contain  a  statement  that  no  action  for 
infringement  or  petition  for  revocation  is  pending  (Rule  42,  post^ 

P-  535). 

(2)  The  request  and  the  nature  of  such  proposed  amendment 
shall  be  advertised  in  the  prescribed  manner,  and  at  any  time  within 
one  month  from  its  first  advertisement  any  person  may  give  notice 
at  the  Patent  Oflfice  of  opposition  to  the  amendment 

The  request  and  nature  of  the  amendments  are  advertised  in  the  Patent 
Office  Journal,  and  as  the  Comptroller  may  otherwise  direct  (Rule 
42, /^j/,  p.  53S).  The  notice  of  opposition,  on  form  G,  must  give 
grounds  of  opposition,  an  address  for  service  of  the  opponent,  be 
signed  by  him,  and  be  accompanied  by  an  unstamped  copy  (Rule 
44, /^j/,  p.  536). 

(3)  When  such  notice  is  given  the  Comptroller  shall  give  notice 
of  the  opposition  to  the  person  making  the  request,  and  shall  hear 
and  decide  the  case  subject  to  an  appeal  to  the  Law  Officer. 

The  copy  of  the  opponent's  notice  is  sent  to  the  applicant  (Rule  44,/^?^/, 
p.  536).  The  evidence  is  by  declarations,  which  the  opponent 
leaves  at  the  Patent  Office,  and  of  which  he  gives  copies  to  the 
applicant  (Rule  4S,pos/,  536).  The  fiu'ther  proceedings  are  subject 
to  the  same  rules  as  in  cases  of  opposition  to  grants  (Rule  ^d^post^ 
536 ;  also  ante^  p.  118).  The  applicant,  if  successful,  must,  within 
a  time  named  by  the  Comptroller,  leave  at  the  Patent  Office  a 
new  specification  and  drawings  as  amended  (Rule  49, /^j/,  536). 
The  amendments  allowed  are  to  be  forthwith  advertised  (Rule  50, 
pf'st,  p.  536). 

To  "  hear  and  decide  "  involves  the  power,  in  cases  where  the  amend- 
ment is  opposed,  to  grant  subject  to  conditions — a  partial  grant 
{Hearsoffs  Patent,  Gr.  309).  But  a  monetary  allowance  to  the 
opponent  cannot  be  made  a  condition  of  allowing  an  amendment. 
Pietschmann^ s  Patent,  Gr.  314. 
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(4)  The  Law  Officer  shall  if  re  quired,  hear  the  person  making 
the  request  and  the  person  so  giving  notice,  and  being  in  the  opinion 
of  the  Law  Officer  entitled  to  be  heard  in  opposition  to  the  request, 
and  shall  determine  whether  and  subject  to  what  conditions,  if  any, 
the  amendment  ought  to  be  allowed. 

Before  an  action  had  terminated,  the  applicants  obtained  leave  to  amend 
under  sect.  19.  They  applied  for  certain  amendments  on  the  7th 
of  March.  The  action  was  discontinued  prior  to  the  9th  of  Ajml. 
On  the  9th  of  April  a  second  application  was  made  for  the  same 
amendments,  and  the  former  application  was  withdrawn  on  the 
3oth  of  April.  The  opponents  (who  were  defendants  in  the  action) 
had  incurred  costs  as  to  the  earlier  application,  and  asked  for  them 
to  be  refunded  as  a  condition  of  the  amendment  being  allowed. 
Held  by  Clarke^  S.G.,  that,  although  the  patent  as  amended  would 
conflict  with  the  earlier  ones  relied  on,  the  amendment  should  be 
allowed,  because  (i)  the  claim  was  narrower  and  not  larger  than 
oi'  different  from  its  earlier  form ;  and  (2)  the  opponents  had  no 
interest  in  the  earlier  patents  which  had  expired.^  The  proceed- 
ings in  the  action  could  not  be  considered  as  r^ards  costs.  Belts 
Patmt,  Gr.  L.  O.  C  11. 

In  the  applicants'  patent  there  were  two  distinct  claims.  One  proved 
to  be  invalid.  The  applicants  requested  to  amend  by  disclaiming 
the  invalid  claim,  but  through  an  inadvertence  the  matter  was  not 
proceeded  with.  Three  years  later  they  again  applied.  Their  op- 
ponents had  infringed  the  valid  claim,  relying  on  invalidity  due 
to  the  second  claim ;  they  asked  for  terms  to  be  imposed  on  ac- 
count of  the  delay.  Held  that,  in  view  of  the  protection  afforded 
by  sect,  ao,  there  were  no  special  circumstances  justifying  the  im- 
position of  terais.     AifiswortKs  Patent^  13  R.  P.  C.  76. 

No  conditions  will  be  imposed  on  disclaiming  a  number  of  invalid 
claims  (even  late  in  the  life  of  a  patent)  unless  it  be  proved  that 
the  applicant,  by  his  conduct,  induced  the  opponent  to  treat  the 
patent  as  invalid.    Allison's  Patent^  15  R.  P.  C  411. 

(5)  Where  no  notice  of  opposition  is  given,  or  the  person  so 
giving  notice  does  not  appear,  the  Comptroller  shall  determine 
whether  and  subject  to  what  conditions,  if  any,  the  amendment  ought 
to  be  allowed. 

(6)  When  leave  to  amend  is  refused  by  the  Comptroller,  the 
person  making  the  request  may  appeal  from  his  decision  to  the  Law 
Officer. 

*  As  to  this  ground  see  now  ante^  pp.  126,  128. 
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(7)  The  Law  Officer  shall,  if  required,  hear  the  person  making 
the  request  and  the  Comptroller,  and  may  make  an  order  determin- 
ing whether,  and  subject  to  what  conditions,  if  any,  the  amendment 
ought  to  be  allowed. 

(8)  No  amendment  shall  be  allowed  that  would  make  the  speci- 
fication, as  amended,  claim  an  invention  substantially  larger  than 
or  substantially  different  from  the  invention  claimed  by  the  specifi- 
cation as  it  stood  before  amendment 

(9)  Leave  to  amend  shall  be  conclusive  as  to  the  right  of  the 
party  to  make  the  amendment  allowed,  except  in  case  of  fraud ;  and 
the  amendment  shall  in  all  Courts  and  for  all  purposes  be  deemed 
to  form  part  of  the  specification. 

See  Moser  v.  Marsden  and  notes  thereto, /^j/,  p.  374. 

(10)  The  foregoing  provisions  of  this  section  do  not  apply  when, 
and  so  long  as  any  action  for  infringement  or  proceeding  far  revo- 
cation of  a  patent  is  pending. 

The  words  in  italics,  by  sect.  5  of  the  Act  of  1888,  are  substituted  for 
"  other  legal  proceeding  in  relation  to." 

"  Pending  "  means  pending  in  the  High  Court,  and  does  not  include 
appeals.  Cropper  v.  Smithy  1  R.  P.  C.  254.  A  petition  for 
revocation  is  not "  pending  "  if  presented  in  the  interval  between 
the  application  to  amend  and  the  hearing  by  the  Comptroller. 
Woolfi  V.  AuL  Picture  Gallery,  Ltd.,  20  R.  P.  C.  177. 

General  Considerations, 

It  is  the  persons  for  the  time  being  entitled  to  the  benefit  of  the 
patent  who  are  authorized  to  apply  to  amend.^  Amendments  may 
be  made  from  time  to  time,  but  second  applications  are  not  en- 
couraged ;  ^  so,  when  an  amendment  was  refused,  and  the  applicant 
did  not  appeal,  the  Law  Officer,  on  hearing  an  appeal  two  years 
afterwards  on  a  second  application,  refused  it  on  the  ground  that 
the  amendment  was  practically  the  same  as  the  earlier  one  refused 
by  the  Comptroller.®  So  when  the  application  is  made  late  in  the 
life  of  the  patent,  the  proposed  amendments  must  be  critically  ex- 
amined, lest  fresh  knowledge  be  imported,^  or  lest  an  insufficient 

»  Sect  46  of  Act  of  1883,  post,  p.  502 ;  Church's  Patent,  3  R.  P.  C.  100. 

«  Haddan's  Patent,  Gr.  L.  O.  C.  13. 

»  Arnolds  Patent,  Gr.  L.  O.  C.  6. 

«  Bech  6»  Justice's  Patent,  Gr.  L.  O.  C.  10. 
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description  be  made  sufficient  after  the  public  had  relied  on  the  in- 
sufficiency as  a  ground  of  invalidity,  the  object  o{  the  amendments 
being  to  make  the  patentee's  meaning  clear.^ 

Illusiratums, 
Amendments  refused. 

In  a  specification  for  '*  improvements  in  nozzles  for  the  escape  of  steam 
or  gas  under  pressure,"  no  mention  was  made  of  gas-engines.  An 
amendment  was  refused  relating  to  the  proper  size  of  the  chamber 
in  the  case  of  gas-engines,  which  were  not  mentioned  in  the  original 
specification.     Beck  ^  Justices  Patent^  Gr.  L.  O.  C.  lo. 

A  specification  for  "  improvements  in  the  manufacture  of  castings  from 
wrought  iron  and  steel"  contained  directions  for  the  introduction 
of  aluminium  into  the  metal  shortly  before  it  was  poured  out,  and 
contained  a  statement  that  this  "  addidon  might,  however,  be  made 
earlier."  It  was  proposed  to  strike  out  these  words  and  insert  a 
long  statement  explaining  the  action  of  the  aluminium  in  lowering 
the  melting-point.  In  refusing  the  insertion  of  the  new  matter, 
Webster^  A.G.,  said  :  "  If  the  putting  in  the  aluminium  into  the 
molten  iron  or  steel  was  the  proper  subject-matter  of  an  in- 
vention, and  was  not  a  mere  example  of  a  known  scientific  £Eict,as 
far  as  I  can  judge,  the  specification  sufficiently  describes  and  claims 
the  invention,  but  under  any  circumstances,  whether  that  be  so  or 
not,  it  is  the  duty  of  the  patentee  to  fulfil  the  condition  of  the 
patent,  and  to  file  a  proper  and  sufficient  specification.  Of  course, 
I  am  well  aware  that  when  a  disclaimer  is  required  it  is  because 
there  is  a  defect  on  the  face  of  the  specification,  but  in  my  opinion 
that  defect  must  be  one  which  must  be  consistent  with  the  patentee 
intending  to  fulfil  the  condition  of  the  grant  by  properly  describ- 
ing his  invention,  and  I  cannot  see,  if  that  condition  is  hilfilled  in 
this  case,  that  the  amendment  is  required."  Nordenfelfs  Paient^ 
Gr.  L.  O.  C.  21. 

Heath  6^  Frost  applied  for  a  patent  for  "  an  improved  method  of  blast- 
ing and  shot-firing  in  mines."  The  provisional  described  the  ad- 
vantages of  the  new  cartridge  —  dynamite  preferably  used — the 
charge  was  enclosed  "  in  a  case  surrounded  by  a  water-tight  cart- 
ridge containing  water  and  sealed  up."  The  complete  described 
two  cases — the  inner  and  outer ;  the  former  could  be  dispensed 
with  when  dynamite  impervious  to  water  was  used.  The  first  claim 
was  for  "  the  construction  of  a  simple  and  practicable  water-tight 
cartridge  for  blasting  purposes,  in  which  the  explosive  substance 
is  entirely  surrounded  by  and  in  immediate  contact  with  water,  sub 
stantially  as  and  for  the  purposes  hereinbefore  described,  set  forth, 

»  Johnsons  Patent,  13  R.  P.  C.  65o ;  Xordenfdfs  Paten%  Gr,  L.  O.  C.  2a 
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and  fully  illustrated,  &c/'  Opposition  to  the  grant  was  entered  by 
Settle^  on  the  ground  of  a  previous  patent  of  his  own.  This  in- 
vention was  a  blasting  cartridge  with  a  double  case,  in  which  water 
was  put  to  extinguish  the  flame  of  explosion.  An  application  was 
then  made  by  Heath  &*  Frost  to  amend  by  confining  the  first 
claim  to  a  cartridge  without  an  inner  case,  and  by  striking  out  the 
other  claims.  The  grounds  of  opposition  to  the  amendments 
were :  (i)  that  they  would  make  it  a  different  invention,  (2)  would 
introduce  disconformity,  and  (3)  the  amended  claim  would  be  one 
for  Settles  invention.  The  application  for  amendment  was  heard 
first  by  arrangement.  The  amendment  was  refused  on  the  ground 
that  the  invention  would  be  substantially  different  from  that  in  the 
original  specification.  The  case  for  opposition  was  then  heard. 
Sealing  was  refused  on  the  ground  that  the  inventions  were  sub- 
stantially the  same,  the  use  of  the  inner  case  being  immaterial. 
Heath  6r»  Frosts  App,,  Gr.  310. 

The  invention  was  to  support  the  top  clearing  rollers  in  spinning 
machinery  to  prevent  them  from  rolling  off.  Pivots  from  the 
centres  of  the  clearers  rested  on  inclined  bearers.  "  The  said 
bearers  may  either  be  fixed  to  any  hook,  or  they  may  be  attached 
to  any  other  fixing  or  part  of  the  frame,  in  which  case  they  form 
adjustable  inclined  planes."  The  claim  was  for  the  "  inclined 
bearers  or  supports,  &c."  One  amendment  asked  for  was  the  in- 
sertion of  the  word  "  adjustable  "  before  "  bearer  "  or  "  bearers  " 
throughout  the  specification ;  it  was  refused,  as  it  would  enlarge 
the  claim.     Walker's  Patent,  Gr.  L.  O.  C.  22. 

It  was  sought  by  amendments  to  introduce  a  long  description  of  details 
(by  way  of  further  explanation)  in  carrying  out  an  invention  for 
printing  floor-cloths,  by  movement  of  blocks  across  the  piece.  The 
amendments  were  not  allowed,  because,  if  the  patent  were  good  and 
the  specification  sufficient,  they  were  unnecessary  for  the  protection 
of  the  patentee,  and  the  insertion  of  such  detailed  explanation 
might  lead  a  reader  to  construe  the  claim  as  for  such  detailed 
means  of  carrying  out  the  new  process.  Webster^  A.G.,  thought 
(p.  445  (30))  that  it  was  "  going  too  far  to  say  that  .  .  .  where  a 
patentee  has  chosen  to  claim  an  improved  method  apart  from 
particular  means,  you  can  allow  him  practically  to  rewrite  his 
specification  by  inserting  all  the  particular  means  with  consider- 
able doubt  as  to  whether  they  would  not  be  made  the  subject  of  a 
claim."    Nairfts  Patent^  8  R.  P.  C.  444. 

Parkinsoiis  Patent,  13  R.  P.  C.  509. 

A  patent  (No.  4176  of  1890)  was  granted  to  Messrs.  Parkinson  for 
"  improvements  in  or  relating  to  sieves,  applicable  for  purifying, 
grading,  or  separating  grain  and  other  substances."  The  invention 
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consisted  in  an  oscillating  sieve,  of  which  a  comparatively  narrow 
portion  was  used  for  sieving,  and  the  remainder  formed  sur&ces 
upon  which  the  dust  fell  when  no  longer  carried  upwards  by  the 
air  on  expanding  after  passing  through  the  sieve.  A  hood  or  de- 
flector, situated  above  and  over  the  sieve,  also  received  the  dust 
The  first  three  claims  were  for  the  combination  of  sieve  and  nde 
depositing  surfaces — the  former  tapering  or  parallel,  and  the  latter 
fixed  or  moving  with  the  sieve.  The  fourth  claim  was  for  the 
combination  of  sieve,  surfaces,  and  deflector  or  hood  over  die 
sieve. 

The  House  of  Lords  had  decided,  in  Parkimon  v.  ^mon  (la  R.  P.  C. 
403)  that  the  first  three  claims  were  too  wide,  and  the  patent  was 
therefore  invalid. 

The  amendments  proposed  were :  (i)  the  insertion  of  a  disclaiming  note, 
viz.  *'  We  do  not  desire  to  claim  broadly  the  use  of  narrow  sieves 
and  side  deposit  surfaces,  but  we  desire  to  confine  our  claims  to 
apparatus  in  which  narrow  sieves  and  side  deposit  surfaces  are 
arranged  in  combination  with  the  other  portions  of  the  apparatus 
substantially  in  the  manner  hereinbefore  described,  so  as  practi- 
cally to  free  the  escaping  air  from  particles  of  dust ; "  (2)  to  amend 
the  first  three  claims  so  as  to  bring  each  of  them  *'  subject  to  the 
disclaiming  note.'* 

Simon  opposed  on  several  grounds. 

The  Chief  Examiner  held  (as  deputy  Comptroller)  that  the  main  features 
in  the  claims  remained  the  same,  that  the  effect  of  the  amendments 
was  to  narrow  the  claims  to  those  of  the  general  class  of  apparatus 
such  as  described,  and  to  those  members  of  that  class  in  which  the 
"  other  portions  "  were  the  same,  and  dustlessness  was  secured ; 
he  allowed  the  amendments. 

On  appeal  to  the  Law  Officer,  this  decision  was  reversed. 

Fiftlay^S.G.  (p.  513) :  "It  appears  to  me  that  this  amendment  ought  not 
to  be  allowed,  and  that  I  must  reverse  the  decision  of  the  Comp- 
troller in  this  matter,  and  for  these  reasons :  To  my  mind,  the 
specification,  as  amended,  if  this  application  were  allowed,  would 
be  for  something  substantially  different  from  what  the  patent  origi- 
nally claimed.  The  House  of  Lords  has  decided  that  what  these 
three  first  claims  mean  is  this  —  the  patentee  claims  the  com- 
bination of  sieve  with  the  side  deposit  surfaces,  tapering  or  not 
tapering.  That  is  the  effect  of  these  claims.  What  would  be  t)  e 
effect  of  the  patent  as  amended  ?  It  would  be  really  for  a  new 
combination,  for  the  combination  of  the  sieve  and  the  side  deposit 
surfaces  with  the  other  parts  of  the  apparatus  indicated  by  the 
words  in  the  proposed  amendment,  *  other  portions  of  the  ap- 
paratus substantially  in  the  manner  hereinbefore  described,  so  as 
practically  to  free  the  escaping  air  from  particles  of  dust.'  That 
may  or  may  not  be  a  good  claim ;  but,  to  my  mind,  it  is  perfectly 
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impassible  to  say  that  it  is  not  substantially  different  from  the 
naked  claim  contained  in  the  first  three  claims  of  the  original 
patent  for  the  combination  of  the  sieve  with  the  side  deposit 
surfaces.  There  is,  further,  to  my  mind,  this  objection — that  it 
seems  to  me,  having  regard  to  the  wording  of  the  amendment,  it 
is  very  much  claiming  the  discovery  of  a  new  advantage  in  an 
old  apparatus ;  because  I  do  not  find  in  the  specification  any  other 
portions  of  the  apparatus  which  can  be  referred  to  there  unless  it 
be  the  deflector.  Well,  if  it  is  the  deflector  that  is  referred  to,  that 
is  the  fourth  claim,  and  obviously  the  first  three  claims  should 
not  be  allowed  so  as  to  put  forward  that  claim  in  another  form." 

Amendments  allowed. 

A  patent  was  for  "  the  use  of  earthenware  pipes  of  novel  form  in  the 
place  of  brickwork  or  other  material  in  the  formation  of  self-flush- 
ing water-closets."  The  claim  mentioned  the  "  use  of  pipes  of 
novel  form."  The  proposed  amendments  consisted  in  the  omission 
of  the  words  "  of  novel  form  "  from  the  title  and  the  insertion  of 
a  disclaimer  as  to  novelty  in  the  form  of  the  pipes,  and  to  alter  the 
claim  to  one  for  an  arrangement  of  pipes  '*  of  the  above  form." 
The  application  was  opposed  on  the  ground  that  the  amendments 
would  enlarge  the  invention.  The  applicant  declared  he  had 
framed  the  specification  in  good  faith,  but  had  inadvertently 
claimed  the  form.  On  considering  the  whole  specification  and 
declarations,  the  Law  Officer  considered  that  the  claim  was  one 
substantially  for  the  arrangement  of  the  pipes  in  combination.  He 
therefore  allowed  the  amendments.  Alleris  Patent^  Gr.  L.  O.  C.  3. 

A  specification  described  an  invention  of  improvements  in  moulds  for 
cooling  and  discharging  slag.  The  core  of  the  mould  was  shown 
so  constructed  as  to  be  angular  or  wedge-shaped  on  one  side  and 
rounded  on  the  other.  That  form  was  "  preferred,"  but  the  claim 
was  only  for  the  wedge  shape.  Amendments  were  proposed  to 
confine  the  claim  to  the  preferred  form,  wedge-shaped  on  one  side 
and  rounded  on  the  other.  Held  by  the  Law  Officer  that  the 
amended  claim  was  one  for  a  part  (a  particular  form)  of  the 
original  invention  claimed,  and  was  not  for  an  invention  different 
from  that  originally  claimed.     Cochranis  Patent^  Gr.  304. 

In  CheesbrougKs  Patent  {post^  p.  297)  certain  words  were  allowed  to  be 
struck  out  from  the  title.  Some  of  these  {i.e. "  purifying  the  same") 
were  not  advertised  as  part  of  the  proposed  amendment.  On 
appeal  to  the  Law  Officer,  the  opponent  objected  to  such  being 
struck  out,  as  they  were  not  advertised.  But  the  Law  Officer 
allowed  the  amendment,  because  (i)  the  opponent  consented  to  it 
before  the  Comptroller ;  and  (2)  it  did  not  enlarge,  but  narrowed, 
the  invention  claimed.     CheeshraugHs  Patent^  Gr.  303. 
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ApplicaHms  allowed  in  Part 
Hampton  6*  Facers  Patent^  Gr.  L.  O.  C.  13. 

The  specification  of  a  patent  (No.  8981  of  1885)  for  "  improvements  in 
the  method  of  casting  steel  ingots  "  described  a  method  of  casting 
by  conveying  the  metal  in  channels  (shown  covered  in)  to  the 
centre  of  each  mould.  The  advantage  of  using  a  cover  was 
alleged  to  be  the  exclusion  of  air.  Suitable  conduits,  either 
"  covered  or  uncovered^  might  be  employed."  The  first  claim  was 
in  the  following  terms :  "  In  casting  a  number  of  steel  ingots 
sunultaneously  and  in  groups,  directing  the  molten  metal  from  a 
central  or  common  gate  or  opening,  by  means  of  gutters  or 
passages,  to  holes  or  inlets  situated  centrally  over  each  ingot 
mould  in  the  group,  whereby  the  metal  is  poured  into  the  centre 
of  each  mould  substantially  as'described  and  shown." 

The  amendments  asked  for  were :  (i)  the  excision  of  the  statement  that 
the  object  of  the  invention  was  simultaneous  casting  in  several 
moulds ;  (3)  the  insertion  of  a  statement  that  no  separate  claim 
was  made  to  directing  the  metal  to  the  centre  of  the  moulds ; 
(3)  striking  out  the  statement  that  '*  uncovered  "  passages  might  be 
used ;  (4)  by  the  insertion  of  the  following  passage  before  the 
claims  :  "  We  are  aware  that  the  casting  of  steel  ingots  simultane- 
ously through  centrally  situated  nozzles  or  outlets  is  not  new,  as 
such  simultaneous  casting  has  been  already  put  in  practice  with 
the  aid  of  ladles,  or  open  intermediate  receivers  held  above  or 
resting  upon  the  moulds,  and  having  a  niunber  of  nozzles  or  out- 
lets through  which  a  number  of  moulds  were  filled  simultaneously," 
&C.  (the  second  part  of  the  suggested  paragraph  alleged  that 
the  said  intermediate  receivers  had  the  disadvantage  of  exposing 
the  metal  to  the  atmosphere) ;  and  (5)  by  amending  the  claim  so 
that  it  read  as  follows :  ''  In  casting  a  number  of  steel  ingots 
simultaneously  and  in  groups,  directing  the  molten  metal  from  a 
central  or  common  gate  or  opening,  by  means  of  covered  in  ^  gutters 
or  passages,  to  holes  or  inlets  situated  centrally  over  each  ingot 
mould  in  the  group,  whereby  the  metal  is  led  through  covered 

passages  to^  the  centre  of  each  mould  substantially  as  described 
and  shown." 

Hfeliingop^osed^  on  the  ground  that  the  amendments  would  prejudicially 
affect  his  rights  under  Patent  13022  of  1884,  which  was  of  ten 
months'  earlier  date,  in  which  he  claimed  casting  clusters  of  ingots 
by  means  of  an  intermediate  receiver  running  centrally  into  the 
moulds. 

The  Comptroller  allowed  all  the  amendments  except  the  second  part  of 

>  These  words  were  inserted  by  the  amendment. 
*  These  words  were  substituted  for  "poured  into." 
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the  fourth.  This  was  refused,  because  it  reflected  on  Md&ngs 
patent,  and  there  was  no  evidence  that  the  earlier  patent  had  the 
allied  disadvantages. 

On  appeal,  the  applicants  were  not  allowed  to  file  sudi  evidence,  having 
accepted  the  decision. 

The  Law  Officer  struck  out  the  first  part  of  the  fourth  amendment,  and 
substituted  the  words :  "  We  do  not  claim  the  casting  of  steel 
ingots  simultaneously  through  centrally  situated  nozzles  or  out- 
lets."   No  costs  to  either  side. 

SerretTs  Patent,  6  R.  P.  C  loi. 

A  patent  (No.  14983  of  1886)  was  granted  for  the  *' application  of  a 
solenoid  for  reinforcing  electrical  contacts."  The  invention  was 
described  as  consisting  *'  in  reinforcing  the  actual  OHitact  between 
two  contact-pieces  of  an  electric  circuit,  by  means  of  a  solenoid." 

The  drawings  showed  a  contact  consisting  of  one  part  movable  hori- 
zontally, to  which  was  attached  an  arm,  bearing  on  its  end  a 
contact  surface,  C,  rounded  (in  section)  in  an  arc  of  about  60°. 
The  other  surface,  C,  was  semicircular  in  section,  and  attached 
to  the  end  of  an  arm  hinged  and  pressing  against  a  spring.  On 
the  arm  being  moved  horizontally,  the  first  quadrant,  C,  rubbed 
against  the  second  arm,  the  round  contact-pieces,  CC,  sliding 
against  each  other.  The  solenoid,  X,  surrounded  part  of  the  hori- 
zontal p>art,  so  that  when  the  current  began  to  pass  the  solenoid 
drew  the  sliding  part  closer  against  the  hinged  portion. 

The  claim  was  for  "  the  emplo3rment  of  a  solenoid  X  and  core  A,  for 
the  purpose  of  reinforcing  the  contact  between  the  contact-pieces 
CC  of  an  electrical  circuit." 

Amendments  were  asked  to  {a)  alter  the  title  to  "  Improvements  in 
electrical  contact  devices ;  (b)  to  describe  the  invention  as  "  an 
improved  electrical  contact  device,  the  main  purpose  of  which  is 
to  keep  the  contact-pieces  clean ; "  and  (^)  to  alter  the  claim  to 
"  the  production  of  a  scraping,  and  consequently  cleaning,  motion 
between  the  contact-pieces  CC,  by  means  of  magnetic  attraction 
created  by  the  current  passing  between  them,  after  said  contact- 
pieces  have  been  made  to  touch  in  any  known  manner." 

The  amendments  as  proposed  were  refused  by  the  Comptroller  and  La^ 
Officer.  The  Law  Officer  permitted  the  insertion  of  the  words 
"  in  the  manner  hereinafter  described  "  after  the  words  "  by  means 
of  a  solenoid "  {supr(C),  and  the  variation  of  the  claim  so  that 
it  should  read,  "  The  employment  of  a  solenoid  X  and  core  A 
for  reinforcing  the  contact  between  the  contact-pieces  CC'ofan 
electrical  circuit  in  the  manner  hereinbefore  described." 

WebsttTy  A.G. :  "  I  think  it  would  be  beyond  what  is  intended  by  the 
power  of  amendment  under  the  Act  of  1883,  that  there  being  a 
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distinct  and  specific  daim  to  the  operation  of  what  is  believed  to 
be  new,  and  there  being  no  claim  to  the  minor  arrangement  of  the 
contact-pieces,  the  patentee  should  be  allowed  to  strike  out  the 
whole  of  his  claim,  and  insert  an  independent  claim  to  a  sub- 
ordinate part.  It  is  said  this  is  justified  on  the  ground  that  the 
patentee  is  afraid  the  patent  would  be  held  invalid,  because  Hedges y 
in  a  previous  specification "  (No.  719  of  1883)  "has  disclosed  a 
method  of  reinforcing  the  contact  by  the  action  of  a  solenoid.  As 
to  that  no  amendment  would  make  the  claim  good,  and  at  any 
rate  it  is  not  the  proper  form  of  amendment  to  effect  that  purpose. 
The  only  way  of  dealing  with  it  would  be  by,  on  the  face  of  it,  dis- 
claiming what  I  may  call  the  general  use  of  solenoids  and  cores, 
and  applying  it  to  the  particular  mode  herein  described.  It  is  for 
that  reason,  and  because  I  think  no  harm  will  be  done  to  the 
public,  that  I  am  willing,  as  part  of  my  judgment,  to  allow  the  ap- 
plicant to  have  a  disclaimer  in  the  form  I  have  already  indicated." 

Johnsatis  Patent y  13  R.  P.  C.  659. 

The  specification  (No.  6626  of  1885)  was  for  the  manufacture  of  sac- 
charine. The  specification  described  this  new  sweet  compound 
as  '*  anhydro-ortho-sulphamine  benzoic  acid  "  or  "  benzoic  sulphi- 
nide,"  and  the  inventors  called  it  saccharine. 

Two  methods  of  manufacture  were  described.  The  first  consisted  in 
converting,  by  a  series  of  reactions,  a  mixture  of  two  isomeric 
toluene-monosulphonic  acids  into  the  corresponding  isomeric 
ortho-  and  para-sulphochlorides.  The  para  compound  was  a  solid, 
and  was  separated  by  means  of  a  centrifugal  machine.  Directions 
were  given  for  removing  "  the  last  traces  "  of  it  by  cooling  and 
again  using  the  machine.  The  ortho  compound  was  liquid,  and 
when  further  operated  on  as  directed  produced  anhydro-ortho- 
sulphamine  benzoic  acid  or  benzoic  sulphinide.  A  second  method 
was  also  described. 

The  first  claim  was :  The  process  described  as  the  first  method  for 
manufacturing  anhydro-ortho-sulphamine  benzoic  acid  or  benzoic 
sulphinide  or  saccharine  with  employment  of  one  or  all  of  the 
reactions  set  forth  in  the  specification. 

The  second,  third,  and  fourth  claims  related  to  the  second  process. 

The  fifth  and  sixth  claims  were  for  the  **  production  of  anhydrous-ortho- 
sulphamine  benzoic  acid  or  benzoic  sulphinide  or  saccaharine '' 
having  the  properties,  and  by  means  of  the  methods,  described* 

The  proposed  amendments  consisted  in :  {d)  minor  corrections  and  the 
excision  of  the  second  method  and  its  claims ;  (h)  the  excision  of 
the  words  "  anhydro-ortho-sulphamine  benzoic  acid  or  benzoic  sul- 
phinide or  "  from  the  other  claims  and  corresponding  parts  of  the 
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specification;  (c)  the  substitution  of  the  words  ''as  much  as  possible" 
for  *'  the  last  traces  "  in  the  directions  as  to  removing  the  para  com- 
pound; (d)  the  insertion  of  words  showing  that  the  sweet  compound 
was  not  quite  pure  as  implied  in  the  specification ;  and  (e)  after  the 
word  "  saccharine  "  the  insertion  of  the  following  words :  *'  but  as 
its  sweetening  qualities  depend  solely  on  the  presence  of  anhydro- 
ortho-8ul(^mme  benzoic  acid  (it  being  a  mixture  of  the  same 
with  an  inert  body,  viz.  para-sulphamine  benzoic  acid),  the  name 
'  saccharine '  is  also  applied  by  them  to  that  substance  when  iso- 
lated. In  this  specification  the  word  will  be  used  only  for  the 
mixed  body,  the  other  being  designated  by  its  scientific  name," 
and  the  addition  of  a  statement  to  the  reactions. 
The  learned  Law  Officer  rejected  the  chief  amendments,  being  satisfied 
that  the  inventor  did  not  at  the  date  of  the  specification  know  of 
the  presence  of  the  inert  para  body  in  his  saccharine ;  " .  .  •  dis- 
claimer is  not  to  be  used  solely  for  the  mere  purpose  of  turning 
an  insufficient  description  into  a  sufficient  description.  Of  course 
it  is  to  be  used  for  the  purpose  of  turning  an  ambiguous  specifica- 
tion into  a  clear  specification,  but  not  for  the  purpose  of  turning 
an  insufficient  description  into  a  sufficient  description,  especially 
if  the  amendment  introduces  subsequent  knowledge."  llie  sub- 
stitution of  the  words  "  as  much  as  possible  "  for  the  last  traces  was 
allowed,  also  the  minor  amendments  and  excision  of  the  second 
process  (a  and  c). 

Amendment  during  Legal  Proceedings, 

When  an  action  for  infringement  or  a  petition  for  revocation  is 
pending,  the  specification  can  only  be  amended  by  obtaining  leave 
of  the  Court.  An  application  to  amend  by  way  of  explanation  or 
correction  made  to  the  Comptroller  under  sect.  i8  is  not  suspended 
or  stayed  by  reason  of  the  subsequent  presentation  of  a  petition  for 
revocation  before  the  hearing  by  the  Comptroller.^  Where  there 
are  more  actions  than  one,  or  a  petition  and  an  action,  leave  need 
not  be  obtained  in  each  proceeding  before  any  amendment  can  be 
made.^  The  provisions  on  the  subject  are  contained  in  sect  19  of 
the  Act  of  1883  :— 

19.  In  an  action  for  infringement  of  a  patent,  and  in  a  proceeding  for 
revocation  of  a  patent,  the  Court  or  a  judge  may  at  any  time  order 
that  the  patentee  shall,  subject  to  such  terms  as  to  costs  or  other- 

»   Wool/e  V.  Automatic  Picture  Gallery,  Ltd.,  20  R.  P.  C.  177. 
*  Re  Hall,  5  R.  P.  C.  307. 
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wise  as  the  Court  or  a  judge  may  impose,  be  at  liberty  to  apply  at 
the  Patent  Office  for  leave  to  amend  his  specification  by  way  pf 
disclaimer,  and  may  direct  that  in  the  meantime  the  trial  or  hear- 
ing of  the  action  shall  be  postponed. 

This  section  is  enacted  by  way  of  proviso  to  sect  18,  and  deals 
with  the  case  exempted  by  sub-sect,  ic*  Hence  the  provisions  of 
sect  18  apply  in  all  respects  to  applications  under  sect.  19  as  if  the 
words  "  correction  or  explanation  "  were  omitted  from  the  first  sub- 
section ;  ^  only  a  real  disclaimer  with  consequential  corrections  will 
be  allowed.'  The  section  applies  only  to  actions  and  petitions  before 
judgment  in  the  High  Courts  of  Justice  ^  and  in  the  Palantine  Court 
of  Lancaster.^ 

On  the  application  for  leave  to  amend  the  Court  will  go  into  the 
question  of  the  proposed  amendments  in  order  to  see  if  a  primd 
facie  case  has  been  made  out  for  amending  at  all ;  ^  it  will  not  go 
into  or  decide  on  the  admissibility  of  the  proposed  amendments, 
but  leave  that  duty  to  the  Comptroller  and  Law  Officers.*^  But  the 
Court  may  go  into  the  question  of  the  proposed  amendments  and 
the  merits  of  the  case  with  a  view  to  judge  of  what  are  the  proper 
conditions  to  impose.^  The  Court  is  not  limited  by  the  provisions 
of  sect.  20  {posty  p.  492)  limiting  the  damages  (unless  the  "original 
claim  was  framed  in  good  faith  and  with  reasonable  skill  and  know- 
ledge ")  to  infringements  after  amendment,  but  may  order  that  no 
damages  shall  be  recovered  nor  injunction  granted  for  acts  com- 
mitted before  the  disclaimer.*    Nor  is  the  Law  Officer  so  limited.**^ 

Where  a  petition  for  revocation  has  been  presented,  and  it  is 
held  that  the  patent  is  invalid,  the  order  of  the  Court  usually  in- 
cludes a  stay  of  proceedings  ^^  in  order  to  give  the  applicant  an 
opportunity  of  amending  the  specification,  or  appealing,  before  the 
patent  is  struck  off  the  Register  under  sect  20  (^post,  p.  492)  and 

»  Singer  v.  Stassen,  i  R.  P.  C.  123. 

«  Lan^s  Patent,  7  R.  P.  C.  471  (8) ;  Armstrongs  Patent,  14  R.  P.  C.  754  (44). 

»  Ovfen's  Patent,  15  R.  P.  C.  760. 

•  Cropper  v.  Smith,  i  R.  P.  C.  254 ;  Lawrence  v.  Perry,  2  R.  P.  C.  i8a 
»  Winter  v.  Baybut,  i  R.  P.  C.  76. 

«  Armstrongs  Patent^  14  R.  P.  C.  755  (15).     See  also  Re  Hall,  5  R.  P.  C.  310  (25). 
'  Dellwik's  Patent,  13  R.  P.  C.  591. 

•  Per  WebsUr,  M.R.,  in  Allisons  Patent,  17  R.  P.  C.  516. 

•  Lang  V.  IVhitecross,  b-c,  7  R.  P.  C.  389. 

»•  Ludington,  6v.,  Co.  v.  Baron,  ^c,  per  Rigby,  L.J.,  17  R.  P.  C.  217. 

"  See  DeeUy  v.  Perkes,  13  R.  P.  C.  589 ;  Armstrongs  Patent,  14  R.  P.  C.  755. 
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Rule  60  {posiy  p.  538).  When  the  request  for  amendment  is  made 
at  the  Patent  Office,  an  official  or  verified  copy  of  the  order  of  the 
Court  must  be  left  too.^ 

The  Terms  usually  imposed. 

As  the  Court  exercises  a  judicial  discretion  when  leave  is  applied 
for,  the  Judge  cannot  be  fettered  by  any  rule  or  precedents  as  to  the 
mode  in  which  that  discretion  is  exercised  in  any  particular  case  ;  ^ 
and,  unless  the  decision  be  clearly  wrong  the  Court  of  Appeal  will 
not  interfere  with  it.'  ''  It  requires  a  very  strong  case  to  show  that 
the  judges  invested  with  that  discretion  have  either  exceeded  the 
limits  of  the  discretion  given  to  them  or  have  exercised  it  upon  some 
principle  which  is  inconsistent  with  the  general  law."  ^ 

The  exercise  of  the  discretion  of  the  Court  does  not  interfere 
with  the  exercise  of  the  discretion  of  the  Law  Officer  under  sect 

18  (7). 

The  general  rule  followed  is  that  the  terms  imposed  must  allow 
of  full  compensation  to  those  against  whom  leave  to  amend  is  asked, 
such  as  the  payment  of  costs  up  to  the  time  of  leave  being  granted.^ 
Then  again  arises  the  question  of  allowing  the  amended  specifica- 
tion to  be  sued  upon  in  the  action.  In  the  absence  of  evidence  of 
the  applicant*s  knowledge  of  the  invalidity  of  his  patent  and  c^ 
such  conduct  as  induced  the  defendants  to  set  up  an  infringing 
trade,  no  condition  has  been  imposed  as  to  not  taking  an  action  on 
the  amended  claims.*  In  cases  of  petitions  for  revocation  the  con- 
ditions are  imposed  as  much  in  the  interests  of  manufacturers 
generally  as  in  those  of  the  party  presenting  the  petition. 

Although  not  creating  precedents,  the  following  cases  may  be  re- 
ferred to  as  illustrating  the  application  of  the  foregoing  principles-:— 

Illustrations, 

Where  the  applicants  had  patented  "  improvements  in  the  constructioD 
of  wire  ropes,"  which  consisted  in  laying  the  strands  in  the  rope 
by  the  same  lay  as  the  wires  in  the  strand,  and  sought  to  amend 

»  Rule  43,  post,  p.  536. 

«  Allen  V.  Doulton,  per  Lord  Esher,  M.R.,  4  R.  P.  C.  383. 

•  Armstrongs  Patent,  14  R.  P.  C.  747. 

♦  Ludington,  &*c.,  Co.  v.  Baron,  &*c.  (psr  Lord  Halsbury,  L.C.).  17  R-  P.  C.  748. 

*  Gaulard  v.  Lindsay,  5  R.  P.  C.  19a ;  Meyer  v.  Shenoood,  7  R.  P.  C.  283. 

•  Codd  V.  Bratby,  i  R.  P.  C.  a  10. 
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by  confining  their  claim  to  such  when  made  by  machiner>'  in  use 
at  the  date  of  the  patent,  it  was  held  that  the  alteration  was  not 
mere  disclaimer,  but  a  different  invention  for  the  use  dL  existing 
machinery  to  produce  an  old  result.  Lan^s  Patent^  7  R.  P.  C.  469. 

At  the  hearing  of  an  action  for  infringement,  a  patent  was  held  infalid 
in  respect  of  four  claims.  On  appeal  this  dedsioo  was  supported 
as  to  three  of  them,  the  other  not  being  aigued.  An  application 
was  made  to  disclaim  the  three  claims  and  explain  the  other.  A 
petition  for  revocation  was  then  presented.  The  Court  gave  leave 
to  go  before  the  Comptroller,  and  adjourned  the  hearing  of  the 
petition  for  revocation.     DeeUfs  Patent,  11  R.  P.  C.  72. 

A  patent  was  obtained  for  improvements  in  the  process  of  treating  in- 
candescents  for  use  in  gas  lamps  or  burners.  The  description  in 
the  specificaticMi  was  based  on  an  erroneous  theory.  It  described 
the  coating  of  those  parts  of  bad  heat-conducting  incandescents 
(made  with  lime,  zircon,  or  magnesia)  from  which  light  was  to  be 
disseminated  with  substances  that  are  better  conductors  of  heat,  e.g, 
chromium,  niobium,  wolfram,  cobalt,  copper,  platinum,  iridium,  &c., 
or  their  oxides ;  the  latter  not  being  quite  so  good.  The  amend- 
ments consisted  in  discarding  all  the  coating  materials  except 
oxide  of  chromium.  Three  claims  were  to  be  struck  out,  and  the 
first  altered  as  follows  (the  bracketed  words  to  be  omitted  and  the 
italics  inserted)  : — '*  The  herein  described  process  of  treating  in- 
candescents [which  are  non-conducters  of  heat,  such  as],  made  of 
the  oxides  of  calcium,  magnesium,  aluminium,  zirconium  [and 
similar  metals  of  this  group],  or  compounds  of  these  oxides,  by 
covering  or  saturating  them  with  a  coating  of  [refractory]  chromium 
oxide  [of  a  heavy  metal  or  metals]."  The  opponents  relied  on  a 
patent  owned  by  them  for  the  use  of  chromium  as  indicated  by 
the  proposed  amendments,  and  alleged  that  the  proposed  changes 
constituted  a  claim  for  what  was  a  new  invention— one  by  selec- 
tion. Held  that  the  proposed  alterations  amounted  to  merely 
disclaimer  of  the  use  of  certain  substances,  retaining  one,  as  there 
was  no  need  to  give  any  theory  at  all  as  to  the  action  of  the  sub- 
stances used.     Dellwiks  Patent,  15  R.  P.  C.  682. 

A  patentee  claimed  the  use  of  pipes  of  novel  form  in  a  certain  class  of 
water-closets.  His  particulars  of  breaches  were  drawn  with  respect 
to  alleged  breaches  qf  the  patent  with  respect  to  these  pipes.  He 
applied  for  leave  to  apply  to  the  Comptroller  for  leave  to  amend 
and  confine  his  claim  to  the  precise  combination  described.  The 
amendments  would  necessitate  amendments  in  the  particulars,  and 
leave  only  the  writ  and  statement  of  claim  as  before.  Leave  was 
granted  uj)on  the  condition  that  the  amended  specification  should 
not  be  used  in  evidence  at  the  trial.    AiUn  v.  Douiton,  4  R.  P.  C. 

385- 
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Where  the  action  was  taken  for  alleged  infringement  of  one  claim,  and 
leave  was  asked  to  apply  at  the  Patent  Office  for  leave  to  dis- 
claim another  claim  before  delivery  of  the  statement  of  daim,  the 
plaintiffs  were  allowed  to  use  the  amended  specification  in  the 
action,  which  was  stayed  witil  a  proper  disclaimer  had  been 
made.  The  plaintiffs  were  to  pay  the  defendants'  costs  up  to 
the  disclaimer.    Fusee  Vesta  Co.  v.  Btyani  ^  May^  4  R.  P.  C.  7a. 

But  where  the  pleadings  were  dosed,  and  the  patent  was  held  invalid  in 
another  action,  leave  to  apply  for  disclaimer  was  given,  and  to 
proceed  upon  the  amended  spedfication,  subject  to  the  condition 
that  the  plaintiff  paid  all  costs  up  to  time  of  disclaimer,  except  the 
costs  of  such  of  the  original  pleadings  as  would  be  utilized  in  the 
trial.     Haslatn^  6f*€.  v.  GoodfelloWy  5  R.  P.  C  30. 

A  condition  was  imposed  in  ChtUwood^  6v.,  Co.  v.  Rainer  Safe  Co.^  tiiat 
the  plaintiffs  should  discontinue  threats  until  the  amendment  was 
made.     16  R.  P.  C.  450. 

Where,  after  a  petition  for  revocation  had  been  presented,  it  was  sought 
to  disclaim  twenty  claims  out  of  twenty-two,  a  condition  was  im- 
posed that  no  action  should  be  brought  for  the  making  of  machines 
or  parts  of  machines  prior  to  the  order.  The  two  claims  retained 
related  to  parts  of  the  machine  in  questioa  Held  (by  the  House 
of  Lords)  that  this  was  not  an  improper  exercise  of  discretion. 
Ludington^  6*r.,  Co,  v.  Baron,  &*e.,  Co.,  17  R.  P.  C.  747  (followed  in 
AUisot^s  Patent,  17  R.  P.  C.  5x3).  But  on  hearing  the  applica- 
tion the  Law  Officer  refused  to  impose  a  similar  condition  asked 
for  up  to  date  of  amendment,  on  the  ground  that  the  opponents 
knew  of  the  intended  amendment  and  acted  at  their  own  risk. 
Pitfs  Patent,  18  R.  P.  C.  480. 

Foreign  and  Colonial  Applications. 

Persons  resident  outside  the  United  Kingdom  (whether  British 
subjects  or  not)  can  obtain  British  patents  by  means  of  an  agent 
within  the  realm,  who  is  the  "  importer  *'  of  the  invention  and  trustee 
for  the  real  inventor  {ante,  p.  48). 

In  addition  to  those  opportunities,  the  Act  of  1883  gives  power 
to  persons  resident  in  certain  foreign  countries  and  in  British  Pos- 
sessions, to  apply  directly  for  a  British  patent,  and  have  the  same 
dated  as  of  the  date  of  the  first  protection  obtained  abroad  in  any 
of  the  specified  countries. 

The  provisions  with  respect  to  foreign  countries  are  contained 
in  sect.  103  {posty  p.  508)  and  in  the  International  Convention  {post, 
p.  576),  those  relating  to  British  Possessions  are  contained  in  sect  104. 
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The  countries  to  which  the  103rd  section  applies  are  set  out 
ipastj  p.  596).  The  provisions  of  that  section  are  applied  from  time 
to  time  to  British  Possessions  by  Order  in  Council,  with,  where 
necessary,  variations  or  additions.  In  connection  with  this  branch 
of  the  subject  the  terms  "  foreigner  "  or  "  foreign  patentee  "  include 
British  subjects  and  citizens  of  foreign  states  resident  in  British 
Possessions. 

The  foreign  or  colonial  applicant  must  file  his  application  within 
twelve  months  of  the  date  of  application  for  the  foreign  or  colonial 
patent  he  has  obtained.  The  application  must  be  accompanied  by 
a  complete  specification.^  Protection  is  given  as  from  the  date  of 
the  foreign  or  colonial  application,  but  no  damages  can  be  re- 
covered for  infringement  committed  before  the  acceptance  of  the 
specification.^  The  protection  of  the  section  cannot  be  extended 
to  cases  where  an  applicant  applies  in  the  ordinary  way  during  the 
tu'elve  months,  and  after  that  period  but  before  the  grant  applies 
to  have  the  patent  antedated.^ 

This  privilege  is  only  granted  by  the  Act  to  the  patentee,  and 
cannot  be  exercised  by  his  agent.^  The  foreign  or  colonial  patentee 
may  be  a  corporation.^ 

The  application  must  also  contain  a  declaration  that  foreign  or 
colonial  application  has  been  made  to  protect  the  same  invention, 
and  must  specify  all  foreign  states  or  British  Possessions  in  which 
such  applications  have  been  made,  and  the  official  dates  thereof.  It 
must  be  signed  by  the  person  or  persons  by  whom  such  foreign  or 
colonial  applications  have  been  made.  If  one  or  more  such  persons 
be  dead,  the  application  must  be  signed  by  their  legal  representa- 
tives.® Form  A  2  {posty  p.  549)  must  be  used,  and  copies  be  furnished 
with  the  application  of  the  foreign  specifications  and  drawings,  and 
other  documents  filed  or  deposited  by  the  applicant  abroad  in  re- 
spect of  the  first  foreign  or  colonial  application,  duly  certified  by  the 
proper  official  or  otherwise  verified  to  the  satisfaction  of  the  Comp- 
troller.    If  the  deposited  documents  be  in  a  foreign  language,  all 

*  Sect.  103  (1)  of  Act  of  1883,  post,  p.  508 ;  i  Edw.  7  c,  18,  post^  p.  522. 
»  Sect.  103  (2)  of  Act  of  1883,  post,  p.  509. 

»  British  Tanning  Co,  v.  Groth,  8  R.  P.  C.  113  ;  Acetylene  Illuminating  Co,  v.  Un.  Alkali 
Co.,  20  R.  P.  C.  161. 

«  ShalUnberge/s  App.,  6  R.  P.  C.  550. 
»  Caret  App.,  6  R.  P.  C.  552, 

•  Rule  13,  post,  p.  528. 
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translations  must  be  annexed  thereto  and  verified  by  statutory 
declaration  or  otherwise  to  the  satisfaction  of  the  Comptroller.^ 

If  the  complete  specification  left  with  the  application  be  not 
accepted  within  twelve  months  from  the  date  of  the  first  foreign 
application,  it  will  be  open  to  public  inspection.' 

This  section  (103)  applies  to  persons  who  have  applied  for 
patents  abroad,  although  such  be  not  granted  at  the  date  of  appli- 
cation in  England.' 

In  cases  in  which  the  applicant  under  this  section  applies  in 
England  after  an  application  is  made  for  a  British  patent  by 
another  in  the  usual  way,  he  cannot  oppose  the  grant  of  the  British 
patent,^  although  under  the  provisions  of  sect  103  his  patent  will 
be  dated  earlier  than  the  British  one.^  In  granting  the  application 
under  this  section  there  is  no  power  to  impose  terms.^ 

Persons  registered  under  this  enactment  must,  in  case  amend* 
ments  be  required,  proceed  in  the  same  way  as  in  the  case  of  a 
British  patent.  For  instance,  an  amendment  to  substitute  ''the 
manufacture  of"  for  ''a  process  of  preparing"  in  the  specification 
relating  to  dyes  was  not  allowed  on  the  ground  that  it  might  enlaige 
the  claim,  although  such  amendment  might  be  necessary  to  give  the 
same  protection  in  the  kingdom  as  abroad.^ 

Where,  between  the  date  of  the  foreign  application  abroad  and 
the  date  of  the  application  for  ante-dating  under  this  enactment,  a 
British  patent  is  applied  for  and  granted  to  some  other  person,  it  is 
open  to  argument  that  the  rights  of  the  latter  are  not  interfered 
with.'  The  resident  in  a  foreign  state  or  British  colony,  which 
comes  under  the  convention  after  the  date  of  the  foreign  applica- 
tion, may  apply  for  registration  under  the  Convention  if  within  the 
prescribed  time  from  his  original  application  abroad.' 

The  Comptroller  enters  the  patent  on  the  Roister  of  Patents  as 
of  the  date  of  the  first  foreign  application.^^ 

Where  a  foreign  application  has  proved  abortive,  and  no  rights 
have  been  secured  under  it,  the  twelve  months  run  from  the  date 
of  a  second  and  successful  application  abroad.^^ 

>  Rule  14,  poU,  p.  529.  •  Rule  15,  post^  p.  529 ;  i  Ed.  7  c  18,  s.  i  (2),  /«y/,  p.  $82. 

»  Caret  App,,  6  R.  P.  C.  552.  «  EveriUs  Patent,  Gr.  L.  O.  C.  28. 

»  LOiseau  A*  PUrrard,  Gr.  L.  O.  C.  39.  •  Ibid. 

'  Vidats  Patent,  15  R.  P.  C.  721.  •  MauCs  Patent,  7  R.  P.  C.  15  (40). 

•  llnd,,  p.  13.  »•  Rule  s^,post,  p.  537. 

"    yan  de  Poetess  Patent,  7  R.  P.  C.  69. 
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ABSTRACTS  OF  LEADING  AND   ILLUSTRATIVE   CASES. 

Before  any  selection  of  the  following  cases  was  made  all  the  reported 
cases  (about  350  in  number)  in  which  the  validity  of  a  patent  was  in  issue 
were  examined,  each  being  separately  compared  with  every  reported 
judgment  in  which  it  was  mentioned.  The  results  of  such  investigations 
are  (in  the  cases  of  which  abstracts  are  here  given)  embodied  in  the  notes 
to  each.  The  precise  weight  attached  to  any  authority  by  the  learned 
judges  in  the  subsequent  cases  can  thus  be  easily  ascertained. 

The  foregoing  method  of  procedure  enabled  the  author  to  ascertain 
those  cases  which  are  the  most  suitable  for  illustrating  the  principles  on 
which  the  validity  of  a  patent  depends,  as,  for  instance,  those  in  which  any 
rule  was  first  enunciated  or  modified. 

As  to  the  practice  of  referring  to  cases  as  authorities  for,  or  as  illustra- 
tions of,  the  application  of  legal  principles,  one  may  here  quote  the  Lord 
Chancellor's  remarks  in  recent  cases :  "  There  are  two  observations  of  a 
general  character  which  I  wish  to  make,  and  one  is  to  repeat  what  I  have 
very  often  said  before,  that  every  judgment  must  be  read  as  applicable  to 
the  particular  facts  proved,  or  assumed  to  be  proved,  since  the  generality  of 
the  expressions  which  may  be  found  there  are  not  intended  to  be  exposi- 
tions of  the  whole  law,  but  governed  and  qualified  by  the  particular  facts  of 
the  case  in  which  such  expressions  are  to  be  found.  The  other  is  that  a 
case  is  only  authority  for  what  it  actually  decides.  I  entirely  deny  that  it 
can  be  quoted  for  a  proposition  that  may  seem  to  follow  logically  from  it."  ^ 
And  again: — ''Occasional  observations  made  by  a  learned  Judge  upon 
the  subject  of  the  facts  in  a  particular  case  have  been  from  time  to  time 
misunderstood,  as  conveying  some  opinion  upon  the  subject  of  the  general 
law,  and  have  given  rise  to  confusion.'"  Hence  the  importance  of  being 
acquainted  with  the  facts  of  the  cases  relied  on  as  authorities.  In  the  follow- 
ing pages  the  facts  are  given  as  fully  as  can  conveniently  be  done,  and 
especially  in  cases  on  Disconformity  and  Sufficiency,  which  are  of  importance 
to  the  inventor.  The  effect  of  the  decisions  is  given,  and  in  some  cases 
extracts  from  the  judgments.    The  latter  are  either  those  that  have  become 

*  Per  Lord  Halsbttry,  L.C.,  in  Qttinn  v.  Leathern  (1901),  A.  C.  506. 

*  Per  Lord  Halsbury,  L.C.,  in  Pickardv,  Prescoti,     R.  P.  C.  aco. 
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classical  through  subsequent  decisions,  or  such  as  explain  the  reasons  for 
the  decisions  arrived  at 

The  cases  are  selected  from  those  decided  in  the  Courts  of  Appeal  or  the 
House  of  Lords ;  some  have  been  omitted  as  being  of  such  a  technical 
character  that  they  could  not  be  conveniently  explained  in  the  space  at  the 
author's  disposal ;  a  few  decided  in  the  Courts  of  First  Instance,  of  special 
application,  have  been  included*  The  earlier  cases  have  been  selected  as 
above  mentioned,  and  the  later  ones  as  being  "  on  the  border  line,"  and 
therefore  useful  as  examples  of  the  limits  of  the  rules. 

In  making  the  following  abstracts,  no  trouble  has  been  spared  to  eluci- 
date the  facts ;  in  addition  to  the  usual  reports,  the  original  speciGcations 
have  always  been  used,  and  the  author  has  had  the  advantage  of  frequent 
reference  to  the  cases  and  appendices  of  the  parties  in  cases  before  the  House 
of  Lords  collected  in  the  library  of  the  Inner  Temple. 

In  many  cases,  however,  he  has  been  enabled  to  use  original  verbaiim 
reports  and  exhibits  by  the  courtesy  of  the  proper  custodians  of  them. 

An  analytical  list  of  the  abstracted  cases  will  be  found  in  the  Table  of 
Contents, 

1785.    R.  r.  Else,  i  Webs.  76. 
Claim  too  wide* 

A  patent  was  granted  to  A.  Else  (1779)  for  "a  certain  new  invented 
manufacture  of  lace,  called  French  or  wire-ground  lace,  which  is  much 
stronger  than  any  hitherto  invented  or  found  out,  and  also  of  an  entire  new 
construction."  The  specification  described  the  mixing  of  silk,  or  other 
substance,  to  accomplish  the  same  purpose  with  thread,  flax,  cotton,  etc,  so 
as  to  produce  an  even  lace. 

It  was  proved  in  proceedings  for  a  scire  facias  to  repeal  the  patent  that 
silk  and  cotton  threads  had  been  mixed  before  on  the  same  frame,  but  that 
the  resulting  product  had  not  the  same  evenness,  firmness,  or  strength  as 
that  produced  by  the  newer  process. 

Per  BuUer^  J. :  The  patent  claims  the  exclusive  liberty  of  making  lace, 
composed  of  silk  and  cotton  thread  mixed ;  not  of  any  particular  mode  of 
mixing  it ;  and  therefore,  as  it  has  been  clearly  proved  and  admitted  that 
silk  and  cotton  thread  were  before  mixed  on  the  same  frame  for  lace,  in 
some  mode  or  other,  the  patent  is  clearly  void,  and  the  jury  must  find  for  | 
the  Crown."  1 


Bull.  N.  P.  76. 

*'  The  patent  must  not  be  more  extensive  than  the  invention ;  therefore 
if  the  invention  consist  in  an  addition  or  improvement  only,  and  the  patent 
is  for  the  whole  machine  or  manufacture,  it  is  void.  Per  Lord  Mansfield  m 
different  cases,  and  by  Buller^  J.,  in  R.  v.  Else^  sittings  at  Westminster  after 
M  1785."   • 
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Note. 

The  last  paragraph  was  quoted  hy  Pari,  J.,  in  BoviU  v.  Moore,  2  Marsh 
214 ;  by  Lord  Denman,  C.J.,  in  Cooke  v.  Pearce,  8  Q.  B.  1052 ;  and  regarded 
as  settled  law  by  Lord  Penzance,  in  Harrison  v.  Anderston  Fotmdry  Co,,  i 
App.  Ca.  591,  but  as  inapplicable  to  a  case  where  the  Court  has  no  evidence 
before  it  but  the  specification  itself. 

1787.    Turner  v.  Winter,  1  Webs,  77 ;  1  T.  R.  602. 
False  Suggestion — Insufficiency — Misleading. 

The  patent  was  granted  for  *'  a  method  of  producing  a  yellow  colour  for 
painting  in  oil  or  water,  making  white  lead,  and  separating  the  mineral  alkali 
from  common  salt,  all  to  be  performed  in  a  single  process." 

The  specification  contained  directions  (i)  to  "  take  any  quantity  of  lead 
and  calcine  it,  or  minium,  or  red  lead  " — whereas  minium  would  not  produce 
the  result  required  without  calcination  and  fusion ;  (2)  to  "add  half  the  weight 
of  sea  salt,  with  a  sufficient  quantity  of  water  to  dissolve  it,  or  rock  salt,  or 
sal  gem,  or  fossil  salt,  or  any  marine  salt,  or  salt  water,  proper  for  the  pur- 
pose"— whereas  "fossil  salt"  was  a  generic  term,  and  included  sal  gem, 
which  was  the  only  one  mentioned  that  would  serve  the  purpose ;  and  (3) 
white  lead  could  not  be  produced,  but  a  substance  very  like  it. 

It  was  proved  that  scientific  persons  would  know  or  discover  the  necessity 
of  prolonging  the  process  until  fusion  took  place ;  that  "  marine  salt "  was 
the  basis  of  the  process,  and  no  scientific  person  would  take  a  "  fossil  salt " 
that  was  not  also  a  "  marine  salt ; "  that  the  substance  called  "  white  lead/' 
although  not  common  ceruse,  was  a  white  substance  with  a  basis  of  lead. 

On  a  motion  for  a  new  trial  the  following  propositions  were  laid  down : — 

By  Ashurst,  J. :  The  specification  must  be  unequivocal ;  if  ambiguity 
be  introduced  or  anything  tending  to  mislead  the  public  the  patent  is  void. 
I  Webs.  80;  I  T.  R.  605  (followed  in  Coles  v.  Baylis,  3  R,  P.  C.  180). 

By  Buller,  J. :  "  If  the  patentee  says  that  by  one  process  he  can  pro- 
duce three  things,  and  he  fails  in  any  one,  the  consideration  of  his  merit  and 
for  which  the  patent  was  granted  fails,  and  the  Crown  has  been  deceived  in 
the  grant  Slight  defects  in  the  specification  will  be  suflScient  to  vacate  the 
patent."  Liardety,  Johnson  {ante,  p.  75)  was  then  referred  to  as  an  example 
of  this. 

The  patent  was  held  void  for  false  suggestion  and  insufficiency. 

Note. 

This  case  has  been  followed  in  Boulton  v.  Bull,  2  H.  Bl.  492 ;  Hill 
V.  Thompson,  1  Webs.  243 ;  Crompton  v.  Ihbotson,  D.  &  LI.  34 ;  Derosne  v. 
Pairie,  i  Webs.  164;  Walton  v.  Bateman,  1  Webs.  622;  Wegman  v.  Corcoran, 
13  Ch.  D.  77 ;  Coles  v.  Baylis,  3  R.  P.  C.  1 78.   It  has  never  been  questioned* 
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1802.    Tennant's  Case,  i  Webs.  125. 

Patentee  adopted  Suggestion  from  Another-^Prior  Secret  Use. 

Plaintiff's  patent  was  dated  1 798,  for  a  method  of  using  certain  calcareous 
earths  in  bleaching.  The  defendant  proved  that  a  bleacher  had  used  the 
same  means  of  preparing  his  bleaching  liquor  five  or  six  years  previousij, 
but  had  kept  it  a  secret  from  all  persons  save  his  two  partners  and  two 
servants  connected  with  preparing  it.  A  chemist  deposed  that,  in  conver- 
sation, he  suggested  to  the  plaintiff*  as  an  improvement,  agitation  of  the 
bleaching  liquids.  This  the  plaintiff  subsequently  declared  in  his  specifica- 
tion to  be  the  spirit  of  that  part  of  the  invention.  Lord  Ellenborough^  C.J., 
nonsuited  the  plaintiff*  on  the  grounds  (i)  of  prior  user  and  (2)  that  die 
plaintiff  was  not  the  true  inventor  of  the  process  of  agitation  of  the  lime 
water,  which  process  he  had  claimed. 

Note. 

This  case  as  to  the  second  point  was  followed  by  Dalles^  J.,  in  HiOr. 
Thompson  6«  Forman^  i  Webs.  245. 


1809.    Harmar  v.  Playne,  II  East,  loi. 
Sufficiency — Improvement — Distinguishing  New  from  Old. 

The  plaintiff*  obtained  a  patent  in  1787  for  a  machine  for  dressing  woollen 
cloths.    The  specification  was  duly  enrolled. 

In  1794  a  second  patent  was  granted  to  Harmar.  This  patent  recited 
the  first,  but  not  the  first  specification,  and  also  "  that  he  had  invented 
considerable  improvements  in  the  said  machine,"  and  granted  him  the  mono- 
poly "  to  make,  use,  and  vend  his  said  invention.*^ 

The  specification  of  this  second  invention  gave,  by  letterpress  and 
drawings,  a  full  description  of  the  whole  of  the  machine,  and  concluded : 
*^  And  I  do  hereby  declare  that  my  said  invention  is  intended  to  be  worked 
in  the  manner  hereinbefore  particularly  mentioned."  The  specification  did 
not  distinguish  what  was  new  from  what  was  old,  the  improvements  could 
only  be  ascertained  by  a  comparison  of  the  two  specifications. 

During  the  argument  for  the  plaintiff  it  was  urged  that  the  specificatioD 
need  not  give  everything  at  length,  but  might  refer  to  sources  of  knowledge 
which  persons  of  reasonable  skill  ought  to  know. 

Lord  EUenborough^  C.  J.,  pointed  out  that  references  to  standard  works 
would  be  inconvenient  for  those  who  did  not  possess  them,  and  leave  the 
specification  wholly  unintelligible  if  the  description  were  confined  to  the 
newly  invented  parts,  the  object  of  the  specification  being ''  to  enable  persons 
of  reasonable  intelligence  and  skill  in  the  subject-matter  to  tell  from  the 
inspection  of  the  specification  itself  what  the  invention  was  for  which  the 
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patent  was  granted."  ^  The  specification  might  mislead  as  to  inclusion  of 
old  machine. 

Le  Blaru^  J.  (p.  iii),  pointed  out  that  a  mere  description  of  the  new 
parts  would  be  unintelligible  unless  the  reader  was  famDiar  with  the  first 
specification. 

Lord  EUenborough^  C.J.  (p.  1 13),  agreed  with  this  proposition.  "  Refer- 
ence must,  indeed,  often  necessarily  be  made  in  these  cases,  to  matters  of 
general  science,  or  the  party  must  carry  a  reasonable  knowledge  of  the  subject- 
matter  with  him  in  order  to  clearly  comprehend  specifications  of  this  nature." 

The  Court  [Lord  EUenbarough^  C.J.,  Grose^  Le  Blanc^  and  BayUy^  JJ.] 
subsequently  decided  that  the  specification  had  duly  described  and  ascer- 
tained the  nature  of  the  invention. 

Notes. 

This  case  was  quoted  as  an  authority  that  a  patent  may  be  taken  out 
which  includes  the  subject-matter  of  one  still  running :  Tindaly  C.J.,  in  Crane 
y.  Price,  12  L.  J.  C  P.,  88. 

In  FoxweU  v.  Bostock  (4  De  G.  J.  &  S.  312)  Lord  Westbury  distinguished 
Bar /nary.  Playne  because  the  previous  patent  and  specification  were  recited 
in  the  second,  and  treated  it  as  an  exception  to  the  rule  that  the  specification 
of  an  "  improvement "  invention  must  describe  the  novel  improvement ;  but 
in  Farkes  v.  Stevens  Lord  Hatherley,  L.C.  (L.  R.  5  Ch.  Ap.  37)  remarked 
on  the  divergence  between  this  case  and  FoxweU  y.  Bostock  (post,  p.  225), 
and  said,  "  I  think  there  is  so  much  good  sense  and  justice  in  the  doctrines 
established  by  Harmary.  Playne  that  it  is  not  a  case  that  ought  to  be  easily 
impeached  by  a  later  decision." 

181 7-18.    Hill  v.  Thompson  &  Form  an,  t  Webs.  225. 

Construction — Absence  of  Reference  to  Previous  Use — Failure  of  Part  is 

Failure  of  Consideration, 

The  patent  was  for  "  certain  improvements  in  the  smelting  and  working 
of  iron." 

The  specification  described  in  detail  three  improvements.  First :  The 
process  by  which  the  iron  contained  in  various  sorts  of  slags  or  cinders  is 
made  into  bar  iron.  Secondly :  "  In  the  use  and  application  of  lime  to 
iron,  subsequently  to  the  operations  of  the  blast  furnace,  whereby  that 
quality  in  iron  from  which  iron  is  called  '  cold  short,'  howsoever  and  from 
whatever  substance  such  iron  be  obtained,  is  sufficiently  prevented  or 
remedied,  and  by  which  such  iron  is  rendered  more  tough  when  cold." 
Details  of  the  methods  employed  with  quantitative  proportions  were  given. 
Thirdly :  "  And  I  do  further  declare  that  I  have  discovered  that  the  addition 

'  Referred  to  with  approval  by  Lord  Westbury^  L.C.,  in  FoxweU  v.  Bostock,  4  De  G.  J. 
&  Sw  312. 
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of  lime  to  limestone,  or  other  substances  consisting  chiefly  of  lime,  and 
free  or  nearly  free  from  any  ingredient  known  to  be  hurtful  to  the  quality 
of  iron,  will  sufficiently  prevent  or  remedy  that  quality  in  iron,  from  which 
iron  is  called  '  cold  short,'  and  will  render  such  iron  more  tough  when  cold." 
Details  of  the  application  of  this  principle  were  given. 

An  injunction  was  obtained  against  the  defendants  (3  Mer.  622). 

The  plaintiff  having  obtained  a  verdict  moved  to  revive  the  injimction. 
(p.  626).  But  the  defendants  intended  to  move  for  a  new  trial.  In  refusing 
the  injunction  * : — 

Lord  E/dofij  L.C.,  said  (i  Webs,  237) :  "  In  '  his  direction  to  the  jury, 
the  judge  has  stated  it  as  the  law  on  the  subject  of  patents — first,  that  the  in- 
vention must  be  novel ;  secondly,  that  it  must  be  useful ;  and  thirdly,  that 
the  specification  must  be  intelligible.  I  will  go  further,  and  say,  that  not  only 
must  the  invention  be  novel  and  useful,  and  the  specification  intelligible,  but 
also  that  the  specification  must  not  attempt  to  cover  more  than  that  which, 
being  both  matter  of  actual  discovery,  and  of  useful  discovery,  is  the  only 
proper  subject  for  the  protection  of  a  patent.  And  I  am  compelled  to  add,  that 
if  a  patentee  seeks  by  his  specification  any  more  than  he  is  strictly  entitled 
to,  his  patent  is  thereby  rendered  ineffectual,  even  to  the  extent  to  which 
he  would  otherwise  be  fairly  entitled.  On  ^  the  other  hand,  there  *  may  be 
a  valid  patent  for  a  Aew  combination  of  materials  previously  in  use  for  the 
same  purpose,  or  for  a  new  method  of  applying  such  materials.  But  in 
order  to  its  being  effectual,  the  specification  must  clearly  express  that  it  is 
in  respect  of  such  new  combination  or  application,^  and  of  that  only,  and 
not  lay  claim  to  the  merit  of  original  invention  in  the  use  of  the  materials.' 
If  there  be  a  patent  both  for  a  new  machine  and  for  an  improvement  in  the 
iise  of  it,  and  it  cannot  be  supported  for  the  machine,  although  it  might  be 
for  the  improvement  merely,  it  is  good  for  nothing  altogether,  on  account 
of  its  attempting  to  cover  too  much.^  .  .  . 

''The  (p.  238)  question  of  law,  upon  the  whole  matter,  is,  whether 
this  is  a  specification  by  which  the  patentee  claims  the  benefit  of  the  actual 
discovery  of  lime  as  a  preventive  of  '  cold  short,'  or  whether  he  claims  no 
more  than  the  invention  of  that  precise  combination,  and  those  peculiar 
processes  which  are  described  in  the  specification." 

A  rule  nisi  was  obtained  to  set  aside  the  verdict,  enter  a  nonsuit,  or 

1  Owing  to  the  present  procedure  being  quite  different  {Bacon,  V.C.,  in  Caies  v.  Barlis, 
3  R.  P.  C.  i8a),  as  "  there  is  no  other  Court  than  that  in  which  the  action  is  brought  to  which 
any  recourse  can  be  had,"  only  a  portion  of  the  judgment  is  now  in  point 

*-*  This  passage  was  quoted  and  followed  by  Best,  J.,  in  Brunion  v.  Howies,  4  B.  &  Aid.  555. 

*-*  Quoted  and  followed  by  Tindal,  C.J.,  in  Crane  v.  Price,  12  L.  J.C.  P.  86,  also  by  Hili,]., 
in  Harwood  v.  G,  N,  Ry,  Co.,  99  L.  J.  Q.  B.  200.  In  C/arA  v.  Adie,  L.  R.  3  Ap.  Ca.  534* 
Lord  Blackburn  distinguished  that  case  from  this,  saying  that  in  this  case  Lord  Eldon  first 
enunciated  the  principle  that  "  old  things  used  in  a  combination  producing  different  or  new 
results  may  be  the  subject  of  a  patent."  lliis  case  and  principle  were  expressly  followed  by 
Bristcwe,  V.C.,  in  Proctor  v.  Bennis,  4  R.  P.  C.  339. 

•-'  This  passage  is  quoted  by  Lord  Denman,  C.J.,  in  Cooke  v.  Pearce,  8  Q.  B.  1053.  along 
with  R.  V.  Else,  ante,  p.  180,  and  Jessofs  Case  (2  H.  BL  463),  as  containing  an  authoritative 
statement  of  the  law. 
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have  a  new  trial,  on  (i)  the  grounds  urged  at  the  trial,  and  also  (2)  that  the 
verdict  was  against  the  weight  of  evidence,  as  lime  had  previously  been 
used  to  prevent  "  cold  short,"  and  as  bar  iron  liad  been  produced  from 
slags  and  mine-rubbish  before  the  date  of  the  patent. 

The  rule  was  granted  and  judgment  delivered  by  Dallas^  J.,  who  first 
dealt  with  the  want  of  evidence  as  to  infringement ;  he  then  commented 
on  the  cases  of  Dciland  (ante^  p.  50)  and  Tennant  {anie^  p.  182),  contrast- 
ing them  and  illustrating  want  of  novelty  (including  question  of  true  and 
first  inventor)  by  the  case  of  Arkwrighfs  roller  and  crank,  and  applying 
those  precedents  to  the  case  before  him.  He  then  commented  on  the 
evidence  of  want  of  novelty  in  the  use  of  lime,  as  described,  to  prevent 
"  cold  short,"  and  continued :  *'  So  far,  therefore,  the  application  of  lime  is, 
in  terms,  claimed  as  an  improvement,  and  nothing  is  said  of  any  previous 
use,  of  which  the  use  proposed  is  averred  to  be  an  improvement ;  it  is  there- 
fore, in  substance,  a  claim  of  entire  and  original  discovery.  The  recital 
should  have  stated,  supposing  a  previous  use  to  have  been  proved  in  the 
case,  that '  whereas  lime  has  been  in  part,  but  improperly,  made  use  of,  etc.,' 
and  then  a  different  mode  of  application  and  use  should  have  been  suggested 
as  the  improvement  claimed." 

The  learned  judge  discussed  the  specification  with  respect  to  the  alleged 
discovery  of  the  prevention  of  "  cold  short "  by  the  use  of  lime,  and  held  it 
was  (i  Webs.  247)  "  a  claim  of  discovery  in  the  most  extensive  sense,  of 
the  effect  of  lime  applied  to  iron  to  prevent  brittleness  not  qualified  and 
restrained  by  what  follows  as  to  the  preferable  mode  of  applying  it  under 
various  drctunstances ;  and  therefore  rendering  the  patent  void,  if  lime  had 
been  made  use  of  for  this  purpose  before,  subject  to  the  qualification  only 
of  applying  it  subsequently  to  the  operations  in  the  blast  furnace."  The 
learned  judge  referred  to  Arkwrighfs  case  and  Aikeris  Dictionary  and 
evidence  of  witnesses,  and  continued  (p.  249) :  '^  On  this  part  of  the  case 
I  will  only  further  remark,  that  if  any  part  of  the  alleged  discovery,  being 
a  material  part,  fail  (the  discovery  in  its  entirety  forming  one  entire  con- 
sideration) the  patent  is  altogether  void;  and  to  this  point,  which  is  so 
clear,  it  is  unnecessary  to  cite  cases."    Held  that  the  patent  was  invalid. 

Notes. 

In  Brunton  v.  Hawkes  (4  B.  &  Aid.  541)  the  patent  was  for  improve- 
ments in  the  construction  of  anchors,  windlasses,  and  chain  cables.  The 
improvements  in  anchors  had  been  anticipated.  In  that  case  Abbott^  C.J. 
(at  p.  551),  and  Best^  J.  (at  p.  555),  referred  to  the  facts  and  judgments  in 
HiU  V.  Thompson  as  being  decisive  on  the  question  that  a  patent  taken  out 
for  more  thail  the  patentee  was  entitled  to  is  void  altogether.  Baron 
Parity  in  Morgan  v.  Seaward  (i  Webs.  196),  puts  the  avoiding  of  the  patent 
on  the  ground  of  false  suggestion.  ''  It  is  on  the  same  principle"  (that  a 
&lse  suggestion  of  the  grantee  avoids  an  ordinary  grant  of  lands  from  the 
Crown)  "  that  a  patent  for  two  or  more  inventions,  when  one  is  not  new  is 
void  altogether,  as  was  held  in  Hilly*  Thompson  and  Brunton  v.  Hawkes** 
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1819.     R.  f^.  Wheeler,  2  B.  &  Aid.  345. 
DisconformUy — Sufficiemy, 

Scire  facias  to  repeal  a  patent  for  "  a  new  and  improved  method  of 
drying  and  preparing  malt" 

The  specification  was  as  follows : — 

*'  My  invention  consists  in  the  heating  of  malt  to  400^  F.  and  upwards, 
according  to  a  process  or  processes  hereafter  described,  and  in  so  heating 
it  that  the  greater  part  of  the  saccharine  and  amylaceous  principles  of  the 
grain  become  changed  into  a  substance  resembling  gum  and  extractive 
matter,  of  a  deep-brown  colour,  readily  soluble  in  hot  or  cold  water." 
Different  kinds  of  apparatus  and  medhods  were  next  described.  ''The 
proper  degree  of  heat  and  time  of  exposure  will  be  easily  learned  by 
experience,  the  colour  of  the  internal  part  of  the  prepared  grain  affording 
the  best  criterion." 

No  statement  was  made  as  to  what  was  the  colour  which  was  to  be  the 
criterion. 

In  delivering  the  judgment  of  the  Court,  Abbott^  C.J.,  pointed  out  that 
the  patent  was  for  "  preparing ''  (f .^.  making)  malt,  and  the  specification 
described  only  a  method  of  drying  malt  already  made.  Hence  there  is  a 
false  suggestion  to  the  Crown.  "  Manufacture  "  includes  processes.^  The 
patentee  in  his  specification  claims  to  be  the  inventor  of  a  process  for  making 
malt  more  soluble  in  water  and  colouring  the  liquor,  the  latter  bdng  the 
object  in  view.    He  doe$  not  describe  a  process  of  "  preparing  "  malt* 

If  this  process  was  in  truth  a  "  preparing "  of  malt  for  a  particular 
purpose,  that  purpose  should  have  been  mentioned.  The  patentee  has  not 
described  any  certain  or  precise  process ;  nor  the  state  in  which  the  malt 
was  to  be  used ;  nor  the  length  of  the  process ;  nor  maximum  temperature. 
"  A  specification  which  casts  upon  the  public  the  expense  and  labour  of 
experiment  and  trial  is  undoubtedly  bad." '  But  if  these  points  would  be 
known  to  persons  of  competent  skill,  then  the  patentee  has  not  discovered 
anything. 


1822.    Hall  v.  Jarvis,  i  Webs.  loa 

Inventive  Ingenuity — Combination  of  Old  Tkings, 

In  18 17  a  patent  was  granted  toy.  S,  Halliox  "a  method  of  improving 
every  kind  of  lace  or  net,  or  any  description  of  manufactured  goods  whose 
fabric  is  composed  of  holes,  or  interstices,  made  from  thread  or  yam,  etc." 

»  See  also  Gibson  v.  Brand  (i  Webs.  633) ;  Crane  v.  Price,  12  L.  J.  C.  P.  86 ;  and  Harmooi 
V.  G.  N,  Ry,  C<>.,  29  L.  J.  Q.  B.  aoo. 

*  This  is  the  real  ground  of  decision.  See  Seilson  v.  Harford,  i  Webs.  31a,  373,  where  this 
case  is  distinj^^ished  from  that  one. 

'  Quoted  as  authority  in  Stevens  v.  Keating,  2  Webs.  194,  and  in  Lane  Fox  y.  Kensington, 
&»€„  9  R.  P.  C.  248. 
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The  machine  consisted  in  an  anangement  whereby  the  lace  or  other 
fabric  was  passed  by  means  of  rollers  in  an  endless  band  over  a  flame  of 
gas.  The  flame  was  drawn  through  the  interstices  by  a  chimney  above  the 
fabric  singed.  The  rate  of  motion  required  in  each  case  could  only  be 
determined  by  an  actual  experiment  which  could  be  easily  performed. 

It  was  proved  that  singeing  had  previously  been  done  by  means  of  oil 
and  other  flames,  but  not  gas-flames ;  that  gas-flames  were  well  known  and 
used  for  other  purposes ;  that  it  was  well  known  that  flame  would  not  (as 
b  the  Davy  safety-lamp)  ordinarily  penetrate  interstices ;  that  bellows  had 
been  used  for  the  purpose  of  singeing;  and  that  the  combination  of  a 
flame  and  chimney  to  ensure  combustion  by  promoting  draught  (as  in 
the  Aigand  lamp)  was  also  known. 

Ite/J^  that  the  patent  was  valid. 

Hotes. 

The  above  case  was  referred  to  in  ZosA  v.  Hague  (i  Webs.  207)  by 
Lord  Abingrr^  C.B.,  as  being  the  application  of  a  new  contrivance  to  the 
same  purpose  as  was  effected  by  an  old  one,  and  by  Titidal^  C.J.,  in  Crane 
V.  PrUe  (12  L.  J.  C.  P.  86)  as  an  illustration  of  "the  use  of  things  already 
known,  and  acting  with  them  in  a  manner  already  known,  but  producing 
those  effects  so  as  to  be  more  economically  or  beneficially  enjoyed  by  the 
public." 

It  will  be  observed  that  at  this  date  the  necessity  of  a  certain  amount 
of  ingenuity,  in  addition  to  novelty  and  utility,  to  support  a  patent  had  not 
been  generally  discussed. 


1841,    Neilson  v.  Harford,  i  Webs.  295. 

Benevolent  Construction —  Utility, 

The  plaintiff's  patent  (No.  5701  of  1828)  was  for  the  "  improved  application 
of  air  to  produce  heat  in  fires,  forges,  and  furnaces,  where  bellows  or  other 
blowing  apparatus  are  required."  The  specification  stated  that  the  blast 
of  air  might  be  made  by  any  known  means,  and  was  "  to  be  passed  from 
the  bellows  or  blowing  apparatus  into  an  air-vessel  or  receptacle  made 
sufficiently  strong  to  endure  the  blast,  and  through  or  from  that  vessel  or 
receptacle  by  means  of  a  tube,  pipe,  or  aperture  into  the  fire,  forge,  or  furnace. 
The  air-vessel  or  receptacle  must  be  air-tight  or  nearly  so,  except  the 
apertures  for  the  admission  and  emission  of  the  air,  and  at  the  commence- 
ment and  during  the  continuance  of  the  blast  it  must  be  kept  artificially 
heated  to  a  considerable  temperature.  It  is  better  that  the  temperature  be 
kept  to  a  red  heat  or  nearly  so,  but  so  high  a  temperature  is  not  absolutely 
necessary  to  produce  a  beneficial  effect.  The  vessel  or  receptacle  may  be 
conveniently  made  of  iron,  but  as  the  effect  does  not  depend  on  the  nature 
of  the  material,  other  metals  or  convenient  materials  may  be  used.    The 
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size  of  the  air-vessel  must  depend  upon  the  blast  and  on  the  heat  necessary 
to  be  produced/'  Dimensions  in  cubic  contents  were  then  given  for  forges, 
iron-founders'  cupolas,  and  blast  furnaces.  *'  The  form  or  shape  of  the 
vessel  or  receptacle  is  immaterial  to  the  ^ect,  and  may  be  adapted  to  the 
local  circumstances  or  situation."  The  air-vessel  may  be  heated  from  any 
source,  and  preferably  enclosed  in  brickwork ;  "  the  manner  of  applying  the 
heat  to  the  air-vessel  is,  however,  immaterial  to  the  e;ffe^  if  it  be  kept  at 
a  proper  temperature." 

At  the  trial  of  this  action  for  infringement  several  pleas  were  set  up, 
amongst  others  insufficiency  of  the  specification  was  all^^ed,  and  want  of 
utility. 

Farke^  B.,  in  his  address  to  the  jury  referred  to  the  former  practice  of 
construing  specifications  strictly  as  against  the  patentee,  and  continued 
(f  Webs.  310):  "Within  the  last  ten  years  or  more,  the  Courts  have  not 
been  so  strict  in  taking  objections  to  the  specification;  and  they  have 
endeavoured  to  hold  a  fair  hand  between  the  patentee  and  the  public,  willing 
to  give  the  patentee,  on  his  part,  the  reward  of  a  valuable  patent,  but  taking 
care  to  secure  to  the  public,  on  the  other  hand,  the  benefit  of  that  proviso 
which  is  introduced  into  the  patent  for  their  advantage,  so  that  the  right  to 
the  patent  may  be  fairly  and  properly  expressed  in  the  specification."' 

The  learned  judge  then  dealt  with  the  questions  of  infringement,  objec- 
tions to  the  title,  and  the  extent  of  the  claim. 

On  the  question  of  sufficiency  (p.  314) :  "  You  are  not  to  ask  yourselves 
the  question  whether  persons  of  great  skill — a  first-rate  engineer,  or  a  second- 
class  engineer — whether  they  would  do  it :  because  generally  those  persons 
are  men  of  great  science  and  philosophical  knowledge,  and  they  would  upon 
a  mere  hint  in  the  specification  probably  invent  a  machine  which  should 
answer  the  purpose  extremely  well ;  but  that  is  not  the  description  of  per- 
sons to  whom  this  specification  may  be  supposed  to  be  addressed — ^it  is 
supposed  to  be  addressed  to  a  practical  workman,  who  brings  the  ordinary 
degree  of  knowledge  and  the  ordinary  degree  of  capacity  to  the  subject"' 

The  learned  judge  reviewed  the  evidence  at  length  and  explained  the 
law  as  to  sufficiency  of  directions. 

Certain  questions  were  left  to  the  jury. 

The  jury  found  "  that  the  shape  and  form  are  material  to  the  effect, 
simply,  that  is  to  the  extent  of  beneficial  effect  produced,  not  to  produdng 
some  effect,  for  some  beneficial  result  would  be  produced  from  any  shape, 
and  as  to  producing  the  extent  of  beneficial  effect,  the  form  and  shape  are 
material."  They  also  found  that  the  specification  gave  sufficient  directions 
to  enable  an  ordinary  workman  who  knew  of  the  old  blowing  apparatus  to 
produce  a  beneficial  result  taking  expense  into  consideration.  They  also 
found  that  no  one  would  be  misled  by  the  specification. 

The  learned  judge  directed  that  judgment  be  entered  for  the  defendants 

>  Quoted  as  the  rule  by  ATiy,  J.,  in  Edison  6*  Swan  v,  Holland,  5  R.  P.  C.  474. 
*  This  passage  is  quoted  as  the  rule  by  Jessel,  M.R.,  in  Stoner  v.  Todd^  4  Ch.  D.  61. 
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on  the  issue  of  insufficiency  of  the  specification,  as,  on  his  construction  of 
the  specification,  there  was  a  misdirection  (viz.  that  the  form  and  shape 
were  immaterial  to  the  extent  of  the  efiect)  in  the  specification  itself,  and 
that  such  could  not  be  cured  by  parole  evidence. 

The  plaintiffs  appealed  to  the  Exchequer  Chamber. 

During  the  argument  Baron  AUerson  thus  described  the  invention 
(p.  337)  :  "  What  he  really  discovered  is,  that  it  would  be  better  for  you  to 
apply  air  heated  up  to  a  red  heat  or  nearly  so,  instead  of  cold  air  as  you 
have  hitherto  done.  That  is  the  principle ;  that  is  the  real  discovery ;  but 
in  order  to  take  out  a  patent,  you  must  have  an  embodiment  of  the  principle, 
and  his  embodiment  of  the  principle  is  the  heating  of  the  air  in  a  separate 
vessel,  intermediary  between  the  blowing  apparatus  and  the  point  where  it 
enters  the  furnace." 

During  the  argument  on  infringement  and  extent  of  the  claim  it  was 
urged  that  every  shape  of  vessel  was  included  in  the  claim.  Per  Alderson^ 
B.  (p.  355) :  "Then  I  think  that  is  a  principle,  if  you  chum  every  shape. 
If  you  claim  a  specific  shape  and  go  to  the  jury  and  say  that  which  other 
people  have  adopted  is  a  colourable  imitation,  then  I  can  understand  it. 
If  you  claim  every  shape  you  claim  a  principle.  There  is  no  difference 
between  a  principle  to  be  carried  into  effect  in  any  way  you  will  and  claim- 
ii^  the  principle  itself.    You  must  detail  some  specific  mode  of  doing  it."  ^ 

The  point  at  issue  was  thus  stated  by  Farke^  B.,  during  the  argument 
(p-  363)  :  ''  Whether  this  Court  is  of  opinion,  comparing  the  specification 
with  the  fact  that  there  is  a  clear  misrepresentation  in  any  part  of  it.  The 
question  is,  whether  that  can  be  corrected  by  the  evidence  of  men  acquainted 
with  the  subject,  who  say  they  would  be  themselves  able  to  correct  that 
error  by  their  knowledge  of  the  subject. .  .  .  That  is  the  question  I  reserved 
for  the  opinion  of  the  Court."  ^ 

The  Coiut  made  the  rule  absolute  to  enter  judgment  for  the  plaintiff*. 

Parke,  B.,  in  dealing  with  the  question  of  construction  (p.  370) :  "  The 
construction  of  all.  written  instruments  belongs  to  the  Court  alone,  whose 
duty  it  is  to  construe  all  written  instruments,  as  soon  as  the  true  meaning  of 
the  words  in  which  they  are  couched,  and  the  surrounding  circumstances,  if 
any,  have  been  ascertained  by  the  jury ;  and  it  is  the  duty  of  the  jury  to 
take  the  construction  from  the  Court,  either  absolutely,  if  there  be  no  words 
to  construe  as  words  of  art,  or  phrases  used  in  commerce,  and  the  surround- 
ing circumstances  to  be  ascertained,  or  conditionally,  where  those  words  or 
circumstances  are  necessarily  referred  to  them." ' 

The  learned  judge  referred  to  his  construction  at  the  trial  that  the 

^  This  is  the  real  state  of  the  law  as  it  at  present  stands  :  per  LindUy,  L.J.,  in  Automatic 
^Veighing  Machine  Co.  v.  Knight^  6  R.  P.  C.  308.  It  is  the  proper  limitation  of  the  generality 
of  the  dictum  in  Jupe  v.  Pratt,  Nobel  v.  Anderson^  per  Kay^  L.J.,  11  R.  P.  C.  527.  Followed 
hIso  in  The  Ticket  Punch,  Sfc,  v.  Cottey's  Patent,  12  R.  P.  C.  185. 

*  This  question  was  not  decided  in  this  appeal,  but  in  subsequent  cases.     See  ante, 

PP*  7^.  77* 

'  Quoted  and  followed  by  Lord  Wcstbury,  L.C.,  in  Hills  v.  Evans,  31  L.  J.  Ch.  463. 
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specification  meant  that  the  shape  was  immaterial  to  the  degree  of  effect  in 
heating  the  blast — a  statement  that  the  jury  fomid  was  not  literally  tnie. 
He  continued :  *'  But  my  lord  and  my  brothers,  after  considerable  heata- 
tion,  are  of  opinion  that  a  construction  may  reasonably  be  put  upon  this 
clause  which  will  support  the  patent ;  and  though  I  mjrself  still  entertain 
great  doubt  whether  such  is  the  true  construction,  I  am  not  prepared  to  say 
that  it  is  not,  and  I  am  very  glad,  that  in  so  meritorious  an  invention  as 
this  is  admitted  to  be,  in  this  view  of  the  case  the  inventor  will  not  be 
deprived  of  his  reward."  The  Court  held  that  the  word  '*  effect "  meant  the 
beneficial  effect  of  the  blast  in  the  furnace,  and  that  consequently  the  state- 
ment was  not  contiadicted  by  the  finding  of  the  jury. 

Motes. 

Neilscn  v.  Harford  has  been  regarded  as  an  authority  that  questions  oi 
construction  determined  from  the  specification  above  are  for  the  Court 
exclusively :  Alien  v.  Rawson^  i  C.  B.  571.  Per  Blackburn^  J.,  in  Bdts  v. 
MmsieSy  31  L.  J.  Q.  B.  239. 

It  also  illustrates  the  rule  that  a  small  amount  of  utility  will  suffice  to 
support  a  patent.  Per  Jessd^  M.R.,  in  Plimpton  v.  Makomson^  3  Ch.  D. 
582. 

In  Young  v.  Hermand  Oil  Co.^  9  R.  P.  C.  382,  it  was  suggested  by  Lord 
Herschellrh^i  I^eilson  v.  Harford  showed  that  change  of  temperature  in  one 
retort  might  constitute  a  new  process.    As  to  this  see  anU^  pp.  36,  37. 

1841.     Kay  v.  Marshall,  2  Webs.  34;  8  CI.  &  F.  945. 
New  Use  of  Old  Machitu — Real  Invention  wron^y  described. 

In  1825  a  patent  (No.  5226)  was  granted  to  y.  Kay  for  ''new  and  im- 
proved machinery  for  spiiming  flax,  hemp,  and  other  fibrous  substances  by 
power." 

The  specification  was  as  follows : — 

''  I  do  hereby  declare  the  nature  of  my  said  Invention  to  consist  in  new 
machinery  for  macerating  flax  and  other  similar  fibrous  substances  previous 
to  drawing  and  spinning  it,  which  process  I  call  preparing  it ;  and  also  in 
improved  machinery  for  spinning  the  same  after  having  been  so  prepared 
And  in  further  complianpe  with  the  said  proviso,  I  do  hereby  describe  the 
manner  in  which  I  perform  my  said  Invention  by  the  following  description ; 
first,  of  the  new  machinery  for  macerating,  and,  secondly,  of  the  improved 
machinery  for  spinning ;  refersice  being  had  to  the  drawing  aimexed,  and 
the  figures  and  letters  marked  thereon,  that  is  to  say — 

««  Description  of  the  Drawing. 

"  I  will  first  describe  the  new  machinery  for  the  purposes  of  maceration/' 

The  description  was  continued  by  references  to  Figs,  i  and  2  of  the 

drawings  showing  how  the  flax  is  prepared  and  macerated  by  means  of 

rollers  and  the  roving  or  sliver  received  into  vessels  through  which  water 
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permeated,  and  in  which  the  roving  was  left  for  some  hours.  The  specifica- 
tion continued : — 

"  Having  now  described  the  new  machinery  for  the  purposes  of  macera- 
tion, and  which  consists  only  of  the  vessels  marked  B,  and  the  trough  of 
water  marked  C,  I  will  proceed  to  describe  the  improved  machinery  for 
spinning  flax  and  other  similar  fibrous  substances. 

"  Fig-  3  represents  a  side  view  in  section  of  my  improved  spinning  frame 
to  be  worked  by  power  in  any  of  the  ordinary  methods.  D,  D,  is  a  wooden 
or  other  trough  divided  into  compartments,  each  compartment  having  the 
contents  of  one  of  the  macerating  vessels  emptied  into  it,  in  such  manner 
that  the  said  contents,  when  so  emptied  into  it,  may  have  the  appearance 
represented  in  this  Figure,  and  the  best  mode  which  I  have  found  of  doing 
this  has  been  to  turn  the  macerating  vessel  upside  down  carefully  over  the 
compartment,  when  the  end  of  the  roving  or  sliver  will  be  easily  found.  £,  £, 
represent  the  contents  of  two  of  the  macerating  vessels  emptied  as  aforesaid. 
The  ends  of  the  roving  or  sliver  being  found,  they  are  led  over  the  roller  G 
at  the  top  of  the  frame  H.  From  this  roller  G  the  roving  or  sliver  is 
led  between  an  ordinary  pair  of  retaining  rollers  ^,  ^,  and  a  pair  of  drawing 
rollers  Cy  c.  The  drawing  rollers  r,  r,  move  at  a  pace  eight  times  faster 
than  the  retaining  rollers  ^,  /,  which  retaining  rollers  I  find  answer  better  to 
be  fluted.  I  place  the  drawing  rollers  only  2\  inches  from  the  retaining 
rollers,  and  this  constitutes  the  principal  improvement  in  the  said  spinning 
machinery ;  for  the  roving  being  so  completely  macerated  would  not  hold 
together  to  be  drawn  out  while  in  such  a  state  to  the  ordinary  length  of  the 
staple,  but  this  very  state,  when  drawn  in  so  short  a  length  as  here  represented, 
enables  it  to  be  spun  very  flne  and  evenly;  for  it  should  be  stated  that 
there  is  no  elasticity  in  the  fibre  of  flax,  hemp,  nettle-weed,  or  other  the  like 
substances,  but  when  drawn  by  rollers  so  placed  as  aforesaid,  and  moving  at 
the  relative  speeds  aforesaid,  and  in  the  completely  saturated  state  aforesaid, 
the  fibres  themselves  are  pulled  asunder,  and  require  to  be  twisted  imme- 
diately, or  the  continuity  of  the  thread  would  be  destroyed.  This  position 
of  the  rollers  is  not  necessary  in  the  ordinary  mode  of  spinning  such  sub- 
stances as  aforesaid,  for  in  the  ordinary  process  the  elongation  of  the  skim 
only  is  effected  by  the  process  of  drawing,  and  not  the  elongation  of  the  fibres 
themselves  which  compose  the  skim ;  J  is  the  thread  or  staple  in  its  twisted 
or  spun  state,  and  L  is  the  ordinary  bobbin  and  fly. 

"  Now  whereas  I  hereby  declare  that  what  I  claim  as  my  Invention  in 
respect  of  new  machinery  for  preparing  flax,  hemp,  and  other  fibrous  sub- 
stances, are  the  macerating  vessels  marked  B,  and  trough  of  water  marked 
C ;  and  that  which  I  claim  as  my  Invention  in  respect  of  improved  machinery 
for  spirming  flax,  hemp,  or  other  fibrous  substances,  is  the  wooden  or  other 
trough  marked  D,  for  holding  the  rovings  when  taken  from  the  macerating 
vessels,  and  the  placing  of  the  retaining  rollers  e,  e^  and  the  drawing  rollers 
^,  c^  nearer  to  each  other  than  they  have  ever  before  been  placed,  say  within 
2\  inches  of  each  other,  for  the  purpose  aforesaid." 
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A  bill  in  Chancery  was  filed,  claiming  an  injunction  against  the  defendants 
for  using  machinery  constructed  and  used  according  to  the  specification  for 
spinning  wet  flax  at  a  short  reach  as  described,  and  other  rehef  was  sought. 

The  bill  recited  that  the  plaintiff  discovered  that  by  wetting  and  macera- 
tion and  spinning  with  a  short  "ratch"  or  "reach"  of  2^  inches;  that 
by  means  of  further  improvements  the  process  of  maceration  described 
in  the  specification  could  be  dispensed  with,  if  the  flax  were  passed  through 
a  trough  of  water  before  being  drawn  out  and  spun;  that  the  plaintiffs 
invention  of  machinery  for  spinning  flax  by  means  of  placing  the  drawing 
roQers  as  described  within  a  short  distance  of  the  retaining  rollers  was  a  new 
invention  of  great  public  utility;  and  that  the  patent  had  been  held  valid  in 
previous  actions  at  law. 

The  time  for  demurring  having  expired,  special  leave  of  the  Court  was 
obtained  to  file  a  general  demurrer  to  the  bill.  It  was  argued  before  the 
Vice-Chancellor  who  ordered  the  demurrer  to  stand  over  for  twelve  months 
with  liberty  to  bring  an  action. 

On  appeal  from  the  above  order  Lord  Coitenham^  L.C,  overruled  the 
demifrrer  and  discharged  the  order.  In  the  opening  of  his  judgment  the 
following  passage  occurs  (2  Webs.  39 ;    i  My.  &  Cr.  383) : — 

"  Upon  the  face  of  his  bill,  he  alleges  that  he  did  by  his  specification  do 
all  that  his  patent  required  him  to  do,  namely,  describe  and  ascertain  the 
nature  of  his  invention,  and  in  what  manner  the  same  was  to  be  performed. 
What  follows  is  merely  the  claim,  not  intended  to  be  any  description  of  the 
means  by  which  the  invention  is  to  be  performed,  but  introduced  for  the 
security  of  the  patentee,  that  he  may  not  be  supp>osed  to  claim  more  than 
what  he  can  support  as  an  invention.  It  is  introduced,  lest  in  describing  and 
ascertaining  the  nature  of  his  invention,  and  by  what  means  the  same  is  to 
be  performed  (particularly  in  the  case  of  a  patent  for  an  improvement),  the 
patentee  should  have  inadvertendy  described  something  which  is  not  new, 
in  order  to  render  his  description  of  the  improvement  intelligible.  The  claim 
is  not  intended  to  aid  the  description,  but  to  ascertain  the  extent  of  what  is 
claimed  as  new."  ^ 

The  defendants  raised  two  pleas,  alleging  that  the  principle  of  wet  spinning 
was  not  new,  and  that  the  process  of  maceration  described  was  unnecessary 
and  useless. 

A  trial  at  law  was  ordered. 

The  case  was  tried  at  the  Assizes.  Evidence  was  given  of  the  revolution 
created  in  the  manufacture  by  the  plaintiff's  process,  and  of  the  action  of  his 
machine  and  earlier  ones. 

The  jury  found  a  verdict  in  favour  of  the  plaintiff  on  both  issues.  The 
following  statement  of  facts  was  endorsed : — 

*'  That  before  the  granting  of  the  patent,  hemp,  flax,  and  other  fibrous 
substances  were  spun  by  machines  with  slides  by  which  the  reach  was  varied 

1  This  passage  is  quoted  and  referred  to  with  approval  by  Jessel,  M.R.,  in  Plimpton  v. 
AfalcomsoHt  3  Ch.  D.  563,  and  by  Wilis,  J.,  in  Easierirook  v.  G.  IV.  Ry»  Co,,  2  R.  P.  C.  208. 
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according  to  the  length  of  the  staple  or  fibre  of  the  article  to  be  spun ;  and 
that  has  been  the  fundamental  principle  of  dry  spinning  known  and  used 
before  the  granting  of  the  patent ;  the  reach  having  varied —in  cotton  spinning 
between,  |  inch  to  i^ ;  in  flax  or  line  spinning,  from  14  to  36  inches ;  in  tow 
spinning,  from  4  to  9  inches ;  in  worsted  spinning,  from  5  to  14  inches ;  but 
before  the  granting  of  the  patent  it  was  not  known  that  flax  could  be  spun 
by  means  of  maceration,  as  having  a  short  fibre,  at  a  reach  of  2\  inches  or 
about  these  limits ;  but  before  that  time  Horace  Hall  had  taken  out  a  patent 
for  '  an  improved  method  of  preparing  and  spinning  hemp,  flax,  and  odier 
substances  containing  fibre,'  with  a  specification  referring  to  it,  and  the 
machines  manufactured  according  to  that  patent  were  constructed  with  a 
reach  of  4J  inches." 

An  order  was  subsequently  made  by  Lord  LangdaU^  M.R.,  that  a  case 
be  made  for  the  opinion  of  the  judges  of  the  Court  of  Common  Pleas  upon 
the  question  of  the  validity  of  the  patent 

It  was  held  by  the  Court  of  Common  Pleas :  that  the  invention  consisted 
of  two  parts,  viz.  new  machinery  for  macerating  flax,  and  *' improved 
machinery  for  spinning  the  same ; "  that  the  real  subject-matter  of  the  im- 
proved machinery  was  "  the  placing  and  retaining  of  the  respective  rollers 
within  2\  inches  from  each  other ; "  that  this  was  merely  "  the  application 
of  a  piece  of  machinery  already  known  and  in  use  to  the  new  macerated 
state  of  the  flax ; "  and  that  the  patent  was  therefore  invalid. 

Sir  N.  C  Ttndal^  C  J.,  in  the  conclusion  of  the  judgment  of  the  Court, 
said  (a  Webs.  76) :  "  The  answer  given  to  thb  objection  on  the  part  of  the 
plaintiff  has  been,  that  the  invention  for  which  the  patent  has  been  taken  oat 
does  not  consist  of  two  distinct  parts,  but  has  but  one  entire  single  object 
only,  namely,  the  object  of  macerating  and  spinning  that  macerated  flax,  on 
a  machine  where  the  rollers  are  retained  at  the  prescribed  distance  from  each 
other.  But  this  appears  to  be  at  variance  with  the  specification  itself,  which 
divides  the  invention  and  the  subject-matter  of  the  patent  into  two  distinct 
parts  j  and  even  if  it  is  to  be  considered  as  one  entire  invention,  if  part  of 
what  is  claimed  is  not  properly  the  subject  of  a  patent,  or  not  new,  the  whole 
must  be  void." 

The  Master  of  the  Rolls  concurred  with  this  judgment  and  dismissed  the 
bill  with  costs. 

The  plaintifl*  appealed  to  the  House  of  Lords. 

The  appeal  was  dismissed. 

Lord  Cottetihamy  L.C.,  in  delivering  judgment,  reviewed  the  facts  and 
the  history  of  the  litigation,  and  continued  (p.  8 1) :  "  All  the  variation  which 
the  plaintiff  introduced  into  the  ordinary  spinning  machine,  which  he  claims 
as  his  invention,  is  fixing  the  rollers  at  2J^  inches  distance  from  each  other; 
and  that  he  states  is  such  an  improvement  to  the  ordinary  spinning  machine 
as  entitles  him  to  be  protected  from  the  rest  of  the  world  against  their  using 
spinning  machines  with  the  rollers  at  that  distance.  It  is  not,  as  was  argued  at 
the  bar,  one  invention,  namely,  the  macerating  of  flax  and  using  flax  as  mace- 
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rated  with  a  particular  machine."  ^  The  earlier  part  of  the  invention  he  does 
not  say  is  infringed,  the  defendants  do  not  use  it ;  another  mode  of  maceration 
has  been  adopted.  '*  If  the  patent  be  good,  so  far  as  the  spinning  machine  is 
concerned,  that  is  to  say,  if  the  plaintiff  has  a  right  to  tell  the  defendants, 
and  all  the  rest  of  the  world,  that  they  shall  not  use  the  common  spinning 
machine  with  rollers  at  2^  inches  distance,  then  the  existence  of  the  paten  t 
deprives  the  defendant  and  all  the  rest  of  the  world  of  the  right  of  using  the 
ordinary  spinning  machine  in  the  form  in  which  they  had  the  right  to  use  it 
before  the  patent  was  granted.  Now  that  is  not  the  object  of  the  patent.  If 
he  has  discovered  any  means  of  using  the  machine  which  the  world  had  not 
known  before,  the  benefit  of  that  he  has  a  right  to  secure  to  himself  by  means 
of  a  patent ;  but  if  this  mode  of  using  the  spinning  machine  was  known 
before  (and  the  endorsement  upon  ^^postea  states  that  it  was  known  before), 
then  the  plaintiff  cannot  deprive  them  of  having  the  benefit  of  that  which 
they  enjoyed  before." 

Notes. 

Kay  V.  Marshall  has  been  referred  to  as  an  illustration  of  the  want  of 
subject-matter  by  Fry^  L.J.,  in  Edison  v.  Wood}umse\  "The  invention  was 
for  the  use  of  a  well-known  machine  in  a  manner  in  which  it  could  have 
previously  been  used"  (4  R.  P.  C.  92).  A  similar  view  was  expressed  by 
C harks y  J.,  in  Herrburger  v.  Sqtdre^  5  R.  P.  C.  592. 

I^rd  Penzofux  commented  on  this  decision  in  British  Dynamite  Co.  v. 
KrebSy  and  distinguished  the  two  cases.    See/^j/,  p.  277. 


1842.  Crane  v.  Price,  4  M.  &  Gr.  580;  12  L.  J.  C.  P.  81 ;  i  Webs.  393. 
Manufacture — Subject-matter — Combination  Process. 

A  patent  was  granted  Sept.  28,  1836,  to  G,  Crane  for  "  an  improvement 
in  the  manufacture  of  iron." 

The  specification  reviewed  the  existing  methods  of  the  production  of  iron 
from  ore  by  means  of  bituminous  coal,  and  also  the  advantages  of  using  anthra- 
cite or  stone  coal,  when  possible,  the  result  being  the  production  of  "  a  quality 
of  iron  more  nearly  resembling  iron  obtained  by  the  aid  of  vegetable  charcoal. 
Now,  the  object  of  my  invention  is,  the  application  of  such  anthracite,  or 
stone  coal,  combined  with  a  hot-air  blast  in  the  smelting  or  manufacture  of 
iron  from  iron  stone,  mine,  or  ore."  Full  directions  were  given  as  to  the 
mode  of  using  the  anthracite.  The  claim  was  in  the  following  terms  : 
''  I  would  have  it  understood,  that  I  do  not  claim  the  using  of  a  hot-air 
blast  separately  in  the  smelting  and  manufacture  of  iron  as  of  my  invention, 

'  This  was  the  real  discovery  of  the  plaintiff  which  revolutionized  the  industry.  Had  it 
Ijeen  properly  described  and  claimed  as  a  method  or  process  of  wet  spinning  by  means  of 
maceration  and  a  shortened  reach,  a  valid  patent  could  have  been  obtained. 
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when  uncombined  with  the  application  of  anthracite,  or  stone  coal,  or 
culm ;  nor  do  I  claim  the  application  of  anthracite,  or  stone  coal,  in  the 
manufacture  or  smelting  of  iron,  when  uncombined  with  using  the  hot-air 
blast  But  what  I  do  claim  as  my  invention  is,  the  application  of  anthracite, 
or  stone  coal,  or  culm,  combined  with  the  using  of  hot-air  blast  in  the 
smelting  and  manufacture  of  iron  from  iron  stone,  mine,  or  ore,  as  above 
described/' 

This  was  an  action  on  the  case  for  infringement. 

The  evidence  at  the  trial  was  to  the  following  effect : — 

The  hot  blast  used  was  Neilsotis  and  that  the  invention  lay  in  using  it 
with  anthracite  coal. 

Previous  to  Cranes  invention,  many  attempts  had  been  made  without 
success  to  use  anthracite  in  the  smelting  of  iron.  Neilsaris  patent  had  been 
known  for  eight  years.  Seventy  patents  had  been  taken  out  to  effect  the 
same  object,  and  all  were  useless. 

The  results  of  the  new  process  were  immense.  The  breaking-weight  of 
a  bar  of  iron  was  increased  in  the  ratio  of  i  to  1*211,  and  the  resistance  to 
bending  imder  a  transverse  strain  from  i  to  1*3.  The  whole  smelting 
industry  in  South  Wales  was  revolutionized,  iron  being  obtained  equal  to 
the  best  Swedish  charcoal  iron. 

At  the  trial  a  formal  verdict  was  taken.  Sir  N,  C.  Tindal^  C.J.,  express- 
ing the  opinion  that  it  was  a  question  of  law  at  the  last :  *'  I  have  been 
listening  with  great  attention  to  it ;  it  must  come  at  last  to  what  is  the  mean- 
ing of  the  word  '  manufacture '  under  the  statute ;  whether  the  amplication 
of  a  known  mode  of  working  the  blast,  applying  it  to  all  purposes,  when 
applied  to  a  known  purpose  is  a  manufacture ;  and  then  you  come  to  the 
other — whether  he  was  the  true  and  first  inventor." 

The  case  came  on  as  a  special  case  before  Tindal^  C.J.,  Erskine^  CoHman, 
and  Maule^  JJ. 

Several  issues  were  raised  by  the  case,  the  most  important  being  that 
suggested  by  Tindal^  C.J.,  at  the  trial. 

In  delivering  the  judgment  of  the  Court,  Tindal^  C  J.,  reviewed  the  issues, 
the  specification,  the  claim  with  its  disclaimers,  and  continued :  "  And  the 
question,  therefore,  becomes  this — whether,  admitting  the  using  of  the  hot- 
air  blast  to  have  beeni  known  before  in  the  manufacture  of  bituminous  coal, 
and  the  use  of  anthracite,  or  stone  coal,  to  have  been  known  before  in  the 
manufacture  of  iron  with  the  cold  blast,  but  that  the  combination  of  the  two 
together  (the  hot  blast  and  the  anthracite)  were  not  known  to  be  combined 
before  in  the  manufacture  of  iron,  whether  such  combination  can  be  the 
subject  of  a  patent." 

"  We  *  are  of  opinion  that  if  the  result  produced  by  such  a  combination  is 
either  a  new  article,  or  a  better  article,  or  a  cheaper  article  to  the  public, 

>  The  passage  quoted  in  this  paragraph  has  been  frequently  (and  is  the  only  one)  quoted 
by  learned  judges  in  subsequent  judgments.  See  Murray  v.  Clayton,  L.  R.  7  Ch.  ApL  584 : 
Lyon  V,  Goddard^  10  R.  P.  C.  346 ;  Uster  v.  Norton,  3  R.  P.  C.  305  ;  Morgan  v.  Windavtr,  4 
R.  P.  C.  425, 
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than  that  produced  before  by  the  old  method,  that  such  combination  is  an 

invention  or  manufacture  intended  by  the  statute,  and  may  well  become  the 

subject  of  a  patent."    The  learned  judge  supported  this  view  by  quotations 

from  A  V.  Wh^ekr^  2  B.  &  Aid.  349  {anU^  p.  186),  and  HiU  v.  Thompson^ 

I  Webs.  237  {anfe^  p.  184). 

He  reviewed  the  facts  of  previous  cases,  and  the  evidence  taken  at  the 
trial. 

He  continued :  "  It  was  objected,  in  the  course  of  the  argument,  that 
the  quality  or  degree  of  invention  was  so  small,  that  it  could  not  become 
the  subject-matter  of  a  patent ;  that  a  person  who  could  procure  a  license 
to  use  the  hot-air  blast  under  Neilson's  patent,  had  a  full  right  to  apply  that 
blast  to  coal  of  any  nature  whatever,  whether  bituminous  or  stone  coal. 
Bat  we  think  if  it  were  necessary  to  consider  the  labour,  pains,  and  expense, 
incurred  by  the  plaintiff,  in  bringing  his  discovery  to  perfection,  that  there 
is  evidence  in  this  cause  that  the  expense  was  considerable,  and  the  experi- 
ments numerous.  But  in  point  of  law,  the  labour  of  thought,  or  experiments, 
and  the  expenditure  of  money,  are  not  the  essential  grounds  of  considera- 
tion on  which  the  question,  whether  the  invention  is  or  is  not  the  subject- 
matter  of  a  patent,  ought  to  depend.  For  if  the  invention  be  new  and  useful 
to  the  public,  it  is  not  material  whether  it  be  the  result  of  long  experiments 
and  profound  research,  or  whether  by  some  sudden  and  lucky  thought  or 
mere  accidental  discovery. 

"  The  Case  of  Monopolies  states  the  law  to  be,  that  where  a  man,  by  his 
own  charge  or  industry,  or  by  his  own  wit  and  invention,  brings  a  new  trade 
into  the  realm,  or  any  engine  tending  to  the  furtherance  of  a  trade  that 
never  was  used  before,  and  that  was  for  the  good  of  the  realm,  that  the  King 
may  grant  him  the  monopoly  of  a  patent  for  a  reasonable  time.  If  the 
combination  now  under  consideration  be,  as  we  think  it  is,  a  manufacture 
within  the  statute  of  James,  there  was  abundant  evidence  in  the  cause,  that 
it  had  been  a  great  object  and  desideratum,  before  the  granting  of  the 
patent,  to  smelt  iron  stone  by  means  of  anthracite  coal,  and  that  it  had  never 
been  done  before ;  there  was  no  evidence  on  the  part  of  the  defendants  to 
meet  that  which  the  plaintiff  brought  forward.  These  considerations,  there- 
fore, enable  us  to  direct  that  the  verdict  ought  to  be  entered  for  the  plaintiff 
on  the  third  issue ;  that  it  was  a  new  manufacture — new  as  to  the  public  use 
and  exercise  thereof  within  England  and  Wales."  ^ 

It  was  also  decided  that  the  use  oi Neilson's  hot  blast,  although  the  subject 
of  a  patent  still  running,  could  form  part  of  a  process  or  combmation  the 
subject  of  another  patent. 

Notes. 

The  main  issue  decided  in  this  case  was  that  the  process  described  by 
Craru  was  a  "  manufacture,"  and  that  a  "  manufacture  "  may  be  new  although 

>  The  passage  here  quoted  gives  the  real  ground  of  the  decision.  The  test  of  the  minimum 
amount  of  ingenuity  necessary  to  support  a  patent  was  never  discussed  at  all. 
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the  several  processes  then  combined  for  the  first  time  may  be  severally 
old 

Several  di^a  will  be  found  in  die  reports  of  subsequent  cases  to  the  effect 
that  Crafts  v.  lYice  is  of  doubtful  authority  at  the  present  day.  A  close 
examination,  however,  reveals  the  fact  that  such  dicta  occur  chiefly  in  cases 
in  which  Crane  v.  J^ia  has  been  relied  on  in  argument  in  support  of  the 
proposition  that,  if  the  conditions  mentioned  in  the  paragrai^  above  noted 
(ante^  p.  x  96)  be  fulfilled,  the  invention  is  patentable,  ignoring  the  fiacts 
proved  in  the  case  showing  the  &ilure  of  preceding  inventors  who  laboured 
at  the  same  problem.  This  occurred  in  the  following  cases.  In  M&rgan  v. 
IVtndiwer^  4  R.  P.  C.  425,^  it  was  followed  by  Kekewichy  J.  (whose  decision 
was  subsequently  reversed) ;  in  listar  v.  Norton^  3  R.  P.  C.  205,  it  was 
similarly  quoted  by  Chiity^  J. ;  in  Rushtan  v.  Crawley^  10  L.  R.  £q.  524,  it 
was  so  referred  to  and  subsequently  doubted  by  MaUns^  V.C.  (at  p.  529) ; 
in  Blakty  v.  Latham^  6  R.  P.  C.  187 ;  and  in  Riekmann  v.  Thierry^  12 
R.  P.  C.  548  and  14  R.  P.  C.  114.^  In  none  of  these  cases  was  there  such 
evidence  of  invention  from  the  workman's  point  of  view  as  was  given  in 
Crafu  V.  Price. 

The  presence  of ''  invention  "  in  Cranes  process  has  been  recognized 
by  Lord  (then  Mr.  Justice)  Blackburn  in  Harwood  v.  G*  N,  Ry.  Co^  11 
H.  L.  Ca.  667,'  and  subsequently  in  Clark  v.  Adie^  2  App.  Ca.  335.  In 
the  cases  in  which  Crane  v.  lYice  has  been  approved  and  followed  there 
were  facts  showing  invention  from  the  workman's  point  of  view : — Murray 
V.  Claytofi^  L.  R.  7  Ch.  Ap.  584;  *  Lyon  v.  Goddard^  10  R.  P.  C.  346.' 

If  the  presence  of  sufficient  ingenuity  to  support  a  patent  be  tested  (as 
is  submitted  is  the  proper  course,  ante^  p.  35)  from  the  workman's  point  of 
view  by  comparing  the  state  of  the  art  before  and  after  the  disclosure  of  the 
invention  in  question,  then  the  evidence  of  **  invention  "  in  Crane  v.  Price 
is  abundant ;  but  if  it  be  allowed  to  test  the  necessary  amount  of  ingenuity 
by  an  ex  post  facto  examination  of  the  problem,  then  the  amount  of  ingenuity 
so  tested  appears  at  first  sight  not  to  be  such  as  would  support  a  patent 
at  the  present  day.  But,  in  applying  this  mental  process,  it  is  frequently 
forgotten  that,  owing  to  scientific  discoveries  and  generalizations — the 
mechanical  equivalent  of  heat,  the  conservation  of  energy,  the  inter- 
dependence of  physical,  chemical,  and  electrical  phenomena — minds  at  the 
present  time  are  better  trained  and  more  ready  to  perceive  analogies  and 
devise  new  methods  than  they  were  in  1842.  It  is  dangerous  in  applying 
the  ex  post  facto  process  to  rely  on  early  cases. 

Cranes  invention  has  been  sometimes  described  as  a  "  combination  " 
(Morgan  v.  Windover^  4  R.  P.  C.  425),  but  not  without  doubt  (per  JameSy 
LJ.,  in  Murray  y.  Clayton^  L.  R.  7  Ch.  Ap.  584).  It  appears  to  be  the 
invention  of  a  process  for  smelting  iron  in  which  an  old  invention,  Neiison's 

*  For  facts,  seeposf,  p.  323,  •  For  facts,  seeposi,  p.  391. 

>  For  focts,  see  post,  pp.  204,  207.  *  For  facts,  sec  past,  p.  249. 

*  For  facts,  seeposf,  p.  358. 
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blast,  was  used  with  anthracite  coal,  the  result  being  substantially  a  new 
[process  resulting  in  an  improved  kind  of  iron.  In  yickers  v.  Siddell^  7 
R.  P.  C.  302,  Lord  Halsbury^  L.C.,  remarked  that  the  judges  in  Crane  v. 
Prue  seemed  to  have  confused  a  patent  for  a  process  with  a  principle. 

1 85 1.    Electric  Telegraph  Co.  v.  Brett  &  Little,  10  C.  B.  838. 

Constructum  of  Specification — Essence  of  the  Invention. 

The  specification  was  that  which  described  the  Cooke  <S^  Wheatstone 
telegraph  dated  Dea  12,  1837. 

The  title  was  "  Improvements  in  giving  signals  and  sounding  alarms  in 
distant  places  by  means  of  electric  currents  transmitted  through  metallic 
circuits,"  The  specification  described  the  invention  fully  with  diagrams. 
Throughout  metallic  circuits  were  mentioned,  earth-returns  being  then 
unknown.  The  action  of  a  magnetic  needle  in  the  centre  of  a  coil  of  con- 
ducting wire  was  known,  and  also  that  it  could  be  operated  from  a  distant 
battery.  The  novelty  lay  in  the  arrangement  and  use  of  two  or  more 
needles  worked  through  two  or  more  circuits,  to  produce  different  signals 
by  combinations.  The  needles  oscillated  between  stops  in  vertical  planes, 
and  were  weighted  to  ensure  stability. 

There  were  several  claims.  The  first  included  the  placing  of  the  needles 
on  horizontal  axes,  weighting  them  at  one  end,  and  limiting  the  oscillations 
by  stops.  The  second  was  for  the  improvement  in  placing  several  needles 
on  the  same  dial  so  as  to  give  signals  by  combinations.  The  third  included 
the  combinations  of  wires,  sending-buttons,  and  receiving-dials.  The  fourth 
was  for  the  arrangements  of  sending-keys.  The  fifth  included  duplicate 
stations  on  the  line.  The  sixth  and  seventh  were  for  details  as  to  the 
employment  of  temporary  magnetism  to  influence  the  needles.  The  eighth 
and  ninth  related  to  the  employment  of  local  or  relay  batteries. 

Throughout  the  whole  specification  and  in  the  claims  the  conductors  were 
spoken  of  in  the  plural.  Reference  was  made  in  the  claims  to  communi- 
cating angular  motions  to  vertical  needles  ''  by  means  of  electric  currents 
transmitted  through  metallic  circuits." 

It  was  subsequently  discovered  that  an  earth-return  could  be  used,  and 
thereby  only  one  metallic  conductor  in  each  circuit  was  required. 

It  was  held  that  the  claims  were  for  certain  improvements^  and  that  the 
use  of  a  complete  metallic  circuit  was  no  part  of  the  improvements ;  hence 
the  claims  included  cases  in  which  only  a  single  conductor  and  earth-returns 
were  used,  although  the  possibility  of  earth-returns  was  unknown  at  the  date 
of  the  patent. 

Notes. 

This  case  was  r^arded  as  an  authority  in  the  Lane  Fox  case  {post^  p. 
345).  The  specification  of  Mr.  Lane  Fox  described  a  system  of  distribution 
of  electricity  for  glow-lamps.    In  such  a  system  it  is  material  to  supply  the 
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current  at  a  constant  pressure ;  so  far  as  the  lamps  were  concerned  it  was 
immaterial  whether  a  return  conductor  was  used  or  the  eai^  Throughout 
the  specification  the  "  earth  "  was  spoken  of.  /feld^  on  the  authority  of  the 
above  case,  that  an  earth-return  was  not  claimed  as  essential  to  the  system 
of  distribution.  Zane  Fox  v.  Kensington^  6v.,  9  R.  P.  C  242.  The  decision 
in  EL  TeL  Co.  v.  Brett  did  not  turn  on  the'  allegation  that  the  earth-return 
was  an  "  equivalent ''  for  the  metallic,  but  that  the  metallic  return,  not  being 
an  essential^  was  not  necessarily  included  in  the  claim. 


1855.    Heath  v.  Unwin,  5  H.  L.  Ca.  505. 
Construction — Chemical  Equivalents. 

In  1839  a  patent  was  granted  toy.  M.  Heath  for  "  certaun  improvements 
in  the  manufacture  of  iron  and  steel."  The  nature  of  these  inventions 
was  :  (i)  extraction  of  pure  cast  iron  and  formation  of  slag,  (2)  forming 
cast  steel  from  the  cast  iron  by  fusing  with  malleable  iron  and  certain 
oxides,  (3)  the  use  of  oxide  of  manganese  in  puddling,  and  (4)  *'  the  use  of 
carburet  of  manganese  in  any  process  whereby  iron  is  converted  into  cast 
steel.*'  The  several  processes  were  described  in  detail,  including  the  use  of 
oxide  of  manganese  in  the  puddling  furnace,  and, "  lasdy,  I  propose  to  make 
an  improved  quality  of  cast  steel,  by  introducing  into  a  crucible  bars  of 
common  blistered  steel,  broken  as  usual  into  fragments,  or  mixtures  of  cast 
and  malleable  iron  and  carbonaceous  matters,  along  with  from  one  to  three 
per  cent,  of  their  weight  of  carburet  of  manganese,  and  exposing  the  crucible 
to  the  proper  heat  for  melting  the  materials,  which  are,  when  fluid,  to  be 
poured  into  an  ingot  mould  in  the  usual  manner ;  but  I  do  not  claim  the 
use  of  any  such  mixture  of  cast  and  malleable  iron,  or  malleable  iron  and 
carbonaceous  matter;  as  any  part  of  my  invention,  but  only  the  use  of  car- 
buret of  manganese  in  any  process  for  the  conversion  of  iron  into  steel,  I 
claim  .  .  •  and,  fourth,  the  employment  of  carburet  of  manganese  in  pre- 
paring an  improved  cast  steel.'* 

Carburet  of  manganese  was  a  substance  manufactured  by  heating  at  a 
high  temperature  oxide  of  manganese  and  carbon. 

It  was  subsequently  discovered,  but  not  known  at  the  date  of  the  speci- 
fication, that  if  black  oxide  of  manganese  and  coal  tar  were  made  into  a 
paste  in  suitable  proportions  and  introduced  into  the  furnace,  the  result 
would  be  the  same  as  the  direct  use  of  carburet  of  manganese.  There  was 
no  direct  evidence  that  carburet  of  manganese  was  actually  formed  in  the 
melting  process,  but  such  was  the  opinion  of  experts. 

The  opinion  of  the  judges  was  called  for  by  the  House  of  Lords. 

Farke^  B.  (p.  538):  "The  specification  must  be  read  as  persons  acquainted 
with  the  subject  would  read  it  at  the  time  it  was  made ;  and  if  it  could  be  con- 
strued as  containing  any  chemical  equivalents,  it  must  be  such  as  are  known 
to  such  persons  at  that  time ;  but  those  which  are  not  known  at  the  time  as 
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equivalents,  and  afterwards  are  found  to  answer  the  same  purpose,  are  not 
included  in  the  specification ;  they  are  new  inventions/'  * 

BMy  by  the  House  of  Lords  (reversing  the  Court  below) :  That-  the 
specification  claimed  only  the  use  of  the  carburet  of  manganese,  and  did  not 
include  the  use  of  the  coal  tar  and  oxide  paste.* 

Notes. 

This  decision  was  one  in  a  case  where  the  patent  was  for  a  new  process 
(use  of  carburet  of  manganese)  for  attaining  an  old  result  (formation  of 
steel);  there  is  no  analogy  between  it  and  a  case  where  the  chemical  com- 
bination is  part  of  a  larger  novel  combination.  Incandescmt  Gas  Co.  v.  De 
Mare,  d^^.,  13  R.  P.  C.  332. 

1858.    Newall  v.  Elliott,  4  C.  B.  N.  S.  269;  27  L.  J.  C.  P.  337. 
Prior  User  and  Publication — Disconformity, 

In  1855  ^  patent  (No.  1091)  was  granted  to  R.  S,  NtwaJliox  "  improve- 
ments in  apparatus  employed  in  laying  down  submarine  electric  telegraph 
wires."    The  provisional  specification  was  in  the  following  terms : — 

"  This  invention  consists  of  apparatus  combined  and  acting  in  the  fol- 
lowing manner :  The  cable  or  rope  containing  the  insulated  wire  or  wires 
is  passed  round  a  cone,  or,  if  it  is  a  long  cable,  round  several  cones,  so  that 
the  cable  in  being  drawn  off  the  coil  is  prevented  from  kinking  by  means 
of  the  cone,  and  there  is  a  cylinder  on  the  outside  which  prevents  the  coil 
from  shifting  in  its  place.  The  cable  passes  over  a  pulley  above  the  cone 
and  on  to  a  brake-wheel,  round  which  it  takes  several  turns  to  obtain  suffi- 
cient holding,  and  from  the  brake-wheel  it  passes  over  the  stern  of  the 
vessel  on  board  which  the  cable  or  rope  is  placed; -or  I  use  two  or  more 
brake-wheels,  the  one  behind  the  other ;  the  cable  or  rope  comes  up  from 
the  hold  of  the  vessel  and  round  the  first  brake-wheel  several  times,  then 
on  to  the  second  brake-wheel,  round  which  it  also  takes  several  turns. 
When  the  brake  is  applied  to  the  first  wheel  it  increases  the  friction  on  the 
second,  and  so  on,  according  to  the  number  of  brake-wheels  used ;  or  I 
use  two  brake-wheels,  coupled  together  either  by  spur  gear  or  cranks  and 
connecting-rods;  the  cable  in  such  case  passes  round  only  a  part  of  the 
circuDoference  of  each.  There  are  grooves  in  the  wheels,  which  guide  the 
cable  or  rope  from  one  to  the  other,  and  prevent  its  getting  foul ;  or  a  guide 
is  used  to  push  the  cable  from  one  side  of  the  wheel  to  the  other,  so  as 
alwa3rs  to  keep  one  part  from  riding  over  another." 

The  complete  specification  began  by  a  repetition  of  the  provisional,  and 
then  continued : — 

'  Quoted  as  authority  in  Badische  Anilin,  &*c.  v.  Levinstein,  24  Ch.  D.  170 ;  s  R.  P.  ('.  90. 
*  The  decision  turned  in  a  great  measure  on  the  construction  of  the  specification,  inasmuch 
as  the  precise  proportions  of  carburet  and  iron  to  be  introduced  were  given. 
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**  The  greatest  difficulty  in  laying  down  submarine  tel^raph  wires  or 
cables  hitherto  has  been  the  limit  to  speed  in  paying  them  out,  arising 
from  the  necessity  of  the  leading  off  part  of  the  coil  being  kept  dear 
of  the  others,  by  a  great  number  of  men  handling  it  to  prevent  its 
getting  into  kinks  or  becoming  entangled  one  part  with  another.  This  is 
remedied  by  coiling  the  wire  or  cable  round  a  cone  (or  several  cones  if 
required),  so  that  the  wire  in  being  drawn  off  the  coil  is  prevented  from 
kinking  by  means  of  the  cone.  The  apparatus  I  employ  is  shown  in  the 
accompanying  drawbgs,^  which  represent  a  section  and  plan.     A,  B,  C,  D 


^ 


■--^'^~~-'  -~~'j^*' ""  "'^"i ' "  v^  i"?^ 


i^yy^s^ 


— 1 


Part  of  drawing  of  Ne^'all's  specification  (1091  of  1855). 


is  the  cone ;  it  is  formed  of  wood,  or  it  may  be  of  iron,  so  as  to  present  an 
even  surface  on  the  outside,  so  that  the  wire  in  passing  round  it  may  not 
be  caught  by  any  projection.  This  cone  is  firmly  fastened  to  the  bottom 
of  the  vessel,  and  reaches  at  least  as  high  as  the  top  of  the  coiL  Around 
the  cone  is  formed  a  cylinder  or  series  of  uprights  m,  strongly  fastened  to 
the  bottom  and  deck,  so  as  to  prevent  the  coil  of  wire  or  cable  which  is 
coiled  around  the  cone  from  shifting  in  its  place.    A  strong  iron  ring  or 

*  For  the  present  purpose  it  is  only  necessary  to  show  the  elevation  in  part.  The  original 
showed  brake-  wheels  on  the  left.  The  error  in  the  drawing  showing;  a  ring  too  close  on  the 
cone  was  introduced  into  the  and  edition  of  the  specification  published  by  the  Patent  Office. 
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hoop  is  fastened  outside  the  supports  to  brace  them  together  at  n.  Over 
the  cone  is  placed  a  puUey,  one  side  of  it  being  in  a  line  with  the  axis  of 
the  cone." 

The  position,  strength,  and  proportions  of  the  brake-wheels  were  next 
described,  and  then  the  coiling  of  the  cable,  as  follows : — 

''The  cable  is  carefully  coiled  round  the  cone  in  horizontal  layers, 
b^^inning  from  the  outside  next  the  cylinder  and  coiling  towards  the  cone. 
When  the  space  is  filled  up,  the  bight  of  the  rope  is  taken  to  the  outside  of 
the  coil  at  ^,  and  another  layer  b  coiled,  and  so  on,  until  the  whole  length 
is  coiled  rotmd  the  cone. 

"  When  the  wire  or  cable  is  to  be  laid  down,  I  place  over  the  cone  an 
apex  or  top,  which  is  conoidal,  as  shown  in  the  drawing,  or  conical,  and 
around  this  I  suspend  several  rings  of  iron  or  other  metal  by  means  of  cords, 
so  as  to  admit  of  adjustment  at  various  heights  over  the  cone,  as  at  c.  The 
use  of  these  rings  is  to  prevent  the  bight  of  the  rope  from  flying  out  when 
going  at  a  rapid  speed,  and  the  combination  of  these  parts  of  the  apparatus 
I>revents  the  wire  or  cable  from  running  into  kinks.  The  two  rings  nearest 
the  coil  are  lowered,  so  as  to  be  about  six  inches  and  a  foot  respectively 
above  the  coil  as  it  is  being  paid  out." 

Directions  were  next  given  for  leading  the  cable  through  the  rings  over 
the  puUey  and  round  the  brake-wheels.  The  action  of  the  latter  when  the 
cable  was  paid  out  was  described. 

The  claims  were : — 

''  First,  coiling  the  wire  or  cable  round  a  cone. 

^'  Second,  the  supports  placed  cylindrically  outside  the  coil  round  the 
cone. 

*'  Third,  the  use  of  rings  in  combination  with  the  cone,  as  described." 

Before  the  date  of  the  patent  solid  cores  had  been  used  in  the  process- 
of  manufacture  and  for  keeping  the  cables  in  position  during  transit,  but 
not  when  being  paid  out.  Before  being  laid  cables  were  coiled  in  circular 
tanks  for  testing  purposes.  When  being  laid,  successive  layers  were  tied 
together  in  coils  in  the  hold.  As  the  cable  was  running  out  men  were 
employed  to  cut  these  fastenings  and  handle  the  cable  to  prevent  kinks. 

It  was  found  necessary  to  have  an  experimental  test  made  at  sea,  and 
laying  the  cable  in  deep  water,  before  it  could  be  regarded  as  a  successful 
invention.  In  fulfilment  of  a  contract  with  the  Government  (to  be  carried 
out  imder  the  supervision  of  a  naval  officer,  and  to  be  certified  by  an  engineer), 
the  plaintifis  stowed  the  cable  in  the  manner  described  in  the  specification 
on  board  the  Black  Sea.  Having  to  return  through  stress  of  weather,  the 
cable  was  shipped  from  the  Black  Sea  to  the  Argus  in  the  Thames,  and 
similarly  coiled  on  board  the  latter  vessel.  In  spite  of  precautions  for 
secrecy,  persons  other  than  employes  had  opportunities  of  seeing  the 
invention.    No  use,  however,  was  made  of  such  knowledge. 

The  apparatus  was  used  in  laying  a  cable  in  pursuance  of  the  contract 
in  the  Black  Sea,  and  subsequently  the  patent  was  applied  for. 

At  the  trial,  amongst  other  objections  to  the  validity  of  the  patent,  those 
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of  prior  user  for  profit,  and  disconformity  between  the  provisional  and 
complete  specifications  were  raised. 

IfM:  That  the  prior  user  being  experimental,  although  incidentally  for 
profit,  did  not  invalidate  the  patent ;  ^  and  that  the  claim  for  the  use  of  the 
rings  came  within  the  invention  as  shown  in  the  provisional  specification. 

Per  BylgSj  J.,  in  delivering  the  judgment  of  the  Court :  "  But  the  office 
of  the  provisional  specification  is  only  to  describe  generally  and  £airly  the 
nature  of  the  invention,  and  not  to  enter  into  all  the  minute  details  as  to 
the  manner  in  which  the  invention  is  to  be  carried  out:  otherwise  the 
provisional  specification  must  be  as  fiill  as  the  complete  specification,  and 
drawn  with  as  much  care  and  deliberation."  ^ 

Notes. 

The  facts  in  this  case  were  referred  to  in  deciding  a  question  of  antici- 
]>ation  in  IVinfy  v.  Matuhestery  6-r.,  Strut  Tram.  Co.^  6  R.  P.  C.  364. 
The  question  of  publication  in  such  a  case  as  this  is  a  ''  question  of  fact  to 
be  reasonably  considered  with  reference  to  all  the  circumstances  and  the 
reasonable  conduct  of  prudent  men : "  Gadd  v.  M<xyor  of  Manchester^  9 
R.  P.  C.  358.  The  experiment  of  laying  the  cable  was  made  to  ascertain 
if  the  invention  was  useful  and  would  work ;  it  was  not  a  mere  question  of 
seeing  that  the  machine  was  in  working  order  (per  Lindley^  M.R.,  in  Hoe  v. 
Foster^  16  R.  P.  C.  39) ;  though  authorities  on  questions  of  this  kind  of  facts 
are  of  great  assistance,  yet  each  case  must  be  determined  on  its  own  facts : 
per  Chitty^  L.J.,  in  Hoe  v.  Foster^  16  R.  P.  C.  40. 

This  decision  as  to  disconformity  and  the  function  of  the  provisional 
specification  has  been  followed  in  many  cases,  e.g.  Penn  v.  Bibby^  L.  R.  2 
Ch.  Ap.  133,  and  the  dictum  of  Byles^  J.,  has  been  quoted  as  authority 
in  United  Telephone  Co,  v.  Harrison^  21  Ch.  D.  745;  Lucas  v.  Miller, 
2  R.  P.  C.  159;  Moseley  v.  Victoria  Rubber  Co,,  4  R.  P.  C.  248.  The 
way  to  test  disconformity  is  to  read  the  complete  specification  first,  and 
then  to  see  if  the  provisional  covers  the  same  ground ;  this  case  being  an 
instance  of  such  method :  Siddell  v.  Vickers,  5  R.  P.  C.  98.  The  rings  were 
an  adjunct,  and  not  a  separate  invention,  which  distinguishes  this  case  from 
that  of  Nuttall  v.  Hargreaves,  8  R.  P.  C.  456  (per  Bowen,  L.J.). 


1865,    Harwood  V,  G.  N.  Railway  Co.,  11  H,  L.  Ca.  654;  31  L.  J. 

Q.  B.  198;  29  L.  J.  Q.  B.  193. 

Inventive  Ingetiuity — Analagous  Use, 

In  1853  a  patent  (No.  651  of  1853)  was  granted  to  C  H,  Wild  for 
'^  improvements  in  fishes  and  fish-joints  for  connecting  the  rails  of  railways." 

*  The  point  was  not  taken  that  the  alleged  publication  and  user  in  the  Black  Sea  vt'as  not 
within  the  United  Kingdom.  In  another  case  between  the  same  parties  the  point  was  suggested 
by  Baron  Bratnwell  with  respect  to  an  infringement  at  Malta.  10  Jurist,  N.s.,  958. 

«  4C.  B.  N.  S.  293  ;  27  L.  J.  C.  P.  341. 


HARWOOD  V.  G.  N.  RY.  CO. 


205 


The  specification  described  the  fish-plates  and  chairs  in  detail.'  Fig.  i 
is  the  elevation  of  the  fish-plate  joint.  D,  E  are  the  rails,  F,  F  the  fishes, 
G  and  H  the  bolts,  J,  I  and  J  the  nuts,  and  K  and  L  washers  placed  between 
the  rails  and  the  nuts.  Figs,  2,  3,  and  4  show  sections  of  the  joint  at  AA, 
BB,  and  CC  respectively ;  the  same  letters  are  used  for  same  parts.  The  bolts 
have  square  heads,  and  are  thereby  pi  evented  from  turning  (when  the  nuts  are 
bdng  screwed  on  or  off)  by  the  grooves,  into  which  they  fiL  The  washers 
are  used  to  keep  the  nuts  out  of  the  groove  so  that  they  may  be  screwed 
round,  or  "  the  fish  on  this  side  may  be  made  without  the  groove."     If 


ELEVATION  A 


SECTION  »tAA        SECT10N*t8B       SECTION  atCC 
Diajjams  redrawn  from  Wild's  specification  (No.  631  of  1853). 

preferred,  the  nuts  may  be  fitted  into  the  grooves  and  the  bolt-heads  kept 
oat  by  washers  or  an  ungrooved  Ash  used  on  that  side.  "  The  groove  renders 
the  fish  lighter  for  equal  strer^th,  or  stronger  for  an  equal  weight  of  metal, 
than  a  fish  which  is  made  of  equal  thickness  throughout."  The  tops  and 
bottoms  of  the  fishes  are  shaped  to  fit  the  rails,  as  shown  in  diagrams.  The 
central  bolts  were  stronger  than  the  outer  to  resist  greater  strain.  The 
grooved  fishes  were  made  of  wroi^ht-iron  by  rolling,  as  wrought-iron  railway 
and  other  bars  are  made. 

The  claims  were : — 

"  Firstly,  the  constructing  fishes  for  connecting  the  rails  of  railways  with 
a  groove  adapted  for  receiving  the  heads  of  the  bolts  or  rivets  employed  for 

■  Only  (bose  parts  are  alloded  to  wbich  are  itecessary  to  understand  (he  case.  The  sketches 
of  diagrams  here  given  were  taken  from  (be  Appendix  to  the  case  in  (he  House  of  Lords 
throogb  the  comtesy  of  Mr,  //i//  Daivt.  solicitor  (o  G.  N.  Ry.  Co. 


^:rSt     Cfc.;    -  ^    - 


f  :^[=ii*5  is  :fa? 
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On  appeal  to  the  Exchequer  Chamber  it  was  Ae/d  that  the  patent  was 
ivalid,  the  invention  having  been  already  given  to  the  world  in  the  first  of 
ae  above  anticipations  (31  L.  J.  Q.  B.  1.98). 

Per  WiUeSy  J.  (in  delivering  the  judgment  of  the  Court) :  "  In  our 
opinion,  quite  independent  of  the  use  at  that  bridge,  the  use  of  grooves  in 
ieces  of  iron  for  holding  materials  together  by  means  of  bolts  and  nuts  had 
jeen  given  to  the  world  together  with  all  its  advantages  before  the  date  of 
iie  patent,  and  the  alleged  invention  was  a  mere  application  of  that  old 
contrivance  in  the  old  way  to  an  analogous  subject  without  any  novelty  or 
invention  in  the  mode  of  applying  such  old  contrivance  to  the  new  purpose, 
and  an  application  such  as  this  does  not  make  a  valid  subject-matter  of  a 
patent"*  (31  L- J.  Q.  B.). 

An  appeal  was  taken  to  the  House  of  Lords. 

The  opinions  of  the  judges  were  asked  for. 

Mr.  Justice  Blackburn  (p.  666)  delivered  the  joint  opinion  of  Mr.  Justice 
Slue  and  himself  to  the  following  effect  They  agreed  with  the  Court  of 
Exchequer  Chamber  *'  that  a  mere  application  of  an  old  contrivance  in  the 
old  way  to  an  analogous  subject  without  any  novelty  or  invention  in  the 
mode"  of  application  is  not  subject-matter,  but  that  there  are  two  questions 
of  fact  involved,  (i)  Is  theie  any  invention  in  the  new  contrivance  as 
compared  with  the  old,  and  (2)  whether  there  is  any  invention  in  the  new 
application.  "  It  always  must  be  a  question  of  degree — a  question  of  more 
or  less — ^whether  the  analogy  or  cognateness  of  the  purposes  is  so  close  as 
to  prevent  their  being  invention  in  the  application."  ^  Following  Crane 
v.  Price  {antCy  p.  195),^  they  were  of  opinion  that  in  this  case  there  was 
invention,  as  the  strain  on  the  "  fish "  was  in  its  plane,  i^,  vertical,  and 
consequently  the  centre  of  the  plates  could  be  grooved  without  affecting  the 
resisting  power  of  the  "  fish,"  and  that  the  invention  lay  in  the  grooving, 
and  so  economizing  material;  the  channelled  iron  in  the  anticipations 
being  shaped  to  resist  strain  in  a  plane  perpendicular  to  that  of  the  irons 
themselves  instead  of  in  the  same  plane. 

Mr.  Baron  Channell  delivered  the  opinion  of  Justices  Keatinge^  Pigptt^ 
and  himself.  They  adopted  the  rule  of  law  as  laid  down  by  the  Exchequer 
Chamber  {supra),  and  held  on  the  facts  that  the  application  of  the  plates 
to  "fishes"  involved  no  invention,  and  that  the  invention  as  suggested 
by  the  two  other  judges  was  never  claimed  by  the  patentee,  seeing  that 
grooving  was  said  to  be  unnecessary  for  the  inside  fish. 

I>ord  Westdury,  L.C.  (p.  681),  followed  the  latter  opinion,  holding  that 
the  patent  was  "  limited  entirely  to  the  introduction  and  use  of  fishes  of 
a  particular  shape  and  configuration."  (P.  682)  ''  No  sounder  or  more 
doctrine  was  ever  established  than  .  .  .  that  you  cannot  have 


s  is  the  real  rule  adopted  by  the  House  of  Lords :  Pirne  v.  York  St.  Flax  Spinning 
U  P.  C.  436,  444,  456 ;  Riekmann  v.  Thierry ^  14  R.  P.  C.  121 ;  Brooks  v.  Lamplugh^ 

^C.  48- 

kled  in  Cctse  v.  Cressyt  17  R.  P.  .C.  261. 
T&otes,  ante,  pp.  197,  198. 
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a  patent  for  a  well-known  mechanical  contrivance  m^^y  when  it  is  applied 
in  a  manner  or  to  a  purpose  which  is  not  quite  the  same,  but  is  analogous 
to  the  manner  or  the  purpose  in  or  to  which  it  has  been  hitherto  notoriously 
used."  1 

Lords  Cranwcrth  and  Wensleydak  based  their  judgments  on  the  first 
anticipation,  and  all  approved  of  the  rule  laid  down  by  the  judges  in  the 
Exchequer  Chamber. 

Notes. 

The  principle  of  the  foregoing  case  is  undisputed :  "  the  application  of 
it  is  a  matter  for  the  Court  in  each  case  "  (per  Bowaiy  LJ.,  in  Cropper  v. 
Smithy  I  R.  P.  C.  90).  The  facts  of  it  were  discussed  and  compared  with 
those  under  discussion  respectively  m  Jordan  v.  Moore^  L.  R.  i  C.  P.  635; 
White  V.  TomSy  L.  J.  37  Ch.  207 ;  Uster  v.  Norton^  3  R.  P.  C.  205 ; 
miliams  V.  Nye^  7  R.  P.  C.  68 ;  Wenham  Gas  Co.  v.  The  Champion,  <>y. 
(the  amount  of  invention  compared  with  Harwoody,  G.  N.  ^.),  9  R.  P.  C. 
54;  Zane  &-  Fox  v.  Kensington,  6-r.,  9  R,  P.  C.  416. 

In  British  Dynamite  Co,  v.  A>r^j,  13  R.  P.  C.  199,  Lord  Penumce 
distinguished  that  case  from  Harwood  v.  G.  N.  Ry.  on  the  ground  that  the 
old  igniter  was  applied  to  the  new  material  dynamite,  whereas  in  the  case  of 
Harwood  v.  G,  N,  Ry,  the  object  was  old  as  well  as  the  material.  In 
Morgan  v.  IVindover,  4  R.  P.  C.  426,  Kekewich,  J.,  considered  that  the 
amount  of  ingenuity  displayed  in  that  case  was  greater  than  that  in  Harwood 
v.  G.  N.  Ry.,  and  upheld  the  patent,  his  decision  being  subsequently 
reversed.     See  post,  p.  323. 


i860.    Hills  v.  London  Gas  Light  Co.,  5  H.  &  N.  312. 
Construction  of  Specification — Ittventioft  by  SelecHofu 

The  plaintiff  was  patentee  of "  an  improved  mode  of  manufacturing 
gas"  (No.  12867— 1849). 

The  specification '  described  methods  of  purifying  gas  from  sulphuretted 
hydrogen,  cyanogen,  and  ammonia,  by  passing  the  gas  through  certain 
porous  materials  which  could  be  used  over  again.  The  patentee  effected 
this  by  taking  ''the  subsulphates,  the  oxychlorides,  or  the  hydrated  or 
precipitated  oxides  of  iron  (which  I  prefer  to  use  in  a  rather  damp  state), 
either  by  themselves  or  mixed  with  sulphate  of  lime  or  sulphate  or  muriate 
of  magnesia,  baryta,  strontia,  potash,  or  soda,  and  absorb  them  into  or  mix 

1  Tbis  passage  has  been  frequently  quoted  as  authoritative :  Morgan  v.  Windover^  7  R.  P.O. 
136 ;  Thomson  v.  American  Braided  Wire  Co,  (per  Lord  Watson),  6  R.  P.  C.  525 ;  Williams 
V.  Nye  (per  Cotton,  L.J.),  7  R.  P.  C.  68  ;  Elias  v.  Grovesend  Tin  Plate  Co,,  7  R.  P.  C.  468 ; 
Afoser  v.  Marsden,  10  R.  P.  C.  214 ;  Thierry  v.  Riekmann,  la  R.  P.  C.  496 ;  Ibid,  (per  Lord 
Davey),  14  R.  P.  C.  121 ;  Case  v.  Cressy,  17  R.  P.  C.  261. 

*  It  is  here  given  summarized  as  amended. 
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them  with  sawdust  or  peat  charcoal  in  coarse  powder,  or  breeze  or  other 
Ix>rous  or  absorbent  material,  so  as  to  make  a  very  porous  substance  easily 
permeable  by  gas."  The  gas  on  passing  through  it  was  described  as 
being  deprived  of  sulphuretted  hydrogen,  cyanogen,  and  a  part  of  its 
ammonia,  "water  being  at  the  same  time  formed  by  the  union  of  the 
oxygen  of  the  oxide  and  the  hydrogen  of  the  sulphuretted  hydrogen 
absorbed."  ^  As  soon  as  the  material  ceased  to  purify  from  sulphuretted 
hydrogen,  the  gas  was  to  be  shut  off  from  the  purifier  and  "  a  communica- 
tion is  to  be  opened  to  the  external  air  which  is  to  be  admitted  to  the 
purifying  material,  and  by  the  agency  of  which  it  will  be  renovated,  and 
the  uncombined  gases  which  have  been  absorbed  will  be  driven  off."  The 
best  means  of  effecting  this  was  given.  "  The  air  will  at  the  same  time 
reoxidise  the  iron  of  the  sulphuret  of  iron  which  has  been  formed,  and  the 
sulphur  will  be  precipitated,  and  a  small  but  variable  quantity  of  sulphuric 
acid  will  be  formed."  '  Other  details  and  modifications  were  mentioned, 
such  as  removing  the  ammonia  first  by  scrubbers.  "  Hydrated  or  precipi- 
tated oxides  of  iron  may  be  conveniently  prepared  for  these  purposes  by 
decomposing  sulphate  or  muriate  of  iron  with  hydrosulphuret  of  ammonia, 
or  with  lime,  magnesia,  potash,  or  soda;  they  may  then  be  absorbed,  &c.'' 
The  mechanical  contrivances  to  supply  water  or  ammoniacal  liquor  were 
next  described. 

The  claims  were : — 

"  Firstly,  the  purifying  coal-gas  from  sulphuretted  hydrogen,  cyanogen, 
and  more  or  less  perfectly  from  ammonia,  by  passing  it  through  the  pre- 
cipitated or  hydrated  oxides  of  iron,  or  the  subsulphates  or  oxychlorides  of 
iron,  from  whatever  source  obtained,  either  by  themselves,  or,  which  is  much 
better,  made  into  a  more  porous  material  by  being  absorbed  into  or  mixed 
with  sawdust  or  breeze  or  peat-charcoal  in  coarse  powder,  or  other  porous 
or  absorbent  material,  so  as  to  be  readily  permeable  by  the  gas,  and  either 
used  alone  or  mixed  with  sulphate  of  lime  or  sulphate  or  muriate  of  mag- 
nesia, potash,  or  soda,  or  in  conjunction  with  any  other  purifying  material 
at  present  in  use  for  a  similar  purpose.  But  I  do  not  claim  peroxide  of 
iron  or  manganese  made  at  a  red  heat,  or  ^e  oxide  of  iron  mixed  with 
chloride  of  calcium,  or  with  the  muriates  and  sulphates  of  manganese,  iron, 
and  zinc,  and  absorbed  into  sawdust,  etc' 

"Secondly,  repeatedly  renovating  or  reoxidizing  the  said  purifying 
materials  by  the  action  of  the  air  whenever  they  from  time  to  time  cease  to 
absorb  sulphuretted  hydrogen,  so  that  they  may  be  used  over  and  over 
again  to  purify  the  gas." 

1  This  case  turned  on  the  process  for  removing  the  hydrogen  sulphide.  In  modem  notation 

the  process  substantially  consists  of  the  combination  of  hydrated  ferric  oxide  with  hydrogen 

sulphide — 

Fe,0,.  H2O  +  3H,S  =  Fe,S,  +  4HjO 

*  The  renovation  of  the  material  used  is  substantially — 

2Fe,S,  +  30,  =  2Fe,0,  +  3S 
^  This  disclaimer  covered  what  Croii  and  Laming  had  shown. 

P 
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A  third  claim  was  for  the  means  of  supfilyiiig  die  purifyiDg  liqiud  to  tbe 
sarubbers  or  purifiers  at  intervals. 

At  the  trial,  in  addition  to  other  evidence  of  alleged  antiripations  two 
specifications  were  relied  on. 

Cfvlts  (No.  8577  of  1840)  described  improvements  in  the  manu&ctore 
of  gas.    He  described  purifying  coal-gas  from  ammonia,  and  continoed: 
"  The  third  part  oi  my  improvements  in  the  manufacture  of  coal-gas  conasts 
in  the  application  of  the  black  oxide  of  manganese  to  remove  or  free  cosl- 
gas  of  sulphuretted  hjrdrogen,  which  is  accomplished  in  the  followix^ 
manner :  After  the  gas  has  been  freed  from  ammonia  as  above  described, 
it  is  then  to  be  passed  through  a  vessel  similar  to  those  now  in  use  for  tiie 
purification  of  coal-gas  by  what  is  denominated  dry  lime,  and  diaiged  in  1 
similar  manner  with  black  oxide  of  manganese  in  powder,  moistened  widi 
water  to  about  the  same  consistency.    The  period  required  for  each  diaige 
is  to  be  ascertained  and  r^^uiated  by  the  same  tests  as  if  dry  lime  were 
used,  and  which  is  well  imderstood,  in  short,  requiring  no  further  altera- 
tions, except  in  the  materials  I  employ  for  the  absorption  of  the  sulphuretted 
hydrogen.    This  material,  after  it  has  ceased  to  absorb  the  sulphuretted 
hydrogen,  is  to  be  removed  from  the  purifying  vessel  and  wasted  in  an  oveo 
to  expel  the  sulphur  which  it  then  contains.  After  this  material  has  become 
thoroughly  red  in  the  oven,  I  have  found  two  or  three  hours'  further  time 
to  be  sufficient  to  accomplish  this  object,  taking  care  that  whilst  it  is  being 
raised  it  will  be  stirred  about  in  the  oven.  After  this  operation  is  completed 
the  material  is  fit  again  to  be  employed,  by  being  placed  in  the  purifier 
moistened  with  water  as  in  the  first  instance.    The  same  effect  may  be  pro- 
duced by  the  application  of  the  oxide  of  zinc  and  the  oxides  of  iron,  and 
treated  precisely  in  the  same  way  as  above  described." 

It  was  proved  by  evidence  that  OvZTas  a  matter  of  fact  did  not  know 
whether  he  used  hydrated  or  anhydrous  oxides  of  iron,  but  that  foUowing 
his  method  hydrated  oxides  alone  could  be  used,  the  roasting  not  being  at 
a  temperature  high  enough  to  dehydrate  the  oxide.  The  specification, 
however,  included  both  hydrated  and  anhydrous  oxides  of  iron. 

Lamin^s  specification  (No.  11944  of  1847)  described  various  processes 
of  purifying  coal-gas.  Amongst  other  materials  chloride  of  calcium  was 
used,  also  muriate  and  sulphate  of  iron.  It  was  pointed  out  that  "under 
certain  circumstances  it  may,  however,  be  desirable  to  make  it,  for  the 
purposes  of  gas-purifying,  by  decomposing  muriate  of  manganese,  iron,  or 
zinc,  by  means  of  lime,  or  of  chalk  when  the  latter  will  sij^ce.  In  such 
cases  the  oxides  or  carbonates  which  result  are  useful  for  the  said  purifica- 
tion, and  need  not  be  removed."  He  also  claimed  the  use  of  oxides  of 
manganese,  iron,  zinc,  or  lead  (by  preference,  manganese)  with  chloride  oi 
lime.  The  preparation  of  black  oxide  of  manganese  by  heating  the  car- 
bonate "  to  a  heat  gradually  increased  to  near  redness,  with  access  of  air  for 
an  hour  or  two." 

Evidence  was  also  given  of  the  known  action  of  sulphuretted  hydrogen 
on  hydrated  oxides  of  iron,  and  of  the  air  on  the  former.    It  was  also 


HILLS  V.  LONDON  GAS  LIGHT  CO.  211 

proved  that  all  oxides  of  iron  would  not  do,  but  only  the  hydrated  oxides 
artificially  prepared  by  precipitation. 

The  jury  found  that  the  plaintiff's  invention  was  new. 
A  rule  nisi  was  obtained  to  enter  a  verdict  for  the  defendants,  or  a  non- 
suit on  the  following  amongst  other  grounds : — 

Anticipation  by  CroUs  and  Laming s  specifications  ; 
Insufficiency  for  not  specifying  what  oxides  would  answer,  or  for  claim- 
ing all  hydrated  oxides,  some  being  useless  for  the  purpose ; 
That  the  mere  application  of  hydrated  oxide  of  iron  to  absorb  sulphu- 
retted hydrogen  from  gas  was  not  subject-matter,  its  properties 
and  effects  being  well  known ; 
That  the  renovation  of  hydrated  oxides  by  exposure  to  the  air  being 
well  known,  its  application  to  gas-purification  was  not  subject- 
matter. 
The  rule  was  discharged  by  the  Court  of  Exchequer. 
Held:  That  the  terms  "  hydrated"  and  "  precipitated**  in  the  specifica- 
tion were  synonymous ;  that  the  specifications  were  such  that  the  Court 
could  not  decide  on  them  alone  whether  the  invention  was  novel,  and  that 
it  was  rightly  left  to  the  jury.*    Also  that  the  application  of  the  known 
chemical  properties  of  substances  to  gas-purification  was  subject-matter. 

Per  Baron  Bramwdl^  in  delivering  the  judgment  of  the  Court  (at  p.  369)  : 
*'  It  appears  to  us,  upon  looking  at  the  specification,  that  the  plaintiff  uses 
these  as  equivalent  expressions  because  he  says  '  hydrated  or  precipitated,' 
and  that  oxide  of  iron  may  be  conveniently /r^^ar^i/  for  these  purposes,  and 
so  on ;  and  therefore  it  is  obvious  that  when  he  uses  that  word  '  hydrated,' 
he  uses  it  as  synonymous  with  '  precipitated ; '  and  consequently,  when  he 
speaks  of  using  hydrated  or  precipitated  oxides,  he  means  such  oxides  as 
are  precipitated.  That  is  the  construction. we  put  upon  the  specification, 
^d  therefore  we  think  that  objection  fails. 

"  It  is  said  that  the  mere  application  of  the  hydrated  oxides  to  absorb 
the  sulphuretted  from  coal-gas  is  not  the  subject  of  a  patent,  that  property 
of  it  being  previously  well  known.  With  that  we  do  not  agree.  The  answer 
is  that  the  question  is  not  properly  stated.  The  application  of  the  hydrated 
oxide  is  the  principle.  If  a  man  were  to  say,  *  I  claim  the  use  of  hydrated 
oxide  of  iron  for  the  purification  of  coal-gas '  without  saying  how  it  is  to  be 
applied,  it  is  possible  that  the  objection  might  be  well  founded ;  but  here 
the  plaintiff  says,  '  I  claim  it  in  the  manufacture  of  gas  in  the  way  I  have 
described,'  and  he  shows  how  it  may  be  used.  Therefore  this  objection 
fails." 

Notes. 

This  case  was  referred  to  as  an  authority  to  show  the  insufficiency  of  a 
model  to  anticipate  an  invention :   Winby  v.  Manchester  Tramways  Co,, 

'  It  was  therefore  unnecessary  to  go  into  the  question  of  anticipation  by  these  specifications ; 
bat  the  material  parts  of  them  are  here  set  out  in  view  of  Hills  v.  Evans,  post,  p.  222. 
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6  R.  P.  C.  364.  It  was  also  cited  and  followed  by  Wright^  J.,  in  Lyon  v. 
Goddard  {10  R.  P.  C  135)  to  show  that  a  machine  which  does  its  work 
more  or  less  badly  does  not  invalidate  a  subsequent  patent  for  an  invention 
which  turns  ''  failure  into  success." 

The  facts  in  this  case  are  referred  to  by  Lord  Halshury^  L.C^  in  The 
Cassel  Gold  Extracting  Co.  v.  Cyanide  Gold  Recovery  Syn.^  12  R.  P.  C.  242, 
as  being  very  similar  to  those  in  that  case ;  and  Smithy  L.J.,  quoted  (p.  256) 
the  passage  of  Baron  Bramwelts  dted  above  as  being  directly  in  point 

But  in  Wylie  6*  Mortetis  application  (13  R.  P.  C.  98)  Finlay^  S.  G., 
pointed  out  that  the  above  case  can  only  be  cited  for  the  proposition  that 
if  the  earlier  patent  mentioned  oxides  of  iron  generally,  and  the  subsequent 
patentee  by  invention  found  that  certain  particular  oxides  had  advantages, 
the  latter  patent  was  valid.' 

i860.    Seed  v.  Higgins,  8  H.  L.  Ca.  550. 
Construction — Effect  of  Disclaimer. 

In  1846  a  patent  (No.  11393)  was  granted  to  W.  Seed  (or  '^certain  im- 
provements in  machinery  or  apparatus  for  preparing,  slubbing,  and  roving 
cotton  and  other  fibrous  substances." 

The  specification  was  as  follows :  "  My  improvements  in  machinery  or 
apparatus  for  preparing,  slubbing,  and  roving  cotton  and  other  fibrous  sub- 
stances, apply  solely  to  that  part  of  such  machinery  called  the  flyer,  which  is 
employed  in  connection  with  the  spindle  for  the  purpose  of  winding  the  sliver 
or  roving  upon  the  bobbin.  My  invention  consists  in  the  application  of  the 
principle  of  centrifiigal  force  to  the  flyers  employed  in  the  above-mentioned 
machinery,  for  the  purpose  of  producing  the  required  elasticity  or  pressure 
upon  the  bobbin,  by  causing  the  small  spur  or  lever,  which  conducts  the  sliver 
of  cotton  or  other  fibrous  material  on  to  the  bobbin,  to  press  or  bear  against 
the  same  simply  by  the  action  of  such  force,  instead  of  being  effected  by 
springs  or  such  other  mechanical  pressure.  By  the  application  of  this  in- 
vention the  bobbin  of  rovings  will  not  only  be  made  hard,  but  equally  com- 
pressed throughout,  as  the  pressure  upon  the  same  will  be  foimd  to  decrease 
slightly  as  the  diameter  of  the  bobbin  increases,  and  thus  equalize  the  forma- 
tion thereof,  instead  of  having  the  outer  or  finished  diameter  made  harder 
than  the  interior,  which  has  hitherto  been  the  case."  Then  follows  an 
explanation  of  the  drawings,  in  which  the  same  letters  denote  corresponding 
parts  throughout  "  Fig.  i  is  a  front  elevation  of  the  flyer ;  Fig.  2  is  a  side 
or  edge  view  of  the  same ;  and  Fig.  3  is  a  plan  or  horizontal  view  as  seen 
from  above,  a,  a,  is  the  spindle ;  ^,  d,  the  bobbin ;  and  c,  r,  the  flyer.  To 
one  or  both  of  the  legs  of  the  flyer  c,  c^  are  attached  two  or  more  fixed 
bearings  ^,  d^  supporting  the  guide  or  pressing  apparatus  e,  /,  g^  formed  of 
wire.    The  lower  part  or  portion  e  of  this  wire  is  bent  and  formed  into  a 

*  //iiCs  claim  was  for  his  improvements  only,  and  expressly  disclaimed  what  CrvU  and 
Laming  had  done. 
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small  spur  or  lever,  for  the  purpose  of  conducting  and  delivering  the  sliver 
or  roving  of  cotton,  &c.,  on  to  the  bobbin,  and  the  vertical  portion  of  the 
wire  swivels  loosely  in  the  bearings  ^,  dy  attached  to  the  hollow  flyer  1^; 
the  upper  end  g  is  also  bent  into  the  form  shown  in  the  drawing,  and  has  a 
small  weight  A  attached  thereto.  It  will  thus  be  evident  that  the  flyer  c^  r, 
revolves  at  a  high  velocity,  the  weight  //  upon  the  upper  end  of  the  wire  will 
be  thrown  from  the  centre,  and  cause  the  spur  or  lever  e  at  the  lower  end 
of  the  wire  to  bear  or  press  against  the  bobbin  ^,  ^,  the  pressure  slightly 
decreasing  as  the  increasing  diameter  of  the  bobbin  causes  the  weight  A  to 
approach  the  centre  of  rotation." 

'*  The  above  apparatus  represents  one  particular  and  practicable  mode  of 
applying  my  invention ;  but  I  would  here  remark  that  I  do  not  intend  to 
confine  myself  to  this  particular  method ;  but  I  claim,  as  my  invention,  the 
application  of  the  law  or  principle  of  centrifugal  force  to  the  particular  or 
special  purpose  set  forth,  that  is,  to  flyers  used  in  machinery  for  preparing, 
slubbing,  and  roving  cotton  and  other  fibrous  materials,  for  the  purpose  of 
producing  a  hard  and  evenly  compressed  bobbin." ' 

On  August  la,  1854,  the  patentee  filed  a  disclaimer'  in  the  following 
terms: — 

'*  I  do  hereby  disclaim  all  application  of  the  law  or  principle  of  centri- 
fugal force  as  being  part  of  my  said  invention,  or  as  being  comprised  in  my 
claim  of  invention  contained  in  the  specification,  except  only  the  application 
of  centrifugal  force,  by  means  of  a  weight  acting  upon  a  presser,  so  as  to 
cause  it  to  press  against  a  bobbin,  as  described  in  the  specification.  And 
I  hereby  declare  that  the  above-written  disclaimer  is  not  intended  to  extend 

>  The  drawings  here  given  are  taken  from  the  case  submitted  to  the  House  of  Lords  with 
the  centre  of  Figs,  i  and  a  omitted.  The  full  drawings  were  continuous,  and  showed  the  fiill 
length  of  bobbins  and  flyers  being  about  double  the  length  of  those  here  shown.  The 
revolution  of  the  flyer  constrains  each  part  thereof  to  move  in  its  own  circle ;  direct  tangential 
motion  being  impossible,  this  constant  alteration  in  direction  of  motion  produces  a  strain 
radially  from  the  axis  of  rotation  ;  this  gives  an  apparent  tendency  to  fly  out  radially  (hot 
really  to  move  tangentially),  termed  "  centrifugal  force."  Where  the  angular  x'elocity  is  the 
same  for  all  parts  as  in  this  case,  the  amount  of  this  force  at  any  part  is  proportional  to 
the  mass  (commonly  called  "  weight")  of  that  part  and  its  distance  from  the  axis  of  the 
spindle.  Since  the  portion  marked/of  the  presser  turns  in  bearings  at^,  the  mechanical 
action  of  the  presser  depends  only  on  the  parts  k,  g,  e,  as  shown  in  plan  in  Fig.  3.  This 
lever,  A.  g,  e,  has  its  fulcrum  at  d,  and  each  part  of  it  is  acted  on  by  the  so-called  centrifligal 
force  ;  but  as  the  weight,  or  mass,  of  A  is  considerably  more  than  that  of  the  wire^,  r,  the 
effect  is  approximately  that  of  a  mass,  k,  on  a  weightless  wire,  and  is  so  described  in  the 
speciflcation.  In  Fig.  3,  At  shows  the  position  of  the  weight  at  the  banning  of  the  winding, 
and  At  when  the  bobbin  is  full ;  the  outward  pressures  exerted  by  the  mass  Jk  in  these  two 
positions  will  be  proportional  to  the  distances  of  Ai  and  At  flt>m  the  axis  of  the  bobfata 
respectively;  the  pressures  of  e  on  the  bobbin  will  be  much  less,  about  one>half  those 
amounts.  • 

The  efiect  of  the  redistribution  of  mass  of  the  flyer  and  shaping  it  so  that  its  length  is 
considerable  parallel  to  the  axis  of  rotation  is  to  introduce  by  "centrifugal  force"  and  by 
reactions  of  supports  a  couple  in  the  plane  of  the  axis  of  rotation  and  length  of  flyer,  which 
tends  to  turn  the  top  outwards.  In  Dyer's  device  the  mass  of  the  presser  being  at  the  end  of 
the  leg  of  the  flyer,  considerable  vibration  was  set  up  in  the  flyer,  hence  ^enf;  device  ran  much 
more  steadily. 

*  The  disclaimer  appears  to  have  been  filed  on  the  disco\'ery  of  Dyer's  presser. 
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the  exclusive  right  granted  by  the  said  Letters  Patent,  and  shall  not  extend 
the  said  exclusive  right  in  any  way  whatsoever/' 

This  was  an  action  for  infringement. 

At  the  trial  one  device,  patented  by  Dyer  (No.  5909  of  1830),  was 
alleged  as  an  anticipation.  It  consisted  of  the  application  of  the  same 
principles,  to  achieve  the  same  object,  but  in  a  somewhat  different  manner. 
It  is  thus  described  in  Dyet^s  specification :  '*  These 
arms  or  pressers,  being  made  of  different  forms, 
are  designed  to  perform  the  office  of  guiding  and 
pressing  the  rovings  in  different  methods  as 
follows,  namely,  a  cross  arm,  as  shown  at  Fig. 
II,  is  made  to  swing  freely  upon  the  guide-arm 
of  the  flyer  as  a  centre  of  rotation;  the  open 
circular  groove  in  one  end  of  this  arm  serves  to 
conduct  to  and  press  the  roving  upon  the  surface 
of  the  bobbin.  A  part  of  this  pressure  is  pro- 
duced by  the  drag  of  the  roving  along  the  said 
groove  in  the  process  of  winding  the  same  upon 
the  bobbin,  the  bobbin  having  in  this  case  an 
excess  of  motion  beyond  that  of  the  flyer,  suffi- 
cient to  cause  the  rovings  to  be  duly  taken  up  or 
wound  thereon  as  they  are  delivered  to  the  flyer. 
A  further  pressure  of  such  rovings  upon  the  surface 
of  the  bobbin  is  effected  by  the  centrifugal  force 
acting  upon  the  opposite  and  heavier  end  of  the 
arm  or  pressing  instrument,  as  shown  in  the  section 
at  Fig.  II."  In  this  device  both  arms  of  the 
lever  constituting  the  presser  moved  substantially 
in  the  same  plane. 

The  alleged  infringement  consisted  of  a  device 
acting  on  the  same  principle,  but  that  portion  of 
the  mass  of  the  lever  which  performed  the  function 
of  the  "  weight  h "  consisted  of  a  casing  parallel 
and  close  to  the  1^  of  the  flyer,  thus  distributing 
the  mass  in  a  vertical  plane.     The  mechanical 

action  was  almost  the  same  as  that  of  the  plaintiff's  device,  but  had  not  all 
its  advantages  of  diminishing  vibration,  which  were  due  to  placing  the  greater 
part  of  the  mass  of  the  lever  nearer  the  source  of  motion,  and  much  above 
the  plane  in  which  the  pressing-arm  of  the  lever  acted. 

An  objection  was  taken  that  "  the  disclaimer  did,  in  fact,  extend  the 
daim,  and  described  and  claimed  an  invention  different  from  that  for  which 
the  patent  had  been  granted."  ^ 

A  verdict  was  given  for  the  plaintiff  (27  L.  J.  Q.  B.  148). 

An  appeal  was  taken  to  the  Exchequer  Chamber  on  the  ground  of  the 

>  The  case  is  noted  here  only  so  far  as  it  affects  the  question  of  validity  of  the  patent. 


Fig.  II  of  Dyer's 
specification. 
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above  objection,  and  that  there  was  no  evidence  of  infringement  to  go  to 
the  jury.  The  patent  was  upheld,  but  a  new  trial  was  ordered  on  the  second 
ground  (37  L.  J.  Q.  B.  411). 

Both  parties  appealed  to  the  House  of  Lords. 

Hfldy  that  the  effect  of  the  disclaimer  was  to  abandon  the  general  claim 
and  to  confine  the  patent  to  the  particular  claim  for  the  precise  mode 
described  by  the  diagrams  and  specification,  which  therefore  did  not  include 
the  defendant's  device. 

Per  Lord  Cranwortk  (p.  563) :  "  I  think,  reading  the  specification  in  a 
fair  spirit,  we  must  understand  the  patentee  to  have  said  that  he  claimed  as 
his  invention  the  application  of  centrifugal  force  to  the  flyers  in  the  mode 
elaborately  explained  in  his  diagrams.  But  then  he  did  not  confine  himself 
to  that  mode ;  he  claimed,  further,  the  application  of  the  principle  of  centri- 
fugal force  to  flyers  used  in  machinery  for  preparing  and  roving  cotton,  in 
whatever  way  it  might  be  applied.  The  effect  of  the  disclaimer  was  to  strike 
out  of  the  specification  this  latter  general  claim,  leaving  only  the  claim  for 
the  particular  mode  of  application  specially  described.  I  think  it  would  be 
unreasonable  and  hypercritical  to  say  that  on  a  specification  so  framed  the 
patentee  had  not  claimed  as  his  invention,  or  as  part  of  his  invention,  what 
he  had  described.  And  when,  therefore,  by  the  disclaimer  the  general 
claim  is  abandoned,  the  particular  claim  remains  good." 

Lord  Chelmsford  (p.  568) :  "Whether  the  disclaimer  in  this  case  does 
extend  the  right  must  depend  upon  the  construction  of  the  original  specifi- 
cation. Now,  I  do  not  understand  the  specification  to  claim,  as  the  phdntifl^s 
invention,  the  application  of  the  law  or  principle  of  centrifugal  force  generally 
to  flyers,  and  then  to  describe  and  exhibit  the  particular  machine  as  an  illus- 
tration of  the  mode  in  which  that  general  principle  might  be  carried  into 
effect ;  but  it  appears  to  me  that  the  plaintiff  first  claims  the  particular  method 
described,  and  afterwards  every  other  application  of  centrifugal  force  to  the 
purpose  set  forth.  Then  when  he  disclaims  all  application  of  the  law  or 
principle  of  centrifugal  force,  except  only  the  application  of  centrifugal  f(»ce 
as  described  in  the  specification,  he  does  not  abandon  the  whole  of  his  in- 
vention, and  leave  himself  nothing  but  an  illustration  of  it;  but  he  gives  up 
all  that  is  general,  and  limits  himself  to  a  particular  method,  which  was  a 
substantial  and  independent  claim,  to  which  the  general  claim  had  previously 
been  superadded.  In  this  view  the  disclaimer  certainly  does  not  extend  the 
nght,  nor  can  it  be  said  to  describe  a  different  invention." 


Notes. 

This  case  is  an  example  of  the  necessity  of  construing  the  specification 
first  before  deciding  the  question  of  infringement :  Potter  v.  Parr^  a  B.  &  S. 
216  (//).  It  was  referred  to  and  distinguished  in  Ralston  v.  Smith,  11 
H.  L.  Ca.  253,  as  showing  that  something  may  be  disclaimed  which  leaves 
a  perfect  claim,  but  that  a  large  or  vague  claim  cannot  be  made  good  by 
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disclaimer.     This  case  was  again  followed  in  Daw  v.  Eley^  L.  R.  3  Eq.  Ca. 
513,  the  narrow  interpretation  being  in  consequence  of  the  disclaimer. 

The  above  disclaimer  left  a  claim  only  for  the  action  of  a  certain  weight 
in  a  given  position,  and  did  not  include  mechanical  equivalents  :  per  Lord 
HatherUy^  in  Clark  v.  Adicy  »  App.  Ca.  332 ;  also  Curtis  v.  Platte  3  Ch.  D. 
'37  (^)-  Quoted  to  show  that  a  claim  to  use  a  natural  force  in  a  prescribed 
manner  may  be  a  good  claim  :  Pirrie  v.  York  St,  6*^.,  11  R.  P.  C.  450. 


1862.     Betts  v.  Menzies,  28  L.  J.  Q.  B.  361 ;  31  L.  J.  Q.  B.  233. 
Prior  User — Benevolent  Construction — Prior  Puhlicationy  sufficiency  of. 

In  1804  a  patent  (No.  2761)  was  granted  to  one  Dobhs  for  an  invention 
thus  described  :  "  A  new  article  of  trade,  which  I  denominate  Albion  metal, 
and  which  I  apply  to  the  making  of  cisterns,  linings  for  cisterns,  covering 
and  gutters  for  buildings,  boilers,  vats,  coffin  furniture,  &c."  The  ^  metal 
was  formed  by  coating  or  plating  lead  with  tin  or  with  alloyed  tin.  A  plate 
or  ingot  of  lead  or  alloyed  lead,  and  another  of  tin  or  alloyed  tin,  of  equal 
or  unequal  thicknesses,  are  placed  with  their  cleansed  surfaces  in  close 
contact,  and  are  passed  together  through  a  flatting  or  rolling  mill,  "  with  a 
hard  pinch,"  once  or  oftener,  so  as  to  make  the  metals  adhere.  The  rolls 
and  metals  may  be  heated.  A  plate  of  lead  may  be  placed  between  two 
plates  of  tin,  or  alloys  of  tin,  or  a  plate  of  lead  coated  or  plated  on  one  side 
may  be  doubled  up,  and  rolled  with  the  tinned  surfaces  outwards.  A  plate 
of  lead  or  alloyed  lead  may  be  cast,  and  as  soon  as  the  metal  is  "  set  or 
congealed,"  it  is  coated  by  casting  tin  or  alloyed  tin  upon  and  around  it. 
The  coated  metal  may  be  then  rolled  or  pressed  or  wrought  in  the  usual  way. 

In  1849  a  patent  (No.  12415)  was  granted  to  W.  Betts  for  "a  new 
manufacture  of  capsules,  and  of  a  material  to  be  employed  therein  and  for 
other  purposes."  This  new  manufacture  "  consists  in  combining  lead  with 
tin,  by  covering  the  lead  with  tin  over  one  or  both  surfaces  of  the  lead,  and 
reducing  the  two  metals  in  their  conjoined  state  into  thin  sheets  of  a  thick- 
ness suitable  for  the  purposes  to  which  they  are  to  be  applied."  The  molten 
lead  to  be  cast  into  an  ingot  in  a  suitable  mould  and  *'  of  suitable  internal 
dimensions  for  producing  ingots  of  lead,  which  for  the  manufacture  of  the 
material  for  capsules  may  be  about  four  or  five  inches  wide  by  about  three- 
quarters  of  an  inch  thick,  and  about  thirty  inches  in  length,"  gradually 
reduced  wedge-like  at  the  end.  The  tin  to  be  cast  "  into  similar  ingots,  of 
the  same,  or  nearly  the  same,  dimensions  as  the  aforesaid  ingots  of  lead,  and 
between  one-quarter  and  one-sixteenth  of  an  inch  in  thickness,  and  several 
feet  in  length."  The  rolling  of  the  lead  is  then  described,  and  to  be  con- 
tinued "  as  many  times  as  may  be  requisite  for  reducing  the  lead  to  about 
one-fourth  of  an  inch  in  thickness,"  the  lead  becoming  elongated.  In  like 
manner  the  tin  as  many  times  "  as  may  be  requisite  for  reducing  it  to  about 
one-twentieth  part  of  the  thickness  to  which  lead  is  reduced  by  rolling  as 

*  This  is  a  summary  of  the  specification. 
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aforesaid,  whatever  that  thickness  may  be.'*  The  mode  of  rolling  was 
described  to  be  repeated  as  often  as  requisite  "  for  reducing  the  said  strip 
of  conjoined  metals  to  the  required  thinness  for  the  manufacture  of  capsules." 
"  The  said  new  manufacture,  or  compound  metal  of  lead  combined  with 
tin  on  one  or  both  sides  in  manner  aforesaid,  may  also  be  employed  for 
other  purposes ;  such,  for  instance,  for  making  into  very  thin  sheets,  as  a 
substitute  for  what  is  called  tin-foil,"  for  which  it  might  be  used  as  a  sub- 
stitute. Then  was  described  the  mode  of  making  it  when  one  side  only  o( 
the  lead  was  to  be  covered  with  tin.  The  union  of  the  metals  was  produced 
by  mechanical  pressure  as  distinguished  from  older  processes.  The  de- 
scribed processes  of  casting,  cutting,  and  rolling  were  not  claimed  "  except 
when  the  same  are  employed  for  the  purposes  of  my  said  invention.*' 

The  claims  were  :— 

"  Firstly,  the  manufacture  of  the  new  material  lead  combined  with  tin, 
on  one  or  both  sides  of  its  surfaces,  by  rolling  or  other  mechanical  pressure, 
as  herein  described ;  secondly,  the  manufacture  of  capsules  of  the  new 
material  of  lead  and  tin  combined  by  mechanical  pressure,  as  herein 
described." 

At  the  trial  it  was  proved  that  the  patentee  by  his  servants  had  manu- 
factured large  quantities  of  capsules  before  the  date  of  his  patent,  but  had 
not  exposed  them  for  sale,  only  making  them  in  order  to  have  a  stock  on 
hand  by  the  time  that  the  patent  was  sealed  (27  L.  J.  Q.  B.  154).  B^cli  by 
the  Court  of  Queen's  Bench  that  this  was  not  such  prior  user  as  to  invali- 
date a  patent  (28  L.  J.  Q.  B.  361). 

Lord  Campbelly  C.J. :  There  was  no  power  in  the  Crown  to  grant 
monopolies  *'  except  with  the  conditions  that  are  imposed  by  the  reserva- 
tion ;  but  the  reservation  which  must  be  relied  on  here  is  this,  *  which  others 
at  the  time  shall  not  use.'  Now,  others  had  not  used  this  before  the  patent 
was  granted.  It  was  used  only  by  the  inventor,  the  patentee  himself;  for 
the  use  of  it  by  the  servants  and  mechanics  whom  he  employed  must  be 
considered  his  use ;  and  therefore  it  was  not  used  by  others.  But  stillj 
if  it  could  be  shown  that  the  effect  was  really  to  extend  the  term  of  the 
monopoly,  that  would  be  fatal."  ^ 

The  jury  at  the  trial  found  that  persons  of  ordinary  skill  reading  Dolb^ 
specification,  and  having  no  other  information  on  the  subject,  could  not  at 
once  proceed  to  make  Betti  metal.^ 

It  was  decided  in  the  Courts  of  Queen's  Bench'  and  Exchequer 
Chamber*  that  the  invention  disclosed  by  Dobb$  in  1804  disclosed  and 
anticipated  that  of  the  plaintiff  Beits. 

On  appeal  to  the  House  of  Lords. 

The  following  questions  were  put  to  the  judges : — 

I.  "  Does  it  appear,  on  a  comparison  of  the  two  specifications,  that  a 
material  part  of  Dobbi  specification  is  claimed  by  Betts  in  his  specification  ? " 

>  28  L.  J.  Q.  B.  365.  «  27  T^  J.  Q.  B.  154. 

»  28  L.  J.  Q.  B.  361.  *  30  L.  J.  Q.  B.  81. 
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2.  "  If  so,  can  the  Court  pronounce  Beit^  patent  void,  simply  on  a 
comparison  of  the  two  specifications,  without  evidence  to  prove  identity  of 
invention,  and  also  without  evidence  that  Dohb^  specification  disclosed  a 
practicable  mode  of  producing  the  result,  or  some  part  of  the  result,  described 
in  Betts'  patent  ?  " 

It  was  held  unanimously  by  the  judges  that  (as  regards  the  first  question) 
the  invention  described  by  Betts  was  included  in  that  described  by  Dobhs  ; 
but  that  in  the  absence  of  evidence  of  identity  of  inventions  (it  not  being 
admitted  that  descriptions  and  terms  of  art  were  the  same),  and  in  the 
absence  of  evidence  of  Dobbi  specification  being  a  sufficient  description, 
there  was  no  anticipation. 

The  following  passage  occurs  in  the  reply  of  Mr.  Justice  Blackburn : 
"  It  is  therefore  for  the  Court  alone  to  decide  what  is  claimed.  This 
must  be  ascertained  by  looking  at  the  language  used  in  the  specification, 
and  fairly  reading  it,  so  as  to  see  what  was  the  intention  expressed,  and  this 
should  be  done  without  any  reference  to  the  object  of  the  inquiry.  Some- 
times it  is  necessary  to  construe  a  specification,  in  order  to  ascertain  whether 
or  not  any  one  may,  subsequently  to  the  date  of  the  patent,  do  something 
allied  to  be  comprised  in  it  without  being  guilty  of  an  infringement.  In 
such  a  case  it  is  for  the  interest  of  the  patentee  to  contend  that  the  true 
construction  of  the  specification  includes  that  thing.  Sometimes  that  same 
thing  having  been  publicly  done  before  the  patent,  the  object  of  the  inquiry- 
is  to  ascertain  whether  the  patent  is  void,  because  that  thing  which  is  not 
new  has  been  claimed  as  part  of  the  invention.  In  such  a  case  it  is  for  the 
interest  of  the  patentee  to  contend  that  the  true  construction  of  the  specifi- 
cation does  not  include  this  thing ;  but  the  Court  is  bound  to  give  the  fair 
interpretation  to  the  language  used  in  the  same  instrument,  and  say  truly 
what  is  there  described  as  the  invention,  whether  the  effect  is  favourable  to 
the  patentee  or  not.'' 

In  delivering  judgment.  Lord  Westbury^  L.C.,  based  the  decision  of  the 
case  in  the  answer  to  the  second  of  the  above  questions,  and  said  (p.  243) : 
*^  That  answer  involved  two  conclusions ;  first,  that  as  the  specification  de- 
scribed external  objects,  though  the  language  in  both  specifications  should 
be  identically  the  same,  it  would  be  impossible  to  predicate  of  the  two  that 
they  described  exactly  the  same  identical  external  object,  unless  the  terms 
of  art  used  in  both  specifications  could  be  ascertained  to  have  been  the 
same  at  the  date  of  both  the  patents.  The  question  of  identity  of  significa- 
tion belonged  to  the  province  of  evidence,  and  not  to  the  province  of 
construction.  The  second  branch  of  the  answer  involved  this  important 
conclusion,  that  to  defeat  a  new  patent,  it  must  be  clear  that  the  antecedent 
specification  disclosed  a  practicable  mode  of  producing  the  result  which 
was  the  object  and  effect  of  the  subsequent  discovery."  * 

»  31  L-  !•  Q-  B-  237. 

*  This  was  quoted  and  followed  in  Patterson  ▼.  Gas,  Light  6*  Coke  Co,,  3  App.  Ca.  245  ; 
Shaw  V,  Jonest  6  R.  P.  C.  336 ;  Gadd  v.  Mayor  of  Manchester  t  9  R.  P.  C.  516. 
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Lord  Cramvorth^  in  his  judgment,  said :  "  The  two  specifiGatioos  might 
be  identical,  and  the  judge  might  be  wananted  in  telling  the  jury  not  to 
find  for  novelty.  But  here  they  were  not  identical,  and  the  earlier  was 
deficient  in  those  practical  directions  which  constituted  the  essence  of  a 
valid  specification.  Dobbs  supposed  that,  by  pressure,  tin  and  lead  might 
be  so  combined  as  to  form  a  new  material.  But  it  did  not  clearly  explain 
how  this  was  to  be  done,  and  it  was  therefore  defective." 


1868.    Betts  9.  Neilson,  L.  R.  3  Ch.  Ap.  439. 

Construction — Subsidiary  Claim — Prior  Manufcuiure  without  Sale — 

Proportions, 

In  this  case  the  same  patent  was  sued  on  as  in  Betts  ▼.  Menziesy  antici- 
pation by  Dobb^  specification  was  also  alleged,  and  objections  raised  to  the 
validity  of  the  patent  on  the  grounds  of  (i)  prior  user,  (2)  that  the  speci- 
fication did  not  specify  the  proportions  of  lead  and  tin,  (3)  that  the  claim 
for  the  manufacture  of  capsules  from  the  patented  article  (claim  2)  was  not 
subject-matter  for  a  patent.    Infringement  was  denied. 

The  evidence  of  prior  user  broke  down,  as  to  which  Lord  Chelmsford^ 
L.C.,  said  (p.  431) :  "If  the  evidence  which  I  am  about  to  examine  estab- 
lishes the  fact  that  lead  coated  with  tin  by  mechanical  pressure,  and  capable 
of  useful  application,  has  upon  any  occasion  been  manufactured  openly,  not 
by  way  of  experiment,  but  in  the  course  of  business,  although  not  a  single 
piece  of  that  material  was  actually  sold,  I  should  hold  that  Bett^  patent  was 
invalidated."  * 

On  appeal  to  the  House  of  Lords  (Neilson  v.  Betts^  5  H.  L.  15). 

Alluding  to  Hills  v.  Evans  (31  L.  J.  Ch.  457)  as  to  what  is  necessary 
in  an  anterior  publication,  Lord  Wesibury  said :  "  My  opinion  was  that  the 
antecedent  process,  if  it  be  relied  on  as  forestalling  the  second,  must  be  so 
clearly  and  distinctly  described,  that  those  who  read  it,  bringing  to  it  com- 
petent mechanical  skill,  would  be  enabled  to  work  it  out  to  the  same  result 
as  that  arrived  at  by  the  process  described  in  the  subsequent  patent "  ' 

As  to  the  objection  to  the  specification  not  specifying  the  proportions 
of  lead  and  tin,  Lord  Westbury  held  that  this  was  no  objection  to  validity, 
as  "he  assigns  these  relative  proportions,  not  as  things  which  are  in  them- 
selves unchangeable,  but  as  being  the  best  for  the  purpose  which  he  desired 
to  accomplish,  and  they  are  given  rather  as  illustrations  of  the  mode  of  user 
of  the  process  than  as  certain  definite  termini  which  could  not  be  exceeded 
or  diminished  either  on  the  one  side  or  the  other." 

As  to  the  last  objection,  Lord  Westbury  pointed  out  that  the  material 
was  claimed  as  the  result  of  the  process,  and  (as  to  the  second  claim)  "  the 

»  Quoted  as  authority  in  Gill  v.  Coutts,  13  R.  P.  C.  136. 

*  Authority  for  the  proposition  that  a  book-description  must  be  equivalent  to  a  specification 
in  regard  to  the  fuhiess  of  information  given.  Plimpton  v.  Malcomson,  3  Ch.  D.  567,  568  \ 
Haslam  v.  Hall,  5  R.  P.  C.  19. 
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manufacture  of  capsules  out  of  the  material  would  be  one  purpose  only  to 
which  the  material  could  be  applied;  and  if  a  claim  to  the  material  can  be 
substantiated  by  the  patent,  the  specification  of  a  particular  user  of  it,  com- 
prehended in  the  general  user  claimed,  cannot  for  a  moment  be  accepted 
as  a  groimd  for  vitiating  the  patent."  ^ 

1862.     HoRTON  V,  Mabon,  12  C.  B.  N.  S.  437 ;  16  C.  B.  N  S.  141 ; 

31  L.  J.  C.  P.  255. 

Subject-matter — No  Invention, 

The  invention  was  for  "  improvements  in  the  construction  of  gasholders." 
It  consisted  of  improved  pillars,  vertical  travelling  guides,  fixed  instead  of 
movable  guide  roller  bars,  and  improved  construction  of  hydraulic  cups  or 
joints.  The  third  claim  was  for  the  mode  of  constructing  the  hydraulic  cups 
or  joints  of  gasholders,  "  in  which  the  top  or  bottom  of  the  hydraulic  joint 
or  valve  is  formed  of  plates  of  iron  made  or  bent  into  a  cup  shape,  so  as  to 
admit  of  the  valve  being  made  complete  and  attached  to  the  gasholder  with- 
out the  necessity  of  employing  angle  iron  and  double  sets  of  rivets,  as  is 
usually  the  case."  It  was  proved  that  previously  to  the  patent  those  joints 
were  constructed  of  angle  iron  in  three  pieces,  made  to  the  curve  of  the 
gasholder,  and  fastened  with  four  rows  of  rivets.  Two  pieces  of  angle  iron 
were  riveted  to  the  bottom  plate.  By  the  patentee  using  double  angle  iron 
he  saved  two  rows  of  rivets.  Double  angle  iron  had  been  substituted  for 
two  pieces  of  single  angle  iron  in  other  cases.  In  this  case  the  result  was 
beneficial,  and  was  a  cheaper  and  better  way  of  using  known  things. 

Hdd^  that  the  case  was  much  weaker  than  Harwood  v.  C  N.  Ry.  Co,y 
and  the  patent  could  not  be  sustained.' 

Confirmed  on  appeal,  16  C.  B.  N.  S.  142. 

1862.     Lang  v.  Gisborne,  31  L.  J.  Ch.  769;  31  Beav.  133. 
Prior  Publication — Sale  of  Foreign  Publication  in  England. 

The  patents  sued  upon  were  applied  for  in  February,  i860,  and  May, 
1861. 

A  description  of  the  invention  had  been  published  in  a  French  book  in 
1857.  One  copy  was  sold  in  England  to  Mr.  Wheatstone  on  December  31, 
1859,  another  to  the  Cambridge  University  Library  on  May  6,  1858,  others 
to  persons  during  the  months  of  August,  1858,  and  March,  1859. 

Lord  Pomilfyj  M.R.,  held  that  there  was  publication  of  the  invention 
sufficient  to  invalidate  the  patent.   In  his  judgment  the  learned  judge  stated 

*  A  subsidiary  claim  (one  that  does  not  extend  monopoly)  for  a  detail  or  particular 
advantage  does  not  raise  an  objection  to  a  patent :  Plimpton  v.  Spiller^  6  Ch.  D«  427,  434 ; 
followed  in  British  Dynamite  Co,  v.  Krebs,  13  R.  P.  C.  199. 

*  At  the  trial  the  learned  judge.  Erie,  C.J.,  directed  the  jury  that  the  invention  was  not 
subject-matter.    The  facts  of  the  case  were  compared  with  those  of  Harwood  v.  G.  N,  Ry,  Co, 
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the  law  generally,  and  continiied  (p.  771) :  ''A  publkatioo,  however,  takes 
place  when  a  person  who  is  the  inventor  of  any  new  discovery,  either  by 
himself  or  by  his  agents,  makes  a  written  descripdon  of  that,  prints  it  in  a 
book,  and  sends  it  to  a  bookseller  to  be  published  in  this  country.  It  is  not 
at  all  necessary  to  establish  the  (act  that  one  volume  oi  that  book  has  been 
sold.  As  soon  as  an  inventor  informs  the  public  of  what  his  invention  is 
and  publishes  that  in  a  book,  which  he  sends  to  a  publisher  to  sell,  the 
moment  that  book  is  exposed  in  the  shop  for  the  purpose  ci  purchase,  then 
that  becomes  a  complete  publication  in  point  of  law.  .  .  .  There  is  no 
difference  when  the  inventor  is  a  Frenchman  or  any  other  foreigner  who 
publishes  a  book  in  his  own  language,  but  sends  it  over  to  a  bookseller  in 
this  country  for  the  purpose  of  being  sold." 

Notes. 

In  Plimptim  v.  Makotnson  (3  Ch.  D.  561,  i62\Jessd^  M.R.,  quoted  the 
above  remarks  as  a  didum^  holding  that  publication  was  a  question  in  each 
case  for  the  judge  on  the  facts  proved.  It  was  cited,  as  an  authority  for  the 
proposition  that  the  fact  of  the  book  being  foreign  makes  no  difference,  by 
Chiity^  J.,  in  Harris  v.  RothweU  (3  R.  P.  C.  389) ;  in  the  same  case,  on 
appeal,  Lopes^  L.J.  (4  R.  P.  C.  234),  quoted  the  above  passage  as  being  the 
law,  and  said  that  the  lodging  of  a  German  specincation  in  the  Patent  Office 
was  stronger  evidence  of  publication  than  sale  in  a  shop. 

The  remarks  of  Lord  Romilly^  M.R.,  above,  were  part  of  his  declaration 
of  the  law,  "  so  that  there  should  be  no  ambiguity  "  as  to  his  view  of  the  law. 
When  the  case  was  quoted  in  argument  in  the  House  of  Lords,  in  Pickari 
V.  Prescott  (9  R.  P.  C.  200),  Lord  Watson  declined  to  consider  any  case  as 
precedent  on  facts.  In  that  case  Lord  Hahbury^  L.C.,  said  that "  occasional 
observations  made  by  learned  judges  on  questions  of  fact  in  a  particular  case 
have  been  from  time  to  time  misunderstood  as  carrying  some  opinion  upon 
the  subject  of  the  general  law,  and  have  given  rise  to  confusion  "  (p.  200). 
Lord  Watson  (p.  204)  expressed  the  same  opinion. 


1862.    Hills  i\  Evans,  4  De  Gex  F.  &.  J.  288. 

Paper  Anticipation. 

This  was  a  suit  in  equity  for  an  injunction  against  the  defendant  to 
restrain  him  from  infringing  the  plaintiff's  patent,  which  was  the  subject  of 
the  action  of  Hills  v.  The  London  Gaslight  Co.  {ante^  p.  208). 

In  addition  to  the  defences  there  raised,^  the  specification  of  Heard 
(No.  2941  of  1806)  was  put  forward  as  an  anticipation.  The  object  of 
Hcard*s  invention  was  the  "  withdrawal  of  the  sulphur  from  the  gas  obtained 
from  coal."   He  described  a  process  of  mixing  lime  with  coal  and  the  passing 

>  Sec  specifications  of  CroU  and  Laming,  oMie,  p.  aio. 
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of  the  gas  over  lime  in  a  heated  iron  tube ;  the  fixed  alkalies  and  alkaline 
earths  when  deprived  of  their  carbonic  acid  might  be  substituted  for  lime 
and  also  such  metals  or  their  oxides  as  ''  iron,  manganese,  zinc,  copper, 
lead,  &c." 

In  delivering  his  judgment  Lord  Westhury^  L.C.,  said  (p.  294)  that 
questions  of  expert  natiure  as  to  the  truth  of  the  process  described,  the 
meaning  of  technical  terms  and  significance  of  phrases,  were  matters  of 
evidence  for  a  jury,  and  that  subject  to  such  being  left  to  them,  the  interpre- 
tation of  the  speci6cations  was  for  the  Court.  The  identity  of  the  external 
things  indicated  by  descriptions  is  for  the  jury  (p.  295).  There  remained, 
therefore,  the  question  as  to  "  what  shall  be  the  nature  of  the  antecedent 
publication  which  shall  be  held  sufficient  to  anticipate  "  a  subsequent  patent 
**on  the  ground  of  want  of  novelty"  (p.  299),  A  specification  must  neces- 
sarily be  a  publication  (p.  300).  In  other  respects  there  is  no  difference  in 
the  application  of  the  rule  between  specifications  and  other  publications. 
^'  The  antecedent  statement  must  be  such  that  a  person  of  ordinary  knowledge 
of  the  subject  would  at  once  perceive,  understand,  and  be  able  practically  to 
apply  the  discovery  without  the  necessity  of  making  further  experiments  and 
gaining  further  information  before  the  invention  can  be  made  useful.  If 
something  remains  to  be  ascertained  which  is  necessary  for  the  useful  appli- 
cation of  the  discovery,  that  affords  sufficient  room  for  another  valid  patent"  ^ 
The  invention  patented  must  not  have  been  "  publicly  known."  One  means 
of  making  an  invention  publicly  known  is  by  a  specification.  How  much 
information  is  necessary  ?  "  The  (p.  301)  information  as  to  the  alleged 
invention  given  by  the  prior  publication  must,  for  the  purposes  of  practical 
utility,  be  equal  to  that  given  by  the  subsequent  patent.  The  invention 
must  be  shown  to  have  been  before  made  known.  Whatever,  therefore,  is 
essential  to  the  invention  ^  must  be  read  out  of  the  prior  publication.  If 
specific  details  are  necessary  for  the  practical  working  and  real  utility '  of 
the  allied  invention,  they  must  be  found  substantially  in  the  prior  publica- 
tion." Publication  of  generalities  or  partial  truths,  which  leave  things  to 
be  discovered,  cannot  anticipate  the  subsequent  complete  invention.  "  To 
carry  me  to  the  place  at  which  I  wish  to  arrive  is  very  different  from  merely 
putting  me  on  the  road  that  leads  to  it.  .  .  .  Upon  principle,  therefore,  I 
conclude  that  the  prior  knowledge  of  an  invention  to  avoid  a  patent  must 
be  knowledge  equal  to  that  required  to  be  given  by  a  specification,  namely, 
such  knowledge  as  will  enable  the  public  to  perceive  the  very  discovery, 
and  to  carry  the  invention  into  practical  use."  The  allied  anticipations, 
CrolTs^  Laming^ s^  and  Heardts^  were  then  discussed,  and  the  plaintiffs  patent 
held  to  be  valid. 

>  His  lordship  was  dealing  with  a  case  of  an  invention  which  was  a  step  in  advance  of  the 
alleged  anticipations  which  were  excluded  from  the  claim  {ante,  p.  309). 

*-*  These  words  show  that  he  was  dealing  with  a  question  of  invention.  He  was  not  dealing 
with  a  case  where  the  alleged  anticipation  was  an  invention  of  the  same  ambit  as  the  one 
attacked,  but  was  insufficient  only  in  directions  as  to  carrying  it  out. 
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Notai. 

Lord  IVestburys  judgment  has  been  quoted  very  often  in  patent  cases  in 
support  of  two  propositions  that  are  essentially  distinct  The  first  is  that  an 
antecedent  publication  to  anticipate  a  subsequent  patent  must  contain  sudi 
a  full  description  of  the  invention  in  question  that  a  skilled  workman  need 
not  make  further  discovery  or  invention  to  produce  the  invention  of  the 
subsequent  patent;  the  second  is,  that  the  prior  anticipating  publication 
must  not  only  disclose  the  subsequent  invention  fully,  but  also  all  needful 
directions  for  carrying  it  into  eflfect,  i.e.  if  the  prior  publication  be  a  specifi- 
cation, it  must  be  "  sufficient "  in  the  technical  sense. 

The  former  of  these  propositions  is  undisputed,  and  j&i//f  v.  Evans  has  been 
followed  in  this  respect  in  Betts  v.  MentUs^  lo  H.  L.  Ca.  154 ;  HiUs  v.  Uvn- 
pool  United  Gas  Co.y  32  L.  J.  Ch.  30 ;  Ndlson  v.  Betts^  5  L,  R-  H.  L.  15  ; 
Otto  V.  Unford^  46  L.  T.  (per  Brdt^  L. J.,  at  p.  46) ;  American  Braided  Wire 
Co.  V.  Thomson  (Bowen^  LJ.),  5  R.  P.  C.  124;  Shaw  y./ones^  6.  R.  P.  C. 
336 ;  Gaulard  dr*  Gibb^  Patent  (Lord  Halsbury,  L.C.),  7  R.  P.  C.  386 : 
Gadti  V.  Mayor  of  Manchester^  9  R.  P.  C.  525 ;  Cosset  Goid^  dr'c,  Co,  v. 
Cyanide  Gold^  6r*c.,  12  R.  P.  C.  256;  Sat'Oge  v.  Harris,  13  R  P.  C  366; 
Letais  &'Stircklef's  Fat,  14  R.  P.  C.  36 ;  Defries  v.  Sherwood,  14  R.  P.  C. 

318. 

The  second  proposition  rests  on  a  different  basis.   In  Hills  v.  Evofis^ 

plaintiffs  invention  consisted  of  an  improved  process,  the  claim  disclaiming 
what  was  included  in  the  alleged  anticipations,  which  were  successful  as  far 
as  they  went.  One  process  {Laming^ s)  is  described  in  comparatively  recent 
foreign  publications  dealing  with  gas-purification  hence  the  concluding 
remarks  (as  quoted  above)  in  Lord  IVestburys  judgment  go  beyond  the  facts, 
and  if  intended  to  be  taken  as  equivalent  to  the  second  proposition  stated 
above,  amount  merely  to  a  dictum.  Such  an  interpretation  was  put  upon 
the  passages  quoted  above  by  Lord  Chelmsford,  L.C.,  in  Betts  v.  Neilson 
(L.  R.  3  Ch.  Ap.  432),  but  there  he  does  not  assent  to  so  wide  a  proposition 
(p.  432),  approving  oi  Betts  v.  Menzies  (i  E.  &  E.  990),  to  the  effect  that  the 
prior  specification,  although  "  insufficient,"  might  show  the  latter  to  be  not 
wholly  new ;  his  lordship  was  dealing  in  that  case  with  an  alleged  "  paper 
«inticipation  "  which  had  never  worked  successfully.  So,  too,  in  Neilson  v. 
Betts  (L.  R.  5  H.  L.  15),  Lord  Westbury,  in  confirming  his  remarks  in  Hills 
v.  Evans  (p.  15),  was  dealing  with  the  same  paper  anticipation  which  had 
never  been  proved  to  have  been  used.  The  distinction  as  to  the  different 
state  of  facts  as  regards  the  alleged  anticipations  in  these  cases  {Hillf  being 
successful  and  the  alleged  anticipation  disclaimed,  and  in  Betts  the  allq^ed 
anticipation  was  a  failure)  was  not  noticed  by  Jessel,  M.R.,  in  Plimpton  v. 
Malcomson  (3  Ch.  D.  568),  when  he  treated  the  second  of  the  above  pro- 
positions as  being  finally  decided.  Hence  this  dictum  was  relied  on  by 
Holker,  L. J.,  in  Otto  v.  Linford,  46  L.  T.  46  \  by  ChiUy,  J.,  in  Moseley  v. 
Victofia  Rubber  Co,,  4  R.  P.  C.  252 ;  in  Haslam  v.  Hall,  5  R.  P.  C.  i9> 
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Afosa^  V.  Marsdtn^  10  R.  P.  C.  212,  363  \  by  CharleSy  J.,  in  Thierry  v.  Rick- 
mann^  12  R.  P.  C.  428.  In  the  last  case  the  learned  judge  relied  upon  it, 
and  was  overruled  by  the  House  of  Lords.     (See/<?J/,  p.  391.) 

The  last  passage  of  Lord  Westburfs  judgment  was  followed,  by  Smith, 
L.J.,  in  The  Shrewsbury  &*  Talbot  Cab  Co.  v.  Sterckx,  13  R.  P.  C.  53. 

In  EhrUch  v.  Ihlee^  5  R.  P.  C.  450,  Cotton,  L. J.,  said :  "  We  know 
what  is  necessary  if  there  is  said  to  be  anticipation,  not  by  the  existence  of 
an  actual  thing,  but  by  description — either  in  a  specificatipn  or  otherwise — 
that  the  description  must  be  of  such  a  character  as  to  enable  any  one  com- 
petent to  make  the  machine  for  which  protection  is  claimed  by  the  patentee 
to  make  it  from  the  description  given.  There  is  nothing  here  which  it 
could  be  suggested  would  enable  any  competent  workman,  cr  any  expert, 
to  make  from  that  description  the  machine  for  which  the  plaintiff  claims  pro- 
tection." The  foregoing  passage,  omitting  the  last  sentence  here  quoted, 
has  been  often  referred  to,  sometimes  vaguely  as  supporting  the  proposition 
that  '*  sufficiency  "  in  an  anticipating  specification  is  necessary  (  Winby  v. 
Manehester,  &*c.,  6  R.  P.  C.  363;  Mosers.  Marsden,  10  R.  P.  C-  364; 
Shrewsbury,  6-r.  v.  Sterckx,  13  R.  P.  C.  53;  Pneumatic  Tyre  Co.  v. 
Leicester,  &*c.,  16  R.  P.  C.  57),  and  at  another  time  to  show  that  invention 
musthtfuily  disclosed  (Cosset  Gold,&^.,Co.y.  Cyanide,&*c,,  12  R.P.C.  256). 

But  without  referring  to  any  of  the  above  cases.  Grove,  J.,  in  Philpott  v. 
Hanbury,  2  R.  P.  C.  43,  expressed  his  opinion  as  a  dictum  than  an  antici- 
pating specification  need  not  be  "  sufficient,''  drawing  a  distinction  between 
the  disclosure  of  an  invention  and  the  directions  necessary  to  perform  it.  This 
view,  without  allusion  to  authorities,  was  also  adopted  by  Lord  Halsbury,  L.C., 
and  Lord  Watson  in  King  6-  Co.  v.  Anglo-American  Brush  Co.,  9  R.  P.  C. 
317,  320  {post,  p.  340),  and  followed  by  Lindley,  L.J.,  in  Savage  v.  Harris, 
13  R.  P.  C.  368. 

When  the  cases  are  examined  in  the  light  of  the  facts  of  each,  it  is  sub- 
mitted that  the  proposition  that  an  invention  can  be  anticipated  by  a 
description  only  when  the  latter  includes  all  directions  necessary  to  a  work- 
man to  carry  out  the  invention  has  no  authority  to  support  it. 


1864.     FoxwELL  V.  BosTOCK,  4  Dc  G.  J.  &  S.  298, 

Construction— Effect  of  Disdaimer'—Claim  for  Combination — Claim  too 

Large. 

In  1852  a  patent  (No.  413)  was  granted  to  C.  T.fudkins  for  "  improve- 
ments in  machinery  or  apparatus  for  sewing  or  stitching." 

A  provisional  specification  was  filed ;  the  complete  was  filed  on  April  15, 
1853.  On  March  12,  1862,  D.  Foxwell,  the  assignee  of  the  patent,  and 
plaintiff,  filed  a  disclaimer,  assigning  as  a  reason  that  parts  of  the  invention 
were  possibly  old,  and  that  he  was  advised  it  was  not  expedient  to  make  a 
separate  claim  for  those  parts  apart  from  the  general  combination. 

Q 
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The  complete  specification  (as  amended)  began  in  the  following 
tenns:^ — 

*'  My  invention  relates  to  an  improved  arrangement  and  combinatioD  of 
machinery  for  sewing  or  stitching  by  a  needle  and  shuttle,  [and  of  regulating 
the  supply  of  the  silk  or  thread  to  the  needle  and  shuttle^  so  as  to  keep  it  to 
a  proper  tension  during  the  operati<m  of  sewing  or  stitching,  with  a  means 
of  enabling  the  mechanism  to  accommodate  itself  to  different  thicknesses 
of  silk,  thready  or  material].  I  work  the  shuttle  (i)  by  a  driver  aduaied  by 
a  bell  crank  and  cam  (g^  4),  between  the  ends  of  which  said  driver  the  shuttle 
lies  with  a  slight  play,  so  that  when  the  driver  acts  on  the  back  end  of  it  to 
force  it  through  the  loop  or  bow  formed  by  the  vertical  needle  {n)  [passing 
the  silk  or  thread  through  the  material,  and  then  partially  riang  or  cetum- 
ing] ;  there  is  sufficient  space  between  the  forward  end  of  the  driver  and 
the  shuttle  for  the  passage  of  the  thread,  and  at  the  end  of  this  motion  the 
shutUe  remains  nearly  in  a  state  of  rest  for  an  instant,  whilst  die  driver 
receives  a  slight  back  movement  to  pennit  the  passage  of  the  thread  between 
the  back  end  of  the  shutUe  and  the  driver.  The  shuttle  remains  nearly 
stationary  whilst  the  needle  is  rising,  and  at  the  time  the  feed  motion  is 
given  to  the  cloth,  [by  means  of  which  there  are  three  pulls  given  simul- 
taneously, the  upward  pull  of  the  needle  on  the  needle  thread,  the  feed 
motion  of  the  doth  or  material  in  one  direction,  and  the  strain  in  the  other, 
so  that  the  two  threads  are  drawn  together  to  draw  the  stitch  tight].  The 
small  spool  or  bobbin  (Fig.  4)  which  supplies  the  shuttle  with  the  silk  or 
thread  is  placed  in  the  shuttle,  [and  in  the  axle  or  tube  thereof  is  a  spring 
(Fig.  4)  to  control  or  regulate  the  supply  of  the  silk  or  thread  to  the  shuttle]. 
The  thread  to  the  vertical  needle  is  regulated  or  controlled  during  the 
downward  motion  by  means  of  a  r^^ulator  (t^)  turning  on  a  pin  or  wire  (r), 
which  makes  a  slight  pressure  on  the  silk  or  thread  as  the  needle  descends, 
which  pressure  may  be  increased  or  diminished  as  dicumstances  may  require 
by  simply  tummg  the  lever  thereof  a  littie  up  or  down.  [This]  The  silk  or 
thread  passes  from  the  spool  or  bobbin  (i),  which  is  fixed  on  the  frame  {a) 
of  the  machine  in  any  convenient  position,  through  the  said  regulator  (jv) 
connected  to  the  machine  nearly  opposite  to  the  needle  carrier,  is  guided 
to  the  bottom  part  of  the  vertical  needle  (Fig.  2,/»),  and  passed  throu^ 
an  eye  about  half  an  inch  from  its  point,  so  that  as  the  needle  descends  it 
passes  through  the  cloth,  and  then  partially  rises  or  returns,  thus  forming  a 
loop  or  bow ;  then  the  shuttle  carries  the  silk  or  thread  through  the  loop  or 
bow,  and  it  is  tightened,  [as  already  described],  thus  forming  a  stitch.'' 

Then  followed  a  detailed  description  of  the  machine  as  illustrated  by  the 
drawings ;  there  were  some  small  corrections  inserted  by  the  disclaimer  and 
amendment.  The  detailed  description  included  all  the  machinery  as  shown 
in  the  drawings,  presser-pad,  thread-tension  regulator,  and  those  parts 

1  The  references  to  the  drawings  in  this  passage  of  the  specification  are»  to  avoid  prolinty 
or  repetition,  here  inserted  by  the  author  of  this  work ;  the  same  letters  denote  the  same  parts 
throughout.  The  words  introduced  by  the  disclaimer  are  inserted  in  italics,  and  those  strode 
oat  are  shown  in  square  brackets. 
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Drawings  taken^rom  Judkins's  specification  (No.  413  of  1852). 
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that  were  disclaimed  from  the  fotegoing  description  and  from  the  claim 
below. 

The  amended  claim  ^  was  as  follows : — 

"  Having  thus  described  the  nature  and  particulars  of  my  said  improve- 
ments, I  desire  it  to  be  distinctly  understood  that  [I  do  not  confine  myself 
to  the  exact  details  herein  described,  as  such  may  be  varied  or  modified 
without  departing  from  the  principle  thereof,  but]  I  claim  as  new  and  of 
my  invention,  the  combination  and  arrangement  of  the  various  parts  of 
machinery  for  sewing  or  stitching,  with  the  use  of  a  needle  and  shuttle,  [the 
methods  of  regulating  the  supply  of  the  thread  or  silk  to  the  needle  and 
shuttle,  the  arrangement  of  accommodating  the  machinery  to  the  different 
thicknesses  of  the  thread  or  silk,  and  the  means  of  preventing  the  material 
rising,  or  the  missing  of  the  stitch  when  different  thicknesses  present  them- 
selves, as  herein  described  and  illustrated"]. 

The  issue  of  validity  was  tried  before  Lord  Wesibury^  L.C,  without 
a  jury. 

The  plaintiff  proved  that  the  novelty  and  utility  of  the  invention  lay  in 
the  arrangement  of  the  three  cams,  d^  g,  and  >^,  on  the  same  shaft,  r,  by  which 
the  needle  movement,  the  shuttle  movement,  and  the  feed  movement  were 
effected. 

Jfeld:  (i)  p.  308 :  Since  the  mechanical  arrangements  for  the  separate 
auxiliary  inventions  (which  were  struck  out  of  the  claim)  have  been  retained 
and  corrected  in  the  description,  they  form  part  of  the  combination  as 
claimed,  which  therefore  becomes  different  from  that  for  which  the  patent 
was  granted;  and  (2)  p.  3x3,  that  the  patent  was  invalid  because  the 
specification  claimed  a  whole  combination  without  disclosing  in  what  pait 
the  real  novelty  and  invention  lay,  or  limiting  the  daim  to  it 

Lord  JVestbury^  L.C.  (p.  313) :  "I  must,  therefore,  lay  down  the  rale 
which  is  consistent  with  and  in  reality  a  mere  sequence  from  the  decided 
cases,  that  in  a  patent  for  an  improved  arrangement  or  new  combination  of 
machinery  the  specification  must  describe  the  improvement  and  define  the 
novelty  otherwise  and  in  a  more  specific  form  than  by  the  general  descrip- 
tion of  the  entire  machine :  it  must,  to  use  a  logical  phrase,  assign  the 
differentia  of  the  new  combination."  ■ 


Notes. 

The  remarks  of  Lord  Westbury  in  FoxweU  v.  Bostock  have  sometimes 
been  quoted  as  supporting  the  proposition  that  in  a  specification  for  an 
invention  of  a  combination  it  must  always  be  pointed  out  what  parts  are 
old  and  what  new;  it  was  so  dealt  with  in  comparing  details  oi  Judkins 

>  The  parts  struck  out  by  disclaimer  are  shown  in  square  brackets. 

*  This  passafi^e  is  frequently  referred  to  as  containing  a  correct  statement  of  the  efiect  of 
this  case.  See  Harrison  v.  Anderston  Foundry  Co.  (i  App.  Ca.),  per  Lords  Ckelwujbrd  and 
Ptntance,  pp.  580  and  592 ;   Webb  v.  Kynochs,  15  R.  P.  C.  543  (per  Lord  Ashbourne,  L.C.I.)' 
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specification  and  those  under  discussion  in  the  cases  of  Hatrison  v.  Ander- 
ston  Foundry  Co,  (4th  Series,  Court  of  Sess.,  vol.  2,  p.  865)  and  Moore  v. 
Bennett^  i  R.  P.  C.  (per  Cotton^  L.J.,  138,  and  Lindley^  L.J.,  140),  both  of 
which  cases  were  reversed  on  appeal  by  the  House  of  Lords. 

Foxwell  V.  Bostock  decides  that  an  invention  of  new  parts  in  an  old 
machine  must  be  claimed  as  a  separate  improvement,  or  in  combination 
with  old  parts  as  a  claim  for  a  combination :  per  Lord  Cairns^  L.C.,  in  Clark 
v.  AdU^  2  App.  Ca.  328,  and  in  Harrison  v.  Anderston  Foundry  Co,^  1  App. 
Ca*  577-  The  novelty  of  the  improvement  must  be  stated,  and  not  merely 
the  whole  machine  claimed  {ibid,^  per  Lord  ffatherUy^  p.  583,  per  Lord 
Penzance^  p.  592 ;  Clark  v.  Adie  (No.  a),  2  App.  Ca.  433,  per  Lord 
Hatherley ;  Leggott  v.  McGeoch^  10  R.  P.  C.  435;  Kynochs  v.  Webb^  17 
R.  P.  C.  115,  per  Lord  Davey), 

Foxwelly,  Bostock  should  be  considered  always  as  explained  in  Harrison 
v.  Anderston^  &*c. :  per  Lord  Sclbome^  L.C.,  in  Moore  v.  Bennett^  i  R.  P.  C. 
143  \  per  Bowen,  L.J.,  in  Proctor  v.  Bennis^  4  R.  P.  C.  358. 

The  effect  of  Foxwelly.  Bostock  as  given  above  is  substantially  approved 
in  different  words  in  the  following  cases :  Moore  v.  Bennett^  i  R.  P.  C.  (per 
Lord  Selbome^  L.C,  and  Lords  Blackburn^  Watson^  and  Fitzgerald  at  pp. 
^43j  I49>  i52f  and  153);  Cartsbum  v.  Sliarp^  i  R.  P.  C.  185;  RowcUffe 
V.  Morris^  3  R.  P.  C.  21,  24;   Webb  v.  Kynochs^  15  R.  P.  C.  543. 

It  is  not  necessary  that  the  novel  parts  be  expressly  named  as  such  in 
any  particular  part  of  the  specification,  so  long  as  fairly  reading  the  whole  or 
in  comparing  the  claims  the  novelty  is  apparent :  Ldndley^  L.J.,  in  Nordenfelt 
V.  Gardner^  i  R.  P.  C.  74. 

Another  way  of  looking  at  Foxwell  v.  Bostock  is  that  it  shows  that  a 
patentee  must  not  claim  more  than  his  real  invention :  WatHng  v.  Steifens^ 
3  R.  P.  C.  41. 

If  the  whole  combination  be  new,  it  is  immaterial  as  regards  sufficiency 
to  specify  if  the  respective  parts  of  the  combination  are  new :  Cotton,  L.  J. , 
in  Proctor  v.  Bennis,  4  R.  P.  C  351.  If  the  invention  be  the  whole 
combination  itself,  there  is  no  necessity  to  describe  and  claim  the  novel 
individual  parts :  Romer,  J.,  in  Perry  v.  La  Sodkte  des  Lunetiers,  13  R.  P.  C. 
67a 

Foxwell  V.  Bostock  has  also  been  followed  in  Parkes  v.  Stevens,  8  Eq.  Ca. 
365 ;  Murray  v.  Clayton,  L.  R.  7  Ch.  Ap.  578,  586 :  Clark  v.  Adie,  L.  R. 
10  Ch.  Ap.  674;  Kynochs  v.  Webb,  17  R.  P.  C.  no. 

1865.    Ralston  v.  Smith,  ii  H.  L.  Ca.  223;  35  L.  J.  C.  P.  49. 

Construction  —Disclaimer — Ne^v  Manufacture, 

In  1858  a  patent  (No.  2654)  was  granted  to  W,  Ralston  for  "improve- 
ments in  embossing  and  finishing  woven  fabrics,  [and  in  the  machinery  or 
apparatus  employed  therein]."  ^ 

^  These  words  in  brackets  were  subsequently  struck  out  by  disclaimer. 
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The  specification  described,  without  dnwings,  an  alleged  method  of 
producing  m  one  operation  the  bright  lustre  on  the  surface  oi  the  fabric  and 
impressing  any  desired  pattern  at  the  same  time.  This  was  to  be  effected 
by  indenting  the  rollers,  made  of  metal,  wood,  or  suitable  material,  with 
any  pattern  desired,  and  by  means  of  known  suitable  gearing,  driving  these 
rollers  at  a  higher  or  lower  speed  than  the  bowls  connected  with  them,  so 
calendering  and  impressing  a  pattern  at  the  same  time. 

On  January  37,  i860,  a  disclaimer  was  filed.  The  tide  was  abbreviated 
as  above.  All  rollers  were  disclaimed  *^  except  those  which  are  made  of 
metal  or  other  suitable  material,  and  have  circular  grooves,  flutes,  or  in- 
dentations  made  around  their  surfaces;"  all  other  designs  on  the  rollers 
were  disclaimed.  Water  patterns  were  also  disclaimed  except  those  pro- 
duced by  grooves,  &c.,  "  as  numerous  as  the  warp  threads  in  the  fabric  to 
be  opemted  upon,  or  nearly  so."  The  claim  was  in  the  following  terms  ^ : — 
"The  employment  of  grooved,  fluted,  [engraved,  milled,]  or  [otherwise] 
indented  rollers  of  hard  metal,  [wood,]  or  other  suitable  material  driven  at 
a  greater  speed  than  the  bowl  or  bowls  connected  with  them,  so  as  to  exert 
a  rubbing  or  friction  upon  the  fabric  submitted  to  their  action,  and  dieieby 
produce  an  indefinite  variety  of  patterns  as  well  as  bright  finish  or  lustre, 
and  also  reversing  the  operation  by  giving  the  bowl  a  quicker  motion  than 
the  pattern  roller." 

The  action  was  one  for  infringement. 

The  alleged  infringement  consisted  in  using  a  roller  grooved  s^Mrally, 
the  spiral  being  a  screw-groove  of  sixty-eight  threads  to  the  inch — the  same 
as  the  number  of  circular  grooves  required  according  to  the  spectficatioD  to 
correspond  to  the  warp-threads. 

It  was  proved  at  the  trial — that  calendering  by  means  of  smooth  rollers 
revolving  at  higher  speeds  than  those  of  their  respective  bowls  was  well 
known,  also  the  operation  of  impressing  a  pattern  by  means  of  indented 
rollers  revolving  at  the  same  speed  as  the  bowls;  that  the  attempt  to  use 
the  allied  invention,  as  originally  described,  would  destroy  the  febrics; 
that  the  plaintiff"  accidentally  discovered  that  if  a  fabric  were  fed  sideways 
into  roller  and  bowl,  the  former  being  grooved  circumferentially  in  circles 
and  revolving  faster,  a  water  pattern  was  produced. 

Held  (on  appeal  to  the  House  of  Lords),  (i)  that  the  specification 
was  confined  to  rollers  grooved  in  circles,  and  not  a  spiral ;  (3)  that  this 
was  an  abuse  of  the  power  of  disclaimer,  which  was  not  intended  to  enable 
one  to  specify  for  a  particular  discovery  requiring  research  from  a  bad 
specification  in  general  terms ;  and  (3)  that  the  invention  described  in  the 
amended  specification  was  not  a  "  new  manufacture." 

Per  Lord  Cranworth  (p.  250) :  "  I  quite  agree  with  what  was  said  by 

>  The  original  disclaimer  was  a  separate  docament  attached  to  the  specificatioa,  and  con- 
tained the  revised  description  and  daim.  For  convenience  the  old  and  new  claims  are  shown 
here  by  the  modem  method.  To  read  original  claim  omit  all  words  in  italics  and  include 
those  in  square  brackets ;  to  read  amended  claim  omit  words  in  brackets  and  include  those  in 
i  talics. 
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Mr.  Grav€^  that  it  is  not  every  useful  discovery  that  can  be  made  the  subject 
of  a  patent,  but  you  must  show  that  the  discovery  can  be  brought  within  a 
£ur  extension  of  the  words  '  a  new  manufacture.' "  A  manufacturer  would 
be  stopped  from  employing  his  old  rollers  in  the  useful  way  discovered 

Notes. 

The  above  decision  was  to  the  effect  that  the  specification  only  showed  a 
Dew  use  for  an  old  machine :  per  Fry^  J.,  in  Edison  v.  Woodhause^  4  R.  P.  C.  93. 
It  was  distinguished  in  Moser  v.  Marsden^  10  R.  P.  C.  362,  by  Smithy  L.J., 
on  the  ground  that  Ralston  only  proposed  to  do  what  had  been  done 
before. 

Ralston  v.  Smith  was  followed  in  Kynochs  v.  Webb^  17  R.  P.  C.  xx6, 
Lord  Davey  quoting  the  above  extract  from  Lord  Cranworth's  judgment 
as  being  in  point  in  that  case. 


1866.    Curtis  v.  Platt,  L.  J.  35  Ch.  852. 

Construction — Mechanical  Equivalents — Distinction  between  an  Invention 

and  its  Object. 

The  invention  in  question  in  this  case  related  to  a  portion  of  the 
mechamsm  of  self-acting  spinning  mules.  It  dealt  with  a  method  of  efTect- 
mg  certain  changes  in  the  action  of  the  mechanism.  In  it  one  part  of  the 
mule  is  movable,  and  travels  backwards  and  forwards,  performing  certain 
functions.  This  part  is  termed  the  "  carriage,"  and  the  whole  journey — to 
and  fro — '*  a  stretch."  During  a  stretch  other  portions  of  the  mechanism 
had  to  be  put  in  and  out  of  gear  in  succession  to  effect  the  necessary  changes 
in  the  operations  to  be  performed.  As  it  was  described  as  "  an  improve- 
ment" on  a  previous  method  of  Lakin  &*  Rhodes  (No.  12,805  of  1849), 
that  method  is  here  first  given. 

Fig.  6  is  a  portion  ^  of  the  longitudinal  elevation  of  Lakin  &*  Rhodes' s 
machine.  Fig.  7  a  plan,  and  Fig.  9  an  end  elevation  of  the  same  part.  The 
same  letters  indicate  the  same  parts  throughout  By  the  operation  of  other 
l)aTts  of  the  machine  at  a  certain  time,  the  shaft  Q  is  moved  to  the  right  in 
Fig.  6.  In  so  moving,  the  incline  on  which  the  trigger-catch  J  rests  lifts  the 
lever  /  from  the  notch  of  the  fixing  h  and  allows  the  spring  /  to  put  into 
gear  the  clutch-box  d  by  means  of  the  lever  1  and  crank-lever  h.  The  left- 
hand  side  of  the  clutch-box  slides  along  the  shaft,  but  is  "  feathered  "  to  it. 
The  mechanism  of  the  clutch-box  in  shown  in  detail  in  Figs.  13  and  14. 
To  the  half  which  revolves  loose  on  the  shaft  (right-hand  half  in  Fig.  7)  is 
attached  an  eccentric  boss,  which  passes  through  the  lever/.  Through  this 
the  pin  ^  passes.     On  the  fixing  ^  is  an  incline,  against  which,  when  the 

>  The  original  figures  showed  the  whole  machine ;  the  parts  showing  the  clutch-box 
niecfaanism  are  alone  reproduced  here,  about  one-tenth  of  the  whole.  Enough  is  given  to  show 
the  general  nature  of  the  mechanism  used. 
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dutch-box  revolves,  this  pin  is  brought,  and  the  incline  acting  on  the  pin, 
forces  it  outwards  (i>.  towards  the  left  in  figures),  and  with  it  the  other 
half  of  the  clutch-box,  which  slides  on  the  change-shaft  I,  but  is  prevented 
from  turning  by  keys  fastened  thereon.  On  putting  the  mechanism  into 
operation,  as  above  described,  the  loose  half  of  the  clutch-box  is  carried 

FICURC   19  FIGURE     14 


From  Lakin  and  Rbodes's  specification. 

ruund,  and  by  means  of  the  lever/ operates  by  means  of  another  train  of 
mechanism  to  effect  the  first  change.  On  further  revolution  the  clutch-box 
is  thrown  out  of  gear,  as  above  described.  By  this  method  of  effecting  the 
desired  result,  if  three  "  changes "  had  to  be  made  in  each  stretch,  the 
clutch-box  completed  three  revolutions,  one  for  each  change  effected. 

A  patent  (No.  2393  of  1854)  was  granted  to  J.  Wain  for  the  invention 
in  question,  consisting  of  improvements  in  certain  machines  "  commonly 
known  as  mules  and  twiners." 

The  complete  specification  included  the  following  description  ^ : — 

The  improvements  were  described  as  applicable  to  certain  machines, 
"  particularly  those  constructed  with  the  improvements  for  which  R.  Lakin 
and  W.  JH.  Rhodes  obtained  Letters  Patent,"  as  above.  The  description  of 
the  improvements  is  given  "  with  reference  only  to  the  self-acting  mule  con- 
structed with  the  said  improvements  of  the  said  "  Lakin  &*  Rhodes y  '*  as  any 
mechanic  conversant  with  such  machinery  will  be  able  to  adapt  them  to 
other  machines  of  the  kind  aforesaid,  to  which  the  same  may  be  applicable 
of  whatever  suitable  arrangement  or  construction  they  may  be.  .  .  ."  "  My 
said  invention  consists,  first,  in  causing  one-half  of  the  catch  or  clutch-box 
described  ...  in  their  specification,  above  referred  to,  for  making  the 
changes  in  the  action  of  the  mule  to  be  connected  with  and  to  act  upon 
the  cams  used  for  making  those  changes  direct  and  without  the  intervention 
or  use  of  the  eccentric  boss  and  rods,  levers,  and  mechanical  agents  com- 
bined therewith  and  described  by  them,^  such  catch-box  being  marked  d  in 
Figs.  6,  7,  13,  and  14  in  ...  .  their  specification"  above.  Secondly,  in 
an  improved  arrangement  for  putting  the  catch-box  into  gear,  and  in  giving 
motion  to  the  change-shaft 

"  Fig.  I  is  a  side  elevation  of  part  of  the  headstock  of  a  self-acting  mule, 
exhibiting  parts  of  my  improvements  as  applied  thereto ;  Fig.  2  is  a  plan 

*  Only  so  much  is  given  as  relates  to  the  first  claim,  the  one  in  dispute. 
'  The  whole  complicated  train  of  mechanism  is  not  shown  here,  but  only  that  relating  to 
putting  the  dutch-box  into  gear. 
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view  of  the  same.    Fig.  3  is  a  section,  and  Fig.  4  a  front  elevation,  of  the 
disc/,  hereinafter  described,  shown  detached.  .  •  • 

"  I  shall  in  the  first  place  describe  the  means  by  which  the  first  and 
second  parts  of  my  said  improvements  are  performed. 

*'  a  is  the  side  of  the  headstock  of  the  mule,  to  which  are  attached  the 
bearings  ^  and  d\  The  bearing  d  supports  the  hollow  shaft  r,  on  which 
are  cast  the  cams  ^,  ^,  and  d.  The  bearing  b^  supports  the  solid  shaft  or 
'change  shaft'  e;  this  shaft  fits  loosdy,  and  revolves  within  the  hollow 
shaft  r  and  partly  supports  it,  and  is  also  partly  supported  by  it  and  by  the 
bearing  ^.  The  shaft  e  derives  motion  from  the  wheel  /^  which  is  fastened 
on  it,  and  is  driven  by  the  backing-off  wheel  ^,  shown  in  Fig.  7,  and  more 
fully  described  and  explained  in  the  said  specification  of  the  said  ^.  Zaiin 
and  IV.  H,  Rhodes^  and  which  is  well  understood,  h  and  1  are  the  two 
halves  of  a  catch-box ;  the  half  h  is  grooved  to  slide  on  two  feather  keys 
fixed  in  the  shaft  ^,  which  cause  it  to  revolve  with  that  shaft,  but  leave  it 
loose  to  slide  in  and  out  of  gear  with  the  other  half  1  of  the  catch-box,  which 
is  fastened  to  the  hollow  shaft  c.  y  is  a  helical  spring,  coiled  round  the 
shaft  ^,  and  one  end  of  which  is  fastened  to  the  hoop  k  fixed  on  the  shaft  r, 
and  the  other  end  presses  against  the  half  h  of  the  catch-box,  tending  to 
force  it  into  gear  with  the  other  half  /  of  the  catch-box  when  required  and 
at  liberty,  as  hereinafter  described.  Through  the  boss  of  the  half  1  of  the 
catch-box  is  a  hole,  in  which  b  placed  a  loose  pin  a\  somewhat  longer 
than  the  thickness  of  the  boss,  so  as  to  project  on  one  side  or  the  other. 
Ths  lever  /  swivels  on  the  stud  m,  fastened  in  the  frame  side  a.  Near  the 
several  ends  of  this  lever  are  bolted  the  adjustable  tappets  //  and  ff\  On 
the  stud  Oy  also  bolted  in  the  lever  /,  b  the  disc  p  (shown  separately  in 
Figs.  3  and  4),  and  in  which  is  a  slot  or  opening,  sufficiently  large  to  admit 
the  shaft  c  to  pass  through  it,  and  also  to  admit  of  the  disc  being  raised  and 
lowered  when  required,  as  hereinafter  described.  On  the  face  of  the  disc 
are  formed  the  two  projecting  inclines  ^,  q.  The  bell-crank  lever  r  swivels 
on  the  stud  j,  fixed  on  the  framing  a,  at  the  end  farthest  from  the  delivering 
rollers.  To  the  lower  arm  of  this  lever  is  attached  one  end  of  the  spring  t, 
the  other  end  of  which  is  secured  to  a  bracket  on  the  framing,  u  and  u^ 
are  the  'fallers,'  attached  to  and  travelling  with  the  mule-carriage  in  the 
usual  manner.  When  the  machine  is  put  in  operation  motion  is  given  to 
the  wheel/ by  the  backing-oflf  wheel  ^,  which  causes  the  *  change  shaft'  e  to 
rotate,  and  with  it  the  half  h  of  the  catch-box,  and  also  the  spring/.  It 
must  be  understood  that  the  two  halves  of  the  catch-box  are  now  out  of 
gear,  the  lower  projecting  incline  q  on  the  disc  /  being  in  contact  with  the 
nearer  end  of  the  loose  pin  a^,  and  forcing  the  other  end  against  the  half  h 
of  the  catch-box,  so  as  to  resist  the  action  of  the  spring/.  As  the  carriage 
traverses  outwards  the  faller  u  comes  in  contact  with  the  bevilled  or  inclined 
part  of  the  tappet  «,  and  thereby  depresses  the  nearer  end  of  the  lever  ij  by 
which  the  disc  p  near  to  the  opposite  end  is  raised,  and  the  lower  projecting 
incline  q  is  thereby  removed,  and  ceases  to  bear  on  the  end  of  the  loose 
pin  a^y  and  allows  the  spring/  to  act  on  and  push  forward  the  half  h  of  the 


CURTIS  V.  PLATT. 


236  CURTIS  V.  PLATT. 

catch-box,  which  comes  into  gear  with  the  other  half  /,  which  takes  round 
with  it  the  hollow  shaft  c  half  a  revolution,  thus  bringing  the  cams  into  action 
in  such  manner  as  is  necessary  in  order  to  effect  the  changes  then  required 
to  be  made,  and  which  it  is  unnecessary  to  describe,  as  the  successive 
changes,  and  the  action  of  the  several  cams  on  the  paits  of  the  mule,  by  the 
intervention  of  which  the  changes  are  produced,  are  well  known  to  all 
persons  conversant  with  such  or  similar  spinning  machinery.  AVhen  the 
shaft  c  has  thus  made  a  half-revolution,  the  end  of  the  loose  pin  a^  arrives 
at  and  is  forced  back  by  the  upper  incline  ^  on  the  disc/,  and  puts  the 
half  A  of  the  catch-box  out  of  gear  with  the  half  /,  and  the  revolution  of 
the  shaft  c  and  its  cams  consequently  ceases.  When  the  '  backing-off '  and 
other  necessaiy  operations  common  to  self-acting  mules  at  this  stage  are 
performed,  the  carriage  makes  its  inward  traverse,  and  the  faller  u^  coming 
into  contact  with  the  bevilled  or  inclined  part  of  the  tappet  n^  depresses 
the  near  end  of  the  lever  /,  by  which  the  disc/  is  lowered,  and  the  upper 
incline  g  is  removed  from  and  ceases  to  bear  on  the  end  of  the  pin  ^,  which 
allows  the  halves  of  the  catch-box  again  to  gear  and  carry  the  hollow  shaft  c 
halfway  round,  thus  completing  its  revolution,  whereby  the  cams  are  again 
brought  into  action  to  produce  the  further  changes  required.  It  is  to  be 
observed  that  the  spring  /  causes  the  upright  arm  of  the  crank  lever  r  always 
to  bear  against  the  adjacent  end  of  the  lever  /,  whereby  that  lever  is  always 
retained  in  the  position  in  which  it  is  last  placed  by  the  action  upon  it  of 
either  of  the  fallers,  until  its  position  is  changed  by  the  succeeding  action 
upon  it  of  the  other  faller.  ..." 

The  claims  were : — 

"^/W/,  the  novel  construction,  combination,  and  application  of  mecha- 
nism, as  hereinbefore  described,  whereby  one-half  of  the  clutch  or  catch-box 
hereinbefore  and  in  the  said  specification  of  the  said  ^.  IuMh  and  IV.  If. 
Rhodes  described,  or  any  mechanical  equivalent  therefor,  is  connected  with 
and  acts  upon  cams  or  other  similar  parts  of  mechanism  for  effecting  the 
changes  in  the  action  of  the  mule  or  other  machine  of  the  description  before 
mentioned,  direct  and  without  the  intervention  or  use  of  such  eccentric  boss 
and  rods,  levers,  or  other  mechanical  agents  combined  therewith,  as  are 
described  by  the  said  R.  Lahn  and  W.  H.  Rhodes  in  their  said  specification. 

"  Secondly^  the  arrangement  and  combination  of  the  lever  /,  hereinbefore 
described,  and  the  parts  connected  therewith,  for  causing  the  catch-box, 
hereinbefore  described,  to  be  put  into  gear;  and  also  the  means  or  mode 
hereinbefore  described  of  giving  motion  to  the  *  change  shaft' 

"  And,  thirdlyy  the  means  or  mode  of  causing  the  backing-off  friction 
cones,  &c." 

The  difference  in  the  effect  of  this  device  as  compared  with  the  former 
was  that  two  changes  could  be  effected  by  one  rotation  of  the  shaft  The 
means  were  altogether  different,  although  both  made  use  of  the  old  device 
of  a  pin  actuated  by  an  inclined  plane. 

An  alleged  infringement  consisted  in  a  machine  made  according  to 
Platfs  specification  (No.  922  of  i860). 
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In  it  was  employed  a  clutch-box,  one  part  being  driven  loosely  by  a  toothed 
wheel  (on  a  parallel  shaft  on  which  were  the  fast  and  loose  pulleys),  and  the 
other  when  caused  to  revolve  gave  motion  to  a  cam-shaft,  thus  effecting  the 
necessary  changes.  It  differed  from  the  preceding  in  its  functions  and 
opeiatioD,  since  the  number  of  changes  were  regulated  by  recesses  on  a 
wheel  or  disc.    It  was  constructed  and  worked  as  follows : — 

"  Fig.  I  represents  ^  in  plan  view  so  much  of  a  headstock  as  is  necessary 
to  illustrate  the  improvement,  and  Fig.  2  is  an  elevation  thereof.  The  usual 
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Portions  of  diagrams  from  Piatt's  specification  (No.  993  of  i860). 

shaft  upon  which  the  fast  and  loose  pulleys  are  placed  is  shown  at  a  "  (Fig.  i); 
"upon  this  shaft  is  fixed  a  toothed  wheel  d  "  (Fig.  i), "  taking  into  another, 
r,  mounted  loosely  upon  the  cam  or  self-acting  shaft  d;  this  wheel  revolves 
constantly,  and  carries  upon  its  face  one  half  of  a  clutch-box  e ;  a  corre- 
sponding half,  ^*,  is  capable  of  sliding  upon  the  shaft  d,  but  is  caused  to 
revolve  therewith  by  means  of  the  usual  disc  and  pins  employed  in  apparatus 
of  this  description ;  connected  to  this  half  of  the  clutch-box  is  a  plate,  /, 


*  Fig.  X  is  omitted  here.    It  merely  showed  the  connection  whereby  the  wheel  c  was  driven, 
with  a  plan  of  the  whole. 
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forced  forward  by  means  of  a  spring,  g^  so  that  it  may,  when  at  liberty  to 
move,  cause  the  part  e*  to  be  bronght  into  gear  with  the  part  e;  upon  its 
face  are  formed  a  number  of  recesses,  ^,  corresponding  to  the  number  of 
changes  required,  which  recesses  are  bounded  by  radial  lines,  i  (see  Fig.  3}, 
leading  towards  which  are  inclines,  i ;  within  the  recesses  A  is  situate  at 
intervals  a  pin,  /,  mounted  upon  a  lever,  «»,  m*,  which  turns  upon  a  centre  at 
n;  theend  m*  of  this  lever  carries  a  bowl,  ^,  resting  upon  a  tumbler,/,  shown 
detached  at  Fig.  4.  The'operation  is  as  follows :  According  to  the  position 
shown,  the  clutch-box  e*  has  been  disconnected  (by  means  which  will  be 
understood  when  the  next  movement  is  described),  and  is  prevented  from 
being  brought  into  gear  through  the  spring  ^,  by  reason  of  the  part  Jk  bearing 
against  the  pin  /;  the  wheel  r  is  therefore  revolving  separately,  and  no 
motion  is  communicated  to  the  cam-shaft  d;  but  when  the  time  shall  have 
arrived  for  a  change  to  take  place,  the  carriage  (I  will  now  suppose)  arrives 
in  contact  with  the  tiunbler/,  which  being  thus  caused  to  turn  over  upon  its 
centre  of  motion,  will  elevate  the  bowl  ^,  and  effect  a  turning  of  the  lever  m 
upon  its  centre  n ;  this  operation  will  withdraw  the  pin  /from  the  recess  ^, 
and  the  plate /being  thus  liberated  will  be  forced  forward  by  the  spring  ^, 
so  as  to  effect  a  gearing  of  the  clutch-box  ^,  ^*,  and  the  cam-shaft  ^nll  then 
be  caused  to  revolve.  Immediately  upon  the  tumbler  having  passed  the 
centre  line,  the  bowl  0  will  again  descend,  so  as  to  allow  the  lever  m  to 
return  to  its  former  position,  and  bring  the  pin  /into  the  recess  A^  next  to 
that  which  it  previously  occupied.  The  plate  /now  revolving  will  bring 
one  of  the  inclines  k  into  contact  with  the  pin  /,  which,  acting  as  an  abutment, 
will  cause  the  said  i^te  and  its  clutch,  ^*,  to  slide  upon  the  shaft  so  as  to 
disconnect  it  from  the  driving  power,  and  the  radial  line  1  will  act  as  a  stop 
for  securing  a  correct  position  of  the  cam-shaft;  in  like  manner  the  return 
motion  of  the  carriage  will  restore  the  tumbler  p  to  the  position  shown,  and 
another  change  will  be  effected  precisely  as  above  described. 

''  I  have  mentioned  but  two  changes,  and  those  as  derived  from  the 
running  in  and  out  of  the  carriage  ;  .  .  .  and  it  will  be  evident  to  all 
competent  mechanics  that  other  changes  required  may  be  derived  from  the 
faller  or  other  ordinary  part,  &c." 

A  suit  in  Chancery  was  instituted  to  restrain  the  infringement  of  WMs 
patent.  The  alleged  infringement  consisted  of  a  machine  made  according 
to  Platfs  specification. 

Evidence  was  also  given  of  an  earlier  machine  of  Robertas  to  achieve 
the  same  ultimate  result 

There  were  five  issues  before  the  Court ;  (i)  whether  the  invention  was 
new,  or  (2)  a  "  manufacture  " ;  (3)  the  sufficiency  of  specification ;  (4)  utility ; 
and  (5)  infringement. 

The  learned  judge,  Wood^  V.C.,  found  the  first  four  issues  in  favour  of 
the  plaintiffs,  and  the  fifth  in  favour  of  the  defendant. 

He  examined  and  described  in  his  judgment  the  earlier  contrivances  in 
detail,  and  continued :  "  Accordingly  that  which  Roberts  effected  by  a 
totally  different  mode,  namely,  the  spaced  pulley  and  the  other  pulley, 
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H^ain  has  effected  through  the  scheme  apparently  first  suggested  by  Zakin 
6*  Rhodes  by  the  pin  operating  through  the  medium  of  the  inclined  plane. 
But  he  has  achieved  the  separation  and  union  of  the  two  shafts  once  during 
the  course  of  the  rotation ;  and  they  do  not  separate  in  effect  at  the  end  of 
each  rotation,  but  separate  twice  in  the  course  of  the  stretch,  and  twice 
in  the  course  of  rotation  of  the  instrument.  That  appears  to  me  entirely 
different  izoiSL  Roberta s^  and,  of  course,  from  anything  in  Lakin  &»  Rhodeis. 
No  one  would  pretend  to  say  that  it  is  the  same  thing,  .  .  .  and  I  think 
myself  the  invention  is  clearly  and  distinctly  new,  as  far  as  regards  the 
invention  itself.^ 

"  Then  the  question  is :  How  far  has  Wain  used  this  in  his  patent  ? 
And  this  is  a  very  important  part  of  the  inquiry — as  to  what  extent  he 
can  daim  a  patent  right  in  respect  to  this  invention.  And  before,  therefore, 
reading  his  patent,  I  would  say  a  very  few  words  as  to  what  my  conception 
of  the  patent  law  is  with  reference  to  the  right  of  an  inventor  to  claim  a 
patent  right  in  respect  of  his  discovery.  In  all  discoveries  there  are  two 
things — there  is  an  object  to  be  achieved,  and  a  means  of  achieving  that 
object.  Now,  the  object  to  be  achieved  may  be  as  old  as  possible,  of  course ;  ■ 
hundreds  of  patents  may  be  taken  out  for  achieving  objects  which  themselves 
have  been,  since  the  history  of  mankind,  achieved  by  some  means  or  other. 
No  novelty  is  required  as  to  the  object.  The  novelty  must  be  in  order  to 
found  a  right  to  a  patent,  in  the  means  for  effecting  a  particular  object,  be 
it  old  in  itself  or  new.  .  .  • 

"Where  the  thing  is  wholly  novel  and  one  which  never  has  been 
achieved  in  any  possible  way  before,  the  machine  itself  which  is  invented 
necessarily  partiikes  of  a  great  amount  of  novelty  in  all  its  parts ;  and  one 
looks  very  narrowly  and  very  jealously  upon  any  other  machines  for  effect- 
ing the  same  object  to  see  whether  or  not  they  are  colourable  contrivances 
for  evading  that  which  has  been  before  done.  When-the  object  itself  is  one 
which  is  not  new,  but  the  means  only  are  new,  one  is  not  inclined  to  say 
that  a  person  who  invents  a  particular  means  of  doing  something  that  has 
been  known  to  all  the  world  long  before  has  a  right  to  extend  very  laigely 
the  interpretation  of  those  means  which  he  has  adopted  for  carrying  it  into 
effect.  Because,  otherwise,  that  would  be  to  say  that  the  whole  world  is  to 
be  precluded  from  exercising  its  invention  for  achieving  some  desirable  and 
well-known  object  which  everybody  has  had  in  view  for  years  and  years 
before.'  •  •  .  Of  course,  as  I  have  stated,  no  patent  can  be  taken  out  for 
effecting  a  new  object,  but  only  for  effecting  it  by  new  means."  The 
learned  judge  commented  on  the  words  in  the  claim,  *'  or  other  mechanical 
equivalent,"  and  pointed  out  that  they  were  wholly  useless  and  had  much 
better  have  been  omitted.  '^  It  comes  simply  to  this :  if  you  claim  anything 
which  is  a  mechanical  equivalent  in  the  largest  sense,  your  patent  must  be 

*  The  judgment  after  this  continues  as  reported  in  3  Ch.  D.  136  n. 

*  Referred  to  in  order  to  show  that  where  the  result  is  old  the  specification  should  be  more 
narrowly  looked  at.    Murchland  v.  Nicholson,  10  R.  P.  C.  423. 
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too  large.^  ...  If  it  is  simply  a  mechanical  equivalent,  or  a  chemical 
equivalent,  as  the  case  may  be,  for  doing  the  same  thing  widiout  the  slightest 
degree  of  invention  on  the  part  of  the  person  who  substitutes  it,  or  any 
benefit  whatever  to  be  derived  from  the  apparently  new  mode,  but  really  the 
same  mode  of  effecting  the  object  in  question,  the  patentee  would  get  the 
advantage  just  as  well  without  the  insertion  of  those  words  as  if  he  had 
inserted  them." 

The  learned  judge  discussed  the  language  of  the  specification  and  first 
claim,  and  continued :  "  He  only  claims  that  particular  mechanism  for  join- 
ing a  clutch-box,  or  any  mechanical  equivalent  therefor,  as  being  more 
direct,  upon  the  shaft  that  effects  the  changes.**  The  learned  judge  then 
referred  to  the  case  of  Seed  v.  Higgins  (ante^  p.  212),  and  dealt  with  the 
question  of  infringement. 

The  plaintiffs  appealed  to  the  Lord  Chancellor  on  the  fifth  issue,  and 
the  defendants  on  the  other  four. 

The  Lord  Chancellor  dismissed  the  plaintiffs'  appeal;  the  cross  appeal 
was  then  dismissed  by  consent. 

The  Lord  Chancellor  (Lord  Westbury)  commenced  his  judgment  with 
a  statement  of  the  objects  to  be  achieved  by  the  devices  described  above, 
and  contrasted  the  various  means  to  effect  those  objects  adopted  by  Roberts^ 
Lakin  &»  Rhodes^  Wain^  and  Flatt,  ''  But  it  is  only  essential  to  mark  ^t 
all  the  elements  that  we  find  in  the  subsequent  combinations  are  noted  in 
the  original  patent  of  Lakin  dr*  Rhodes — the  clutch-box  as  a  means  of  check- 
ing the  rotation  of  the  shaft — that  being  effected  by  the  opening  and  shutting 
of  the  clutch-box,  and  the  operation  of  the  plane  with  an  incline,  and  a 
movable  pin  traversing  it  in  order  to  effect  the  operation  of  opening  and 
shutting  the  clutch-box."  .  .  .  "Mr.  Wain  .  .  •  applied  himself  to  the 
construction  of  what  he  himself  denominates  '  an  improvement  upon  the 
patent  of  Lakin  &*  Rhodes,*  •  .  .  He  himself  has  described  it,  and  sought 
protection  for  it  in  the  character  of  an  improvement  He  speaks  of  it  as 
something  supplemental  to  the  original  patent,  and  the  language  of  his 
patent  is  such,  and  the  effect  of  the  patent  is  such,  that,  without  the  licence 
of  the  original  patentees,  of  Lakin  &*  Rhodes^  it  would  not  be  competent  for 
Mr.  Wain  to  have  the  benefit  of  his  invention  imtil  the  natural  life  of  the 
invention  of  Za/k'iK^J?^^^  had  expired."  .  .  .  "  The  mechanism  that  Mr. 
Wain  describes  is  the  proximate  means  of  making  the  clutch-box  operate 
for  the  purpose  of  making  a  break  in  the  rotation  of  the  shaft ;  it  is  nodiing 
in  the  world,  therefore,  more  than  a  particular  means  for  effecting  a  given 
result,  and  that  being  so,  I  cannot  but  think  that,  in  patents  of  this  descrip- 
tion, the  doctrine  of  mechanical  equivalents  is  not  by  any  means  applicable. 
The  thing  itself  is  nothing  in  the  world  more  than  a  particular  agent  for 
attaining  a  certain  end,  and  if  Mr.  Wain  was  entitled  to  a  patent  for  the 

>  The  reason  a  wide  interpretation  was  not  given  to  the  term  "mechanical  equivalents" 
was  that  the  patent  would  not  then  be  valid.  Per  Kennedy ^  ]•>  in  Parkinson  v.  Simon ^  xi 
R.  P,  C.  2S4. 
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particular  agency  by  which  he  effected  in  a  more  convenient  manner  the 
opening  and  shutting  of  the  clutch-box,  any  other  person  is,  on  the  same 
principle,  entitled  also  to  a  patent  for  the  means  of  effecting  the  same  result, 
provided  those  means  are  not  a  colourable  imitation,  or  a  colourable  evasion, 
of  Mr.  IVaif^s  patent ;  or  provided  those  means  do  not  embody  Mr.  Waif^s 
patent  with  an  improvement" 

The  learned  judge  then  dealt  with  the  operation  of  Waif^s  invention  in 
detail,  comparing  its  action  with  that  of  Lakin  6f  Rhodes,  "  Now,  I  con- 
sider, therefore,  the  pin,  the  incline,  and  a  plane  with  inclines  upon  it,  to 
be  common  elements  out  of  which  any  inventor  was  at  liberty  to  make  or 
construct  a  machine  at  the  time  when  Wairis  patent  was  granted,  and  of 
necessity,  therefore,  at  the  time  when  Platfs  was  granted.** 

The  learned  judge  then  examined  and  discussed  the  mode  of  operation 
of  Platfs  machine. 

"  My  conclusion,  therefore,  upon  the  whole  of  the  case  has  been  this :  I 
have  anxiously  considered  it,  because  it  is  extremely  desirable,  most  par- 
ticularly desirable,  that  when  a  beneficial  idea  has  been  started  by  one  man 
he  should  have  the  benefit  of  his  invention,  and  that  it  should  not  be  cur- 
tailed and  destroyed  by  another  man  simply  improving  upon  that  idea ;  but 
if  the  idea  be  nothing  in  the  world  more  than  the  discovery  of  a  road  to 
attain  a  particular  end,  it  does  not  at  all  interfere  with  another  man  discover- 
ing another  road  to  attain  that  end,  any  more  than  it  would  be  reasonable 
to  say  that  if  one  man  has  a  road  to  go  to  Brighton  by  Croydon,  another 
man  shall  not  have  a  road  to  go  to  Brighton  by  Dorking.^  They  are  the 
roads  and  means  of  attaining  the  end,  and  unless  you  can  prove  that  one  is 
a  colourable  imitation  of  the  other,  or  unless  you  can  prove  that  one  bodily 
incorporates  the  other  with  merely  an  addition,  it  is  impossible  to  say  that 
they  shall  not  be  co-existent  subjects  of  contemporaneous  patents."  ^ 

On  appeal  to  the  House  of  Lords  by  both  parties,  the  question  of  in- 
fringement alone  was  argued,  as  before  the  Lord  Chancellor  (Lord  Westbury)^ 
and  the  appeal  dismissed.    The  cross  appeal  was  dismissed  by  consent. 

The  Lord  Chancellor  (Lord  Chdmsford)  gave  an  exhaustive  judgment 
in  which  the  following  passages  occurred  : — 

35  L.  J.  Ch.  867  :  "  To  ascertain  what  is  the  invention  which  the 
patentee  complains  has  been  infringed,  his  specification  must  necessarily  be 
referred  to,  and  the  construction  of  that  specification,  like  that  of  every 
written  document,  must  be  the  office  of  the  Court,  assisted  by  any  explana- 
tory evidence  which  may  be  necessary.  The  alleged  infringement  by  a 
defendant  must  be  a  pure  question  of  fact,  because  it  altogether  depends  upon 
whether  what  has  been  done  amounts  to  an  invasion  of  the  plaintiff's  patent." 
His  lordship  then  entered  into  a  detailed  examination  of  the  two  machines, 

1  This  passage  has  been  frequently  quoted  in  argument  as  being  the  expression  of  a  pro- 
position of  law,  and  by  Pearsofi,  J.,  in  Badische  Aniiin  und  Soda  Fahrik  v.  Levinstein, 
2  R.  P.  C.  91. 

•  Quoted  with  approval  by  I-ord  Watson  in  Miller  ^  Co.  v.  Clyde  Bridge  Steel  Co,, 
9  R.  P.  C.  479. 

R 
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IVaif^s  and  Piatt s^  and  discussed  the  question  of  colourable  evasion,  and 
continued  (p.  869)  :  "  Comparing  both  machines  together  as  entire  combi- 
nations, it  appears  not  only  that  the  several  parts  of  the  defendant's  machine 
are  different  from  the  plaintiff's,  but  that  the  combined  action  of  these 
several  parts  is  different.  This  is  exhibited  in  a  very  striking  manna  by  the 
working  of  the  two  machines  ^  (i>.  plaintiff's  two  changes  as  compared 
with  defendant's  four).  .  .  .  *MJpon  a  question  of  combination,  the  action 
of  two  machines  with  differently  disposed  parts,  differing  so  materially  from 
each  other  in  their  different  effects,  almost  necessarily  leads  to  the  con- 
clusion that  there  must  be  a  substantial  difference  between  them.**  ^ 

Lord  Cranwarth  considered  in  detail  the  action  of  the  two  machines, 
and  continued  (p.  871) :  "In  spite,  however,  of  the  resemblances,  I  have 
satisfied  myself,  in  conformity  with  the  judgments  of  Wood^  V.C.,  and  Lord 
Wesi^iry^  that  the  appellant  has  failed  to  establish  his  ground  of  complaint. 
In  the  first  place,  neither  of  these  parties  can  claim  against  the  other  the 
right  to  an  exclusive  use  of  a  clutch-box  as  a  means  of  communicating  inter- 
mittent action  to  a  rotating  shaft." 

At  p.  873  :  "  It  is  important  to  consider  exactly  what  it  is  which  Wain'is 
entitled  to  claim  as  his  invention.  He  cannot  claim  the  application  of  a 
clutch-box  as  the  means  of  effecting  the  changes  required  during  the  stretch. 
That  had  been  discovered  and  patented  by  Lakin  &»  Rhodes,  He  caimot 
claim  the  disc  with  a  pin  and  an  incline,  as  the  means  of  opening  and  shutting 
his  clutch-box.  That  was  a  mechanical  contrivance  well  known  and  in 
frequent  use,  and  was  in  fact  used  by  Lakin  (^  Rhodes.  His  invention  con- 
sisted in  placing  cams  on  the  hollow  shaft,  and  in  arresting  their  rotation 
twice  during  its  revolution  by  means  of  the  disc  with  the  two  inclines  and 
stops,  to  which  a  vertical  motion  is  given  by  the  rising  and  falling  of  a  lever 
connected  with  it." 

At  p.  874 :  "  It  was  said  that  Wain  claims,  not  only  his  own  specific 
mechanism,  but  also  'any  mechanical  equivalent  therefor.'  And  every 
part  of  Platfs  machine  is,  it  is  said,  if  not  identical  with,  at  all  events  only 
a  mechanical  equivalent  for  Wain's  machinery.  There  are,  however,  two 
answers  to  this  argument ;  in  the  first  place,  the  claim  as  to  mechanical  eqmtHi^ 
lentSy  according  to  the  fair  constmcHon  of  the  spedfication^  obviously  rdaUs  only 
to  the  clutch-box ;  and,  secondly,  the  principle  which  protects  a  patentee 
against  the  use  by  others  of  mechanical  equivalents  is  inapplicable  to  a  case 
like  the  present,  where  the  whole  invention  depends  entirely  on  the  parti- 
cular machinery  by  means  of  which  a  well-known  object  is  attained." 

Motes. 

The  foregoing  case  is  to  be  distinguished  from  that  of  Proctor  v.  Bennis 
{post^  p.  305),  because  the  whole  machinery  of  which  the  invention  formed 
a  part  was  old,  and  the  mechanical  result  intended  was  old.     "  The  only 

>  The  differeDceof  functions  performed  by  ihe  respective  parts  constitute  a  difference  in  the 
machines. 
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novelty  which  there  could  be  claimed  would  be  the  application  and  use  of 
certain  mechanical  means  in  order  to  produce  in  a  known  machine  the  same 
result  which  in  that  known  machine  had  been  produced  by  other  mechanical 
means  " :  per  Cotton,  LJ.,  in  Proctor  v.  Bennis,  4  R.  P.  C.  354  {BoweUy  LJ., 
p.  359).  A  broad  distinction  was  drawn  by  Lord  Hatherley  in  his  judgment 
above  between  old  and  new  objects :  per  Fry,  L.J.,  p.  361. 

This  distinction  between  old  and  new  results  was  observed  also  in 
Tidiet  Punch  Co.  v.  Collets  Patent,  6-^.,  12  R.  P.  C.  183,  185,  which  has 
been  frequently  quoted  in  subsequent  cases. 

Curtis  V.  Piatt  has  been  followed  in  Nettiefoids  v.  Reynolds,  9  R.  P.  C. 
299. 


1866.    Jordan  v.  Moore,  L.  R.  1  C.  P.  624;  35  L.  J.  C.  P.  26Z. 
Construction  of  Spedficatim  and  Claims — Claim  too  wide. 

The  invention  was  for  certain  improvements  in  the  construction  of  ships. 
The  first  improvement,  as  described,  consisted  in  a  suitable  iron  frame,  of 
any  shape  or  kind  of  iron,  to  which  an  external  covering  of  timber  planking 
for  the  sides,  bilges,  and  bottoms  was  to  be  fastened  by  means  of  rivets,  bolts, 
or  other  suitable  fastening.  There  were  four  more  improvements  described, 
and  the  sixth  described  the  construction  of  a  particular  iron  frame  adapted 
to  the  timber  external  planking  for  sides,  bilges,  and  bottoms. 

The  first  claim  was  for  ^'  the  construction  of  ships  with  an  iron  frame, 
combined  with  an  external  covering  of  timber  planking  for  the  sides,  bilges, 
and  bottoms."  The  sixth  was  for  *'  the  construction  of  iron  frames  for  ships 
adapted  to  an  external  covering  of  timber  planking  for  the  sides,  bilges,  and 
bottoms,  as  described." 

Held,  that  the  first  claim  must  be  read  to  include  all  iron  frames,  and  was 
not  confined  to  that  described  in  the  sixth  improvement;  and  that  the  case 
came  within  Harwood  v.  G.  N.  Ry.  Co,,  there  being  no  invention  in  the  first 
claim. 

Notes. 

In  Arnold  y.  Bradbury,  L.  R.  6  Ch.  Ap.  712,  Lord  HcUherley,  L.C., 
treated  this  case  as  an  example  of  one  claim  showing  that  another  must  be 
read  in  a  wide  sense ;  and  diat  the  latter  covered  ships  made  before  the 
patent. 

It  was  pointed  out  by  Kay,  L.J.,  in  the  Edison  Bell  Phonograph  Cor- 
pcraticn  v.  Smith  &*  Young  (11  R.  P.  C.  400)  that  the  two  claims  above 
could  never  be  suggested  to  refer  to  the  same  thing,  and  that,  contrasting 
them,  it  was  obvious  the  first  referred  to  any  kind  of  iron  ribs. 
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1866.    Simpson  &  Co.  v.  Holliday,  L.  R.  i  H.  L.  315. 
CimstnuHon — Insuffiacruy —  UH&ty. 

In  i860  a  patent  (No.  126)  was  granted  to  H,  Mcdlock  for  *' improve- 
ments in  the  preparation  of  red  and  purple  dyes." 

The  provisional  specification  was  filed.  The  complete  spedfication, 
which  was  almost  verbatim  identical  with  the  provisional,  was  as  follows : — 
*'  I  mix  aniline  with  dry  arsenic  acid,  and  allow  the  mixture  to  stand  for 
some  time,  or  I  accelerate  the  operation  by  heating  it  to  or  near  to  its  boiling 
ix>int  until  it  assumes  a  rich  purple  colour,  and  I  then  mix  it  with  boiling 
water  and  allow  the  mixture  to  cool ;  when  cold  it  is  filtered  or  decanted. 
The  aqueous  solution  which  passes  through  the  filter  contains  a  red  colouring- 
matter  or  dye,  while  a  tarry  substance  remains  on  the  filter ;  this  tany  sub- 
stance, dissolved  in  alcohol,  methylated  spirit,  or  other  suitable  spirit, 
furnishes  a  purple  dye.  These  solutions  of  colouring-matter  may  be  used 
at  once  in  the  process  of  dyeing,  concentrated  or  diluted  according  to  the 
tints  required.  The  mixture  of  aniline  and  aisenic  add,  after  bdng  heated, 
may  be  allowed  to  cool,  and  then  forms  a  paste,  which  may  be  preserved. 
^Vhen  required  for  use  it  is  mixed  with  boiling  water  and  heated  as  above 
described." 

*'  I  have  found  that  the  proportion  of  two  parts  by  weight  of  aniline  to  one 
part  by  weight  of  arsenic  acid  yields  a  good  result,  but  I  do  not  confine 
myself  to  that  proportion,  as  it  admits  of  variation."  The  claim  was  for : 
"  The  manufacture  or  preparation  of  red  and  purple  dyes  by  treating  aniline 
with  arsenic  acid,  as  hereinbefore  described." 

The  plaintiffs  were  assignees  of  the  above  patent. 

The  issues  of  validity  and  infringement  were  tried  by  Wood^  V.C., 
without  a  jury. 

It  was  admitted  that  the  process  described  in  the  first  words  of  the 
specification,  of  mixing  the  ingredients  and  allowing  "  the  mixture  to  stand 
for  some  time,"  would  not  do ;  the  application  of  heat  was  necessary  to 
produce  the  combination  required. 

It  was  proved  that  no  person  was  misled  by  the  statement,  because  on 
finding  that  combination  did  not  take  place,  one  would  at  once  naturally  apply 
heat.  Also  it  was  found  that  "  dry  arsenic "  of  commerce  meant  arsenic 
physically  dry,  and  not  the  "  anhydrous,"  which  latter  would  not  produce  the 
required  result;  and  that  "anhydrous"  acid  was  not  an  article  of  com- 
merce. Also  that  pure  aniline  would  not  do,  but  the  aniline  of  commerce 
containing  toluidine  would  do.^ 

1  At  the  date  of  the  patent  the  old  chemical  notation  was  in  use.  The  "  hydrated  add  '* 
is  HsAsO^  in  the  modem  notation.  When  physically  dry  it  contained  some  water  of  crystal- 
lization. The  "  anhydrous  acid  "  spoken  of  at  the  trial  is  the  pentoxide  As«Os  produced  by 
expelling  the  H  from  the  H3ASO4  with  sufficient  O  to  form  water.     In  the  process  describnl 
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^My  by  IVood,  V.C,  that  the  patent  was  valid,  and  the  defendant  had 
infringed. 

On  appeal  to  the  Lord  Chancellor. 

IfM^  by  Lord  Westlmry^  L.C.,  that  the  cold  process,  as  described,  was 
distinct  from  the  hot,  and  that  the  patent  was  therefore  invalid ;  that  "  dry  " 
was  not  synonymous  with  "  anhydrous,"  and  that  that  objection  to  the  patent 
failed^  (12  L.  T.  99). 

On  appeal  to  the  House  of  Lords. 

It  was  argued  inter  oMa  that  as  questions  of  fact  were  involved  in  relation 
to  the  necessity  of  heating,  and  as  to  the  properties  of  "  dry  arsenic  acid," 
there  must  be  a  new  trial. 

Held,  that  as  the  cold  process  was  admitted  to  be  useless,  the  patent 
was  void  in  law. 

Lord  Chelmsford,  L.C.  (p.  320) :  "  The  construction  of  a  specification, 
like  other  written  documents,  is  for  the  Court.  If  the  terms  used  require 
explanation,  as  being  terms  of  art  or  scientific  use,  explanatory  evidence 
must  be  given,  and  with  its  aid  the  Court  proceeds  to  the  office  of  construc- 
tion.^ In  this  there  is  no  necessity  for  any  scientific  evidence,  as  there  can 
be  no  doubt  of  the  meaning  of  the  lai^uage  used  by  the  patentee.'' 

Notes. 

In  the  United  Horse  Nail  Co.  v.  Stewart,  2  R.  P.  C.  132,  the  foregoing 
case  is  quoted  as  an  example  of  a  patent  being  held  invalid  because,  of 
two  processes  given,  one  was  a  failure. 

In  Edison  &*  Swan  v.  Holland,  6  R.  P.  C.  282,  Cotton,  L.J.,  pointed 
out  that  a  specification  need  not  point  out  and  warn  against  all  the  errors  a 
workman  might  make ;  but  must  be  so  clear  as  to  leave  him  nothing  to  find 
out  or  discover. 

187 1.    Cannington  v.  Nuttall,  L.  R.  5  H.  L.  Ca.  205. 

Construction — Combination — Parts  old  and  disclaimed. 

In  1866  a  patent  (No.  1297)  was  granted  to  A.  Pocheron  for  an  invention 
for  "  improvements  in  the  manufacture  of  glass,"  and  was  described  in  the 
amended  specification  in  the  following  terms ' : — 

the  "arsenic  acid"  acted  as  a  strong  oxidizing  agent.  The  oxidation  of  the  aniline  and 
toluidine  (present  in  the  aniline  of  commerce)  produced  rosaniline,  thus — 

C.H,N  +  2C,HgN  +  O,  =  CwH„N,  +  3H,0 
aniline       toluidine  rosaniline 

Where  the  oxidizing  agent  is  arsenic  acid,  there  resulted  arsenite  and  arseniate  of  the  base 
rosaniline  which  formed  the  dyes  in  question. 

*  Lord  Westbury  pointed  out  that  this  case  was  an  example  of  a  patentee  losing  a  patent 
for  a  valuable  discovery  by  not  availing  himself  of  the  opportimity  of  making  experiments 
during  the  six  months  which  elapsed  before  the  time  allowed  for  filing  the  complete  specifi- 
cation ;  the  provisional  and  complete  specifications  were  here  practically  identical. 

«  Quoted  and  followed  by  Aay,  J.,  in  Edison  &*  Swan  v.  Holland,  5  R.  P.  C.  475. 

'  The  original  diagrams  showed  more  of  the  chimney. 
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"My  improvements  relate  to  the  melting  or  fusing  furnaces  or  kilns  used 
in  glass-making,  and  have  reference  to  the  supfvession  of  the  fixe-daf  pots 
or  crucibles  hitherto  in  use,  and  to  placing  the  materials  to  be  fused  or 
melted  within  the  furnace  itself,  the  usual  inner  form  of  the  lower  part  of 
which  is  modified  by  doing  away  with  the  sieges  or  banks  and  the  genecal 
levelling  of  the  bottom,  to  which  separately  I  make  no  claim,  but  according 
to  my  invention  the  lateral  sides  are  constructed  of  a  hollow  form  in  soch- 
wise  that  a  current  of  refrigerating  or  cooling  air  may  be  made  to  dzculate 
around  and  prevent  any  excessive  heating  of  the  sides  which  are  to  retain 
or  enclose  the  materials  in  fusion. 

"  My  improvements  will  be  thoroughly  understood  by  reference  to  the 
accompanying  Sheet  of  Drawing,  on  which  Fig.  z  represents  a  plan  view 
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Diagrams  from  Pocheron's  specification  (Figs,  a  and  3  in  part),  No.  1297  of  1866. 


of  my  improved  furnace  or  kiln  taken  at  the  height  of  the  working-holes; 
Fig.  3,  a  transverse  section ;  and  Fig.  3,  a  longitudinal  section. 

"  A  indicating  the  basin  or  tank  which  is  to  contain  the  materials  in 
fusion;  B,  gratings  and  fireplaces;  C,  sills  between  the  basins  and  the 
gratings ;  these  sills  are  made  by  the  aid  of  two  fire-brick  walls  separated 
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at  their  base  and  united  at  their  summits,  so  as  to  establish  between  them 
a  vacant  space  D,  which  is  to  serve  for  the  current  of  refrigerating  air ;  E, 
free  space  passing  all  round  the  basin  or  tank  between  the  exterior  walls 
and  the  inner  walls  or  sides  of  the  basin,  and  communicating  with  the 
space  D  between  the  sills  for  the  circulation  of  cold  air;  F,  bottom  of 
the  basin  supported  by  ironwork;  G,  crown  or  arch  of  the  furnace; 
H,  arch  of  the  tunnels  or  fireplaces ;  /,  working-holes ;  j\  annealing  kilns : 
K,  arches  with  gratings ;  L,  chimney ;  M,  underground  compartments  or 
cdlars. 

**  In  making  plate  glass  the  metal  is  run  on  to  the  table  in  the  following 
manner:  The  table  or  tables  are  brought  on  rails  successively  to  the 
fdmace,  in  the  side  of  which  an  opening  or  hole  has  been  left,  which  hole  is 
closed  widi  clay  or  other  adhesive  material  during  the  fusion,  and  opened 
for  running  the  metal  on  to  the  table,  after  which  it  is  again  closed,  and  so 
on  for  each  operation.  The  metal  being  run  on  to  the  table  is  spread  in 
the  usual  manner.  For  other  descriptions  of  glass  this  hole  or  opening  is 
dispensed  with,  the  usual  working-holes  only  being  used." 

The  specification  then  concluded  with  a  description  of  the  advantages 
(which  were  great)  and  the  results  produced  by  the  new  kiln. 

There  was  no  formal  claim,  but  the  amendments  were  prefaced  by  the 
following  disclaimer :  "  I  have  been  advised  that  the  specification  may  be 
held  to  claim  generally  the  suppression  of  the  fire-clay  pots  or  crucibles 
hitherto  in  use  in  glass-making,  and  the  placing  the  materials  to  be  fiised  or 
melted  within  the  furnace  itself,  and  as  I  do  not  wish  to  retain,  or  make  any 
such  extended  claim  to  invention,  but  desire  to  limit  my  claim  to  the  forming 
the  sides  of  the  tank  or  chamber  containing  the  glass-making  materials 
hollow  in  suchwise  that  a  current  of  refrigerating  air  may  circulate  and 
prevent  any  excessive  heating  of  the  sides  which  retain  or  enclose  the  fused 
materials,  I  for  this  reason  wish  to  disclaim,  &c." 

A  bill  was  filed  in  Chancery  by  the  plaintiffs,  Messrs.  Canningion^ 
praying  an  injunction  against  infringement  of  the  above  patent.  An  issue 
as  to  facts  was  directed  to  be  tried,  and  was  tried  before  Lord  RomiUyy  M.R., 
and  a  special  jury. 

It  was  proved  at  the  trial  that  before  the  invention  the  flint  was  melted 
in  pots  or  crucibles  placed  on  si^es  or  benches  in  the  furnaces.  These 
were  turned  from  time  to  time  to  prevent  the  pot  from  becoming  overheated 
and  allowing  the  molten  glass  to  escape ;  molten  glass  frequently,  on  the 
pot  being  turned,  congealed  and  closed  up  the  pot  again.  Tanks  had  been 
tried  before  and  heated  from  the  outside.  The  circulation  of  atmospheric 
air  had  been  known  and  used  to  keep  cool  the  outer  parts  of  puddling 
furnaces.  By  the  patentee's  arrangement  the  fire  was  placed  at  the  sides  so 
as  to  heat  the  flint  from  the  top ;  the  circulation  of  atmospheric  air  kept  the 
tank  cool,  so  as  to  prevent  its  breaking,  or  to  cure  the  defect  by  self-sealing 
with  the  molten  glass.  Not  only  were  the  several  parts  of  the  invention — 
removal  of  pits,  use  of  tank,  and  air-circulation — old,  but  the  two  former 
were  expressly  disclaimed  in  the  specification,  as  above. 
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The  jury  found  that  the  invention  was  novel,  and  the  specification 
sufficient. 

Motion  for  a  new  trial  refused  by  Lord  RamiUy^  M.R. 

Appeal  to  Giffard^  LJ.  Appeal  allowed  (inter  aJia)  on  the  ground  that 
it  was  a  misdirection  to  tell  the  jury  that  "  the  claim  to  each  and  every  part 
of  the  actual  combination  mentioned  in  the  original  specification  is  still 
preserved,"  and  not  to  tell  them  "  that  all  the  world  had  a  right  to  use  the 
combination  of  the  fireplaces  and  tank  and  cave,  without  the  hollow  sides, 
and  that  the  addition  to  them  of  the  hollow  sides  as  described  was  the 
subject-matter  of  a  patent." 

On  appeal  to  the  House  of  Lords. 

Ifeldy  that  the  specification  described  an  invention  of  a  combination 
of  the  old  things  and  methods,  and  constituted  a  claim  for  the  combination 
only,  which  was  subject-matter  for  a  patent 

Lord  Hatherky^  L.C.  (at  p.  216):   "With  every  new  invention,  the 
skill  and  ingenuity  of  the  inventor  are  shown  in  the  application  of  well- 
known  principles.     Few  things  come  to  be  known  now  in  the  shape  of  new 
principles,  but  the  object  of  an  invention  generally  is  the  applying  of  well- 
known  principles  to  the  achievement  of  a  practical  result  not  yet  achieved. 
And,  I  take  it,  the  test  of  novelty  is  this :  Is  the  product  which  is  the  result 
of  the  apparatus  for  which  an  inventor  claims  Letters  Patent  effectively 
obtained  by  means  of  your  new  apparatus,  whereas  it  had  never  before  been 
effectively  obtained  by  any  of  the  separate  portions  of  the  appaiatus  which 
you  have  now  combined  into  one  valuable  whole  for  the  purpose  of  effecting 
the  object  you  have  in  view  ?  ^ .  .  .  This  desirable  end  of  avoiding  the  pots 
and  removing  the  sieges  and  getting  rid  of  the  difficulties  arising  therefrom, 
had  not  been  effectively  obtained  until  this  gentleman  hit  upon  this  ingenious 
mode  of  achieving  the  object  by  this  invention.   It  appears  to  me  that  there 
is  a  fallacy  in  saying  that  because  you  disclaim  the  invention  of  these  par- 
ticular things,  and  you  thereby  (as  the  Lord  Justice  expresses  it)  throw  them 
all  open  to  the  public,  that  therefore,  when  you,  by  means  of  an  ingenious 
invention,  bring  all  these  known  ideas  into  one  valuable  and  useful  combi- 
nation by  a  certain  application  of  a  cooling  process,  you  are  only  to  be 
credited  with  the  cooling  process.    The  cooling  process  may  be  applied  to 
anything  else — it  has  been  applied  to  iron  and  to  everything  else  in  the  world. 
Here  the  cooling  process  was  applied  to  this  combination  for  a  particular 
purpose  and  by  particular  means." 

Notes. 

Canmngton  v.  NuHaJJ  establishes  a  principle  of  law  of  the  highest 
authority  :  per  Lord  Halsbury^  L.C.,  in  Vickers  v.  SiddeU^  7  R.  P.  C  302. 

>  This  passage  is  quoted  as  authority  in  Pirrit  v.  York  St.  Flax  Sinning  Co,,  to  R.  P.  C.  37. 
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1872.    Murray  v.  Clayton,  L.  R.  7  Ch.  Ap.  570. 

Subject-matter — Anticipation  a  Failure. 

The  invention  consisted  of  a  machine  in  which  lengths  of  portions  of 
clay  were  cut  off  hy  means  of  vertical  wires  capable  of  moving  to  and  fro ; 
the  lengths  of  clay  thus  cut  off  were  then,  by  a  movable  platform,  pushed 
against  and  past  fixed  wires,  which  cut  the  lengths  of  clay  into  bricks.  The 
claim  was  for  "  the  arrangement  and  construction  of  parts  herein  set  forth 
for  cutting  day  into  bricks.  I  claim  particularly  cutting  the  clay  into  the 
form  of  bricks,  by  forcing  the  clay  forwards,  by  means  of  a  pushing-board, 
or  otherwise,  against  a  series  of  fixed  wires,  so  arranged  that  the  clay  is 
pushed  or  forced  past  the  wires  on  to  a  movable  board  provided  with 
handles,  so  that  twelve  or  any  other  convenient  number  of  bricks  may  be 
removed  at  the  same  time/' 

An  alleged  anticipation  was  set  up  of  a  machine  constructed  on  similar 
lines,  but  which  was  a  failure,  and  never  came  into  practical  use. 

The  judge  at  the  trial  held  that  the  several  means  employed  and  the 
result  were  all  old,  that  the  specification  did  not  indicate  the  novelty 
claimed,  and  that  the  patent  was  consequently  invalid. 

Heid^  on  appeal,^  that  the  claim  was  for  the  whole  machine,^  which  en- 
abled the  workman  to  make  the  bricks  with  one  turn  of  a  handle,  ready  to 
be  removed  for  drying ;  that  the  alleged  anticipation,  being  unworkable^ 
could  not  invalidate  the  subsequent  patent  for  the  entire  machine.^ 
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1876.    Harrison  v.  Anderston  Foundry  Co.,  i  App.  Ca.  574; 

3  Ct  Sess.  (4th  Series),  55. 

Construction — Combination  Claim — "  New  "  and  "  Oldr 

A  patent  was  granted  (No.  3310  of  1868)  to  Q,  and  /.  Whyte  for 
improvements  in  looms  for  weaving.'' 
The  complete  specification  commenced  in  the  following  terms  : — 
"  Our  said  invention  consists  in  new  or  improved  simple  and  most 
efficient  modes  of  and  arrangements  of  mechanism  for  actuating^  the  set  or 
sets  of  'compound'  or  'multiple'  shuttle-boxes  of  looms,  for  weaving 
striped,  checked,  and  other  ornamental  or  figured  fabrics,  requiring  two, 
three,  or  more  shutUe-boxes  and  shuttle  in  each  set. 

>  The  Court  followed  Crane  v.  Price  {an/e,  p.  195)  in  holding  that  this  was  invention 
(p.  584) ;  and  ATz/,  L.J.,  in  L/on  v.  Gaddard,  10  R.  P.  C.  346,  based  both  cases  on  the  pro- 
position in  Crane  v.  Price,  as  stated  (an/e,  p.  196). 

<  See  also  Clark  v.  Adie,  L.  R.  10  Ch.  Ap.  675,  where  this  decision  was  acted  on. 

*  This  proposition  was  adopted  and  followed  in  I/as/am  v.  Ilali,  5  R.  P.  C.  19.  and  Lyon 
V.  Goddard,  10  It  P.  C.  134. 

4  The  italics  are  introduced  by  the  author,  merely  to  call  attention  to  the  more  important 
points. 
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**  Fig.  X  on  Sheet  i  of  the  accompanying  two  sheets  of  drawings  ^  is  a 
side  elevation  of  sufficient  of  a  main  side  frame  and  the  other  parts  of  a 
three  shuttle  box  check,  and  other  stripe  weaving  power  loom  of  an 
ordinary  type  or  form,  otherwise  than  having  a  modification  or  construction 
and  arrangement  of  the  fwo  main  parts  contained  under  or  forming  our  said 
invefUion^  namely,  the  chedk  skuttMfox  moving  mechanism  (indicated  by 
numbers  i  to  35)  and  the  pattern  mechanism  for  these  or  other  checks  or 
compound  shuttle-box  mechanism  (indicated  by  numbers  36  to  62)  and 
both  shown  in  general  side  elevation ;  Fig.  2  is  a  back  or  edge  devaticm 
of  the  latter  pattern  barrel  and  mechanism  detadied,  at  ri^t  angles  to 
Fig.  I,  showing  more  particularly  the  general  arrangement  and  action  of  the 
pattern  barrel-pins,  the  reversing  of  the  catches,  and  traversing  actuating 
lever  of  the  shuttle-box  moving  mechanism.  While  Figs.  3,  4,  and  5  are 
respectively  a  side  and  edge  elevation  and  a  plan  of  Uie  main  parts  to  a 
large  scale  detached  shown  in  Fig.  2,  Fig.  6  is  a  side  elevation  of  another 
modification  of  our  improved  shuttle-box  mechanism  from  that  shown  in 
Fig.  X  constructed  to  actuate  a  four  shuttle  box  and  work  in  connection 
with  a  pattern  barrel  mechanism  such  as  now  in  use." 

The  specification  continued  by  giving  a  detailed  account  of  the 
mechanism.  Besides  the  six  mentioned  above,  there  were  three  supple- 
mental diagrams  [Figs.  6^,  2x3,  24^,  and  30^]  illustrating  details  cor- 
responding to  those  numbers  in  the  main  diagrams.  After  the  three  shuttle 
box  mechanism  (Figs,  x  to  5)  was  described,  the  following  passage 
occurred: — 

"  Although  the  new  check  shuttle-box  moving  mechanism  (numbers  i 
to  29)  has,  so  far,  been  only  shown  and  described  as  applied  to  a  three 
shuttle  box  loom,  it  is  equally  applicable  for  working  a  four,  five,  or  six 
shuttle  box,  and  it  can  be  worked  with  the  pattern  mechanism  of  check 
looms  now  in  use  where  these  are  in  a  good  state  and  of  a  suitable  con- 
struction and  only  the  shuttle-box  moving  mechanism  required,  and  many 
of  the  improvements  in  the  pattern  mechanism  numbers  30  to  62  may  be 
applied  to  other  pattern  barrels  and  mechanism  heretofore  or  fiow  in  use  for 
•check  shuttle-boxes." 

The  modifications  required  were  then  described  with  reference  to 
Figs.  6  and  6b  in  detail  With  respect  to  the  pattern  mechanism,  ''it  is 
to  be  understood  that  other  and  much  simpler  pattern  mechanism  than 
•either  of  those  now  in  use,  herein  shown  and  referred  to,  might  for  many 
small  classes  of  patterns  be  as  simply  connected  to  control  or  set  our 
improved  check-box  moving  mechanism  i  to  29." 

The  claims  were  as  follows  : — 

"  We  do  not  restrict  ourselves  to  the  precise  details  herein  described  or 
delineated,  but  what  we  believe  to  be  novel  and  original,  and  therefore 
•claim  as  the  invention  secured  to  us  by  the  hereinbefore  in  part  recited 
Letters  Patent  is — 

1  For  the  present  purpose  the  first  two  diagrams  are  sufficient  illustratioa. 
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"  First,  the  construction  and  arrangements  of  the  parts  of  pattern 
mechanism  and  shuttle-box  moving  and  holding  mechanism  as  herein 
distinguished,  generally  for  actuating  the  shutde-boxes  of  power  looms,  all 
substantially  in  the  new  or  improved  manner  herein  described  and  shown 
in  the  accom'panjring  drawings  or  any  mere  modification  thereof." 

The  second  claim  was  for  the  duplex  depressers,  acting  as  described  in 
the  mechanism,  "  substantially  in  the  new  and  improved  manner  herein 
described  and  shown  in  the  accompanying  drawings  or  any  mere  modifi- 
cation thereof.'* 

The  third  and  fourth  were  claims  concluded  in  like  words  for  the  revers* 
ing  pattern  barrel,  with  annular  rows  of  pattern  pinholes,  or  simply  resting- 
pins  respectively. 

The  appellants  were  assignees  of  the  above  patent. 

They  brought  an  action  for  suspension  and  interdict  against  the 
respondents  for  infringement  of  this  patent 

In  March  and  April,  1875,  the  case  was  tried  before  Lord  Gijfard  and 
a  jury,  who  found  that  the  appellants  were  the  true  and  first  inventors,  that 
the  invention  was  both  novel  and  useful. 

Various  exceptions  were  taken  to  the  directions  of  Lord  Gifford  to  the 
jury. 

The  First  Division  of  the  Court  of  Session  set  aside  the  verdict,  and 
granted  a  new  trial  (3  Ct.  Sess.,  4th  Series,  857). 

At  the  second  trial  the  Lord  President  directed  the  jury  to  find  for  the 
defenders  on  the  ground  that  the  patent  was  void  in  law.  This  direction 
having  been  excepted  to,  the  First  Division  of  the  Court  of  Session  dis- 
allowed the  exception  on  the  ground  that  the  specification  did  not  so 
describe  the  invention  claimed  by  the ^x/ claim  as  to  show  "wherein  the 
invention  consists,  or  what  is  the  novelty  that  the  patentee  claims." 

On  appeal  to  the  House  of  Lords. 

Beldy  that  the  first  claim  was  one  for  the  combination  of  the  pattern 
mechanism  and  shuttle-box  moving  and  holding  mechanism,  and  that  on 
the  face  of  it,  the  whole  combination  being  allied  a  novelty,  the  specifica- 
tion sufficiently  distinguished  the  novelty  of  the  alleged  invention. 

Lord  Caims,  L.C.  (at  p.  578),  in  commenting  on  Foxwdl  v.  Bostocky 
said,  "  If  ^  there  be  a  patent  for  a  combination,  the  combination  itself  is,  £c 
necessitate^  the  novelty ;  and  the  combination  is  also  the  merit,  if  it  be  a 
merit,  which  remains  to  be  proved  by  evidence.  So  also  with  regard  to  the 
discrimination  between  what  is  new  and  what  is  old.  If  it  is  clear  that  die 
claim  is  for  a  combination,  and  nothing  but  a  combination,  there  is  no 
infringement  unless  the  whole  combination  is  used,'  and  it  is  in  that  way 

1  Quoted  by  Lord  Blackburn,  in  Moore  v  Bennett,  i  R.  P.  C.  149. 

*  This  sentence,  and  a  passage  to  the  like  effect  in  Lord  Ckelmrfortfs  judgment  (at  p.  581). 
have  been  frequently  quoted,  apart  from  their  context,  in  support  of  the  proposition  that  a 
combination  patent  can  only  be  infringed  by  taking  the  whole  of  it  (see  Gwynne  v.  DrystUde, 
3  R.  P.  C.  67 ;  Ellington  v.  Clark,  5  R.  P.  C.  140 ;  Milltr  6-  Co,  v.  Clyde  Bridge  Steel  Co,, 
Ltd,,  9  R.  P.  C.  481)  ;  but  Lord  Chelmsford  (at  p.  581)  and  Lord  Pentance  (at  p.  593)  treat 
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immaterial  whether  any  or  which  of  the  parts  are  new.".  .  .  .  ''The 
patentees  claim,  as  I  have  said,  for  a  combination  under  their  first  claim, 
.  .  .  and  in  their  second,  third,  and  fourth  claims  they  have  specified  the 
subordinate  or  subsidiary  parts  to  which  they  lay  claim  as  novel,  and  the 
specification  of  these  subordinate  or  subsidiary  parts  appears  to  me  to 
exclude  the  possibility  of  a  claim  for  any  other  parts  as  novel/* 

Per  Lord  Chelmsford  (p.  581) :  "  This  question  turns  entirely  (as  has 
been  said)  on  the  first  claim  in  the  specification.  The  office  of  a  claim  is 
to  define  and  limit  with  precision  what  it  is  which  is  claimed  to  have  been 
invented  and  therefore  patented.  In  the  construction  of  a  specification,  it 
appears  to  me  that  it  ought  not  to  be  subject  to  what  has  been  called  a 
benign  interpretation,  or  to  a  strict  one.^  The  language  should  be  construed 
according  to  its  ordinary  meaning — the  understanding  of  technical  words 
being,  of  course,  confined  to  those  who  are  conversant  with  the  subject- 
matter  of  the  invention — ^and  if  the  specification  is  thus  sufficiently  in- 
telligible, it  performs  all  that  is  required  of  it."  ^ 

Lord  Pentance^  after  discussing  the  facts  and  cases  cited'  dealing 
with  claiming  too  much  in  a  combination,  continued  (p.  591) :  "But  it  is 
obviously  impossible  to  apply  a  doctrine  of  this  kind  to  a  case  in  which  the 
Court  has  nothing  before  it  but  the  specification  itself,  and  that  is  the  state 
of  things  in  the  present  case.  •  .  .  The  important  distinction  between  the 
cases  cited  and  the  present  is,  that  in  the  present  case,  in  the  stage  at 
which  it  had  arrived,  no  valid  objection  to  the  specification  could  be 
entertained  which  has  not  appeared  on  the  face  of  the  specification  itself; 
whereas  in  the  cases  alluded  to  the  specification  was  condemned  only 
upon  a  comparison  with  the  real  invention." 


Notes. 

The  case  of  Harrison  v.  Anderston  Foundry  Co.  is  fully  discussed  by 
Lord  Halsbury^  L.C.,  in  Kynochs  v.  .Webb  (17  R.  P.  C.  110-112),  who 
pointed  out  that  it  is  no  authority  in  cases  where  the  facts  have  been 

this  question  as  wholly  irrelevant.  These  so-called  dicta  as  to  infringement  of  a  combination 
go  too  far  :  Proctor  v.  Bennis,  4  R.  P.  C.  344.  The  question  of  infringement  of  a  combination 
was  never  raised  in  the  House  of  Lords  even  indirectly. 

*  Quoted  with  approval  in  Westingkouse  v.  Lanes,  and  Yorks,  Ry,  Co,^  i  R.  P.  C,  loi,  and 
by  Walker,  L.J.,  in  Webb  v.  Kynochs,  15  R.  P.  C.  559. 

*  The  whole  of  this  passage  is  quoted  in  Rowclije  v.  Morris,  3  R,  P.  C.  23,  and  also  the 
judgment  of  Lord  Cairns,  L.C.,  in  support  of  the  proposition  that  where  a  claim  rests  on  a 
combination,  it  must  be  so  clearly  made  out  that  the  public  can  have  no  doubt  but  that  the 
ckim  is  for  the  combination,  and  not  for  its  parts. 

*  The  cases  relied  upon  (not  mentioned  in  the  report)  by  the  respondents  in  their  case 
were  Crane  v.  Price  (per  Tindall,  C.J. ),  i  Webs.  409  ;  Carpenter  v.  Smith  (per  Lord  Abinger), 
I  Webs.  532;  Hill\.  Thompson  (per  Lord  Eldon),  i  Webs.  237;  TempUton  v.  Macfarlane, 
I  a.  &  Fin.  595 ;  Jordan  v.  Moore,  L.  R.  i  C.  P.  624 ;  Foxwell  v.  Bostock,  4  De  G.  J.  &  S. 
298  (per  Lord  Westbury,  p.  309) ;  12  W.  R.  723;  Clark  v.  Adie  (per  James,  L.J.),  10  Ch. 
667;  Harmary.  Playne,  11  East.  loi ;  Parkes  v.  Stevens  [1^  James,  V.C.),  8  L,  R.  Eq.  359, 
SCh.  36;  Thomas  \,  Welch,  L.R.  i  C.  P.  192. 
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investigated  by  judge  or  jury,  and  it  is  found  that  parts  of  the 
€iaimedz&  new  are,  in  fact^  old,  as  was  the  case  in  FoxweUy,  Bosiodt. 

Harrison  v.  Andcrston  Foundry  Co,  merely  decides  that  the  specification 
was  ''  in  form,"  and  that  it  is  not  necessary  to  recite  each  part  as  "  new" 
or  "  old."  So  understood  by  Porter^  M.ILL,  in  Webb  v.  Kynachs^  15  R.  P.  C. 
388. 

Harrison  v.  Andtrston  Foundry  Co,  has  frequently  been  regarded  as  an 
authority  to  the  effect  that  the  novelty  of  the  invention  may  be  pointed  out 
in  the  specification  or  in  the  claims  {Nordmfeli  v.  Gardner  (per  Baggattaj^ 
LJ.),  I  R.  P.  C.  74) ;  and  that  where  the  combination  is  a  new  one,  it  is 
immaterial  on  the  question  of  suffidauy  to  specify  what  parts  of  the  daim 
are  old  and  what  new :  Proctor  v.  Bennis  (per  Cotton  and  Bowen,  L.JJ*)t 

4  R.  P.  C.  351,  358 ;  Perry  v.  Sociiti  des  Lunetieres,  13  R.  P.  C.  670.* 

This  case  was  followed,  as  to  the  first  claim,  in  El&ngton  v.  Ckaiy 

5  R.  P.  C.  135. 


1876.    HiNKS  V.  The  Safety  Lighting  Co.,  4  Ch.  D.  607. 

Bencookfit  Construction — Claim    including   what  is    old — Ins^ficiency  of 

Specification, 

This  action  was  brought  to  restrain  infringement  of  a  patent  granted  to 
y.  andy.  Hinks  (No.  2787  of  1865)  for  "  improvements  in  lamps  for  burn- 
ing paraffin  oil  and  other  volatile  liquid  hydrocarbons." 

The  specification  was  *  as  follows : — 

"  Our  invention  consists  of  the  improvements  hereinafter  described  in 
the  burners  of  lamps  for  burning  paraffin  oil  and  other  volatile  liquid  hydro- 
carbons whereby  two  or  more  flat  flames  or  one  circular  or  nearly  drcnlar 
flame  may  be  produced  by  the  use  of  two  or  more  single  flat  wicks.  By  the 
use  of  our  invention  the  danger  of  breaking  the  chimneys  which  occurs  from 
the  use  of  a  single  flat  wick  is  wholly  removed  or  much  diminished,  and  in 
the  case  of  curved  wick-cases  or  holders  great  facility  in  trimming  and 
placing  the  wicks  in  the  said  cases  or  holders  is  obtained  and  a  much 
greater  length  of  the  wick  utilized  than  in  ordinary  aigand  or  circnlar 
burners. 

*'  Our  invention  consists  in  the  employment  in  the  same  burner  of  two 
or  more  flat  or  curved  wick  cases  or  holders,  in  which  said  cases  or  holders 
single  flat  wicks  are  placed.  Each  of  the  said  wick-cases  is  provided  with 
an  axis  and  pinions  for  raising  and  lowering  the  wick  contained  tbereia 
The  wick-cases  or  holders  are  either  straight,  or  slightly  curved,  or  of  the 
figure  of  semi-ellipses,  so  as  to  produce  when  arranged  in  the  burner  flat  or 
elliptical  or  circular  flames.  The  cone  or  deflector  has  two  or  more  stnught 
or  curved  openings  in  it,  through  which  the  wicks  may  pass.    That  portion 

1  It  is  submitted  that  the  facts  of  the  above  case  do  not  go  so  far  as  to  justify  so  wide  a 
proposition,  inasmuch  as  the  claim  was  construed  to  be  for  an  entire  new  combination. 
*  Only  these  parts  are  referred  to  which  are  necessaiy  to  appreciate  the  decision. 
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of  the  top  of  the  cone  between  the  curved  openings  (when  curved  openings 
and  curved  wick-holders  are  employed)  serves  as  a  substitute  for  the  ordi- 
nary button  used  with  circular  wicks,  or  a  circular  hole  may  be  used  in  the 
cone  and  the  oidinaiy  button  employed.  When  flat  wick-cases  are  em- 
{doyed  straight  openings  are  made  in  the  cone." 

Fig.  I  shows  a  vertical  section  of  the  lamp ;  a  and  i  aie  two  branches 


Diagranu  Irom  Hinks'i  speciGcation  (No.  ijBj  of  1865). 

or  forks  of  the  wider  tube  £.  The  wicks  d  and  e  pass  up,  one  through  each 
branch,  actuated  by  the  pinions/and^  in  the  usual  way;  "»' is  the  cone  or 
deflector  of  the  lamp,  the  said  cone  /  having  two  slightly  curved  openings, 
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/(y  /,  in  it,  through  which  the  wicks,  a,  d^  may  pass ; "  iw  is  a  perforated  disc, 
through  which  air  passes  to  the  wicks.  **  Instead  of  giving  to  the  compound 
wick-holder  the  curved  figure  represented  in  the  plan  (Fig.  4),  each  bnmch 
of  the  wick-holder  may  be  curved  of  the  figure  of  a  semi-ellipse,  or  die  said 
branches  may  be  straight,  and  the  compound  wick-holder  may  be  made  to 
contain  more  than  two  flat  wicks,  a  corresponding  number  of  openings  being 
made  in  the  cone  or  deflector  for  the  wicks  to  pass  through.  By  the  use 
of  compound  wick-holders,  or  a  series  of  single  wick-holders  made  accord- 
ing to  our  invention,  two  or  more  flat  flames  or  elliptical  or  nearly  areolar 
flames  may  be  produced  by  the  employment  of  two  or  more  single  flat 
wicks.  .  .  ." 

"  Fig.  6  represents  a  vertical  section  of  a  burner  for  producing  a  circu- 
lar flame  by  the  use  of  two  single  flat  wicks  constructed  according  to  our 
invention  ;  .  .  .  Fig.  8  is  a  section  of  the  wick-holder  taken  in  a  plane  at 
right  angles  to  that  in  which  the  section  (Fig.  6)  is  taken.  .  •  ." 

In  Fig.  6  d  and  e  are  the  flat  wicks,  the  holder  being  made  in  halves, 
and  so  shaped  that  it  becomes  circular  near  the  top,  the  two  wicks  being 
gradually  bent  round  till  they  meet ;  m,  m  is  the  cone  or  dome  with  a  circu- 
lar opening ;  A  the  deflector  button  supported  on  ^  and  the  iimer  tube  of 
the  holder.  Fig.  8  shows  the  arrangement  for  the  admission  of  air  to  the 
tube  inside  the  wicks. 

The  claims  were — 

'*  Firstly,  constructing  the  burners  of  the  said  lamps  substantially  in  the 
manner  hereinbefore  described  and  illustrated  in  Figs,  i,  2,  3,  4,  and  5  of 
the  accompanying  drawings,  that  is  to  say,  the  employment  in  the  same 
burner  of  two  or  more  flat  or  curved  wick-cases  or  holders  in  which  two  or 
more  flat  wicks  are  placed  so  as  to  produce  thereby  two  or  more  flat  flames 
or  elliptical  or  nearly  circular  flames. 

"  Secondly,  constructing  the  burners  of  the  said  lamps  substantially  in 
the  manner  hereinbefore  described  and  illustrated  in  Figs.  6,  7,  8,  9,  10, 
and  II  of  the  accompanying  drawings,  whereby  a  circular  flame  is  pro- 
duced by  the  use  of  two  single  flat  wicks." 

At  the  trial  two  anticipations  were  alleged,  one  a  lamp  made  according 
to  HalvorserCs  American  specification,  which  had  been  published  in  this 
country,  and  the  other  a  specification  of  W.  Little  (No.  912  of  1856). 
HalvorserCs  lamp  differed  in  principle  from  the  plaintiffs'  only  in  having  a 
circular  opening  in  the  dome  or  casing  for  the  wick  or  flame  to  pass  through, 
without  the  separation  shown  in  the  plaintiffs'  between  the  slots  k  and  /• 
Littles  invention  was  not  worked ;  it  was  practically  a  failure.  The  only 
practical  difference  between  it  and  the  plaintiffs'  was  that  the  latter  sub- 
stituted flat  wicks  for  a  solid  round  one. 

To  the  second  invention  claimed  it  was  objected  that  the  specification 
was  insufficient,  inasmuch  as  there  were  no  directions  in  the  letter-press,  nor 
indications  in  the  drawings,  to  show  how  the  air  was  to  be  admitted  to  the 
space  between  the  dome  or  cone  //i,  m  (Fig.  6)  and  the  wick-holder  tf,  ^,  or 
from  that  space  to  the  flame. 
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Hddy  that  on  the  true  construction  of  the  specification  the  first  claim  as 
r^ards  "  elliptical  or  nearly  circular  flames  "  included  the  case  where  there 
was  no  dividing  portion  between  k  and  /,  and  that  it  was  therefore  antici- 
pated by  Halvorseris  lamp  \  ^  that  the  substitution  of  the  flat  wicks  for  the 
soUd  round  wick  of  Littles  patent  was  sufficient  invention  to  support  a 
patent,  Littiis  having  been  unworkable ;  ^  and  that  the  description  of  the 
method  of  carrying  out  the  second  invention  was  insufficient  because  of  the 
onussion  to  show  any  air-passage. 

Jessel^  M.R.  (p.  612) :  ''I  am  anxious,  as  I  believe  every  judge  is  who 
knows  anything  of  patent  law,  to  support  honest  bona  fide  inventors  who  have 
actually  invented  something  novel  and  useful,  and  to  prevent  their  patents 
from  being  overturned  on  mere  technical  objections,  or  on  mere  cavillings 
with  the  language  of  their  specification  so  as  to  deprive  the  inventor  of  the 
benefit  of  his  invention.  This  is  sometimes  called  a  '  benevolent '  mode 
of  construction.  Perhaps  that  is  not  the  best  term  to  use,  but  it  may  be 
described  as  construing  a  specification  fairly,  with  a  judicial  anxiety  to  sup- 
port a  really  usefiil  invention  if  it  can  be  supported  on  a  reasonable  con- 
struction of  the  patent.'  Beyond  that ' benevolent'  construction  does  not 
go.  It  never  was  intended  to  make  use  of  ambiguous  expressions  with  a 
view  of  protecting  that  which  was  not  intended  to  be  protected  by  the 
patentee,  and  which  has  not  been  claimed  to  be  so  protected  by  him, 
whether  or  not  it  was  an  invention  unknown  to  himself."  The  learned 
judge  discussed  the  specification,  pointing  out  that  there  were  two  sets  of 
drawings  and  one  claim  for  each.  As  to  Littles  anticipation  (p.  615),  the  only 
material  difiference  was  the  substitution  of  a  flat  for  a  round  wick.  ''  As 
iar  as  I  can  ascertain  from  the  authorities,  the  merit  very  much  depends  on 
the  result  produced.  Where  a  slight  alteration  in  a  combination  turns  that 
which  was  practically  useless  before  into  that  which  is  very  useful  and  very 
important,  judges  have  considered  that,  though  the  invention  was  small, 
yet  the  result  was  so  great  as  fairly  to  be  the  subject  of  a  patent;  and,  as 
far  as  a  rough  test  goes,  I  know  of  no  better.^  •  •  • " 

"  When  (p.  617)  you  have  such  a  little  trumpery  mvention  as  the  second, 
the  whole  merit  of  which  is  very  small  indeed,  if  you  are  to  tell  people  how 
to  do  things  better,  you  must  tell  them  in  a  proper  way,  without  the  exercise 
of  any  invention  or  much  trouble ;  and,  in  my  opinion,  this  is  not  within 
the  rule,  and  is  badly  specified." ' 

'  The  first  claim  failed  because  it  included  something  that  was  old.  FitzGibbon^  L.J.,  in 
WOb  V.  Kynoeks,  15  R..  P.  C.  555  ;  and  Walker,  L.  J.  {iHd.  p.  559). 

*  This  is  an  example  of  a  slight  difference  constituting  novelty :  Haslam  v.  HaJh  5  R.  P. 
C-  19.  This  case  is  reiferred  to  by  Lord  Halsbury,  L.C.,  in  Thierry  v.  Rickmann  (14  R.  P.  C. 
115),  as  showing  that  simplicity  of  invention  will  not  render  a  patent  bad ;  nor  utility  make 
a  bad  specification  good. 

'  This  is  quoted  in  Plimpton  v.  SpilUr,  6  Ch.  D.  422,  where  the  reason  for  the  rule  is 
given  as  arising  from  the  want  of  power  of  the  patentee  to  amend  (^j/,  p.  258).  "  Benevolent 
construction"  in  this  case  did  not  make  a  bad  patent  good:  Walker,  LJ.,  in  Webb  ▼. 
l^ynochs,  IS  R.  P.  C.  559. 

*  This  rule  was  quoted  and  followed  in  Pirrie  v.  York  St  Flax  Co.,  11  R.  P.  C.  450. 

*  Quoted  and  followed  as  regards  insufficiency  in  Fletcher  v.  Arden,  5  R.  P.  C.  57. 

S 
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1876.    Plimpton  r.  Spiller,  6  Ch.  D.  412. 
C^nstrudion — Subsidiary  Claim.     (As  to  FubGcaium^  see  ante^  p.  26.) 

The  specification  (No.  2190  of  1S65)  described  the  mode  of  construc- 
tion of  a  roller  skate.    The  claims  were  for : — 

"  First,  applying  rollers  or  runners  to  the  stock  or  footstand  of  a  skate, 
as  described,  so  that  the  said  rollers  or  runners  may  be  cramped  or  turned 
so  as  to  cause  the  skate  to  run  in  a  curved  line  either  to  the  right  or  left 
by  the  turning,  canting,  or  tilting  laterally  of  the  stock  or  footstand. 

"  Second,  the  mode  of  securing  the  runners  and  making  them  reversible, 
as  above  described." 

It  was  proved  that  as  to  the  second  claim  the  mode  of  securing  tiie 
runners  actually  described  was  old  and  well  known,  and  that  no  workman 
would  dream  of  claiming  it  as  a  separate  invention. 

Held^  that  the  second  claim  was  only  for  securing  the  runner  to  the 
skate,  and  not  for  the  mode  generally,  and  that  it  did  not  enlarge  tbe 
monopoly  of  the  first  claim. 

Jessel^  M.R.  (p.  422),  said  that  "  it  is  the  duty  of  a  judge  to  construe  a 
specification  fairly  with  a  judicial  anxiety  to  support  a  really  useful  invention 
if  it  can  be  supported  upon  a  reasonable  interpretation  of  the  patent  .  .  . 
and  is  not  to  be  astute  to  find  flaws  in  small  matters  in  a  specification 
with  a  view  to  overthrow  it  because  of  the  want  of  power  to  amend  a  speci- 
fication. .  .  .'*^ 

(P.  423) :  "  When  we  come  to  read  the  claim,  I  think  it  fair  to  say 
that,  if  it  can  be  read  in  two  ways,  one  claiming  something  that  has  a  merit 
of  novelty,  and  the  other  claiming  something  which  would  show  the  man  to 
be  ignorant  of  all  the  ordinary  appliances  used  in  every  workshop  m  tbe 
world,  it  is  the  duty  of  the  judge  to  adopt  the  construction  which  makes 
the  patent  reasonable  and  sensible,  rather  than  that  construction  which 
makes  the  patent  utterly  absurd." 

James^  L.  J.  (p.  426),  pointed  out  that  the  custom  of  making  claims  had 
arisen  although  ''  there  is  nothing  in  the  Act  or  in  the  patent  law  which  says 
anything  about  claims,"  and  that  the  object  of  the  claim  was  to  disclaim 
what  was  old.' 

P.  428 :  "  After  all,  that  second  claim  really  comes  to  nothing  more 
than  is  included  in  the  description  of  the  invention  itself.  ...  It  seems  to 
me  to  be  perfectly  idle  and  superfluous  to  the  claim  in  the  first  part.  They 
neither  add  to  nor  diminish  from  the  patent,  nor  the  monopoly  which  the 
patentee  is  seeking  to  obtain  against  the  public." 

>  Followed  as  authority  by  Fry,  J.,  in  W^rmann  v.  Corcoran,  13  Ch.  D.  77.  As  to 
amendment  of  specifications,  see  ante,  Ch.  IX.  p.  i6a  Followed  in  Westingkimse  v.  Laat. 
6-  York.  Ry,  Co,,  1  R.  P.  C.  xoi. 

s  This  view  was  adopted  by  Smith,  L.J.,  in  Edison  Bell  Pkonograpkic  CorpmnHo^  t. 
Smith,  IX  R.  P.  C.  405.  [This  dictnm  was  before  the  Act  of  1883,  which  directs  claims  to  br 
made.    See  Construction  of  Claims,  ante,  pp.  89-99.] 
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Notes. 

The  doctrine  of  "  benevolent  construction,"  as  enunciated  in  this  case^ 
appKes  only  where  there  is  an  ambiguity.  "  You  must  not  manufacture 
ambiguity,  but  construe  words  according  to  their  proper  meaning/'  Lord 
Davey  in  Parkinson  v.  Siman^  12  R.  P.  C.  411.  Compare  Nobel  s.  Ander- 
son^ post^  p.  366. 

No  principle  of  construction  of  claims  was  laid  down  in  this  case,  it  merely 
depended  on  the  special  facts  and  specification ;  had  the  claim  been  really 
independent  the  patent  would  have  been  invalid :  Fry^  LJ.,  in  Cropper  v. 
Smith,  I  R.  P.  C.  91.  A  subsidiary  claim  for  a  new  invention  combined 
with  what  is  old  does  not  invalidate,  as  it  does  not  a£fect  the  extent  of  the 
monopoly :  Edison  Bell,  &*c.  v.  Smith,  11  R.  P.  C.  163.  This  case  is  no 
authority  for  the  proposition  that  a  claim,  even  subordinate,  expressed  in 
general  terms,  is  limited  by  reading  into  it  words  that  are  not  there  because 
it  would  otherwise  be  invalid  :  per  Lord  Aherstone,  M.R«,  and  Rigby,  L.J., 
in  Electric  Const.  Corp.  v.  Imperial  Tramways  Co.,  17  R.  P.  C.  549. 

1877.    Clark  v.  Adie  (No.  i),  2  App.  Ca.  315. 
Construction  of  Specijication — Subordinate  Integers. 

A  patent  (No.  3076  of  1869)  was  granted  toy.  R.  Grayson  for  "  improve- 
ments in  apparatus  for  clipping  or  shearing  horses  and  other  animals." 

A  provisional  specification  was  filed  giving  an  outline  of  the  invention. 
It  concluded  as  follows : — 

^  It  may  be  made  of  various  sizes,  from  very  fine  teeth  for  clipping 
horses  to  coarse  teeth  for  shearing  sheep  or  other  animals,  and  it  possesses, 
as  stated,  the  advantage  over  all  other  clipping  apparatus  of  being  varied 
and  adjusted  as  to  cut  just  above  the  hoof,  or  under  the  flank,  or  the  neck 
of  the  horse  without  difi&culty  or  danger."  ^ 

The  complete  specification  was  as  follows : — 

*'  My  invention  relates  to  certain  improvements  in  the  construction  of 
apparatus  for  dipping  horses  and  for  shearing  or  clipping  other  animals, 
the  advantages  consisting  chiefly  in  the  facility  aflbrded  of  clipping  the 
hair  or  wool  at  a  short  distance  from  the  skin  instead  of  shaving  the  animal 
close,  in  the  application  of  the  cutting  blades  in  relation  to  the  comb,  and 
especially  in  the  means  of  adjusting  the  cutter  in  any  desired  variety  of 
position  in  r^ard  to  the  guiding  and  clipping  handles,  whereby  all  parts  of 
the  animal  may  be  operated  upon  with  equal  facility. 

"  The  apparatus  consists  of  a  flat  guide-plate  (a)  ^  on  which  the  moving 
parts  are  carried ;  its  upper  portion  is  cut  with  a  series  of  teeth  (J),  to  form 

>  Quoted  by  Lord  Cairns^  L.C,  in  his  judgment  (p.  319),  and  also  alluded  to  by  Lord 
HfUkerUy  (pi  329)  in  describing  the  real  nature  of  the  invention. 

*  The  references  to  the  diagrams  are  inserted  in  this  part  of  the  spediication  instead  of 
reprodudog  the  description  verbatim  lower  down.  The  same  letters  denote  the  same  parts 
throoc^KNiL  In  the  original  drawings  the  handles  h  and  e  were  shown  as  of  considerable 
length. 
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a  comb  or  guide  for  the  cutting-knives  (i)  to  traverse,  but  the  pcnnls  of 
these  teeth  are  bo  tapered  as  to  be  sli|htly  above  the  under  lerel  of  the 
plate,  whereby  the  skin  of  the  animal  is  protected  from  injury. 

"  A  holder  or  guiding-handle  (i)  for  the  left  hand  b  attached  to  the  lower 
portion  of  the  plate  by  means  of  a  forked  or  single  bar,  through  the  endi 
of  which  and  through  the  plate  a  strong  pin  or  stud  (/)  is  inserted,  secund 
to  the  under  ude  of  the  plate  by  a  head  or  screw-nut.  The  phue  being 
provided  with  a  series  of  apertures  (c)  placed  equidistant  from  the  stem,  it 

,   1 
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Diagrams  from  Gnyaon'i  spcciGcalioD  {No.  3076  of  1S69). 

follows  that  the  guiding-handle  may  be  set  to  any  angle  up  to  90  d^rees 
on  each  side  of  the  centre  of  the  plate,  and  secured  at  that  angle  by  means 
of  a  set-screw  (d)  or  other  equivalent  passing  through  corresponding  aper- 
tures in  the  foriced  bar.  The  upper  surface  of  the  plate  contains  two  fixed 
stems  (m')  in  line  with  the  edge  of  the  comb,  which  serve  to  support  a 
horizontal  bolt  of  metal  by  means  of  two  slots  (m),  enabling  the  bolt  10 
shoot  to  and  fro  by  the  action  of  the  working-handle  of  the  apparatus,  irtiich 
is  operated  by  the  right  hand,  although  whenever  required  the  left  hand 
may  be  used  to  cut  and  the  right  to  guide. 

"  The  clipping-handle  (e)  takes  its  fulcrum  from  the  central  stud,  woiking 
loosely  thereon,  and  elevated  clear  of  the  sliding-bolt  (d)  by  the  intervention 
of  a  collar  (/),  being  finally  secured  by  a  double-headed  thumbscrew  or 
milled-edged  button-screw.  The  handle  being  terminated  by  an  enlaiged 
flat  surface  is  pierced  with  a  series  of  holes,  any  one  of  which  may  be  made 
to  gear  with  a  stud  (^)  on  the  side  of  the  block  (g),  so  that  the  motion  o( 
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the  handle  will  cause  the  bolt  to  move  reciprocally  in  a  true  line  on  the 
upper  surface  of  the  guide-plate.  As  a  consequence  the  working  or  cutting- 
handle  can  also  be  set  to  any  desired  angle  in  regard  to  the  plate  and 
gniding-handle  as  most  convenient  for  the  operator.  A  nut  may  also  be 
applied  to  the  bolt-stud  to  steady  its  handle-bar.  A  portion  of  the  bolt 
may  be  planed  or  cut  away  so  as  to  leave  a  space  between  it  and  the  plate, 
within  which  space  the  knife-bar  may  be  secured  resting  in  a  step  along  the 
block,  and  being  fixed  to  the  stud  passing  through  the  bolt  or  by  means  of 
two  short  pins  («).  The  knives  (k)  project  from  the  cutter-bar  free  from 
the  bolt,  and  take  their  bearing  on  the  comb ;  they  are  made  very  strong 
and  after  the  manner  of  triangular  cutters  used  in  mowing  or  reaping 
machines,  so  that  there  is  no  possibility  of  the  teeth  of  the  comb  becoming 
clogged  or  choked  by  grit  or  other  foreign  substance,  as  is  the  case  with 
knives  which  work  by  pressing  or  squeezing  action  against  the  comb  and 
thus  break  the  teeth. 

''A  friction-plate  or  washer  and  nut  is  finally  placed  over  each  stem  of 
the  slots,  so  that  the  adjustment  of  the  knife-bolt  may  be  regulated.  The 
knife-bar  being  thus  separate  and  distinct  from  the  handle,  it  may  easily  be 
removed  and  another  cutter  applied  to  avoid  loss  of  time  in  sharpening. 

"  In  this  apparatus  no  bearings  are  made  dependent  on  screws  set  in 
plates,  and  which  are  so  liable  to  become  loose  or  broken  by  the  undue 
pressure  exerted  on  them.  In  place  of  such  bearings  the  bearings  and 
fulcrum  are  taken  from  stems  of  great  strength,  which  cannot  get  out  of 
order  or  be  broken  by  any  work  to  which  the  apparatus  may  be  subjected." 

Then  follows  a  detailed  description  of  the  drawings,  and  a  paragraph 
telling  the  advantages  of  the  instrument,  its  action  being  described  thus : — 

"  As  the  reaping-machine  divides  the  stalk,  so  also  this  instrument  takes 
away  the  desired  extent  of  hair  by  the  simple  to-and-fro  motion  of  the 
angular  cutters  in  conjunction  with  die  protecting  and  guiding  comb." 

The  claiming  paragraph  recited  that  the  inventor  did  not  restrict  him- 
self to  precise  details,  which  might  be  modified : — 

"  For  example,  the  angles  of  the  cutters,  their  size,  and  number  may  be 
varied,  and  also  the  number  of  teeth  in  the  comb  and  the  dimensions  and 
strength  of  the  apparatus  may  be  increased  or  diminished  according  to  the 
purpose  for  which  it  may  be  required ;  but  what  I  claim  and  desire  to  be 
secured  to  me  by  the  herein  in  part  recited  Letters  Patent  is,  the  general 
arrangement,  construction,  and  combination  of  parts  whereby  I  am  enabled 
to  construct  an  apparatus  for  clipping  or  shearing  horses  and  other  animals 
in  such  manner  that  the  apparatus  may  be  adjusted  to  numerous  angles  or 
positions  to  suit  the  varying  surface  of  the  animal,  and  whereby  the  shearing 
or  clipping  may  be  regulated  to  the  exact  extent  required  without  shaving 
the  hair  or  wool  too  closely  and  without  injuring  the  animal,  leaving  a  smooth 
surface  without  marks,  the  apparatus  being  capable  of  being  taken  to  pieces 
and  adjusted  for  sharpening  or  renewing  the  cutter-bar,  or  for  other  purposes, 
all  substantially  as  herein  specified  and  shown." 
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The  appeUant  C/iiri  was  a  iiiaiiiiCu:tiirer  of  hor^^  AUprevioiis 

ones  made  on  similar  lines  £uled  owing  to  the  studsi  screwed  into  a  dnn 
base-plate,  working  loose.  He  devised  a  new  clipper,  getting  rid  of  that 
and  other  difficulties. 

The  respondent,  AdU^  was  a  licensee  of  Clark  under  a  patent  of  ClarMs. 
Adu  copied  darks  improved  machine,  which  was  not  made  in  accordance 
with  Claris  patent.  Clark  found  on  inquiry  that  Graysoris  patent  was  in 
existence,  and  thought  that  some  of  his  improvements  were  infringements 
of  Graysotis.    He  thereupon  bought  Grajsmis  patent 

Clark  then,  as  assignee  of  Graysoris  patent,  filed  a  bill  in  Chancery  to 
restrain  AdU  from  infringing  it,  and  prayed  other  relief. 

It  was  proved  at  the  trial  that  ClaHis  clipper  was  an  undoubted  improve- 
ment and  success ;  also  that  none  made  under  Graysoris  specification  had 
been  commercially  used. 

The  alleged  infringement  consisted  in  the  use  or  combination  of  four 
elements — ^the  fixed  stems,  the  nuts  and  washers  to  adjust  the  friction,  the 
arching  of  the  cutter-plate  (as  shown  in  Fig.  2),  and  Uie  mode  of  moving 
the  cutter-plate  in  the  true  line  of  cutting. 

At  the  trial  it  was  held  by  Bacon^  V.C.,  that  the  patent  was  valid,  and 
that  the  respondent  had  infringed. 

On  appeal  the  decree  of  the  Vice-Chancellor  was  reversed  on  the  grounds 
that  the  whole  machine  consisted  of  certain  improved  parts,  that  the  archiiig 
of  the  cutter-bar  was  no  part  of  the  invention,  which  really  consisted  in 
the  angular  knives  and  comb  combination,  the  adaptability  of  the  handle, 
and  the  improvements  making  the  cutter-bar  more  easily  removed  and 
replaced.^ 

On  appeal  to  the  House  of  Lords. 

Hcld^  that  on  the  true  construction  of  the  specification  the  invaitor 
claimed  the  horse-dipper  as  a  whole  combination,  and  that  there  was  no 
claim  for  any  subordinate  combination  such  as  the  allied  infringement. 

Motes. 

The  judgments  of  Lord  Cairns^  L.C.,  p.  320,  and  Lord  Haiherky^ 
pp.  328,  329,  have  been  referred  to  as  authority  for  the  proposition  that  a 
patentee  may  claim  a  subordinate  combination  in  addition  to  the  whole 
combination  of  which  it  forms  a  part,  but  at  the  risk  of  invalidating  the 
patent  should  the  claim  for  the  subordinate  combination  be  invalid :  Cropper 
v.  Smith  (per  Cotton,  L.J.),  r  R.  P.  C.  87 ;  Moore  v.  Bennett,  i  R.  P.  C. 
137 ;  Webb  v.  Kynochs  (per  FitsGibbon,  L.J.),  15  R.  P.  C.  555  ;  Chamher- 
lain  v.  Bradford^  17  R.  P.  C.  507. 

The  judgment  of  Lord  Cairns,  L.C.,  was  quoted  at  length  in  Rowd^ey. 
Morris,  3  R.  P.  C.  25,  to  show  that  there  was  no  claim  for  a  subordinate 

>  All  "the  foregoing  summary  is  compiled  from  the  specification  and  original  cases  and 
joint  Appendix  used  in  the  House  of  Lords. 
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combination,  and  that  the  facts  of  the  two  cases  being  similar,  the  above 
decision  applied. 

Lord  Cairns^  L.C.,  pointed  out  in  his  judgment  that  in  dealing  with 
combination  claims  it  is  assumed  that  the  parts  are  old  ( Wenham  Co.  v. 
Mayy  4  R.  P.  C.  308),  and  the  difficulty  in  dealing  with  inventions  of  new 
combinations  of  old  elements  {Prador  v.  Bennis^  4  R.  P.  C.  339). 

The  invention  patented  was  not  the  clipping,  but  the  particular  machine 
described :   Vorwerk  v.  Evans^  7  R.  P.  C.  171. 

The  passage  (on  p.  320)  of  Lord  Caims's  judgment  dealing  with  the 
modes  in  which  a  combination  claim  may  be  infringed  has  very  often  been 
judicially  quoted: — Sugg  v.  Bray,  2  R.  P.  C.  333;  Procter  v.  Bennisy  4 
R.  P.  C.  345,  361  j  Ellington  v.  Clark,  5  R,  P.  C.  140;  Peckover  v.  Row- 
land^ 10  R.  P.  C.  239 ;  Mtdrhcad  v.  Commercial  Cable  Co.,  12  R.  P.  C.  63 ; 
Incandescent  Gas  Light  Co.  v.  De  Mare,  13  R.  P.  C.  331,  571,  579;  Presto 
Gear  Case  Co.  v.  Simplex,  6r*c,,  15  R.  P.  C.  643.  To  the  like  effect 
James,  LJ.,  in  the  Court  below,  was  quoted  (10  Ch.  Ap.  674)  in  Thomson 
V.  Moore,  6  R.  P.  C.  443,  446;  Incandescent  Gas,  &*c.  v.  De  Mare,  13 
R.  P.  C.  331. 

It  has  been  supposed  that  the  patent  in  Clark  v.  Adie  was  "  not  sup- 
ported "  (Proctor  V.  Bennis,  4  R.  P.  C.  345),  and  that  the  specification  was 
"insufficient"  {WM  v.  Kynochs,  15  R.  P.  C.  555).  Both  opinions  are 
erroneous,  the  sufficiency  of  specification  and  validity  of  the  patent  were 
never  really  in  dispute,  nor  was  it  suggested  that  the  inventor  failed  to  make 
a  sufficient  claim  to  his  invention.  What  was  "not  supported"  was  the 
argument  of  counsel  that  the  specification  included  a  claim  for  the  sub- 
ordinate integer  of  the  combination  which  the  defendants  had  adopted ; 
and  the  "  insufficiency "  was  the  insufficiency  of  the  claims  to  include  the 
subordinate  integer  as  a  separate  invention. 


1877.    Dudgeon  v.  Thomson,  3  App.  Ca.  34, 
Construction  of  Amended  Specification — Extent  of  Claim. 

A  patent  (No.  699  of  1866)  was  granted  to  G.  T.  Bousfield  for  an  inven- 
tion (communicated  by  the  plaintiff,  R.  Dudgeon,  from  abroad)  for  "  im- 
provements in  apparatus  for  expanding  boiler-tubes."  The  specification 
was  amended  in  1875  by  the  inventor,  as  assignee  of  the  patent. 

The  specification  originally  contained  a  description  of  methods  of  ex- 
panding the  ends  of  boiler-tubes  to  make  their  fittings  steam-tight ;  (i)  those 
in  which  there  was  a  direct  rubbing  action  of  a  tapering  plug  upon  the 
metal  of  the  tube,  and  (2)  those  in  which  the  plug  had  no  direct  action  on 
the  tube,  but  only  rolling  contact  with  the  rollers.  The  first  class  of  these 
methods,  a  cutter,  ratchet-handle,  and  screw-feed,  were  all  disclaimed. 

The  specification  commenced  with  a  description  of  the  object  of  the 
invention — "  to  expand  the  tube  by  rolling  the  metal  by  the  application  of 
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""%i°  ""  interior  of  the  tube"  in!^  ^--^ 

i  hen  followed  a  description  (al»^^ 
Which  a  upering  plug  ^a^  ^^  ^^^^ 
a  statement  of  the  disadvantage  ns^^^ 
<:*»  the  tube, 
cribed  in  detail : — 

°o«  rfnei  X  f-  J  "^.  v°'  "'t^r^ 

Should  be  STaf  „    «»P^ri"l.  PV^S- '  - 
.    and  their  UH;''"f'   fj-'?'"--      - 

'»eir    oumals,  -  ,  -    ",   "''7"=^1^^ 

»^e  outwards  tr™  Z.  '"^''  ''^S^ 

is    si^  1.  ™  *"^  centre  of  t^^^^  .^ 

^y  *e tSr"''''  '°'=='i  inward^^^ 

■*  fitted  ?or"r  "'  «>^^4^«r  -=^ 
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as  before  described,  but  this  is  not  essential  to  the  piactical  operation  of  the 
instrument.'*  New  forms  of  iMX>file  of  the  rollers  were  suggested  in  order  to 
keep  them  from  woiking  their  way  into  the  tube,  or  a  gauge  might  be  used. 

The  specification  concluded  as  follows  : — 

''  [Although  a  tapering  or  wedge-formed  plug  is  preferred  as  the  ex- 
panding instrument,  the  invention  is  not  limited  to  an  expanding  instimiieDt 
of  that  form,  as  circumstances  may  render  expedient  the  use  of  an  expanding 
instrument  of  different  form ;  thus,  when  a  tool  is  sufficiently  large,  an 
arrangement  of  toggle-jointed  levers  may  be  inserted  in  it  for  the  purpose 
of  expanding  the  roller,  in  place  of  a  tapering  plug]. 

"  In  [all]  the  above-described  modifications  of  the  roller  expanding-tool 
[at  least  one  roller  is]  rollers  art  combined  with  a  tapering  plug  (or  its  equiva- 
lent, by  whose  action  the  [roller  is]  roUtrs  art  forced  outwards  in  the  tube), 
and  with  a  stock  or  holder,  by  which  the  roller  is  prevented  from  twisting 
sidewise  as  [it  is]  lAty  art  turned  round  in  the  tube.  [These  three  instni- 
mentalities  are  all  that  are  absolutely  essential  to  die  construction  of  the 
roller  expanding-tool,  but  the  cutter  and  ratchet-handle  constitute  with  the 
said  instrumentalities  or  implements  useful  combinations  which  are  supple- 
mentary to  the  aforesaid  fundamental  combination ;]  what  is  claimed,  the^^ 
fore,  as  the  invention  to  be  secured  by  Letters  Patent  is,  the  combination  in 
an  expanding-tool  of  the  following  implements,  viz.  the  rollers,  roller  stock. 
and  expanding  instrument,  these  three  operating  in  combination  substantially 
as  set  forth." 

There  were  three  more  claims  for  the  combinations,  comprising  as 
distinctive  elements  in  each  respectively,  a  trimming-cotter,  ratchet-handle, 
and  screw-feed.     All  these  were  struck  out  by  disclaimer. 

The  appellant  had  obtained  an  interdict  from  the  Lord  Ordinaiy  against 
the  respondent,  restraining  him  from  infringing  the  above  patent ;  this  inter- 
dict was  adhered  to  by  the  First  Division  of  the  Court  of  Session  on 
July  4,  1873. 

The  specification  was  amended  in  1875. 

The  appellant  proceeded  by  way  of  petition  and  complaint  for  breach 
of  the  interdict,  and  finally,  on  December  as,  1876,  the  First  Division 
of  the  Court  of  Session  held  that  no  infringement  had  been  committed  by 
the  respondent. 

It  was  proved  at  the  trial  ^  that  on  "  screwing  "  in  the  tapering  plug  ^^ 
rollers  (which  were  cylindrical  throughout)  were  in  contact  with  the  "edges 
of  the  conical  plug,  and  consequently  the  axes  of  these  rollers  were  nearer 
to  the  axis  of  the  plug  where  the  latter  was  of  smaller  diameter.  ^^ 
effect  of  the  "  screwing  "  process  was,  while  rolling  out  the  shorter  tube?  to 
draw  in  the  plug  relative  to  the  rollers,  and  the  latter  relative  to  the  tube. 
Hence  the  necessity  for  either  grooving  the  rollers  or  using  a  gauge,  but  toe 
endwise  movement  of  the  tapering  plug  was  essential. 

>  Only  so  much  of  this  case  is  noted  as  bsars  on  the  questions  of  construction  01 1 
specification  and  extent  of  the  claim. 
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The  allied  infringement  consisted  of  a  tool  made  under  a  subsequent 
patent  (No.  1430  of  1874),  the  form  and  action  of  which  was  as  follows : — 
Three  rollers,  smaller  at  one  end  than  the  other,  were  mounted  in  a  rigid, 
open  frame.  They  were  placed  symmetrically,  much  the  same  as  in  the 
appellant's  arrangement  But  they  were  not  set  so  that  the  axis  of  each  was 
parallel  to  the  central  axis  of  the  tool,  but  askew.  These  rollers  had  no 
lateral  outward  motion,  so  they  could  not  be  displaced  by  a  central  roller. 
These  three  rollers  were  not  cylmdrical,  but  almost  conical,  being  curved 
slightly  to  enable  them  to  be  in  continuous  contact  with  a  central  cylindrical 
roller.^  The  whole  tool  was  slightly  greater  at  one  end  than  the  other.  In 
the  accompanying  diagrams  and  sketch,  A  denotes  the  central  roller,  a  its 
head,  c  the  three  rollers  set  askew,  B,  B^  and  b  portions  of  the  rigid  frame- 
work of  the  tool.'  It  could  be  used  either  by  rotating  the  central  cylinder 
A,  which  by  frictional  contact  turned  the  rollers  C  These,  by  a  screw-like 
action,  worked  into  the  tube,  enlarging  it  at  the  same  time.  Or  the  whole 
tool  might  be  rotated  from  without  with  or  without  using  the  central  cylinder 
or  roller.  The  former  method  was  preferable  where  considerable  force  was 
required.  There  was  no  endwise  motion  of  the  central  roller  relative  to 
the  three  rollers,  but  (unlike  the  appellant's)  the  latter  rollers  had  to  move 
forward  in  the  tube. 

The  petitioner  appealed  to  the  House  of  Lords. 

It  was  held  that  the  proceedings  were  irregular,  and  that  a  fresh  action 
should  have  been  brought  after  the  amendment  of  the  specification.  In 
order  to  save  expense,  their  lordships  expressed  their  opinions  on  the  merits 
of  the  case. 

Lord  Cairns^  L.C.,  commented  on  the  legal  position  of  the  parties  imder 
the  irregular  procedure,  and  pointed  out  that  (p.  38)  "after  disclaimer 
and  alteration,  the  specification  is  altered  largely  and  most  materially." ' 
The  first  point  was  (p.  39)  to  satisfy  one's  mind  "  as  to  what  it  is  which  is 
the  principal  characteristic,  the  essential  feature,  of  the  appellant's  invention 
as  specified  in  his  patent."  His  lordship  reviewed  the  previous  methods 
with  their  defects  of  enlarging  the  tubes  by  percussion.  Mere  insertion  of 
a  bunch  of  rollers,  rotated  by  the  rotation  of  a  central  roller,  would  not 
suffice  to  bring  strong  pressure  to  bear  on  the  tube.  Therefore  it  is  obvious 
that  the  point  and  gist  of  the  invention  must  be,  not  the  insertion  of  friction 
rollers,  but  the  mode  of  bringing  pressure  to  bear  on  them  outwards.  "  I 
will  ask  your  lordships  to  look  at  a  few  sentences,  both  in  the  specification 
as  it  originally  stood,  and  in  the  specification  as  it  stands  after  alteration, 

*  The  surface  would  be  approximately  a  hjrperboloid  of  revolution  of  one  sheet  The 
anUior  is  indebted  to  Messrs.  Thompson  6*  Co,  for  the  duplicate  of  an  exhibit  here  reproduced. 

<  Defendant's  specification  included  :  "  Figs.  13,  14.  and  15  are  respectively  a  side  eleva- 
tion partly  in  section,  a  plan  of  the  driving  end,  and  a  transverse  section  taken  on  the  centre 
line  5  -  -  -  -  5  in  Fig.  13,  all  of  a  modification  of  my  said  tube-expander,  which  may  te 
actuated  either  by  the  central  spindle  or  roller  A.  or  by  the  rigid  rolling-frame  B,  B^  carrying 
the  expanding  rollers  C,  C,  C."    See  diagrams  and  sketch,  ante,  p.  265. 

»  It  was  considered  by  PalUs,  L.C.B.,  in  Thomson  v.  Moore,  6  R.  P.  C,  445,  that  this  was 
the  ground  of  Lord  Cairns*  decision.    But  see  Moser  v.  Marsden  {post,  p.  374). 
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because  some  of  the  expressions  in  the  original  specification  strongly  bear 
upon  the  invention  as  it  ultimately  appeared."  His  lordship  commented 
upon  the  alterations  in  the  latter  part  of  the  specification  (as  set  out  above), 
and  pointed  out  that  the  mention  of  a  tapering  plug  as  an  expanding  instru- 
ment by  preferena  was  struck  out,  and  also  the  substitute  of  the  toggle- 
jointed  levers,  leaving  a  tapering  plug  "  or  its  equivalent  by  whose  action 
the  rollers  are  forced  outwards  in  the  tube."  "  The  point  (p.  42)  which  gave 
the  characteristic  to  the  whole,  and  which  he  justly  called  a  point  absolutely 
essential  to  his  invention,  was  the  tapering  plug  acting  as  an  expander, 
driving  out  those  cylindrical  rollers  placed  around  the  plug,  &c."  At 
p.  43 :  "  It  would  have  been  quite  possible  for  the  appellant,  when  he  was 
specifying  his  invention,  to  have  specified  also  a  tool  which  would  have  the 
peculiarity  of  the  instrument  of  the  respondents.  I  have  no  means  of  know- 
ing why  he  did  not  do  so."  At  p.  44 :  "  Here  is  a  machine  which  is 
either  the  plaintifi^s  machine  or  differs  from  it  only  colourably.  But  under- 
lying all  that,  there  must  be  a  taking  of  the  invention  of  the  plaintiff.^ 
There  used  to  be  a  theory  in  this  country  that  persons  might  infringe  upon 
the  equity  of  a  statute  if  it  could  not  be  shown  that  they  had  infringed  the 
words  of  a  statute ;  it  was  said  that  they  had  infringed  the  equity  of  the 
statute,  and  I  know  there  is,  by  some  confusion  of  ideas,  a  notion  some- 
times entertained  that  there  may  be  something  like  an  infringement  of 
the  equity  of  a  patent'  My  lords,  I  cannot  think  there  is  any  soimd 
principle  of  that  kind  in  our  law ;  that  which  is  protected  is  that  which  is 
specified,  and  that  which  is  held  to  be  an  infringement  must  be  an  infringe- 
ment of  that  which  is  specified.  But  I  agree  it  will  not  be  the  less  an 
infringement  because  it  has  been  coloured  or  disguised  by  additions  or 
subtractions,  which  additions  or  subtractions  may  exist  and  yet  the  thing 
protected  by  the  specification  be  taken  notwithstanding." 

Lord  HatherUy  discussed  the  claim,  and  held  (p.  48)  it  was  for  an 
expanding-tool  consisting  of  three  elements,  "  the  rollers,  roller-stock,  and 
stock-expanding  instrument."  His  lordship  then  compared  the  description 
with  that  before  the  amendments  (as  given  above,  ante^  pp.  264,  266). 

Lord  Blackburn  (at  p.  53) :  ".  .  •  But  whether  it  is  for  the  interest  of 
one  side  or  the  other,  I  apprehend  the  duty  of  the  Court  is  fairly  and  truly 
to  construe  the  specification,  neither  favouring  the  one  side  nor  the  other, 
neither  putting  an  unfair  gloss  or  construction  upon  the  specification  for  the 
purpose  of  saving  a  patent  if  it  is  said  that  the  patent  is  void,  nor  putting  an 
unfair  gloss  or  construction  upon  it  in  order  to  extend  the  patent  and  make 
it  take  in  something  which  you  may  think  was  an  unhandsome  taking  of  the 
fruits  of  his  invention  from  the  patentee,  if  it  is  not  really  an  infringement 
of  the  patent.  .  .  ."  In  discussing  the  meaning  of  "expanding  instrument" 
in  the  amended  specification,  his  lordship  said  (p.  55) :   ''  But  when  we 

^  This  does  not  go  so  far  as  to  say  that  every  detail  of  a  combination  must  be  taken  in 
order  to  infringe  it :  Brisiowe^  V.C,  in  Procter  v.  Bennis,  4  R.  P.  C.  344.  See  also  Ellington 
V.  Clark,  5  R.  P.  C.  140. 

•  Quoted  and  followed  in  The  Ticket  Punch  Co,  v.  Collets  Patents,  12  R.  P.  C.  185. 
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take,  as  I  apprehend  we  are  entitled  to  take,  the  old  specification  before 
the  disclaimer  in  order  to  see  what  it  means,  that  becomes  still  clearer.  I 
say  we  are  entitled  to  take  it,  for  the  object  of  a  disclaimer  is  merely  to 
take  out  and  renounce  part  of  what  had  been  claimed  before,  and  it  would 
vitiate  the  new  specification  if  by  striking  out  that  part  you  gave  an  extended 
and  larger  sense  to  what  is  left  so  as  to  make  it  embrace  something  which 
it  did  not  embrace  before."  ^ 

Lord  Gordon  (at  p.  57)  :  ''  •  •  •  Now,  any  amendment  or  alteration  of 
a  patent  is  a  very  dangerous  proceeding ;  and  of  course  patentees  feel  that, 
because  they  are  open  to  the  observation  that  they  are  abandoning  that 
which  they  claimed  as  their  invention  in  a  previous  stage  of  the  proceedings. 
I  venture  to  think  that  the  patentee  in  this  case  has  fallen  into  that  error, 
and  that  he  has  now  exposed  himself  to  the  risk  of  having  his  original 
patent  attacked  by  any  person  who  can  show  that  really  he  has  made  an 
improvement  upon  what  may  have  been  originally  a  valuable  invention,  and 
one  which  had  been  sought  after  by  men  of  skill."  His  lordship  referred 
to  Clark  V.  Adie  {arUe^  p.  259)  as  an  illustration. 

Notes, 

The  forgoing  case  has  been  said  to  support  the  proposition  that  the 
ckdm  covers  what  are  described  as  the  characteristic  features  of  the  inven- 
tion, and  such  only  :  per  Lord  FUid  in  Miller  v.  Clyde  Bridge^  6f*e,  Co.^  9 
R.  P.  C  482.  On  the  other  hand,  the  essential  features  of  the  invention 
are  not  necessarily  those  which  are  so  described  in  the  specification  itself. 
(See  concluding  extract  from  Lord  Cairns^  judgment  above) :  Incandescent 
Gas  Light  Co,  v.  De  Mare^  ^c,  13  R.  P.  C.  330. 

By  5  &  6  WiU.  4,  c.  83,  s.  i,  a  disclaimer  could  only  be  allowed  when 
it  was  not  "  such  disclaimer  or  such  alteration  as  shall  extend  the  exclusive 
right  granted  by  the  said  Letters  Patent ;  and  such  disclaimer  ,  .  •  shall 
be  deemed  and  taken  to  be  part  of  such  Letters  Patent  or  such  specification 
in  all  Courts  whatever.  ..."  And  by  s.  39  of  15  &  16  Vict,  c  83,  it 
was  enacted,  "  Provided  also,  that  such  filing  of  any  disclaimer  or  memo- 
randum of  alteration,  in  pursuance  of  the  leave  of  the  law  officer  in  the  first- 
recited  Act  mentioned "  [s  Sz  6  Will.  4,  c.  83],  "  certified  as  therein  men- 
tioned, shall,  except  in  cases  of  fraud,  be  conclusive  as  to  the  right  of  the 
party  to  enter  such  disclaimer  and  memorandum,  &c." 

Besides  Dud^otis  specification,  many  other  amended  ones  have  been 
construed  by  reference  to  the  previous  unamended  editions  {e,g.  Seed's,  ante^ 
p.  2 1 2).  Where  there  is  a  doubt  as  to  whether  the  amended  claim  has  a  wider 
or  narrower  signification,  it  must  be  presumed  that  the  amendment,  by  leave 
of  the  law  officer,  under  s.  39  of  the  Act  of  1852,  did  not  "extend  the 
exclusive  right  granted  "  originally,  hence  the  claim  must  be  construed  not 

>  It  was  thought  by  Bawen,  LJ.  (Van  Geldir^s  Patent,  6  R.  P.  C.  28)  that  Lord  Blackburn 
meant  that  the  leave  to  amend  given  by  the  law  officer  did  not  give  validity  to  the  amend- 
ments made  and  disclaimer  ;  but  see  final  paragraph  of  the  notes. 
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to  go  beyond  the  unamended  one.  This^  it  is  submitted,  is  the  principle 
underlying  Lord  Blackburris  observations  above.  The  Act  of  1883,  s.  iS 
(9),  replaces  in  different  language  the  above  provisions  as  to  amendment ; 
as  to  which  see  Moser  v.  Marsden  (J*0st,  p.  374). 


1878.     Bailey  v,  Roberton,  3  App.  Ca.  1055. 
ComtructioH — Discmformity — InsufficUncy. 

In  1866  a  patent  (No.  1707)  was  granted  to  Medlock  &>  Bailey  for 
"  improvements  in  preserving  animal  substances." 

The  following  was  the  provisional  specification  : — 

**  The  object  of  the  said  invention  is  to  preserve  animal  substances,  such 
as  meat,  poultry,  game,  and  fish,  for  a  long  time  in  a  fresh  state,  so  that 
when  eaten  they  cannot  be  distinguished  from  the  same  when  recently 
killed,  and  for  the  preservation  of  hides.  For  this  purpose  we  dissolve  the 
ordinary  commercial  gelatine  in  boiling  water,  using  about  two  pounds  of 
gelatine  to  ten  pounds  of  water.  We  then  add,  while  hot,  a  volume  equal 
to  the  volume  of  the  solution  of  gelatine  of  a  solution  of  bisulphite  of  lime 
(usually  expressed  by  the  formula  CaO,2SO«)  in  water,  of  about  the  specific 
gravity  of  1070.  While  the  solution  of  gelatine  and  bisulphite  of  lime  is 
still  warm  and  liquid  we  coat  the  substance  to  be  preserved  with  it,  either 
by  dipping  the  substance  into  it  or  by  brushing  it  over  vrith  two  or  three 
coats  of  the  solution.  If  the  substance  has  to  be  transported  any  distance 
in  wooden  vessels,  the  vessels  should  be  saturated  with  some  of  the  before- 
mentioned  solution  of  bisulphite  of  lime  in  water,  and  when  dry  brushed 
over  with  the  said  solution  of  gelatine  and  bisulphite  of  lime.  When  the 
solution  of  gelatine  and  bisulphite  of  lime  has  firmly  solidified  on  the  surface 
of  the  animal  substance  the  latter  may  be  packed,  the  vessel  being  dosed  as 
air-tight  as  possible.  For  the  preservation  of  hides  the  interior  surface  only 
requires  to  be  coated  with  the  solution  of  gelatine  and  bisulphite  of  lime. 
The  coating  on  the  hides  and  the  hides  must  be  dried  before  they  are 
packed.  Before  treating  the  animal  substance  other  than  hides  as  above, 
the  viscera  must  be  removed  and  the  inside  washed  free  from  blood ;  it  is 
then  to  be  coated  internally  and  externally  as  above  described,  and  before 
it  is  cooked  the  coating  of  gelatine  and  bisulphite  of  lime  must  be  removed 
by  soaking  it  for  a  sufficient  time  in  water." 

The  complete  specification  was  as  follows : — 

'*  The  nature  of  our  said  invention  is  to  preserve  animal  substances,  such 
as  meat,  poultry,  game,  fish,  and  other  animal  substances  for  a  long  time, 
and  so  that  the  same  substances  when  so  preserved,  and  although  the  animab. 
from  which  the  same  are  derived  have  been  killed  for  a  considerable  time, 
caimot  be  distinguished  when  cooked  from  the  like  substances  derived  fipom 
similar  animals  which  have  been  recently  killed,  and  also  for  the  preserva- 
tion of  hides. 
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"  The  manner  in  which  our  said  invention  is  performed  is  as  follows  : — 
We  employ  a  solution  hereinafter  distinguished  as  solution  No.  i,  being  a 
solution  of  bisulfite  of  lime  (usually  expressed  by  the  formula  CaO,2SOs) 
in  water,  of  about  the  specific  gravity  of  1050,  which  specific  gravity  we 
find  preferable  to  that  of  1070.  We  sometimes  form  a  solution,  hereinafter 
distinguished  as  solution  No.  a,  by  dissolving  the  ordinary  commercial 
gelatine  in  boiling  water,  using  from  one  part  to  two  parts  of  gelatine  in  ten 
|iarts  of  water,  and  adding  ten  parts  of  solution  No.  i."  Then  followed 
details  as  to  the  proportion  of  gelatine  (which  was  to  depend  on  the  tempera- 
ture of  the  place  where  the  solution  was  to  be  applied),  and  as  to  the  modes 
of  application  of  No.  a  solution. 

"  For  the  preservation  of  animals  without  removing  the  skin  or  external 
covering  thereof,  and  without  removing  hoofs  or  horns,  we  find  it  advan- 
tageous to  employ  a  solution  hereinafter  distinguished  as  solution  No.  3, 
formed  by  mixing  one  part  of  salt  with  ten  parts  of  solution  No.  i  and  from 
six  to  ten  parts  of  water."  The  proportions  specified  according  to  the 
temperature  of  the  place  where  the  solution  was  to  be  applied.  Details  as 
to  application  were  given. 

For  the  preservation  of  fish  a  fourth  solution  was  described  as  "  No.  4, 
formed  by  mixing  ten  parts  of  cold  water,  one  part  of  salt,  and  one  part  of 
solution  No.  i."  Details  as  to  its  application  were  given,  and  also  as  to  its 
use  for  preventing  and  arresting  decomposition  in  meat,  game,  &c. 

"  When  animal  substances  are  to  be  transported  dry  in  wooden  casks  or 
other  wooden  vessels,  the  interior  of  such  casks  or  vessels  should  before  use 
be  saturated  with  solution  No.  i,  and  then  allowed  to  dry ;  but  for  this  we 
make  no  claim." 

**  What  we  consider  to  be  novel  and  improvements,  and  therefore  we 
claim  as  the  invention  secured  to  us  by  the  said  in  part  recited  Letters 
Patent,  are — 

"  Firstly,  the  use  of  solution  No.  i  for  preserving  animal  substances." 

The  second,  third,  fourth,  and  fifth  claims  were  for  the  uses  of  solutions 
Nos.  a,  3,  and  4,  "  in  manner  hereinbefore  described." 

"  But  we  do  not  claim  the  employment  of  gelatine  or  salt,  nor  of  the 
processes  of  cleansing  or  injection,  nor  of  air-tight  vessels,  except  in  con- 
nection  with  and  in  aid  of  solution  No.  i,  and  for  the  purpose  of  preserving 
animal  substances,  nor  do  we  claim  the  use  of  solution  No.  i  except  for 
the  purpose  of  preserving  animal  substances." 

Proceedings  were  taken  before  the  Sheriff  of  Lanarkshire  to  restrain  the 
respondent  from  infringing  the  above  patent. 

The  alleged  infringement  consisted  in  the  use  of  bisulphite  of  lime  for 
the  preservation  of  meat. 

The  chief  defences  were  : — 

I.  That  the  use  of  bisulphite  of  lime  was  old,  having  been  disclosed  by 
Rathafs  patent  (No.  46  of  z86i). 

a.  That  there  were  no  sufficient  directions  as  to  the  application  of 
bisulphite  of  lime  as  claimed  in  the  first  claim. 
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3.  That  there  was  disconfonnity  between  the  complete  and  provisional 
specifications,  inasmuch  as  the  use  hj  itself  of  bisulphite  of  lime  was  not 
disclosed  in  the  provisional  specification. 

4*  That  if  the  first  claim  was  only  for  the  use  of  bisulphite  of  lime,  as 
described  in  solutions  Nos.  a,  3,  and  4,  there  was  no  infringement 

The  Sheriff  decided  in  iavour  of  the  patentees  on  all  points. 

On  appeal  to  the  Court  of  Session. 

The  Court  pronounced  interlocutor  to  the  following  effect,  im^  a&a:-^ 

That  the  specification  described  the  nature  of  the  invention  claimed  by 
first  claim,  but  did  not  describe  or  ascertain  the  manner  in  which  it  was 
to  be  performed ;  that  the  first  daim  claimed  a  different  invention  from 
that  which  was  disclosed  in  the  provisional  specification,  and  that  therefore 
the  patent  was  invalid. 

On  appeal  to  the  House  of  Lords. 

HM^  *'that  the  complete  specification,  if  large  enough  to  cover  the 
employment  of  bisulphite  of  lime  for  the  preservation  of  animal  substances 
as  practised  by  the  defenders,  would  claim  an  invention  larger  than  and 
different  from  that  disclosed  in  the  provisional  specification,  and  would  be 
open  to  the  objection  of  want  of  novelty  and  of  want  of  a  sufficient  de- 
scription of  the  manner  in  which  the  invention  is  to  be  performed." 

Per  Lord  Cairns ^  L.C.,  at  p.  106 1 :  **  What  is  the  meaning  of  the 
provisional  specification  in  this  case?  What  is  the  invention  which  is 
described  in  that  provisional  specification  ?  That  is  the  foundation  of  the 
whole  claim  of  the  appellants.  Whatever  be  the  invention  which  is  there 
described,  that  is  the  invention  which  the  appellants  inform  the  Crown  they 
have  discovered,  and  in  respect  of  which  tiiey  ask  for  the  protection  of  a 
patent — ^that  is  the  invention  in  respect  of  which  the  patent  is  given  to  them ; 
and,  whatever  be  that  invention,  it  became  their  duty  to  specify  it,  and  not 
another  or  a  different  invention,  in  the  complete  specification."  His  lord- 
ship thought  that  the  original  real  invention  consisted  in  the  application  of 
bisulphite  of  lime  by  means  of  gelatine.  He  pointed  out  that  the  use  of 
bisulphite  alone  is  only  mentioned  with  regard  to  casks,  and  is  expressly 
disclaimed.  If  claim  one  be  read  as  merely  a  statement  of  the  basis  of  the 
other  claims,  then  there  is  no  infringement,  and  the  patent  may  be  valid  ] 
but  if  it  be  construed  to  be  a  separate  claim  to  the  use  of  bisulphite  alone, 
then  it  is  too  wide.  He  proposed  the  form  of  interlocutor  above,  in  order 
that  the  question  of  construction  and  validity  might  remain  open.^ 

Lord  Hatherky  pointed  out  (p.  1070)  that  the  provisional  specification 
all  through  dealt  with  the  mixture  of  bisulphite  of  lime  and  gelatine,  and 
*^  if  the  complete  specification  is  really  no  more  than  carrying  this  invention 
into  effect,  it  may,  for  all  I  know,  be  a  fair  foundation  for  a  patent ; "  but 
in  that  case  there  would  be  no  infringement  Hence  the  difficulty  the 
patentees  were  in." 

>  The  judgment  of  Lord  Cairns  was  fully  quoted  and  followed  in  Horrocks  v.  SttMs  (by 
BHsimoe,  V.C.),  3  R.  P.  C.  231. 

'  Quoted  and  followed  by  Brisfcwe,  V.C.,  in  Horrocks  v.  ShMs,  3  R.  P.  C.  231. 
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Lord  Blackburn  commenced  his  judgment  (p.  1073)  with  a  review  of 
the  reasons  for  the  provisional  specification  under  the  Act  of  1852.  If  the 
law  officers  were  satisfied  that  the  provisional  stated  the  ''  nature  of  the 
invention,"  a  certificate  was  granted,  and  the  inventor  might  use  the  invention 
puhlicly  without  giving  the  public  his  discovery  ;  "  and  when  it  came  to  be 
a  question  whether  or  no  what  he  was  doing  during  that  six  months  did 
avoid  the  patent,  I  take  it  the  process  must  have  been  to  say, '  Look  at  the 
nature  of  the  invention  described  in  the  provisional  specification,  and  say 
whether  this  which  you  have  been  doing,  and  which  you  say  was  a  part  of 
the  patent,  is  fairly  within  the  nature  of  the  invention  you  have  described. 
In  that  case  you  are  protected ;  but  if  it  is  a  new  and  separate  invention, 
and  a  different  one,  then  you  are  not  protected,'* 

*'  I  cannot  but  think  that  when  that  is  once  looked  at,  it  becomes  pretty 
clear  that  when  the  nature  of  an  invention  has  been  described  in  the  pro* 
visional  specification  in  the  way  which  has  been  mentioned,  if  something 
were  found  out  during  the  six  months  to  make  the  invention  work  better  or 
with  respect  to  the  mode  in  which  the  operation  may  be  performed — a 
thing  which  is  very  likely  to  happen  when,  in  carrying  out  his  invention,  the 
inventor  finds  that  some  particular  bit  will  not  work  so  smoothly  as  he 
expected,  and  it  is  necessary  to  add  a  little  supplement  to  it—  still  the 
nature  of  his  invention  remains  the  same,  and  it  is  no  objection  that  in  the 
complete  specification,  which  comes  afterwards,  the  invention  or  application 
is  described  more  particularly  or  more  in  detail,  or  even  if  it  be  shown  that 
there  has  been  more  discovery  made,  and  so  as  to  make  the  invention 
which  he  has  described  in  the  provisional  specification  really  workable.' 

"  If  nothing  more  is  done  than  that,  I  think  it  is  good ;  but  as  soon  as  it 
comes  to  be  more  than  that,  and  the  patentee  says,  in  the  provisional 
specification, '  I  describe  my  invention  as  A,'  and  in  the  complete  specifica- 
tion he  says,  *  I  hereby  describe  A,  and  also  B,'  then,  as  far  as  regards  B,^ 
it  is  void,  because  the  Letters  Patent  were  granted  for  the  invention  that  was 
described  in  the  provisional  specification,  and  do  not  cover  the  invention 
that  is  described  in  the  other."  ^  His  lordship  dealt  with  the  specifications 
and  facts  of  prior  user  in  detail,  and  was  of  opinion  that  the  method  of  per- 
forming the  invention  as  given  in  the  first  claim  was  insufi^ciently  described. 

^  The  rule,  as  given  in  this  paragraph,  has  been  quoted  and  followed  in  Lucas  v.  Miller, 
2  R.  P.  C.  159;  Gaddy.  Mayor  of  Manchester  (^v  Smith,  L.J.),  9  R.  P.  C.  526. 

*  This  paragraph  was  quoted  and  followed  by  Fry,  L. J. ,  in  Crampton  v.  Patent  Invest" 
nients  Co.,  6  R.  P.  C.  294;  it  and  the  preceding  one,  in   Woodward  v.  Sansum,  4  R.  P.  C. 

174.  178. 

*  "As  far  as  regards  B"  must  mean  "having  regard  to  B."    Per  Bristowe,  V.C.,  in 

Horrocks  v.  Stubbs,  3  R.  P.  C.  231. 

*  This  paragraph  was  followed  by  Bristowe,  V.C.,  in  Horrocks  v.  Stubbs  (ibid.). 

The  whole  of  the  beginning  of  Lord  Blachbum's  judgment  has  been  quoted  and  followed 
in  the  United  Telephone  Co.  v.  Harrison,  21  Cli.  D.  743 ;  and  has  been  frequently  referred  to  as 
containing  an  express  declaration  of  the  law  on  disconformity :  Horrocks  v.  Stubbs  (ibid.)\ 
Moseley  v.  Victoria  /Rubber  Co.,  4  R.  P.  C.  248. 

Lord  Blackburn  laid  down  nothing  new,  but  only  amplified  the  rule  of  earlier  cases. 
SiddcU  V.  Vickers,  5  R.  P.  C.  98. 

T 
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Notes. 

The  case  of  Bailey  v.  Roberton  has  been  treated  as  an  authority  on  the 
following  points  : — ^That  if  the  invention  in  the  two  specifications  be  not  the 
same,  the  patent  is  bad  {Nuitall  v.  Uargreaves^  8  R.  P.  C.  454,  per  IdndUy^ 
L.}.) ;  an  improvement  must  be  embodied  in  the  complete  specification, 
although  it  involve  invention,  unless  it  amounts  to  a  distinct  invention 
(Brooks  V.  Lampiughy  14  R.  P.  C.  617) ;  but  one  must  not  under  cover  of 
an  "  improvement  ^  obtain  protection  for  a  new  invention  {Gadd  v.  Major 
of  Manchester  (per  Undley^  I*J-)»  9  ^«  P-  C.  526). 

That  the  test  of  infringement  is  whether  use  has  been  made  of  a 
characteristic  part  of  the  invention  either  as  a  whole,  or  a  **  subordinate 
whole."    Per  Lord  Field  in  Mitter  v.  Clyde  Bridge  Steel  Co,,  9  R.  P.  C  482. 

Bailey  v.  Robertcn  does  not  authorize  looking  at  the  provisional  for  any 
purpose  other  than  that  of  seeing  whether  the  invention  described  in  the 
complete  is  contained  therein.    Hocking  v.  Hocking^  4  R.  P.  C.  260. 

Nettfoll  V.  Elliott  showed  that  logically  the  complete  should  be  studied 
first,  and  provisional  later ;  although  Lord  Cairns,  L.C.,  and  Lord  Blackburn^ 
above,  apparently  took  the  opposite  course,  they  do  not  appear  to  have 
really  done  so  in  their  reasoning.  Per  Keknvich,  J.,  in  Siddcll  v.  Vickers^ 
S  R.  P.  C.  98. 


1879.    Thb  British  Dynamite  Co.  r,  Krebs,  13  R,  P.  C.  190. 
Construction  of  Claim — Subsidiary  Claim — Sufficiency, 

In  1867  a  patent  (No.  1345)  was  granted  to  W.  E.  Newton  for  an 
invention  (communicated  by  Alfred  Nobel)  of  ''  improvements  in  explosive 
compounds  and  in  the  means  for  igniting  the  same." 

The  specification  contained  the  following  statement : — 
'*  This  invention  relates  to  the  use  of  nitroglycerine  in  an  altered  condition 
which  renders  it  far  more  practical  and  safe  for  use.  The  altered  condition  of 
nitroglycerine  is  effected  by  causing  it  to  be  absorbed  in  porous  unexplosive 
substances,  such  as  charcoal,  silica,  paper,  or  similar  materials,  whereby  it 
is  converted  into  a  powder,  which  I  call  dynamite,  or  Nobel's  safety 
powder.  By  this  absorption  of  the  nitroglycerine  in  some  porous  substance 
it  acquires  the  property  of  being  in  a  high  degree  insensible  to  shocks,  and 
it  can  also  be  burned  over  fire  witliout  exploding."  Then  follow  directions 
as  to  various  methods  of  exploding  the  dsmamite,  one  of  them  including 
the  use  of  a  strong  fulminating  cap.  "  In  order  to  ensure  a  perfect  stability 
in  the  nitroglycerine  contained  in  the  dynamite,  the  "porous  substance 
before  it  is  saturated  with  nitroglycerine  is  to  be  rendered  alkaline  by  wash- 
ing it  with  a  solution  of  carbonate  of  soda  or  lime  water,  or  analogous 
substance,  in  order  to  neutralize  the  acid  and  prevent  any  decomposition  of 
nitroglycerine  from  taking  place." 
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The  claim  was  for :  "  The  mode  herein  set  forth  of  manafacturing  the 
safety  powder  or  dynamite  herein  described,  and  also  the  modes  of  firing 
the  same  by  special  ignition,  as  herein  set  forth." 

At  the  trial  one  witness  proved  that  his  workmen  made  dynamite 
successfully  from  the  directions  in  the  specification  alone.  They  first  tried 
slate  dust,  and  found  it  did  not  absorb  a  sufficient  proportion  of  nitro- 
glycerine ;  then  they  tried  brick  dust,  and  found  it  successful.  No 
directions,  other  than  those  quoted  above,  were  given  for  making  dynamite. 
No  witnesses  were  caUed  to  prove  that  they  tried  to  make  dynamite  from 
the  directions  given  alone  and  failed  or  were  misled. 

One  means  of  explosion  was  well  known  as  applied  to  other  materials, 
and  another  had  been  used,  by  Nobel  in  1864,  for  firing  nitroglycerine. 

It  was  held  that  the  specification  was  sufficient,  and  the  claim  was 
good. 

Fry^  J. :  "  But  I  think  the  fair  reading  of  that  claim  is  to  consider  that 
it  is  a  claim  to  the  modes  of  user  of  the  dynamite.  Dynamite  is  to  be  used 
by  explosion ;  and  the  modes  of  explosion,  therefore,  are  merely  the  modes 
of  user.  I  think  to  read  otherwise  would  be  to  read  it  in  order  to  defeat 
the  patent,  instead  of  reading  it  as  a  fair  and  reasonable  man  ought  to 
read  it." 

This  decision  was  reversed  by  the  Court  of  Appeal  on  the  grounds  of 
insufficiency  of  directions,  and  that  the  claim  was  for  a  known  mode  of 
ignition,  and  was  therefore  bad. 

On  appeal  to  the  House  of  Lords. 

Hcld^  that  the  specification  was  "  sufficient ;''  that  as  the  claim  for 
modes  of  ignition  was  for  igniting  the  dynamite  made  as  described,^  and 
as  it  did  not  enlarge  the  monopoly,  the  patent  was  valid. 

Lord  CaimSf  L.C.,  alluded  to  the  duty  of  the  Court  as  regards 
ascertaining  the  nature  of  the  invention  from  the  specification,  and  con- 
tinued (at  p.  192) :  "The  Court  has  then  to  inquire  whether  the  manner 
in  which  the  same  is  to  be  performed  is  sufficiently  described  in  the 
specific^ation  to  the  comprehension  of  any  workman  of  ordinary  skill  in  the 
particular  art  or  manufacture ;  and  this  the  Court  can  best  do  by  evidence  of 
what  workmen  ofthat  description  have  actually  done  under  the  patent.  .  .  ." 
At  p.  193:  "The  result  of  using  slate  and  brick  dust  was  this — it 
produced  some  very  good  dynamite.  The  scientific  witnesses  called  by 
the  appellants  speak  to  the  sufficiency,  in  their  opinion,  of  the  directions 
in  the  specification ;  but  what  is  more  material  is,  that  I  find  no  workman 
whatever,  skilled  or  unskilled,  produced  on  the  part  of  the  respondents, 
who  states  that  he  has  been,  or  would  be,  misled  by  the  specification,  or 
unable  to  make  dynamite  by  following  its  directions.  I  therefore  come  to 
the  conclusion  that  there  is  no  insufficiency  in  the  specification.*' 

As  to  the  claim  for  ignition  (p.  193):  "An  explosive  substance  like 

»  In  Deeley  v.  Perkes,  13  R.  P.  C.  586  (5),  Lord  Herschell  expressed  the  opinion  that  ihe 
finding  was  that  the  mode  of  ignition  was  not  separately  claimed. 
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dynamite  would  be  of  litde  or  no  utility  unless  there  wexe  means  of  bring- 
ing to  bear  upon  it  a  method  of  detonating  explosion  which  would  be  at 
once  economical  and  easily  applied.  The  method  might  be  entirely  new, 
or  it  might  have  been  previously  applied  to  other  substances,  but,  unless 
the  patentee  could  point  out  and  place  before  the  public  some  mediod 
which  he  could  affirm  by  experiment  to  be  capable  of  producing  the  desired 
result,  he  would  have  put  before  the  public  no  complete  invention  at  all 
I  look,  therefore,  upon  the  means  of  explosion,  even  assuming  them  to  be 
known  as  applicable  to  other  substances,  to  be  part  and  parcel  of  the 
invention  which  the  patentee  was  bound  to  give  to  the  public  as  a  complete 
invention ;  and  I  understand  him  to  claim  these  means  of  exploaon  only 
as  part  and  parcel  of  this  invention.  He  does  not,  as  it  seems  to  me, 
claim  the  means  of  explosion  in  gross,  but  only  as  appendant  to  dynamite ; 
and  he  would  not  be  allowed,  under  this  patent,  to  claim  them  for  any 
other  purpose."  ^ 

Lord  Hatherley  (at  p.  196)  pointed  out  that  the  use  of  the  word 
"  powder  "  intimated  that  the  absorption  was  not  to  be  carried  on  till  a 
paste  was  produced  As  regards  the  claim  for  ignition :  *'  The  worst  that 
can  be  said  in  the  way  of  objection  to  this  is  that  there  is  surplusage.  The 
objection  of  surplusage  must  be  admitted  to  be  one  which  ought,  no  doubt, 
to  be  very  careMly  avoided  by  a  patentee.  The  worst  that  can  be  said 
adverse  to  the  patent  here  is,  that  the  patentee  might  have  been  quite 
content  to  sit  still  and  say, '  Now,  I  have  shown  you  how  to  make  the 
dynamite,  I  have  shown  you  what  the  dynamite  is,  and  I  have  shown  you 
how  to  set  it  off;  that  is  the  invention,'  without  mentioning  firing  in  the 
claim.  But  then,  as  was  well  urged  by  the  learned  counsel  in  argument, 
it  cannot  be  said  that  this  claim  deprives  any  human  being,  past,  present, 
or  to  come,  of  any  possible  right  they  might  otherwise  acquire,  because 
they  could  not  acquire  any  right  in  the  dynamite  without  lajring  themselves 
open  to  an  infringement  of  the  Letters  Patent  in  respect  to  the  use  of 
dynamite." 

Lord  Penzance  (at  p.  198)  pointed  out  that  proportions  could  not  be 
given,  for  the  range  of  absorbent  materials  vras  so  wide.  The  substance  to 
be  chosen  would  be  the  most  absorbent  relative  to  its  cost  '^  This  being 
the  natiu'e  of  the  invention,  to  define  proportions  expressly  would  be 
impossible.  They  could  only  be  defined — as  they  were  in  the  specification 
defined — ^by  results.  These  results  were  twofold ;  first,  the  nitroglycerine 
was  to  be  completely  absorbed  or  taken  up  in  the  porous  substance ;  and, 
secondly,  the  result  was  to  be  a  powder.  ...  No  doubt  a  trial,  or  perhaps 
more  than  one  trial,  might  be  necessary  to  ascertain  how  much  nitro- 
glycerine would  be  taken  up  by  any  given  material ;  but  this  would  not  be 
experiment  for  discovery ;  it  would  be  only  working  under  a  rule  ascertained 
and  defined  by  the  patentee,  and  adjusting  that  general  rule  to  the  par- 
ticular substance  employed." 

»  Followed  in  Parker  v.  Saickv/eU,  18  R.  P.  C.  307. 


BR.  DYN.  CO.  V.  KREBS— HAYWARD  v.  HAMILTON.   277 

As  to  the  claim  for  ignition  :  *^  It  was  argued  that  the  claim  to  it  as  a 
subject  of  a  patent  when  applied  to  dynamite  was  to  claim  the  application 
of  an  old  method  to  a  new  material,  within  the  principle  of  the  well-known 
cases  of  ZosA  v.  Hague  (i  Webs.  202),  Kay  v.  Marshall  {anie^  p.  190),  and 
Harwood  v.  G.  N.  Ry.  {ante^  p.  204),  and  therefore  rendered  the  patent  void. 
But  in  all  these  and  the  like  cases,  the  material  or  thing  to  which  the  old 
method  or  machinery  was  applied  was  itself  a  well-known  thing,  which  the 
person  using  it  had  a  right  to  use,  and  to  which  he  had  the  right  to  apply, 
and  would  apply,  without  the  exercise  of  any  inventive  powers,  the  method 
or  machinery  in  question;  whereas,  in  the  present  case,  the  mode  of 
ignition  is  only  claimed  in  its  application  to  dynamite,  which  was  a  new 
substance  protected  by  the  patent,  and  which  no  one  had  the  right  to  use 
at  all  except  the  patentee,  or  those  acting  under  his  assignment  or  license. 

^'  In  restricting,  therefore,  the  public  from  firing  his  new  material  by 
this  special  form  of  ignition,  the  patentee  was  not  excluding  it  from  the 
exercise  of  any  right  it  had  previously  possessed,  or  claiming  a  monopoly 
in  that  which  was  already  public  property.  Having  the  right  to  the 
monopoly  of  aU  modes  of  using  dynamite,  and,  which  is  the  same  thing, 
of  all  modes  of  firing  it,  of  which  modes  this  special  ignition  was  only  one, 
he  cannot,  I  think,  by  specially  claiming  that  one,  be  said  to  have 
invalidated  his  patent  by  excess  of  claim."  ^ 

His  lordship  expressed  approval  of  and  followed  Beits  v.  Neilson, 

Note. 

This  case  was  followed  by  FarweU^  J.,  in  Parker  &>  Smith  r.  Satchwell 
^  Co.,  Ltd.,  18  R.  P.  C.  307. 

1881.    Hayward  v.  Hamilton,  Griff.  P.  C.  121. 
Construction — Combination — Ingenuity. 

This  was  an  action  for  infringement  of  a  patent  (No.  2014  of  187 1) 
granted  to  E.  L.  Hayward  for  an  invention  entitled  "  Improvements  in 
pavement  lights." 

The  invention  is  thus  described  in  the  specification : — 

"  This  invention  has  for  its  object  improvements  in  pavement  lights. 

*' Pavement  lights  are  commonly  used  to  cover  the  areas  in  front  of 
windows  in  the  basements  of  buildings,  and  the  object  of  my  invention  is 
so  to  construct  them  that  they  may  not  simply  allow  the  light  to  pass  through, 
but  that  they  may  also  direct  the  light  in  an  inclined  direction  into  the  rooms 
it  is  desired  to  light.  For  this  purpose  I  glaze  the  frame  of  the  pavement 
light  with  glass,  which  is  moulded  so  as  to  be  of  a  prism-like  form  on  the 
under  side,  resembling  to  some  extent  in  this  respect  the  glasses  which  are 
often  inserted  into  ships'  decks  to  give  light  below. 

1  The  validity  of  the  patent  is  here  based  on  the  fundamental  principle  enunciated  ante, 
p.  19;  the  reasoning  applies  to  all  *'  subsidiary  claims"  as  defined,  ante,  p.  58. 
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*'  The  fonn  and  anrangemcnt  of  the  prism  is,  however,  entirely  altered, 
in  order  that  the  light  may  be  thrown  forward  in  one  direction,  as  already 
stated.  One  of  the  sides  of  the  prism  is  upright  or  nearly  so,  and  the  other 
side  is  inclined  to  it  at  such  an  angle  that  the  light  passing  through  the  upper 
surface  may  strike  this  inclined  side  and  be  reflected  comj^etely,  or  neariy 
so,  within  the  prism,  and  issue  from  the  upright  or  nearly  upright  side  in  the 
direction  required.  The  sides  of  the  prism  may  be  flat  or  curved  in  a 
horizontal  plane. 

"  I  usually  form  the  glasses  to  glaze  pavement  lights  hexagonal  on  the 
upper  surface,  and  fit  them  into  an  iron  frame  with  corresponding  hexagonal 
cells,  but  the  glass  may  be  made  rectangular  or  of  other  form  on  the  upper 
surface. 

"  Description  op  the  Drawings. 

"  Fig.  I  is  a  plan  of  a  pavement  light  consisting  of  a  cast-iron  frame,  in 
which  are  a  number  of  hexagonal  recesses,  or  the  recesses  might  be  square, 
or  of  other  form. 

"  In  these  recesses  pieces  of  glass,  marked  a,  a,  moulded  to  fit  the 

recesses,  and  of  a  peculiar  form, 
are  set 

''  Fig.  2  is  a  side  view  of  one 
of  these  pieces  of  glass.  Fig.  3 
is  a  front  view  and  Fig.  4  a  plan 
of  the  same.  Fig.  5  is  a  vertical 
section  (taken  on  the  line  i,  i. 
Fig.  4),  and  Fig.  6  is  a  horizontal 
section  taken  on  the  line  3,  a,  of 
Fig.  5.  The  iron  frame  is  also 
shown  in  section  in  Fig.  3. 

"  The  inclined  face  a}  of  the 
glass  a  intercepts  a  laige  pro- 
portion of  the  light  descending 
through  the  glass,  and  it  reflects 
the  whole  or  nearly  the  whole  of 
the  light  thus  falling  upon  it  into 
the  room.  The  opposite  hoe  a\ 
which  is  towards  the  room,  is  so 
formed  as  not  to  throw  back  the 
light,  and  so  by  &r  the  larger 
proportion  of  the  light  fidUng  on 
the  face  of  the  glass  and  p^g^^^g 

Diagrams  from  Haywards  specification  (Naaox4    ^^"«*^    '^  "^  ^^^^  ^^^^   ^^ 

ofiSyi).  room,  whereas   other  pavement 

lights  and  deck  lights  allow  of 
an  equal  distribution  of  the  light  in  all  directions. 

"  Figs.  7  shew  a  modification  of  the  form  shewn  at  Figs.  2  to  6,  the 
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principle,  however,  remaining  the  same ;  ^  that  is  to  say,  one  side  of  the 
prism  is  considerably  inclined,  and  the  other,  which  faces  the  room,  is 
vertical,  or  nearly  so,  by  which  arrangement  the  larger  proportion  of  the 
li^t  is  directed  into  the  room. 

'*  The  form  shewn  in  Figs.  2  to  6  throws  the  light  more  directly  forward 
than  the  form  shewn  by  Fig.  7." 

Fig.  8  shewed  a  glass  which  is  rectangular  on  the  face,  but  in  othe  r 
respects  was  similar  to  that  shown  at  Figs.  2  to  6. 

''  What  I  claim  is  the  construction  of  pavement  lights  substantially  as 
described." 

It  was  proved  at  the  trial  that  at  the  date  of  the  patent  it  was  not  a  new 
thing  to  use  a  prism  for  the  purpose  of  reflecting  light.  The  light  entered 
one  side,  struck  another  side  at  an  acute  angle,  and  being  reflected  completely 
or  nearly  so,  issued  from  another  side  in  the  direction  required.  But  no 
application  of  this  principle  had  previously  been  made  to  pavement  lights. 
One  anticipation  alleged  was  the  use  by  a  skilled  optician  of  prisms  in  a 
similar  manner  to  receive  a  beam  of  light  through  an  opening  in  a  shutter 
of  a  darkened  room. 

On  an  appeal  for  a  new  trial. 

ITddy  that  on  the  true  construction  of  the  specification  the  claim  was  for 
a  combination  of  old  things — the  metal  frame  of  a  pavement  light,  the  flanges 
thereon,  and  the  prism  to  produce  the  new  pavement  light — and  that  there 
was  sufficient  ingenuity  to  support  the  patent. 

Bramweli,  L.J.  (p.  116) :  "I  think  the  plainti£f  is  an  inventor.  I  think 
he  has  found  out  and  manufactured  and  patented  a  thing,  an  article,  namely, 
a  light  directing  pavement  light.  I  do  not  think  there  is  any  very  great 
quantity  of  invention  in  it ;  it  is  not  as  though  a  man  had  sat  himself  down 
to  consider  how  he  could  make  a  sewing  machine,  or  a  grass-pressing 
machine  j  it  is  a  much  humbler  piece  of  invention  than  that,  and  it  may 
possibly  be  nothing  more  than  that  the  idea  struck  him,  and  immediately 
the  idea  struck  him  he  could  apply  it  or  carry  it  into  execution  by  a  very 
obvious  apparatus.  But  still  it  is  an  invention,  and  it  is  not  the  less  an 
invention  because  it  required  but  small  inventive  powers  to  enable  him  to 
do  it.  One  may  take  an  illustration  in  this  way— the  screw  propellers.  I 
suppose  everybody  knew  that  a  screw,  used  as  it  was,  would  act  in  the  way  a 
screw  propeller  does ;  but  the  man  who  thought  of  it  and  applied  it  to  a 
steamboat,  which  I  suppose  anybody  could  have  done  if  the  idea  suggested 
itself  to  him,  would  have  been  called  the  inventor  of  a  screw  propeller  or 
screw-propellmg  steamboat,  as  the  case  may  be.  It  does  not  depend  upon 
the  quantity  of  the  invention.  Nor  is  it  in  this  case  the  patenting  of  an 
idea.  He  does  not  say,  '  I  thought  of  such  and  such  a  thing,  and  I  claim 
a  patent  for  it ; '  but  he  says,  ^  I  have  thought  of  such  a  thing,  and  I  will 
show  you  how  to  carry  it  into  execution,'  and  therefore  it  is  not  open  to 
any  objection  such  as  I  have  indicated ;  nor  is  it  open  to  any  objection  in 

*  It  is  unnecessary  to  reproduce  this  modification 
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regtfd  to  the  constitueiit  parts  being  old.  No  doubt  the  prism,  as  the 
plaintiff  uses  it,  is  old ;  it  is  as  old  as  the  world  that  a  prism  used  as  the 
[^aintiff  uses  it  will  direct  light  in  the  way  his  prism  does,  and  theotherpait 
of  his  invention  is  not  new,  that  is  to  say,  the  particolar  mode  in  which  he 
makes  his  pavement  light,  but  the  combination  is  a  novelty.^ 

"  The  thing  was  never  practised  before,  and  undoubtedly  a  combinatioD 
of  two  old  things  may  be  made  the  subject  of  a  patent  It  seems  to  me 
that  the  plaintiff  really  is  an  inventor — ^he  has  found  out  something.  He 
makes  an  article  that  was  not  made  before.  This  particular  case  may  be, 
no  doubt,  upon  the  verge ;  but  one  cannot  help  making  this  remark,  that  it 
is  very  strange  if  it  is  no  invention  that  it  has  never  been  done  before. 
Why  has  it  never  been  done  before?  Why,  because  nobody  else  found  it 
out,  which  I  take  to  be  equivalent  to  inventing,  and  I  think,  therefOTe,  that 
his  patent  is  sustainable."  ' 

BrOff  L.J.  (p.  lai):  "In  all  previous  cases  it  had  been  taken  for 
granted  that  if  the  thing  were  new  and  useful,  there  must  have  been  inven- 
tion in  order  to  arrive  at  a  thing  that  can  be  so  described,  and  I  should  say 
that  in  999  cases  out  of  1000  that  must  be  so.  I  say,  if  the  thing  is  new  and 
useful,  it  is  impossible  to  suppose  there  is  not  sufficient  to  make  an  inventicm, 
but  I  do  not  think,  as  a  matter  of  law,  that  could  be  predicated  as  an  absolute 
rule  of  law.'  ...  I  think  this  machine  is  invented  by  the  plaintiff  and 
claimed  by  him  as  a  new  machine  combined  of  old  parts,  or  apparatus,  or 
commercial  article,  whichever  you  please  to  call  it,  is  new,  that  it  is  claimed 
as  new,  and  therefore  it  is  the  subject-matter  of  a  patent"  * 


Notes. 

This  case  has  frequently  been  referred  to  as  an  example  of  the  smallness 
of  the  amount  of  ingenuity  necessary  to  support  a  patent  (e^,  Brentan  v. 
Richardson^  i  R.  P.  C.  168),  and  to  shew  that  although  very  little  may  do, 
still  there  must  be  ingenuity  involved :  Cottoti^  L. J.,  in  American  Braided 
Wire  Co,  v.  Thomson^  5  R.  P.  C.  raj ;  Lopes ^  L.J.,  in  Biakey  v.  Lathctm^ 
6  R.  P.  C.  189 ;  CoUofi^  LJ.,  in  WHUams  v.  Nye,  7  R.  P.  C.  67 ;  and 
Lindley,  LJ.,  in  Gadd  v.  Mayor  of  Manchester,  9  R.  P.  C  524. 

[The  main  feature  distinguishing  this  pavement  light  from  the  old  ones 
used  in  ships'  decks  consisted  in  the  application  of  the  principle  of  internal 
reflection  of  light.  In  the  diagram  here  given  AB  represents  a  section  of 
a  surface  common  to  two  media,  both  of  which  are  transparent  One  of 
these  (marked  D)  is  the  denser,  and  the  other  (marked  R)  is  the  rarer;  e^^ 
D  might  represent  glass  or  water,  and  R  air.    If  a  ray  of  light  from  the  rarer 

>  This  paragraph  was  quoted  and  followed  by  Byrne,  J.,  in  Reason  MJj^,  Co.,  IML  ▼.  E,  /v. 
Jl/ty,  Ud.,  19  R.  P.C.  416. 

*  This  second  paragraph  was  followed  by  OBrien,  C  J.,  in  PirrU  v.  York  Si,  Flax  Co,^ 

II  R.  P.  C.  437. 

s  Quoted  by  FittGiMon,  LJ.  (ihd.,  p.  450). 

«  Quoted  and  followed  by  Kennedy,  J.,  in  DucketU  v.  Wkitehead,  la  R.  P.  C.  191. 
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medium  travel  along  ;rO  it  will  not  continue  along  in  the  same  direction  O^, 

but  be  bent  from  the  common  surface  AB,  say  along  Oz,  The  amount  of  this 

change  of  direction  depends 

on  the  coefficient  of  refraction 

of  one  medium  as  regards  the 

other,  that  is,  it  depends  on 

the  relative  velocities  of  light 

in  the  two  media.  Conversely, 

a     ray    of    light    travelling 

along   jsO    will  continue  in 

part  along  Oat,  and  part  re- 
flected along  Oz^^  Os^  and  Oz 

making  equal  angles  with  AB. 

But    a   ray  of   light  falling 

nearly  along  AO,  in  the  rarer 

medium,  will  be  bent  along 

OC  j  no  light  reaching  O  from 

the  rarer  medium  can  pass 

along   0£,  that  is,  in   the 

angle  BOC.     This  angle  is 

the  '* critical  angle"  for  the 

two  media.    Conversely  all  light-rays  reaching  O  from  the  angle  BOC,  as, 

for  instance,  along  £0,  are  altogether  reflected  along  0£\  rays  along  £^0 

being  totaUy  reflected  along  0£.  The  eye  placed  at  £  cannot  therefore 
see  through  the  apparently  transparent  surface  O  A,  but  that  surface  appears 

as  a  reflector.  For  example,  by  placing  the  eye  slightly  below  the  level 
of  the  surface  of  water  in  a  tumbler,  it  will  appear  like  the  surface  of 
mercury. 

In  the  older  pavement  lights  the  prisms  were  shaped  somewhat  like 
FGH,  FG  being  the  surface ;  the  light  was  distributed  by  refraction,  but 
not  reflection,  rajrs  entering  along  zO  being  refracted  into  the  room  below 
along  O^,  the  portion  reflected  along  0;8^  being  useless.  In  the  sketch  here 
given,  KMN,  a  ray  along  zO  is  totally  reflected  along  Os^  and  emerges  into 
the  room  (after  refraction)  along  s?w.  Hayward's  prisms  are  so  shaped 
that  the  sides  marked  ^  act  as  perfect  reflectors  to  all  light-waves  falling  on 
them  through  the  glass  and  within  the  critical  angle  for  glass  and  air.  But 
if  the  rays  be  outside  that  angle  the  greater  part  will  still  be  reflected  at  the 
surfaces  a\] 


Sketches  of  refracting  and  reflecting  prisms.  FGH» 
section  of  deck  prism.  KMN,  section  of  reflect- 
ing prism. 


1882.    United  Telephone  Co.  v.  Harrison  &  Co.,  21  Ch.  D.  720. 

Disconfarmify — Pub&cation. 

This  was  an  action  to  restrain  uifnngement  of  two  patents,  Edison's 
(No.  2909  of  1887),  for  "improvements  in  instruments  for  controlling 
by  sound  the  transmission  of  electric  currents,  and  the  reproduction  of 
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corresponding  sounds  at  a  distance,"  and  the  other,  Brawds  (No.  4765  of 
1876),  for  "  improvements  in  electro-tele|rfiony." 

The  former  described  in  outline  the  invention  in  the  provisional  speci- 
fication. Before  drafting  the  complete  Edison  discovered  the  phonograph. 
The  complete  specification  as  amended  had  three  claims:  one  for  tiie 
mica  diaphragm,  the  second  for  the  combination  of  that  diaphragm  with 
'^  electric  tension  regulators,"  and  the  third  for  "  the  method  herein  specified 
of  recording  the  undulations  of  the  diaphragm  or  yielding  material,  and  the 
reproduction  of  sound  by  such  material  acting  upon  a  diaphragm  to  com- 
municate to  the  same,  vibrations  similar  to  the  original  ones,  substantiaUy 
as  set  forth." 

The  objection  raised  to  this  specification  was  that  of  disconformity. 
The  provisional  specification  described  electrical  arrangements,  whereas 
the  phonograph  as  claimed  in  the  third  daim  had  nothing  to  say  to 
electricity. 

An  objection  raised  to  Brcwtis  patent  was  that  it  had  been  previously 
known  and  published  in  England  under  the  following  circumstances.  A 
description  of  Reis^s  telephone  was  published  in  a  German  periodical  in 
Berlin  in  1862.  This  work  was  in  the  library  of  the  Institute  of  Civil 
Engineers  for  seventeen  or  eighteen  years  before  the  date  of  the  patent 
This  library  was  open  to  all  members,  of  whom  there  were  1000  in  1864, 
and  at  a  subsequent  time  3000.  The  publication  was  entered  in  the 
catalogue  only  under  the  head  ''  Journals."  A  witness  proved  that  he  saw 
the  journal  in  question  in  1876  in  the  Patent  Office  Library,  and  from  his 
knowledge  of  technical  terms  and  the  drawings  could  (although  ignorant  of 
German)  understand  the  invention  therein  described. 

Heldy  (i)  that  the  Edison  patent  was  invalid,  the  phonograph  not 
having  been  disclosed  in  the  provisional  specification;  and  (2)  that,  the 
description  of  Eeis^s  telephone  was  "published"  in  England  under  the 
above  circumstances. 

Motes. 

This  case  has  been  frequently  referred  to  as  an  example  of  a  patent 
being  invalid  on  account  of  "  disconformity  "  :  Horrocks  v.  Stubbs^  3  R.  P.  C. 
233 ;  Moseky  v.  Victoria  Rubber  Co,^  4  R.  P.  C.  248 ;  Pneumatic  J^re  Co. 
V.  E.  London  Rubber  Co.^  14  R.  P.  C.  98.  It  ^t^as  quoted  as  illustrating 
the  correct  mode  of  testing  disconformity,  namely,  to  read  the  complete  firet, 
and  then  the  provisional,  to  find  if  invention  is  there :  SiddeU  v.  Vickers^ 
5  R.  P.  C.  98,  99 ;  and  Gadd  v.  Mayor  of  Manchester^  9  R.  P.  C.  260. 

It  is  also  an  example  of  the  rule  that  the  question  of  *'  publication  "  is 
an  inference  from  the  facts  proved  in  each  case:  Harris  v.  Rotkweli^  3 
R.  P.  C.  387.  Publication  to  one  person  in  this  case  being  sufficient : 
Lindky^  L.J.,  and  Lopes^  L.J,,  in  same  case  on  appeal,  4  R.  P.  C.  231,  233. 
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1882.    O'rro  V,  LiNFORD,  46  L.  T.  35. 

PrificipU^Construction — Inventivt    Ingenuity — ComhinaHon — Sufficiency — 

Paper  Anticipation, 

In  1876  a  patent  (No.  2081)  was  granted  to  C.  D.  Ahd  for  an 
invention  (communicated  from  Dr.  Otto  abroad)  for  improvements  in  gas 
motor-engines. 

The  specification  was  as  follows  ^ :  — 

''  In  gas  motor-engines  as  at  present  constructed,  an  explosive  mixture 
of  combustible  gas  and  air  is  introduced  into  the  engine  cylinder,  where  it 
is  ignited,  resulting  in  a  sudden  expansion  of  the  gases  and  development  of 
heat,  a  great  portion  of  which  is  lost  by  absorption  unless  special  provisions 
are  made  for  allowing  the  gases  to  expand  very  rapidly. 

"According  to  the  present  invention  combustible  mixture  of  gas  or 
vapour  and  air  is  introduced  into  the  cylinder  together  with  air  or  other  gas 
that  may  or  may  not  support  combustion,  in  such  a  manner  that  the  par- 
ticles of  the  combustible  gas  are  more  or  less  dispersed  in  an  isolated 
condition  in  the  air  or  other  gas,  so  that  on  ignition  instead  of  an  explosion 
ensuing,  the  flame  will  be  communicated  gradually  from  one  combustible 
particle  to  another,  thereby  effecting  a  gradual  development  of  heat,  and  a 
corresponding  gradual  expansion  of  the  gases,  which  will  enable  the  motive 
power  so  produced  to  be  utilized  in  the  most  effective  manner.  The  mode 
of  using  the  gases  and  the  arrangement  of  the  engine  may  be  variously 
modified  in  carrying  out  this  invention. 

"  Thus  according  to  one  arrangement  the  gases  are  introduced  into  the 
engine  cylinder  at  atmospheric  pressure.  The  cylinder  is  for  this  purpose 
provided  with  a  slide  having  suitable  ports  for  the  admission  of  air  and  of 
an  intimate  mixture  of  combustible  gas  or  vapour  and  air,  and  the  move- 
ment of  the  slide  is  so  regulated  by  means  of  a  cam  or  eccentric  on  the 
engine  shaft  that  during  the  first  part  of  the  stroke  of  the  piston  air  alone 
enters  the  cylinder,  while  during  a  succeeding  portion  of  the  stroke  the 
mixture  of  gas  and  air  is  introduced  behind  the  air.  This  mixture  in  enter- 
ing the  cylinder  will  become  more  or  less  dispersed  in  the  air  previously 
introduced,  the  particles  of  the  mixture  being  situated  nearest  together  at 
the  points  where  they  enter  the  cylinder,  and  becoming  gradually  more  dis- 
persed as  they  mix  with  the  air  in  front  A  communication  being  now 
established  by  the  slide  between  a  small  external  gas-flame  and  the  contents 
of  the  cylinder  at  the  point  where  the  combustible  mixture  is  most  dense, 
this  ignites  and  the  combustion  of  the  whole  charge  takes  place  gradually, 
the  mixture  burning  with  gradually  decreasing  rapidity  as  the  flame  extends 
to  those  particles  that  are  more  diffused  among  the  air.  The  gradual  ex- 
pansion of  the  gases  thus  produced  causes  the  piston  to  complete  its  stroke, 

1  Only  so  much  is  given  as  is  required  to  understand  the  points  at  issue.    This  abstract  is 
made  with  the  aid  of  original  documents  kindly  furnished  by  Messrs  FaithfuH  6*  Owen. 
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and  on  the  return  stroke,  which  may  be  effected  either  by  the  momentum 
of  the  fly-wheel  or  by  the  introduction  of  a  similar  charge  at  the  other  end 
of  the  cylinder,  the  products  of  combustion  are  expelled  through  a  valTe, 
after  which  the  above-described  operation  is  repeated  for  the  next  stroke. 

'*  According  to  another  arrangement  the  combustible  gas  and  air  or  other 
gas  are  employed  in  a  compressed  state  in  the  engine.  For  this  purpose 
the  engine  may  operate  either  as  above  described,  the  gas  and  air  being 
simply  compressed  to  the  requisite  degree  before  being  introduced  into  the 
cylinder,  or  by  preference  the  compression  is  effected  in  the  cylinder  itself 
in  the  following  manner : — ^The  cylinder  is  constructed  of  greater  length 
than  the  stroke  of  the  piston,  so  that  diere  is  a  space  beyond  the  latter  when 
it  is  at  end-stroke.  Assuming  this  space  to  be  filled  with  a  portion  of  the 
gaseous  products  of  combustion  resulting  from  the  last  stroke  at  atmo- 
spheric pressure,  the  piston  in  performing  one  part  of  its  stroke  draws  in 
atmospheric  air,  after  which  it  will  draw  in  the  combustible  mixture  during 
the  remainder  of  its  stroke.  The  cylinder  will  then  be  filled  with  three 
strata  of  different  gases,  more  or  less  iiitermingled  at  their  junction,  namely, 
a  stratum  of  products  of  combustion  next  the  piston,  then  a  stratum  of  air, 
and  lastly  the  combustible  mixture.  The  piston  then  performs  its  return 
stroke,  whereby  the  gaseous  charge  is  compressed  into  the  before-mentioQed 
space  at  the  end  of  the  cylinder.  The  gases  will  in  this  condition  still 
retain  their  stratified  position,  the  particles  of  combustible  mixture  being 
diffused  to  a  certain  extent  through  the  other  strata.  The  charge  is  now 
ignited  and  bums  gradually,  and  with  the  same  effect  as  described  with 
reference  to  the  first  arrangement  On  the  return  stroke  the  products  of 
combustion  are  expdled  with  the  exception  of  the  quantity  contained  in 
the  space  at  the  end  of  the  cylinder. 

**  The  regulation  of  the  power  of  the  engines  operating  according  to  the 
above-described  invention  is  effected  simply  by  admitting  more  or  less  of 
the  combustible  gas  for  each  charge,  this  being  done  by  r^ulating  the  time 
of  opening  and  closing  of  an  admission  valve  on  the  gas  supply  pipe.  The 
motion  of  this  valve  is  regulated  by  a  rotating  cam  capable  of  being  adjusted 
longitudinally  on  its  shaft  by  any  suitable  known  arrangement  of  governor. 

"Description  of  the  Drawings. 

"  In  the  accompanying  drawings  Fig.  i  shows  a  longitudinal  section  of 
an  engine  cylinder.  A,  having  a  piston,  B,  connected  to  a  fly-wheel  shaft,  an 
inlet  passage,  C,  controlled  by  the  slide  D,^  and  a  passage,  £,  for  the  emission 
of  the  products  of  combustion  dosed  by  a  valve,  F.  When  the  piston  is  at 
the  end  of  its  in-stroke,  its  inner  siirface  being  at  a,  the  slide  D  is  in  such  a 
position  that,  as  the  piston  begins  it  out-stroke,  air  entering  by  the  aperture 
D^  passes  by  D  and  C  into  the  cylinder.    When  the  piston  has  reached  the 

1  In  the  drawing  here  given,  Fig.  i  is  shown  as  in  the  amended  drawing  filed  with  the 
original  by  order  of  the  Master  of  the  Rolls  on  the  6th  of  March,  1883.  The  original  slide 
as  drawn  was  unworkable,  and  is  shown  underneath  Fig.  i.    The  error  is  an  obvious  one. 
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point  i  the  slide  has  moved  so  as  to  admit  combustible  gas  or  vapour  from 
the  passage  G  to  mix  vitb  the  entering  air  until  the  piston  reaches  the  point 
^,  irben  the  slide  has  moved  back  to  the  position  shown,  cutting  off  the  gas 
and  air  supply  and  about  to  establish  a  communication  between  a  small  gas- 
flame,  H,  and  the  chaise  in  the  cylinder.  The  combustible  gaseous  mixture 
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entering  the  cylinder  behind  the  air  previously  admitted,  becomes  partially 
mixed  therewith,  being  thus  dispersed  more  and  more  towards  the  piston, 
as  indicated  by  the  dots  in  the  drawing,  which  represent  the  combusdble 
paitides.  On  the  ignition  of  the  charge  the  combustion  at  and  near  the 
port  C  is  comparatively  rapid,  but  as  the  ignition  extends  towards  the  front 
of  the  chaise  it  proceeds  more  and  more  slowly,  owing  to  the  greater  dis- 
persion of  the  combustible  particles.  The  gradually  increasing  pressure 
thus  produced  by  the  gradual  expansion  of  the  products  of  combustion,  and 
also  of  the  surrounding  fluid,  due  to  the  heat  evolved,  causes  the  piston  to 
complete  its  out-stroke,  imparting  motion  to  the  fly-wheel,  the  momentum 
of  which  causes  the  piston  to  perform  its  return  stroke,  expelling  the 
products  of  combustion  through  the  valve  F,  and  also  causing  the  piston  to 
commence  its  next  out-stroke  and  draw  in  a  fresh  charge  of  air  and  gas. 
In  order  to  vary  the  power  of  the  engine  the  charge  of  gas  or  the  proportion 
of  the  air  and  gas  or  vapour  may  be  varied,  and  such  variations  may  be 
controlled  by  means  of  a  governor,  as  will  be  presently  described.  .  .  . 
Fig.  3  is  a  sectional  plan,  . . .  This  engine  being  single  acting,  the  cylinder 
A  is  open  in  front,  at  its  closed  back  end  it  has,  beyond  the  stroke  of  the 
piston  B,  a  space.  A',  preferably  of  conical  form,  tapering  to  the  inlet  port  C, 
and  also  communicating  by  a  passage,  E,  with  a  valve,  F  (Fig.  3),  for  ^jg. 
charging  the  products  of  combustion.  The  piston  B  is  connected  by  t^g 
rod  B'  to  the  crank  shaft  I,  on  which  is  a  bevel  pinion,  1',  in  gear  wUx 
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bevel  wheel,  K»,  on  a  shaft,  K.  On  the  other  end  of  this  shaft  is  a  crank,  K», 
connected  by  a  link,  D',  to  the  slide  D,  which  govems  the  admission  of  gw 
and  air  to  the  cylinder.  The  gearing  I',  K',  is  [»oportioned  as  2  to  i,  so 
that  the  crank  K*  makes  one  revolution,  and  consequently  the  sUde  makes 
one  toand-fro  motion  while  the  piston  makes  two  double  stnAes.  When 
the  piston  is  at  the  point  a,  the  end  of  its  tn-stroke,  and  about  to  be  moved 
outwards  by  the  momentum  of  the  fly-wheel  M,  then  the  slide  D  (the  con- 
struction of  which  will  be  hereafter  explained)  is  in  a  position  to  admit  air 
through  the  passage  D'and  portC  into  thecylinderuntil  the  piston  reaches 


^ 
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the  point  d,  when  the  slide  attains  such  a  position  that  combustible  gas  is 
drawn  in  together  with  air  until  the  piston  reaches  the  end  of  its  out-stroke, 
as  shown  in  Fig.  3.  As  before  explained  with  reference  to  Fig.  1,  the  com- 
bustible mixture,  in  partially  mingling  with  the  air  previously  introduced, 
is  more  and  more  dispersed  towards  the  front 

"  The  slide  having  now  closed  the  inlet  port  C,  the  piston  is  caused  by 
the  momentum  of  the  fly-wheel  to  perform  its  in-stroke,  compressing  the 
charge  of  gas  and  air  into  the  space  A'  behind  a,  the  combustible  particles 
remaining  in  nearly  the  same  unequally  distributed  condition  as  before  com- 
pression. The  slide  now  moves  so  as  to  admit  the  gas-flame  H,  igniting  the 
charge,  and  the  combusuon  produces  a  gradual  development  of  heat  and 
expansion  of  the  gases,  whereby  the  piston  is  caused  to  perform  its  out- 
stroke,  imparting  fresh  momentum  to  the  fly-wheel.  This  momentum  again 
causes  the  piston  to  perform  its  in-stroke,  expelling  the  products  of  com- 
bustion through  the  valve  F,  which  is  opened  by  a  lever,  F',  acted  on  by  a 
cam,  F^,  on  the  shaft  K.  As  the  piston  only  moves  back  to  a,  a  portion  of 
the  products  of  combustion  remaining  in  the  cylinder  will  partially  mix  with 
the  air  drawn  in  at  the  next  out-stroke,  but  as  the  combustible  mixture  after- 
«-ards  introduced  can  bum  independently  of  the  gas  surrounding  its  particles, 
the  presence  of  these  products  of  previous  combustion  will  merely  aid  in 
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preventing  too  rapid  or  explosive  combustion  and  in  acting  as  a  cushion  be- 
tw^een  the  combustible  charge  and  the  piston.  It  will  be  evident  that  if  the 
space  A^,  or  a  separate  chamber  such  as  an  air-vessel  communicating  there- 
mritb,  be  made  sufficiently  large  to  contain  the  whole  quantity  of  incom- 
bustible fluid  requisite  for  each  charge,  no  fresh  charge  of  air  need  be 
drawn  in  at  the  commencement  of  the  stroke.  As  before  stated,  the  power 
of  the  engine  may  be  regulated  by  regulating  the  quantity  of  combustible 
gas  introduced  at  each  charge." 

The  action  of  the  governor  and  the  gas-slide  was  next  described.  The 
construction  and  mode  of  operating  the  slide  D  for  admission  of  air  and  gas 
were  described  as  follows : — 

"Figs.  10  and  11  represent  longitudinal  sections  on  the  line  z,  «,  of 
Fig.  12  of  the  slide  D  and  its  casing,  shewing  the  slide  in  two  different 
positions.  Figs.  12  and  13  are  transverse  sections  respectively  on  line 
X,  X,  and  Y,  Y,  of  Fig.  10.  Fig.  9  represents  diagrammatically  the  path 
of  the  crank  K*,  in  which  the  part  i  to  2  represents  the  motion  of  the  slide 
during  the  time  that  the  piston  in  its  out-stroke  is  drawing  in  the  gaseous 
charge,  the  part  from  2  to  3  the  motion  during  the  compression  of  the 
charge  by  the  return  stroke  of  the  piston,  3  to  4  the  motion  during  the 
working  out-stroke  of  the  piston,  .and  4  to  i  the  motion  during  the  ex- 
pulsion of  the  products  of  combustion  by  the  last  in-stroke  of  the  piston. 
Fig.  10  shows,  first,  the  position  of  the  slide  at  the  point  i  of  the  crank  path 
when  the  air-passage  D*  is  just  about  to  communicate  with  the  port  C ;  and, 
secondly,  its  position  at  point  2,  when  the  gas  and  air  supply  is  just  cut  off. 
Although  in  the  first  position  the  gas-passage  G  is  about  to  open,  the  gas- 
slide  P  prevents  the  admission  of  combustible  gas  until  the  requisite  charge 
of  air  is  first  introduced.  Fig.  1 1  shows,  firstly,  the  position  of  the  slide  at 
the  point  3  when  the  flame  of  the  gas-jet  H  is  about  to  be  communicated  to 
the  gaseous  charge  by  a  small  quantity  of  ignited  gas  in  the  passage  D^ ;  and^ 
secondly,  its  position  at  the  point  4  when  the  escape-valve  F  is  about  to  be 
opened." 

The  mode  of  ignition  was  next  given  in  detail. 

The  claims  were : — 

"  First.  Admitting  to  the  cylinder  a  mixture  of  combustible  gas  or 
vapour  with  air  separate  from  a  charge  of  air  or  incombustible  gas  so  that 
the  development  of  heat  and  the  expansion  or  increase  of  pressure  pro- 
duced by  the  combustion  are  rendered  gradual,  substantially  as  and  for  the 
purposes  herein  set  forth. 

"  Second.  Compressing  by  one  in-stroke  of  the  piston  a  charge  of  com- 
bustible and  incombustible  fluid  drawn  into  the  cylinder  by  its  previous 
out-stroke,  so  that  the  compressed  charge  when  ignited  propels  the  piston 
during  the  next  out-stroke,  and  the  products  of  combustion  are  expelled 
by  the  next  in-stroke  of  the  piston,  substantially  as  herein  described." 

The  third  related  to  the  governor,  and  the  fourth  the  construction  of 
the  engine  as  shown  in  the  drawings. 

At  the  trial  a  number  of  alleged  anticipations  were  set  up.    These 
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showed  that  engines  very  like  the  plaintifTs  had  been  constructed  which 
admitted  air  and  gas,  but  none  of  them  admitted  air  alone  at  first  to  serve 
as  a  '*  cushion  "  to  moderate  the  effect  of  the  explosion. 

The  chief  grounds  on  which  the  patent  was  attacked  were : — 

That  the  first  two  claims  were  for  a  principle  and  not  for  new  macJiines, 

That  no  directions  were  given  as  to  the  relative  proportions  of  gas  and 
air  necessary  for  a  successful  result 

That  the  first  engine  (at  atmospheric  pressure)  was  not  fully  described, 
no  eccentric  on  escape  valve  and  no  mode  of  ignition  shown. 

That  the  diagrams  were  misleading,  inasmuch  as  the  slide,  if  made  as 
drawn,^  would  not  do  what  was  described  at  all. 

No  evidence  was  given  to  show  that  any  competent  workman  &iled  to 
make  an  engine  from  the  description.  It  was  proved  that  a  skilled  work- 
man would  put  in  the  eccentrics,  and  easily  alter  the  hole  for  ignition  in 
No.  I,  and  would  cut  away  the  slides  to  do  what  was  required.  Previous 
engines  without  the  cushion  of  air  had  been  failures. 

The  patent  was  upheld. 

On  appeal  it  was  held  that  Claim  i  was  for  a  mode  of  carrying  out  the 
principle  enunciated.  Claim  2  was  for  a  combination  of  the  process  of  com- 
pression, which  was  old,  with  the  introduction  of  the  cushion  of  air,  and 
that  the  objections  all  failed. 

Neilson  v.  Harford  {ante^  p.  187)  was  followed  as  to  "  invention." 

Jessd^  M.R.  (at  p.  39),  defined  "benevolent  interpretation"  as  follows : 
— "  When  the  judges  are  convinced  that  there  is  a  genuine  great  and  im- 
portant invention,  which,  as  in  some  cases,  one  might  almost  say,  produces 
a  revolution  in  a  given  art  or  manufacture,  the  judges  are  not  to  be  astute 
to  find  defects  in  specifications."  ' 

As  regards  subject-matter  here :  "  If  you  have  a  new  principle,  or  a 
new  idea,  as  regards  any  art  or  manufacture,  and  then  show  a  mode  of 
carrying  that  into  practice,  you  may  patent  that ;  though  you  could  not 
patent  the  idea  alone,  and  very  likely  could  not  patent  the  machine  alone, 
because  the  machine  alone  would  not  be  new."'  The  learned  judge 
illustrated  this  by  referring  to  the  facts  in  the  case  of  the  hot  blast  in  iron 
manufacture  [see  Neilson  v.  Harford^  ante,  p.  187],  and  continued :  "  Now 
that  is  a  much  stronger  illustration  than  this"  {i,e,  the  gas-engine)  "  of  the 
validity  of  a  patent  as  regards  the  subject-matter.  For  here  is  a  compli- 
cated machine.  Nobody  says  that  this  identical  machine  has  ever  been 
seen  before ;  but  what  they  do  say,  and  I  have  no  doubt  is  true,  is  that, 
given  the  state  of  knowledge  as  regards  mechanics,  you  do  not  want  much 

1  See  note,  ante,  p.  284. 

«  This  passage  was  quoted  by  FUzGibbon,  L.J.,  in  Pirrie  v.  York  St.,  6*^..  11  R.  P.  C 
450.  It  was  followed  in  the  above  judgment  by  some  remarks  to  the  effect  that  there  ought 
to  be  a  bias  in  construction  in  favour  of  meritorious  inventions ;  a  view  which  has  never  been 
judicially  supported,  and  (when  quoted  in  argument)  has  been  expressly  dissented  from  by 
Lord  Halsbury,  L.C.,  in  Cassel  Gold  Extracting  Co,  v.  Cyanide,  6'f.,  12  R.  P.  C.  242. 

»  Quoted  in  Pirrie  v.  York  St,,  ^c,  11  R.  P.  C.  45a 
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invention,  when  you  are  told  what  the  idea  is,  to  find  out  this  machine  and 
carry  it  out  That  did  not  require  invention  at  all.  In  the  case  of  the  hot 
blast  the  man  did  not  pretend  to  invent  anything ;  he  said  a  machine  of  any 
shape  in  which  you  can  heat  air  is  sufficient.  Mr.  O^  does  allege  he  has 
invented  a  mad^ine.  It  appears  that  he  did,  although  a  machine  which  per 
se  was  not  of  sufficient  novelty  to  support  Letters  Patent.  It  comes,  there- 
fore, to  this,  that  we  have  a  principle  and  the  mode  of  carrying  it  out,  and  I 
will  assume  for  this  purpose  sufficiently  described;  and  that  is  a  good 
subject  for  a  patent."  ^ 

Bretty  L.  J.  (at  p.  44) :  "  What  is  the  rule  when  you  rely  upon  a  de- 
scription in  writing  as  being  an  anticipation?  It  seems  to  me  that  it  is  not 
sufficient  to  say  that  if  a  machine  were  made  by  a  person  who  had  read  that 
writing,  something  in  that  machine  would,  if  it  had  been  really  a  machine 
used,  have  been  by  reason  of  that  user  an  anticipation  of  the  plaintiff's 
patent.  You  must  go  further  where  you  allege  that  the  anticipation  is  in 
writing,  and  in  writing  only,  and  you  must  show  that  a  person — I  mean  a 
person  conversant  with  such  matters — reading  that  writing  would  find  in 
the  writing  alone  a  reasonably  clear  description  of  the  plaintiff's  invention. 
...  He  has  to  find  a  description  of  his  own  invention  on  the  face  of  that 
writing,  construing  that  writing  reasonably  as  describing  an  invention." ' 

Motas. 

Although  each  case  must  be  dealt  with  on  its  own  merits  {Haslam  v. 
Hall,  5  R.  P.  C.  11),  yet  Otto  v,  Linford  has  been  referred  to  as  a  pre- 
cedent as  illustrating  and  supporting  the  following  propositions : — Paper 
anticipations  must  be  examined  critically  {Ellington  v.  Clark^  5  R.  P.  C. 
141);  very  little  utility  will  support  a  subsidiary  claim  (EhrlUh  v.  IJike(^x 
Bowm^  LJ.)>  5  R«  P«  C.  455) ;  there  may  be  invention  in  applying  old 
things  to  a  new  use  {Gadd  v.  Mayor  of  Manchester y  9  R.  P.  C.  264) ;  a 
competent  workman  must  be  able  to  make  the  invention  from  the  specifica- 
tion (i/<7i«r  V.  Marsden  (per  Smithy  L-J«)>  '®  R*  -P-  C.  363). 


1884.    Moore  v.  Bennbtt,  i  R.  P.  C.  142. 

Construction — Combination — Sufficiency  of  Claim, 

A  patent  (No.  3394  of  1877)  was  granted  to  A.  W.  Moore  for 
"  improvements  in  machines  for  cutting  and  trimming  the  hairs  or  bristles 
of  brashes." 

*  The  whole  of  this  paragraph  was  quoted  in  extenso  and  followed  by  Stirling,  L.J.,  in 
Aikwortk  V.  Eng,  Card  Chihing  Co,,  J^d.^  19  R.  P.  C.  471. 

*  The  rule  here  laid  down  has  been  quoted  and  acted  upon  in  Gadd  v.  Mayor  o/Man' 
Chester  (per  Smith,  L.J.),  9  R.  P.  C.  533 ;  Afoser  v.  Marsden,  10  R.  P.  C.  312 ;  Cosset  Gold 
Extracting  Co.  v.  Cyanide^  &c.,  Z2  R.  P.  C.  256 ;  Shrewsbury  6*  Talbot  Cab  Co.  v.  Sterckx, 
tj  R.  P.  C.  S3 ;  PneumaHc  Tyre  Co,  v.  Leicester,  6v.,  16  R,  P.  C.  57. 
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The  complete  specification  was  as  follows  ^: — 

**  My  said  inventioD  consists  in  improvements  in  machines  for  cuttipg 
and  trimming  the  hairs  or  bristles  of  brushes,  whereby  such  operation  is 
effected  in  a  more  expeditious,  perfect,  and  economical  manner  than  is  the 
case  when  it  is  performed  by  hand,  or  by  means  of  the  apparatus  at  {xesent 
in  use. 

"  The  apparatus  is,  by  preference,  mounted  on  a  table  (/^)  of  any  desired 
form,  and  consists  of  a  bed-plate  (B)  provided  with  bearings  (^),  having 
mounted  therein  an  axle  or  spindle  (C),  furnished  at  one  end  with  a  drum 
or  band-wheeL  Through  the  centre  of  the  said  axle  or  spindle  is  a  longi- 
tudinal slot  for  the  reception  of  a  metal  plate,  which  is  passed  throu^  and 
fixed  therein  in  such  a  manner  that  the  longitudinal  edges  thereof,  which 
are  shaped  and  formed  for  the  purposes  of  cutting,  iHx>ject  in  a  conespood- 
ing  manner  on  each  side  of  the  axle.  A  horizontal  cutting-plate  (tf)  is  so 
arranged  that  on  the  before-described  axle  being  caused  to  revolve  the 
cutting-edges  of  the  plate  held  therein  will  alternately  come  into  dose 
proximity  to  the  cutting-edge  of  the  said  horizontal  plate,  the  respective 
plates  being  so  arranged,  and  the  cutting-edges  thereof  bevelled  in  such  a 
manner,  that  the  said  edges  first  come  into  close  proximity  only  at  one  side, 
and  then  gradually  to  die  other  side  as  the  axle  revolves.  The  said  hori- 
zontal cutting-plate  is  mounted  by  means  of  a  centre  pin  and  quadrant,  so 
that  it  can  be  tilted  as  the  cutting-edge  wears  away  on  a  support,  so  con- 
structed that  the  base  thereof  can  be  moved  on  the  bed-plate  of  the  machine 
and  secured  as  required.  Above  the  cutting-plates  are  provided  suitable 
supports  or  guides  (E)  for  the  stock  or  frame  of  the  brush,  such  supports 
or  guides  being  so  connected  with  uprights  (e)  having  vertical  slots  therein 
that  they  may  be  raised,  or  lowered,  or  set  at  any  angle,  and  secured  in  the 
desired  position  by  means  of  screws  and  nuts.  The  said  uprights  may  also 
be  moved  independently  in  a  lateral  groove  formed  in  the  bed-plate,  in 
order  to  accommodate  the  supports  or  guides  to  any  variation  in  the  size 
of  the  stock  or  frame  of  the  brush  under  treatment.'' 

The  action  of  the  machine  was  then  described  as  arranged  for  cutting 
straight  brushes. 

''  When  it  is  desired  to  give  a  rounded  surface  to  the  hairs  or  bristles  of 
the  brush,  the  above-described  supports  or  guides  are  removed,  and  above 
the  plate,  and  at  right  angles  to  the  cutting-edges  thereof,  is  placed  an 
inclined  rod  (J*),  the  lower  end  of  which  is  hinged  or  pivoted  to  a  vertical 
slotted  bar  (/),  which  is  connected  with  a  support  attached  to  the  front  of 

1  To  facilitate  reference,  the  letters  referring  to  the  drawings  are  inserted  in  this  port  of  the 
specification.  Fig.  s  is  a  plan  of  the  apparatus  arranged  for  flat  surfaces.  Fig.  i  is  a  side 
view  through  x,x  of  Fig.  2.  Figs.  3  and  4  show  the  apparatus  for  rounded  surfaces,  Fig.  3 
being  a  side  view  through  the  line  x,x  of  Fig.  4.  A  is  the  table.  B  bed-plate,  d  bearings; 
C  the  axle,  c  a  stop  to  prevent  it  moving  when  not  in  use,  c'  the  cutter-plate  therein,  and  c" 
the  horizontal  cutter-plate.  D  tlie  quadrant,  and  d  the  support.  £,£  are  guides  for  the  stock 
of  the  brush,  which  are  connected  with  the  uprights  e,e.  In  Figs.  3  and  4  /'^is  the  incb'ned 
rod,  hinged  to  bar/  and  the  other  end  resting  on  the  bar/*.  G  is  the  frame  for  holding  the 
brush,  and  ^  the  holders  or  clutches. 
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the  table  by  means  of  a  screw-pin  and  nut  in  such  a  manner  that  the  slotted 
bar,  and  consequently  the  lower  end  of  the  rod,  can  be  raised  or  lowered 
as  may  be  desired.  The  upper  end  of  the  inclined  rod  rests  in  a  recess  in 
the  upper  part  of  the  slotted  bar  (/')  connected  with  the  back  part  of  the 
horizontal  plate,  and  which  bar  may  be  raised  or  lowered  in  the  same 
manner  as  that  already  described.  Upon  the  above-described  rod  is  loosely 
placed  a  ring  or  collar,  to  the  lower  part  of  which  is  attached  a  fiame,  or 
the  said  rod  may  be  passed  through  slots  in  bars  attached  to  the  fiame,  the 
position  of  the  rod  in  such  slots  being  r^ulated  by  means  of  screws  or 
other  suitable  contrivances.  The  frame  is  provided  on  the  under  5ur£sice 
with  holders  or  clutches  (g)  for  the  purpose  of  securing  the  stock  or  frame 
of  the  brushes,  the  distance  between  such  holders  or  clutches  being  made 
adjustable  by  means  of  nuts  and  screws,  for  the  purpose  of  accommodating 
the  same  to  any  variation  in  the  size  of  brush  under  treatment.  On  the 
brush  having  been  secured  in  the  manner  above  described,  with  the  hairs 
or  bristles  downwards,  it  is  placed  immediately  above  the  cutting-edges  of 
the  plates,  the  machine  is  set  in  action,  and  by  oscillating  the  frame  on  the 
inclined  rod,  and  moving  it  up  and  down  the  same,  the  desired  form  will 
be  given  to  the  surface  of  the  hairs  or  bristles  of  the  brush. 

"  When  it  is  desired  to  give  a  concave,  convex,  or  corrugated  surface  to 
the  brush,  the  inclined  rod  is  bent  or  formed  accordingly,  as  will  be  well 
understood." 

The  drawings  were  then  described  as  in  the  note  above  (anU,  p.  290). 

The  claim  was  for — 

*'The  combinations  and  arrangements  of  parts  and  mechanism,  sub- 
stantially as  and  for  the  purposes  hereinbefore  described  and  set  forth." 

In  an  action  for  infringement  it  was  held  at  the  trial  that  the  specifica- 
tion sufficiently,  by  the  claim,  pointed  out  the  nature  of  the  invention. 

On  appeal, 

ffM^  by  the  Court  of  Appeal,  tliat  the  claim  was  for  the  combination  of 
the  entire  machine,  but  that  the  patent  was  invalid  because  the  novel  parts 
in  the  invention  were  not  pointed  out. 

On  appeal  to  the  House  of  Lords, 

^eJdf  that  the  patent  was  valid ;  the  claim  being  for  the  whole  com- 
bination, it  was  unnecessary  to  specify  the  novel  parts  more  particularly,  and 
that  the  claim  did  not  indude  the  use  of  cutter-plates  without  the  guiding- 
rods.^ 

1885.    Gandy  V,  Redd  AWAY,  a  R.  P.  C.  50. 

Claim  too  large — Insufficiency^ 

A  patent  was  granted  to  M.  Gandy  (No.  1809  of  1877)  for  "improve- 
ments in  and  appertaining  to  belts  or  bands  for  driving  madiinery." 

The  specification  stated  that  the  object  of  the  invention  was  ''to 

^  The  essence  of  the  invention  consisted  of  the  sdssors-like  action  of  the  cutting-plates; 
his  appeared  to  be  the  basis  of  the  decision :  Ustful  Patents  Co,  ▼.  Rylands,  a  R.  P.  C.  064. 
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manufacture  belts  or  bands  for  driving  machinery  of  cotton  canvas  that 
will  not  give  out  by  stretching,  and  which  are  not  detrimentally  affected  by 
variations  in  the  atmosphere,  and  at  the  same  time  are  sufficiently  pliable  to 
allow  of  their  running  round  small  pulleys  without  cracking."  The  material 
to  be  used  was  described  as ''  cotton  canvas  or  duck,  *  hard  woven,'  either  in 
widths  to  suit  the  size  of  such  belts  or  bands  without  folding,  or  in  wider 
widths  folded  up  so  as  to  form  the  necessary  thicknesses,  &c."  The  size 
of  pulley  or  machinery  was  mentioned. 

The  claim  was  for  "  constructing  belts  or  bands  for  driving  machinery  of 
cotton  or  canvas  duck,  *  woven  hard,'  and  stitched  and  saturated  or  soaked 
with  oil  such  as  linseed  oil,  or  any  combination  thereof,  as  hereinbefore 
described  or  set  forth,  or  any  modification  thereof." 

It  was  proved  at  the  trial  for  infringement  that  there  were  three  kinds 
of  cotton  canvas,  "woven  hard,"  "medium,"  and  "soft;"  that  there  were 
subdivisions  of  each  of  these  classes  known  to  the  trade ;  that  out  of  the 
ten  subdivisions  of  the  "woven  hard"  class  only  No.  a  would  do  in  practice. 
The  inventor  had  used  and  discovered  that  No.  2  would  do.  No.  x  would 
crack  on  small  pulleys,  and  Nos.  8,  9,  and  10  would  not  be  strong  enough 
for  large  machinery.  Although  several  numbers  might  be  used  for  several 
kinds  of  belting,  No.  2  was  the  only  one  that  would  suit  for  all  sizes  of 
belting. 

£rM,  by  the  Court  of  Appeal,  that  the  real  invention  was  not  described, 
and  that  the  patent  was  therefore  invalid. 


1887.    Edison  &  Swan  United  Electric  Light  Co.  v,  Woodhouse  & 

Rawson  (ist  Action),  4  R.  P.  C.  79. 

Pioneer  Invention — Construction  of  Claims. 

A  patent  was  granted  (No.  4576  of  1879)  to  T.  A.  Edison  for  "  improve- 
ments in  electric  lamps  and  in  the  method  of  manufacturing  the  same."  ' 

The  complete  specification  ^  commenced  with  a  short  statement  of  the 
object  and  nature  of  the  invention. 

The  object  was  the  production  of  incandescent  electric  lamps  having 
a  "  high  resistance  so  as  to  allow  of  the  practical  subdivision  of  the  electric 
light" 

The  invention  was  described  as  consisting  of  (i)  "  a  light-giving  body 
of  carbon  wire  or  sheets  coiled  or  arranged  "  so  as  to  offer  ."  great  resist- 
ance" to  the  current  and  present  but  a  slight  surface  from  which  radiation 
could  take  place;  (2)  the  placing  of  such  light-giving  body  in  a  nearly 
perfect  vacuum  to  preserve  the  conductor;  (3)  the  current  is  conducted 
mto  the  vacuum  bulb  through  platina  wires  sealed  into  the  glass ;  and  (4) 
the  method  of  manufacturing  carbon  conductors  for  the  above  purpose , 

*  The   specification  is  here  summarized  in  parts,  sufficient  bsing  given  verbatim    to 
appreciate  the  decision,  and  that  in  the  action  of  Edison^  &'c,  v.  Holland  (^st,  p.  317). 
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and  the  manner  of  securing  perfect  contact  between  it  and  the  leading 
wires. 

The  specification  continued  with  a  statement  of  what  had  been  previously 
attempted  in  the  same  direction.  Rods  of  carbon  had  been  used  of  from 
one  to  four  ohms'  resistance,  in  glass  vessels  with  a  gas  incapable  of  combin- 
ing with  carbon,  the  glass  being  cemented  to  a  metallic  base,  and  the  rods 
clamped  to  the  leading  wires.  The  necessity  for  high  resistance  in  the 
lamp  compared  to  the  rest  of  the  circuit  was  pointed  out,  necessitating  with 
such  rods  large  conductors  and  consequent  impossibility  of  keeping  the 
globes  air-tight.  When  a  non-combining  gas  was  used  in  the  globe  at 
atmospheric  pressure, "  air-washing  "  or  attrition  was  produced  by  the  passage 
of  gas  over  the  heated  carbon. 

The  specification  continued: — 

"  I  have  reversed  this  practice.     I  have  discovered  that  even  a  cotton 
thread  properly  carbonized  and  placed  in  a  sealed  glass  bulb  exhausted  to  one- 
millionth  of  an  atmosphere  ofifers  from  one  hundred  to  five  hundred  ohms' 
resistance  to  the  passage  of  the  current,  and  that  it  is  absolutely  stable  at 
very  high  temperatures ;  that  if  the  thread  be  coiled  as  a  spiral  and  car- 
bonized, or  if  any  fibrous  vegetable  substance  which  will  leave  a  carbon 
residue  after  heating  in  a  closed  chamber  be  so  coiled,  that  as  much  as  two 
thousand  ohms'  resistance  may  be  obtained  without  presenting  a  radiating 
surface  greater  than  three-sixteenths  of  an  inch ;  that  if  such  fibrous  material 
be  rubbed  with  a  plastic  compound  composed  of  lamp-black  and  tar,  its 
resistance  may  be  made  high  or  low  according  to  the  amount  of  lamp-black 
placed  upon  it.    I  have  also  discovered  that  carbon  filaments  may  be  made 
by  a  combination  of  tar  and  lamp-black,  the  latter  being  previously  ignited 
in  a  closed  crucible  for  several  hours  and  afterwards  moistened  and  kneaded 
until  it  assumes  the  consistency  of  thick  putty.    Small  pieces  of  this  material 
may  be  rolled  out  in  the  form  of  wire  as  small  as  seven  one-thousandths 
(unnr)  ^^  ^"  ^^  ^  diameter,  and  over  a  foot  in  length,  and  the  same  may 
be  coated  with  a  non-conducting  non-carbonizable  substance  and  wound  on 
a  bobbin,  or  as  a  spiral,  and  the  tar  carbonized  in  a  closed  chamber  by 
subjecting  it  to  high  heat,  the  spiral  after  carbonization  retaining  its  form. 
I  sometimes  roll  a  thread  within  the  compound  of  lamp-black  and  tar,  so 
as  to  allow  of  greater  convenience  in  handling  the  same,  and  the  flexible 
carbon  filament  is  not  so  liable  to  crack  by  its  own  weight  in  the  act  of 
winding. 

"  To  increase  the  resistance  of  the  compound  of  lamp-black  and  tar,  I 
sometimes  work  into  it  a  volatile  powder,  such  as  powdered  camphor,  oxide 
zinc,  but  to  make  the  light  insensitive  to  variations  of  the  current  a  con- 
siderable mass  of  matter  should  be  used,  in  order  that  the  specific  heat  ot 
the  lamp  may  be  increased  so  that  it  takes  a  long  time  to  reach  its  full 
brilliancy  and  also  to  die  away  slowly. 

"  To  do  this  it  is  better  to  have  the  carbon  as  homogeneous  as  possible, 
and  obtain  the  requisite  resistance  by  employing  a  filament  several  inches 
long  and  winding  the  same  in  a  spiral  form,  so  that  the  external  radiating 
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surface  shall  be  small.  All  these  forms  are  fragile,  and  cannot  be  clamped 
to  the  leading  wires  with  sufficient  force  to  ensure  good  contact  and  prevent 
heating.  I  have  discovered  that  if  platinum  wires  are  used  and  the  plastic 
lamp-black  and  tar  material  be  molded  around  it,  that  in  the  act  of  carboni- 
zation there  is  an  intimate  union  by  combination  and  by  pressure  between 
the  carbon  and  platina,  and  nearly  perfect  contact  is  obtained  without  the 
necessity  of  clamps,  hence  the  light-giving  body,  and  the  platina  wires  are 
connected  and  ready  to  be  placed  in  the  vacuum  bulb. 

"  When  fibrous  material  is  used  the  plastic  lamp-black  and  tar  is  employed 
to  secure  it  to  the  platina  wires  before  carbonizing.  By  using  the  carbon 
wire  of  such  high  resistance,  I  am  enabled  to  use  fine  platinum  wires 
for  leading  wires,  as  they  will  have  a  small  resistance  compared  to  the 
light-giving  body,  hence  will  not  heat  and  crack  the  sealed  vacuum 
bulb. 

"  Platina  can  only  be  used,  as  its  expansion  is  nearly  the  same  as  that 
of  glass.  By  using  a  considerable  length  of  carbon  wire  and  coiling  it  in 
such  a  manner  that  only  a  small  portion  of  its  entire  surface  radiates  light, 
I  can  raise  the  specific  heat  of  the  whole,  and  thus  prevent  the  rapid  reception 
and  disappearance  of  the  light,  which  on  a  plain  wire  is  prejudicial,  as  it 
shows  the  least  unsteadiness  of  the  current  by  the  flickering  of  the  light,  but 
if  the  current  is  steady,  the  defect  does  not  show.  I  have  carbonized  and 
used  cotton  and  linen  thread,  wood  splints,  paper  coiled  in  various  ways ; 
also  lamp-black  plumbago  and  carbon  in  various  forms  mixed  with  tar  and 
kneaded  so  that  the  same  may  be  rolled  out  into  wires  of  various  lengths 
and  diameters ;  each  wire,  however,  is  to  be  uniform  in  size  throughout.  If 
the  carbon  thread  is  liable  to  be  distorted  during  carbonization,  it  is  to  be 
coiled  between  a  helix  of  copper  wire.  The  ends  of  the  carbon  or  filament 
are  secured  to  the  platina  leading  wires  by  plastic  carbonizable  material,  and 
the  whole  placed  in  the  carbonizing  chamber." 

The  copper  was  to  be  subsequently  removed  by  nitric  acid,  the  bulb 
exhausted  and  hermetically  sealed  at  a  high  vacuum. 

Substances  not  easily  distorted  in  carbonizing  might  be  coated  with 
some  non-conductor,  so  allowing  the  coils  to  rest  on  each  other. 

In  the  drawings  Fig.  i  is  a  section  of  the  lamp.  Fig.  2  the  plastic  material 
before  being  wound  into  a  spiral.  Fig.  3  the  spiral  after  carbonization ;  a  is 
the  filament,  r,  (f  its  thickened  ends,  d  the  platinum  wires,  h  the  connecting 
clamps,  X  the  leading  wires  sealed  in  the  glass,  ;//  the  tube  to  the  vacuum 
pump,  and  e  the  outer  conductors. 

The  claims  were — 

"  First,  an  electric  lamp  for  giving  light  by  incandescence  consisting  of 
a  filament  of  carbon  of  high  resistance,  made  as  described  and  secured  to 
metallic  wires  as  set  forth. 

"  Second,  the  combination  of  a  carbon  filament  within  a  receiver  made 
entirely  of  glass,  through  which  the  leading  wires  paes,  and  from  which 
receiver  the  air  is  exhausted  for  the  purposes  set  forth. 
"Third,  a  coiled  carbon  filament  or  strip  arranged  in  such   a  manner 


295         EDISON  V.  WOODHOUSE  (isr  ACTION). 

that  only  &  portion  of  the  suriace  of  soch  carbon  cmdoctor  shall  radiate 
light  aa  set  forth. 

"  Fourth,  the  method  herein  described  of  seeming  the  platina  contact 
wires  to  the  carbon  filament  and  carbonizing  of  the  wiiole  in  a  doaed 
chamber,  substantially  as  set  forth." 

At  the  trial  of  the  action  for  infringement  of  this  patent  a  lai^e  number 
of  anticipations  were  allied ;  in  some  the  conductors  weie  not  of  carbon,  in 


Ik- 


Prom  Edian's  spedlication  (No.  4576  of  1S79), 

Others  carbon  rods  were  used,  being  filed  or  otherwise  made  thin.  It  was 
proved  that  the  conditions  for  success  were  well  known,  viz.  that  the  beatii^ 
of  the  circuit  was  developed  in  proportion  to  the  resistance  of  each  part, 
hence  that  of  the  incandescent  part  of  the  lamp  must  be  relatively  very 
great ;  that  the  resistance  of  each  part  depended  on  its  material,  and  was 
proportional  to  its  length  and  inversely  as  its  cross-section ;  that  the  Ughting 
effected  depended  also  upon  the  specific  heat  of  the  conductor ;  and  that 
carbon  enclosed  in  a  vacuum  was  an  excellent  material  to  use. 
fur;      was  no  evidence  that  any  successful  lamp  had  previously  been 
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made  except  two  made  and  exhibited  by  Mr.  Swan,  These  had  a  straight 
carbon  rod  as  conductor,  between  platinum  wires  hermetically  sealed  in  the 
glass,  which  was  exhausted  so  that  it  was  practically  a  vacuum.  The  rod 
was  not  fine  enough  to  be  a  *'  filament ; "  it  bent  owing  to  expansion,  and 
broke  down  after  some  time. 

The  chief  objections  were  raised  to  the  second  daim,  and  it  was  con- 
tended— 

(i)  That  it  was  too  wide  if  it  included  conductors  other  than  those 
described  in  the  body  of  the  specificatioa 

(2)  That  there  was  no  sufficient  description  of  what  thickness  or  thiimess 
constituted  a  "  filament." 

(3)  That  the  invention  was  the  use  of  old  things  in  a  known  way,  and 
that  the  mere  alteration  in  size  was  not  "  invention." 

The  learned  judge  decided  all  points  in  the  plaintiflTs  favour  (3  R.  P.  C. 
167). 

Hdd^  on  appeal  by  the  Court  of  Appeal  {Cotton^  L.  J.,  dissenting) — 

That  the  first  claim  was  for  the  entire  lamp. 

That  the  second  claim  was  for  a  combination  consisting  of  five  elements : 
(i)  a  carbon  conductor,  (2)  in  the  form  of  a  filament,  (3)  a  receiver 
wholly  of  glass,  (4)  a  vacuum,  and  (5)  the  entrance  of  leading  wires  through 
the  glass. 

That  the  third  and  fourth  claims  were  for  the  other  elements  of  the  entire 
lamp  (claim  i),  not  comprised  in  claim  2. 

That  it  was  not  confined  to  the  filament  made  as  described  in  the  body 
of  the  specification. 

Notes. 

This  case  appears  to  be  the  first  in  which  the  claim  in  a ''  pioneer  inven- 
tion" has  been  construed  in  as  wide  a  sense  as  it  will  bear. 

The  earlier  failures  did  not  point  away  from  the  use  of  carbon  of  very 
narrow  cross-section  in  a  vacuum,  as  it  was  well  known  that  such  a  solution 
of  the  lighting  problem  was  the  true  one,  but  they  did  not  show  a  practical 
method  of  obtaining  the  light.  The  addition  to  public  knowledge  con- 
stituting the  essence  of  the  invention  lay  in  showing  the  public  how  to  get 
a  carbon  of  the  requisite  thizmess,  and  also  in  showing  that  by  adopting  the 
horse-shoe  shape  the  danger  of  a  breakdown  (as  in  Swaris  lamp)  through 
expansion  of  the  carbon  could  be  avoided. 


1887.    Edison  &  Swan  United  Electric  Light  Co.  v.  Woodhouse  & 

Rawson  (2nd  Action),  4  R.  P.  C.  99. 

Construction  of  Claims — Sufficiency. 

A  patent  was  granted  (No.  4847  of  1878),  to  F.  /.  Cheesbrough  for 
"improvements  in  and  relating  to  electric  lamps,"  [and  to  a  method  of 
charging  such  lamps  with  an  artificial  atmosphere  and  purifying  the  same\y 
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and  to  the  production  of  a  carbon  for  use  in  electric  lamps,  [and  for  other 
purposes.]  * 

The  object  of  the  invention  was  described  as  twofold :  an  imi^oved 
lamp,  and  the  ''  production  of  a  better  carbon  for  the  use  of  electric  lamps/' 
The  drawings  and  iamp  were  described  at  length.  The  lamp  consisted  of 
a  rod  of  carbon  in  an  atmos|^ere  of  nitrogen.  The  defects  in  existing  car- 
bons were  pointed  out,  the  chief  being  want  of  homogeneity. 

The  new  process  of  preparing  carbons  was  then  described  as  follows  :— 

"  It  has  been  found  that  a  pencil  of  carbon  immersed  in  a  hydrocaibon 
gas  or  liquid,  and  heated  to  an  extremely  high  temperature  by  the  voltaic 
current,  is  not  itself  attacked,  but  decomposes  the  surrounding  matter,  the 
carbon  of  which  enters  and  fills  up  its  pores  to  an  extent  impossible  except 
with  matter  in  a  very  attenuated  state,  and  deposits  a  perfectly  homogeneous 
layer,  generally  of  a  bright  grey  colour,  upon  the  exterior  surfieice.  As  the 
carbon  increases  in  size,  more  current  is  required  to  maintain  its  temperature, 
and  if  die  current  is  gradually  increased  in  accordance  with  the  demand  for 
it,  there  is  appearingly  no  limit  to  the  increase  in  mass  of  the  homogeneous 
exterior  deposit.  Carbon  pencils  may  be  cut  from  this  deposit,  or  the 
original  pencil  with  its  coating  may  be  used  in  the  lamps. 

"  In  this  process  it  will  be  seen  that  the  carbon  is  never  in  contact  with 
the  liquid  in  which  it  is  immersed,  but  surroimded  by  a  carbonic  gas  of  vei}' 
high  temperature.  Beeswax,  balsam,  and  most  oils,  if  pure,  operate  satis- 
factorily ;  almost  any  hydrocarbon,  in  fact,  will  answer." 

The  mode  of  filling  the  globes  with  nitrogen  gas  had  been  described ;  the 
carbons  were  to  be  treated  as  above  mentioned,  thus  :  "  let  it  be  supposed 
that  the  pencil  of  carbon,  held  between  two  carbon  pieces  of  greater  mass 
than  that  of  the  pencil  as  above  described,  is  immersed  in  the  hydrocarbon 
liquid  and  heated  in  the  manner  already  described,  being  then  cleansed  in 
alcohol,  the  pencil  and  its  holders  without  having  been  disturbed  are  placed 
in  the  globe  in  which  they  are  to  be  hermetically  sealed. 

"  The  globe  is  charged  with  pure  nitrogen,  and  then  while  still  allowing 
pure  nitrogen  to  flow  into  and  out  of  the  globe,  the  carbon  is  heated  to  in- 
candescence, thus  driving  out  all  impurities  and  occluded  gases,  which  are 
carried  out  of  the  lamp  by  the  current  of  nitrogen.  With  this  operation  the 
preparation  of  the  carbon  is  completed,  and  the  lamp  now  being  hermetically 
sealed  as  above  described,  is  ready  for  use." 

The  claims  were — 

'*  First,  the  herein-described  method  of  preparing  the  illuminating  part 
of  an  electric  lamp  consisting  of  electrically  heating  the  same,  while  it  is  sur- 
rounded by  a  carbon  gas  or  liquid. 

"  Second,  a  material  for  the  manufacture  of  the  illuminating  conductors 
of  electric  lamps,  produced  by  electrically  heating  carbon  in  a  carbon  gas. 

^  The  specification  was  amended  from  Nov.  12,  1884.  The  words  in  brackets  were  stnidc 
out  (as  to  which  see  ante,  p.  167)  from  the  title,  and  the  description  of  the  correspondiDg  ports 
from  the  specification.  Only  so  much  of  the  amended  specification  is  here  given  as  is  necessar)' 
to  appreciate  the  question  of  "  construction." 
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"  Third,  the  hereinbefore  described  method  of  preparing  the  illuminating 
part  of  an  electric  lamp  consisting  in  first  obtaining  a  solid  deposit  of  carbon 
by  electric  action  as  set  forth,  and  subsequently  when  the  globe  containing 
it  is  charged  with  a  carbon  preservative  atmosphere,  before  the  flow  of  such 
preservative  atmosphere  through  the  lamp  has  ceased,  and  before  the  lamp 
is  finally  sealed,  heating  the  illuminating  part  by  means  of  the  electric  cur- 
rent, in  order  to  expel  impurities  and  occluded  gases." 

The  plaintiffs  were  assignees  of  this  patent  and  the  invention  in  the 
manufacture  of  carbon  "  filament "  lamps,  under  the  Edison  patent  (dealt 
with  in  the  preceding  case).  A  filament  not  being  of  uniform  cross-section, 
became  hotter  at  some  points  than  at  others.  By  means  of  the  above  pro- 
cess, the  carbon  was  deposited  from  the  hydrocarbon  just  as  required  till 
the  filament  had  a  uniform  brightness  throughout. 

At  the  trial  of  an  action  for  infringement  the  main  defence  was :  In- 
validity on  account  of  the  specification  being  insufficient  or  misleading,  as 
the  terms  "  carbon  gas  "  and  "  carbonic  gas  "  would  include  CO  and  COj, 
neither  of  which  would  suit. 

The  directions  were  alleged  to  be  insufficient,  but  no  evidence  was 
called  to  show  that  a  workman  would  be  misled. 

Judgment  was  given  for  the  plaintiffs  (3  R.  P.  C.  183).  The  defendants 
appealed. 

^My  by  the  Court  of  Appeal,  that  the  "  carbon  gas  or  liquid  "  in  the 
first  claim  referred  to  such  as  was  described  in  the  specification,  namely, 
not  those  "  hydrocarbons  "  strictly  so-called  (compounds  of  C  and  H  only), 
but  those  popularly  included  in  the  term  which  contained  other  elements 
in  addition. 

lAndUy^  L.J.  (at  p.  107)  :  ".  .  .  It  remains  to  consider  the  objections  to 
the  specifications  and  claim.  One  is  that  the  expression  '  carbon  gas  or 
liquid '  in  the  claim  is  ambiguous  and  too  wide  and  misleading.  It  is  urged 
that  the  expression  includes  carbonic  oxide  and  carbonic  acid,  neither  of 
which  will  do.  But  every  claim  in  every  patent  must  be  read  and  construed 
with  reference  to  the  specification,  and  not  as  if  the  claim  was  an  isolated 
sentence  having  no  connection  with  or  reference  to  that  which  precedes  it.^ 
To  see  what  is  meant  by  carbon  gas  or  liquid  we  must  turn  to  die  specifica- 
tion, and  when  we  do  so  we  cannot  conceive  that  any  one  reading  the 
specification  fairly,  with  a  view  to  understanding  it,  would  ever  dream  for  a 
moment  that  carbonic  oxide  or  carbonic  acid  would  answer  the  purpose  or 
could  be  meant  by  '  carbon  gas.' ''  ^  P.  108  :  ".  .  .  No  doubt  it  is  for  the 
Court,  and  not  for  a  workman,  to  construe  the  specification ;  but  if  a  workman 
says  it  is  a  sufficient  guide  to  him,  and  the  Court  believes  him,  the  Court 
must  hold  that,  as  regards  clearness  of  description,  the  specification  is  in 
point  of  law  sufficient." 

1  Followed  by  Lord  Esher,  M.R.,  in  Edison  Bell  Phonographic  Corp,  v.  Smiih,  ii  R.  P.  C. 
396 ;  and  by  JCay,  L.J.,  in  Parkinson  v.  Simon,  ii  R.  P.  C.  507. 

'  This  whole  passage  quoted  and  followed  by  Byrne,  J. ,  in  Reason  Manufacturing  Co.  v. 
£.  F.  May,  Ltd.,  19  R.  P.  C.  415. 
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1887.    Woodward  v.  Sansum,  4  R.  P.  C.  166. 
Disconformity — Inclusion  of  Improved  Invention. 

A  patent  ^  (No.  6209  of  1884)  was  granted  to  the  plaintiff  for  "  improve- 
ments in  pen  and  pencil  cases  and  other  holders  for  like  instruments  and 
materials." 

The  specifications  *  were  in  the  following  terms : — 

"  My  invention  has  reference  to  pen  and  pencil  cases  and  other  holders 
for  like  instruments  and  materials ;  that  is,  cases  for  holding  pencils,  crayons, 
solid  aniline  inks,  knives,  toothpicks,  and  the  like,  in  the  manner  hereinafter 
described,  whereby  the  part  or  movement  carrying  the  writing  material  or 
instrument  is  projected  or  unsheathed  by  holding  the  case  point  downwards 
in  a  vertical  position,  and  at  the  same  time  pressing  a  pusher-cap  at  the 
summit  of  the  case.  The  nozzle  of  the  movement  carrying  the  lead  or  other 
instrument  is  projected  by  gravity  from  its  case,  and  is  held  in  such  a 
position  by  relaxing  pressure  on  the  cap  described,  which  then  returns  to  its 
normal  position,  the  nozzle  of  the  movement  protruding  from  the  case  or 
holder  ready  for  use. 

"  When  it  is  wished  to  enclose  the  nozzle  of  the  movement  within  its 
case  for  protection  or  otherwise,  it  is  only  necessaiy  to  invert  the  case  or 
holder  with  the  nozzle  pointing  vertically  upwards,  when  on  again  pressing 
the  sliding-cap  at  the  end  of  the  holder,  as  described,  the  movement  is 
liberated,  and  the  part  containing  the  lead  or  other  instrument  falls  again  by 
gravity  or  by  its  own  weight  into  the  interior  of  its  case,  and  on  ceasing  to 
press  the  terminal  sliding-cap  the  movement  is  suspended  or  fixed  therein 
and  the  point  of  the  lead  or  instrument  projected. 

"  For  convenience  of  description,  I  will  describe  my  invention  as  applied 
to  a  pencil-case. 

''  Encased  within  the  barrel  of  the  pencil-case  is  a  conductor-tube,  in 
which  the  movement  or  part  carrying  the  writing  material  freely  slides  or 
traverses.  The  said  movement  has  a  pin  affixed  at  its  upper  part,  which 
slides  or  moves  within  a  quick  spiral  or  helical  slot  running  down  the  barrel 
of  the  said  conductor-tube.  This  helical  slot  has  top  and  bottom  cross-slots, 
in  which  the  pin  of  the  movement  takes  for  locking  and  suspending  the  said 
movement  when  in  its  projected  or  sheathed  position. 

"  Working  and  sliding  upon  the  conductor-tube  described  is  a  secondary 
or  pusher-tube,  which  has  at  its  summit  a  sliding-cap  for  operating  the  pencil- 
case.  The  said  pusher-tube  has  a  plain  helical  or  spiral  slot  running  longitudi- 
nally down  its  barrel,  and  which  is  of  the  same  pitch  as  that  in  the  conductor- 
tube  ;  this  slot  in  the  pusher-tube  has  no  top  or  bottom  slots.  The  pin  of  the 

^  The  action  was  brought  for  infringement  of  two  patents.  It  is  only  necessary  for  the 
present  purpose  to  refer  to  the  second. 

*  To  facilitate  comparison,  the  two  specifications  are  here  given  together.  To  read  the 
provisional,  omit  all  passages  in  square  brackets  and  read  ihe  words  in  italics.  The  complete 
is  read  by  omitting  the  words  in  italics  and  reading  those  in  square  brackets.  The  introduc- 
tion of  new  matter  and  alleged  disconformity  are  thus  seen  at  a  glance. 
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movement  works  within  the  coincident  slots  of  the  conductor  and  pusher 
tubes  on  the  movement  changing  its  position,  [or  the  drop  movement  may  be 
provided  at  its  upper  end  with  top  and  bottom  cross-slots  leading  into  a 
longitudinal  vertical  slot  instead  of  the  conductor-tube.  The  pin  for  hold- 
ing the  movement  in  its  projected  or  sheathed  position  is  stationary  with 
regard  to  the  said  movement,  although  the  said  pin  has  a  slight  lateral 
movement  sufficient  for  the  moving  of  it  out  of  the  locking-slots  when  the 
movement  is  required  to  fall]. 

"  The  pusher-tube  with  its  helical  or  spiral  slot  is  incapable  of  rotating 
by  a  vertical  slot  at  the  bottom  of  the  tube  engaging  with  a  long  stud  or  pin 
on  the  fixed  conductor-tube. 

'^  A  coiled  spring  resting  upon  the  top  of  the  conductor-tube  gives  the 
return  movement  to  the  cap  and  its  pusher-tube. 

"  The  action  of  the  pencil-case  is  as  follows,  on  the  nozzle  of  the  move- 
ment being  in  its  sheathed  position  with  the  pin  of  the  movement  within  its 
sheathing-slot — on  pressing  vertically  inwards  the  pusher-cap,  the  pusher- 
tnbe  is  lowered,  and  by  its  downward  movement  causes  the  upper  part  of 
the  left-^iand  side  of  the  helical  or  inclined  slot  to  act  against  the  pin  on  the 
movement,  [or  the  pin  engaging  with  the  movement],  thereby  forcing  the  said 
pb  from  the  sheathing-slot  into  the  coinddettt  helical  slots  of  the  conductor 
and  pusher  tubes,  [or  into  the  slots  of  the  movement  and  pusher  tubes,  as  the 
case  may  be],  and  so  freeing  the  pin  and  allowing  the  movement  to  fall  ot^ 
of  its  case  the  required  distance  by  its  own  weight,  which  is  fixed  in  this 
position  by  relaxing  pressure'on  the  sliding -cap  by  the  right-hand  side  of  the 
slot  of  the  retiring  pusher-tube  forcing  the  pin  of  the  movement  into  the  cross 
locking-slot  of  the  conductor-tube,  [or  into  the  cross  locking-slot  of  the 
movement],  thereby  fixing  the  movement  in  its  locked  position. 

'^  When  it  is  required  to  sheath  the  nozzle  of  the  movement  within  its 
case,  it  is  only'necessary  to  invert  the  pencil-case  and  again  press  the  sliding- 
cap,  which  frees  the  pin  from  the  locking-slot  [either  in  the  conductor-tube 
or  m  the  movement]  and  uncovers  the  helical  slot  of  the  puslur-tube^  and  allows 
the  movement  to  fall  within  its  case,  as  herein  first  described,  which  is  again 
fixed  by  ceasing  to  press  the  pusher-tube,  which  retires  to  its  normal  position, 
pressing  the  pin  of  the  movement  into  the  sheathing-slot,  and  holding  the 
movement  within  its  case.^ 

''The  top  and  bottom  cross  locking-slots  may  be  on  the  movement 
itself,  and  Uie  pin  which  fixes  the  movement  may  have  a  slight  lateral 
motion,  independent  of  the  drop  movement  itself. 

'*  The  liberation  and  fixing  of  the  pin  which  holds  the  movement  in  its 
respective  locked  and  sheathed  positions  may  be  operated  by  changing  the 
position  or  positions  of  the  inclined  slot  or  slots  which  work  the  locking  or 
fixing  pin,  without  materially  afiecting  the  principle  and  object  of  my  in- 
vention, as  the  inclined  sides  of  the  helical,  locking,  and  releasing  slots  acting 
in  a  vertical  direction  constitute  the  principle  or  essential  points  of  my 
invention. 

'  The  provisional  specification  ends  here. 
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"  The  casing  which  covers  the  body  of  the  peiicil-case  may  be  made  to 
slide  upon  the  other  parts,  or  the  other  parts  may  be  made  to  slide  within 
the  casing  without  materially  altering  the  nature  or  essence  of  my  invention." 

In  the  specification  the  details  of  the  invention  are  given  and  illustrated 
by  means  of  drawings/  The  letters  signify  the  same  parts  throughout  The 
*'  drop  movement "  is  the  innermost  tube,  or  lead-carrier,  ^,  to  which  is 
attached  the  pin  d*  (Fig.  1 1),  which  projects  through  the  slot  d^  in  the  fixed 
conductor-tube  d.  The  pin  projects  further  into  the  helical  slot  ^  of  the 
pusher  tube  c  (Fig.  1 1).  The  slots  d^  and  c^  are  of  the  same  pitch  through- 
out. At  each  end  of  the  slot  d^  is  a  cross  locking-slot  d^.  The  pusher-tube 
c  is  pushed  down  by  the  cap  ^,  in  which  is  a  spring  that  forces  the  tube  c 
back  into  its  original  position  when  the  operation  is  over ;  it  is  guided  in  its 
motion  by  the  pin  f  moving  in  the  slot  e^  The  pencil-case  is  held  vertically, 
the  pin  d^  then  resting  (Fig.  2  and  Fig.  10)  in  the  cross-slot  d^.  On  pushing 
down  the  pusher-tube  c  the  side  r  of  the  slot  ^  sliding  against  the  pin  bi 
forces  it  out  of  the  slot  //,  into  the  slots  d^  and  Cg  (Fig.  3),  which  then  coin- 
cide. The  drop  movement  then  falls,  the  pin  ^s  dropping  to  the  bottom  of 
the  slot  ^  (Fig.  4).  On  removing  the  pressure  the  spring  restores  the 
pusher-tube  do  its  original  position,  the  side  /  of  the  slot  Cg  sliding  against 
the  pin  ^j  forces  it  into  the  locking-slot  d^  (Fig.  5),  when  the  operation  is 
finished.  To  restore  the  lead  to  its  case  the  pencil  is  held  vertically  point 
upwards ;  the  reverse  operation  is  then  similarly  performed. 

The  second  sheet  of  drawings  showed  another  modification  of  the 
invention,  in  which  the  slots  were  not  helical,  but  bow-shaped,  the  cross 
locking-slots  being  at  opposite  sides  of  the  slot.  The  action,  however,  was 
the  same  as  that  described. 

The  third  form  of  the  invention  was  next  described. — "  Figs.  20  to  32, 
both  inclusive,  represent  a  pencil-case  constructed  according  to  my  invention, 
in  which  the  drop  movement  carrying  the  lead  or  other  instrament  is  fixed 
and  released  by  the  inclined  sides  of  a  diagonal  or  helical  slot,  which  alter- 
nately act  upon  a  pin,  as  in  the  other  arrangements,  for  releasing  and  fixing 
the  said  drop  movement  either  in  its  closed  or  projected  position. 

"  The  same  letters  indicate  the  same  parts  in  all  the  figures. 

"  a  is  the  outer  casing,  and  d  is  the  drop  movement,  having  at  its  upper 
end  a  longitudinal  slot,  ^,  and  cross  locking  slots,  ^,  ^*;  the  reverse  side  of 
the  movement  has  a  horizontaf  opening  as  shown  in  Fig.  30.  The  last- 
named  slots  are  the  same  as  hereinbefore  described  in  the  conductor-tube, 
the  difference  being  that  in  the  former  case  the  slots  remain  stationary,  while 
in  the  latter  it  falls  with  the  movement.  The  conductor-tube  c  has  a  cross- 
slot,  r',  on  one  side,  and  a  hole,  ^,  on  the  other.  The  hole  ^  constitutes  the 
fulcrum,  on  which  the  end  of  the  pin  d  moves  laterally.  The  slot  ^  limits  the 
motion  of  the  pin  at  its  front  or  locking  end  in  being  moved  into  and  out  of 

^  The  description  is  here  summarized,  but  enough  is  given  to  illustrate  the  action  of  the 
invention  as  originally  described  and  the  improvement  introduced  into  the  complete  specifi- 
cation which  constituted  the  alleged  disconformlty. 
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the  slots  ^^  ^^  of  the  drop  movement  b^  by  the  diagonal  inclines  of  the  slot 
/in  the  pusher-tube  e.  ^  is  a  stud  working  in  the  slot  ^  for  determining 
the  vertical  movement  of  the  inclines  in  locking  and  releasing  the  movement 
when  it  is  required  for  it  to  be  sheathed  or  projected." 

The  action  is  as  follows : — ^The  pusher-tube  forces  the  pin  out  of  the  slot 
as  in  the'former  case  (Figs.  20,  21),  then  the  drop  movement  drops,  the  pin 
remaining  stationary,  and  the  slots  allowing  the  drop  movement  to  &1L  The 
spring  returning  the  pusher-tube  c  to  its  original  position  (Fig.  22),  forces 
the  pin  into  the  top  locking-slot  b^. 

The  claims  were — 

'*  First,  the  improvements  in  pen  and  pencil  cases  and  other  holders 
for  like  instruments  and  materials  hereinbefore  described  and  illustrated  in 
Figs.  I  to  31,  both  inclusive  of  the  accompanying  drawings;  that  is  to  say, 
fixing  and  releasing  drop  movement  containing  the  writing  material  or  other 
instrument,  by  the  direct  vertical  movement  or  thrust  of  the  inclined  sides 
of  a  diagonal  or  helical  slot  or  slots  constituting  locking  and  releasing  in- 
clines, which  act  alternately  upon  a  pin,  which  holds  the  movement  locked 
when  sheathed  or  projected,  and  releases  the  movement  when  change  of 
position  is  required,  by  acting  directly  upon  a  pin  or  projection  which  is 
carried  by,  or  engages  with,  the  movement ;  the  inclines  and  pin  and  other 
parts  for  guiding,  locking,  and  releasing  being  arranged,  combined,  and  acting 
in  the  ways  and  for  the  purpose  as  described  and  set  forth." 

The  second  claim  was  for  the  bow-shaped  modification  as  shown  m 
Figs.  12  to  15  ;  and  the  third  claim  was  for  a  form  in  which  the  tubes  were 
fluted  or  ridged  to  diminish  friction. 

The  patent  was  upheld  at  the  trial. 

On  appeal  it  was  upheld  by  the  Court  of  Appeal. 

The  Lords  Justices  held  that  although  the  third  mode  of  carrpng  out  the 
invention  was  different  from  those  described  in  the  provisional  specification, 
yet  the  whole  came  within  the  invention,  the  nature  of  which  was  described 
in  the  provisional.^ 

Cotton^  L.J.  (at  p.  175) :  "  It  is  true  that  in  his  provisional  specifica- 
tion he  has  stated  a  different  mode  of  carrying  his  invention  into  effect 
from  that  which  he  stated  in  sheet  3  of  his  complete  specification ;  but 
if  both  are  really  within  the  same  invention,  described  though  not  minutely 
but  in  general  terms  in  the  provisional  specification,  then  the  patent  will  not 
be  bad  simply  because  a  different  mode  of  carrying  the  same  invention  into 
operation  is  described  in  the  complete  specification,  and  even  although 
that  may  be  an  improvement  on  what  is  described  in  the  provisiona 
specification,  because  a  patentee  putting  in  a  provisional  specification 
showing  the  nature  of  his  invention  is  not  bound  to  describe  the  way  in 
which  that  can  be  carried  into  effect  and  operation,  but  if  he  does  describe 

^  The  facts  of  this  case  were  alluded  to  and  the  decision  followed  by  Cotton,  L.J.,  and 
Lopes^  L.J.,  in  Siddell  v.  Vickers^  5  R.  P.  C.  436,  433  ;  and  also  in  Hookkam  v.  Johnson 
14  R.  P.  C.  561. 


WOODWARD  V.  SANSUM— PROCTOR  v.  BENNIS.    305 

a  way  of  doing  it,  and  before  he  files  his  complete  specification  he  either 
finds  out  improvements  in  that  way  or  a  different  way  of  carrying  into  effect 
that  which  is  described  as  his  invention  in  the  provisional  specification,  he 
is  bound  to  give  the  public  the  benefit  of  what  he  has  discovered  as  regards 
the  mode  of  carrying  the  invention,  the  nature  of  which  must  be  described 
in  the  provisional  specification,  into  effect,  even  although  there  may  be  im- 
provement and  even  invention  which  was  not  known  to  him  at  the  time."  ^ 


1887.    Proctor  v.  Bennis,  4  R.  P.  C.  333. 
Construction — Mechanical  Equivalents. 

A  patent  was  granted  (No.  2047  o^  1^75)  ^<>  ^  Proctor  for  '*  an  im- 
proved self-acting  apparatus  for  supplying  fuel  to  boiler  and  other  furnaces." 

The  complete  specification  commenced  with  the  following  description 
of  the  nature  and  object  of  the  invention  as  follows : — 

*'  This  invention  has  for  its  object  improved  and  self-acting  mechanism 
for  supplying  to  and  distributing  fuel  at  intervals  over  the  fire  surface. 


^/S  J 


^/#  / 


Diagrams  from  Proctor's  specification  (No.  2047  of  1875). 

"  The  construction  and  action  of  the  apparatus  is  as  follows  :— I  employ 
an  ordinary  feed-hopper,»  A,  applied  to  the  front  of  the  boiler,  which  by 

•  This  rule  has  been  quoted  with  approval  and  followed  in  Aioseley  v.  Victoria  Rubber  Co., 
4  R.  P.  C.  248 ;  Gadd  v.  Mayor  of  Manchester,  9  R.  P.  C.  260  (and  in  C.  A.  by  Smith,  L.J., 
9  R.  P.  C.  509);  Brooks  v.  Lamplugh,  14  R.  P.  C.  617;  and  The  Pneumatic  Tyre  Co.  v. 
Leicester  Pneumatic,  b^c,  Co.,  15  R.  P.  C.  164  ;  and  Ward  Bros.  v.  hill,  ao  R.  P.  C.  200. 

*  The  references  to  the  diagrams  are  here  inserted  instead  of  reproducing  the  detailed 
description  of  the  drawings.  Only  those  drawings  necessary  to  understand  the  case  are 
given-  Fig.  i  is  a  front  elevation,  and  Fig.  3  a  side  view.  The  remaining  figures  (2,  4-10) 
showed  an  end  view  and  parts  in  detail. 
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P,  being  the  shaft  above,  and  the  motion  as  r^;ards  the  fulcrum  was  geometri- 

cally  the  same  as  that  of  the  lower  end  of  the  plaintiff's  door  as  regaids  its 

own  shaft     Id  the  plaintiffs  case  the  tntenoittent  actuating  mechanism 

was  outside  ctmnected  with  the 

shaft ;  in  the  defendanf s  it  was 

inside,  and  connected  with  the 

notch  on  the  arm  C.     This  is 

shown  in  the  last  diagiam,   in 

wbicfa  D  is  a  shaft    to    which 

cams,  Q,  are  attached    The  aim 

C    and  shovel    M    are    pressed 

forward  by  the  springs  F  and  G. 

\Vhen  D  revolves  the  cams,  Q, 

press  back  the  arm  until  they 

pass  the  notch,  when  the  arm 

and  shovel  spring  forwards  again, 

the  shovel  dirowing  the  coals  on 

the  fire. 

The  main  feature  in  the  de- 
fence was  that  the  defendant's 
pusher  was  mounted  on  a  pin  to 
act  as  a  buffer;  that  the  plain- 
tiff's claim  was  for  the  combina- 
tion as  a  whole,  and  that  the 
defendant's  was  entirely  different. 

The  learned  Vice-Chancellor 
of  the  Palatine  Court  held,  inter 
a&a,  that  the  patent  was  valid, 
and  had  been  infringed. 

On  appeal,  hdd,  by  the  Court  of  Appeal,  in^  alia,  that  the  patent  was 
valid,  and  that  the  defendant  had  taken  the  essence  of  the  combination. 

Cotton,  L.J.,  considered  the  nature  of  the  claim  to  be  one  for  a  com- 
bination. After  dealing  with  the  question  of  novelty  and  allegation  that 
the  novelty  of  parts  was  not  pointed  out,  he  continued : — "  Now  I 
have  refeired  to  that  so  as  to  show  that  I  have  not  omitted  the 
a^ument.  In  my  opinion,  it  is  of  necessity,  without  that  observation  and 
this  expression  of  opinion  by  Lord  Cairns,  that  where  a  combination  is 
claimed  to  be  an  invention,  if  that  invention  is  new,  it  is  immaterial  on  the 
question  of  the  validity  of  the  specification,  and  the  goodness  of  the  patent, 
that  the  patentee  should  point  out  how  far  he  does  or  does  not  claim 
particular  portions.  Of  course,  if  the  alleged  infringement  had  been  a 
subsidiary  portion  of  this  combination,  or  had  been  particular  parts  of 
machinery  which  formed  the  combination  as  a  whole,  that  would  have 
been  material,  but  when  I  read  the  claim  it  will  appear  that  the  plaintiff 
does  cut  himself  down  entirely  to  the  combination,  pointing  out  that 
he  does  not  claim  the  particular  portions  of  that,  but  simply  claims  the 


Section  oT  defendant'*  pusher. 
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combination  of  four  parts  (three  being  lumped  together) — the  combination  of 
those  with  another,  namely,  his  flaps  or  doors."  ^  The  learned  judge  then 
pointed  out  that  there  was  ample  evidence  of  invention,  as  no  woikman 
had  been  called  to  show  that  the  earlier  machine  of  the  defendant's  could 
be  improved  to  the  form  of  the  later. 

As  to  equivalents  in  view  of  infringement,  he  said:  "Has  the 
combination  in  substance  been  taken?  Has  the  defendant,  though 
not  exactiy  taking  the  whole  combination  which  has  been  patented, 
taken  by  slight  variations,  or  by  mechanical  equivalents,  the  substance  of  it 
to  produce  the  same  result'  by  practically  the  same  means?  Has  he 
taken  the  essence  of  it  ?  "  ' 

He  continued  by  examining  the  specification  and  claim,  and  held  that 
the  defendant's  machine  was  a  colourable  variation  of  the  plaintifiTs/ 

The  learned  judge  dealt  next  with  the  variations  between  the  two 
machines,  and  distinguished  the  case  of  Curtis  v.  FkUt  (anie^  p.  231). 

''  Then  it  was  said  that  we  were  precluded  from  going  into  that  in  this 
case  by  what  was  laid  down  by  three  judges  of  great  distinction,  Lord 
HathtrUy^  Lord  Westbury^  and  Lord  Cranworth^  in  the  case  of  Curtis  v. 
Fiatt^  in  the  various  stages  through  which  that  case  went.  Of  course,  what- 
ever one's  view  might  be,  one  ought  not  to  act  contrary  to  any  principle  that 
has  been  laid  down  by  them.  The  principle  which  was  contend^  for  was  this, 
that  where  there  is  a  combination  claimed  for  improvements  in  machinery, 
there  you  must  hold  the  patentee  to  the  description  which  he  gives  of  the  par- 
ticular means  by  which  his  invention  is  to  be  carried  into  effect ;  and  that  die 
doctrine  of  mechanical  equivalents  cannot  apply  in  such  a  case,  but  you  must 
hold  him  strictly  to  the  particular  mechanical  means  by  which  he  proposes  to 
carry  out  his  invention.  Now,  in  my  opinion,  that  case  does  not  apply  to 
this,  because  those  observations  were  applied  to  a  case  where  there  was  a 
machine  which  had  been  long  in  use  for  producing  a  certain  result  There- 
fore there  was  no  novelty  at  all  in  the  results  to  be  produced  even  in  that 
machine,  and  the  only  novelty  which  could  be  claimed  would  be  the 
application  and  use  of  certain  mechanical  means  in  order  to  produce  in  a 
known  machine  the  same  result  which  in  that  known  machine  had  been 
produced  by  other  mechanical  means.  That,  to  my  mind,  distinguishes 
the  case  from  the  present — because  what  was  the  case  ?  "  •  After  calling 
attention  to  the  facts  in  Curtis  v.  flatty  the  learned  judge  continued:— 
''It  [the  invention]  was  specially  to  produce  improvements  into  the 
mechanical  means  and  arrangements  which  the  previous  patentee  had  used 

>  Quoted  by  Porter,  M.R.I.,  in  Wilson  v.  Balfour,  5  R.  P.  C.  253. 

s  In  Gosnell  v.  Bishop,  5  R.  P.  C.  156,  the  same  learned  judge  described  the  new  resah 
or  object  as  spreading  the  coals  on  the  fire  by  intermittent  radial  action, 

»  This  passage  was  quoted  by  Lopes,  L.J.,  in  Automatic  Weighing  Machines,  Knigki, 
6  R.  P.  C.  309, 

*  Relied  on  by  AsMoume,  L.C.I.,  in  Thomson  v.  Moore,  6  R.  P.  C,  444,  and  by  Palles, 
L.C.B.  (idid.,  447) ;  also  by  Lindley,  L  J.,  in  Ticket  Punch,  &c,,  Co,  v.  Colley's  Patents,  is 
R.  P.  C.  183. 

*  Quoted  and  approved  in  Wilson  v.  Balfour,  5  R.  P.  C.  253. 
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to  obtain  well-known  objects  in  a  well-known  machine.  Therefore  in  that 
case,  in  applying  those  words  used  by  the  judges,  we  must  deal  with  the 
case  before  him,  and  come  to  the  conclusion,  as  I  do,  that  what  that  meant 
was  this,  that  where  there  is  no  novelty  in  the  result,  where  the  machine  is 
not  a  new  one,  nor  the  result — ^you  must  strictly  hold  the  patentee  now 
claims  an  improvement  in  the  machinery  for  producing  in  a  known  machine 
that  result — ^you  must  tie  him  down  strictly  to  the  invention  which  he  claims, 
and  the  mode  of  affecting  the  improvement  which  he  says  is  his  invention. 
But  here  the  throwing  coal  on  to  the  furnace  by  the  intermittent  radial 
action  of  a  flap  or  door  was  new.  Nothing  of  Uie  kind  had  been  done 
before.  It  is  true  there  had  been,  though  imperfect,  previous  machines  for 
feeding  furnaces  automatically,  but  that  had  not  been  done  previously  to 
this  machine  by  any  intermittent  radial  action  of  a  flap  or  door,  as  was 
done  by  the  plaintiff',  and  apparently  successfully  done  by  him.  In  my 
opinion,  therefore,  these  opinions  expressed  by  the  judges  with  reference 
to  mere  improvements  in  an  old  machine  for  an  old  purpose  cannot  lay 
down  any  law  for  a  case  like  this,  where  the  result  of  throwing  coal  on  to 
the  furnace  by  the  intermittent  radial  action  of  the  flap  is  first  applied  in 
a  machine  invented  by  the  plaintiff"."  ^ 

Boweuy  L.  J.,  in  discussing  the  question  of  identity  of  inventions  observed, 
examined  the  specification  and  continued : — '*  I  think  the  truth  is  that  the 
doors  were,  in  the  eye  of  the  inventor,  an  extremely  important  part  of  the 
combination,  and  gave,  so  to  speak,  the  key  to  the  whole,  and  it  is  on  that 
ground  that  he  employs  the  language  he  does ;  but  none  here  are  claimed 
separately.  Now  I  think  it  goes  to  the  root  of  this  case  to  remember  that 
this  is,  as  was  described  by  one  of  the  counsel,  really  a  pioneer  invention, 
and  it  is  by  the  light  of  that  that  it  seems  to  me  we  ought  to  consider  the 
question  whether  there  have  been  variations  or  omissions  and  additions 
which  prevent  the  machine  which  is  complained  of  from  being  an  infringe- 
ment of  the  plaintiff's.  With  regard  to  the  variations,  I  take  precisely  the 
same  view  that  the  Lord  Justice  has  taken,  and  I  will  not  travel  over  the 
matter  which  he  has  gone  over  in  detail.  With  regard  to  the  additions  and 
omissions,  it  is  obvious  that  additions  may  be  an  improvement,  and  that 
omissions  may  be  an  improvement;  but  the  mere  fact  that  there  is  an 
addition,  or  the  mere  fact  that  there  is  an  omission,  does  not  enable  you 
to  take  the  plaintiffs  patent.  The  simple  question  is  not  whether  the 
addition  is  a  material  one,  or  whether  the  omission  is  material,  but  you 
must  go  back  again  and  ask  yourself  whether  what  has  been  taken  in  the 
substance  and  essence  of  the  invention." '  The  learned  judge  concluded  by 
distinguishing  Curtis  v.  Platt^  and  held  that  the  plaintiff"  was  the  first  to 
produce  "  instead  of  mere  automatic  feeding,  an  intermittent  radial  action 
of  the  flap  of  the  door,"  and  that  the  defendant's  machine  contained  the 
substance  and  essence  of  the  plaintiffs  combination. 

*  These  two  last  extracts  were  relied  on  in  Thomson  v.  \foore,  6  R.  P.  C.  439. 

*  This  passage  quoted  and  relied  on  by  Wills,  J.,  in  Incandescent  Gas,  6*<:.  v.  De  Mare, 
13  R.  P.  C.  331. 
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J^ry^  LJ.,  in  the  course  of  his  judgment  described  the  "pith  and 
substance  of  the  plaintiffs  invention  is,  in  my  judgment,  putting  coals  upon 
a  fire  by  intermittent  radial  action,  an  invention  which,  it  may  be  remarked, 
reproduces  with  great  exactitude  the  action  of  the  human  arm  in  pladog 
coals  upon  a  fire."  After  discussing  the  facts  and  authorities,  he  continued  :— 
*'  Was,  then,  the  object  in  the  present  case  an  old  one,  or  was  it  a  new  one? 
Putting  coal  upon  a  fire  is,  of  course,  an  act,  if  not  as  old  as  Adam,  I 
suppose  as  old  as  the  time  when  Tubal  Cain  wrought  in  metal,  or  when 
Prometheus  introduced  fire  to  mankind.  It  is,  therefore,  as  old  as  it  can 
be.  But  is  that  the  real  object  of  the  patent  ?  I  think  that  the  real  object 
of  the  patent  must  be  taken  to  be  this,  the  automatic  placing  of  coal  on  a 
fire  by  intermittent  radial  action.  That  object  is  new.  I  think,  therefore, 
we  are  bound  to  construe  this  combination  as  a  combination  to  effect  a 
new  and  useful  object."  ^  The  learned  judge  concluded  by  pointing  out 
the  points  of  similarity  in  the  actions  of  the  two  machines  : — "  In  the  present 
case  we  have  these  broad  features  of  likeness,  that  in  both  machines  the 
motion  is  a  radial  motion,  in  both  machines  it  is  an  intermittent  motion  ; 
in  both  the  machines  it  is,  of  course,  produced  by  means  of  a  radius,  in 
both  machines  that  radius  is  moved  in  one  direction  by  tappets,  and  the 
same  radius  is  moved  in  the  opposite  direction  by  a  spring.  All  those 
broad  features  of  the  machines  are  in  common,  but  there  is  this  difference, 
that  in  the  plaintiffs  machine  the  shaft  is  impelled  by  the  tappets  and  by  the 
spring,  whereas,  in  the  defendant's  machine,  the  radius  itself  is  impelled  by 
the  tappets  and  the  spring.  It  would  follow  that  the  radius  in  the  plaintifls 
is  attached  to  the  shaft,  whereas  the  radius  in  the  defendant's  works  on  a 
pin.  That  is  the  broad  distinction  between  them.  The  result,  therefore, 
appears  to  me  to  be  substantially  the  same :  by  substituting  the  pin  for  the 
shaft  as  the  centre  on  which  the  radius  acts,  and  by  impelling  the  radius 
itself  instead  of  impelling  the  shaft  fixed  to  the  radius,  you  have  produced 
in  substance  precisely  the  same  radial  action  by  the  same  means.  You 
drive  your  radius  in  one  direction  by  tappets,  and  you  drive  in  the  other 
direction  by  the  spring,  and  you  produce  the  same  result,  namely,  the 
feeding  of  coal  by  a  radial  motion  made  intermittent  in  one  direction  by 
the  operation  of  the  tappets,  and  in  the  other  direction  by  the  shafts." 

Notes. 

This  case  has  been  followed  in  many  cases ;  besides  those  alluded  to 
in  the  notes,  in  Automatic  Weighing  Machine  Co,  v.  Combined  W.  M.  Co.^  6 
R.  P.  C.  124.  It  shows  that  where  the  result  is  new,  the  means  of  obtaining 
that  result  should  be  more  narrowly  examined  {Cotton^  L.  j.,  in  Aut,  W.  M. 
Co.  V.  Knight^  6  R.  P.  C.  304) ;  that  if  the  important  parts  of  an  invention 
be  taken,  equivalents  or  variations  in  the  rest  will  not  differentiate  {Ri^)\ 

*  Adopted  by  Cotton,  L.J.,  in  Gosnell  v.  Bishop,  5  R.  P.  C.  156,  and  by  Stirling,  J.,  in 
Pnsto  Gear  Case,  &*€.  v.  Simplex,  6*f . ,  15  R.  P.  C.  643. 
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LJ.,  in  Mturhead  v.  Commercial  Cable  CV.,  12  R.  P.  C.  63) ;  that  if  all  the 
combination  be  novel,  it  need  not  be  so  described  {Romevy  J.,  in  Perry  v. 
SocieU  des  LunetierSy  13  R.  P.  C.  670).  In  Aktieholagei  Separator  v.  Dairy 
Outfit  Co.  (15  R.  P.  C.  334)  it  was  followed  hy  Smith,  LJ.  (p.  334),  and  by 
Vaugkam  WilUamSy  LJ.  (p.  338),  as  an  authority  that  "  the  doctrine  of 
mechanical  equivalents  applies  to  specific  definite  parts  of  a  combination, 
definitely  included  in  the  words  of  a  claim." 

[It  should  not  be  forgotten  that  what  was  spoken  of  as  the  **  result "  and 
''  object "  of  the  invention  by  the  learned  judges  included  the  means,  viz. 
intermittent  radial  action.  It  does  not  support  the  proposition  that  where 
the  ^  result "  or ''  object "  is  something  apart  from  the  mechanism  producing 
it  the  doctrine  of  equivalents  applies.  The  "result"  here  included  the 
principle  of  the  mechanical  action  of  the  radial  flap,  and  was  therefore  part 
of  the  "  manufacture,"  that  is  of  the  machine  itself ;  the  learned  judges 
never  described  the  passage  of  the  coals  on  to  the  fire,  apart  from  the  action 
of  the  radial  flap,  as  a  "  result "  or  "  object."  The  "  result,"  as  the  term  here 
is  used,  denotes  the  radial  action,  or  mode  of  action,  of  the  mechanism ;  it 
falls,  therefore,  within  stage  III.,  and  not  IV.,  in  the  classification,  given 
ante,  p.  7.] 


1887.    Badische  Anilin  und  Soda  Fabrik  v.  Levinstein, 

4  R.  P.  C.  449. 

Construction —  Utility — Sufficiency, 

A  patent  (No.  786  of  1878)  was  granted  to  J,  H,  Johnson  for  an  in- 
vention (communicated  from  abroad  by  H.  Caro)  of  "  improvements  in  the 
production  of  colouring  matters  suitable  for  dyeing  and  printing,"  and  the 
invention  described  in  the  specification  consisted  in  '^  the  production  of  red 
and  brown  colouring  matters  which,  in  chemical  language,  may  be  termed  the 
''sulphoacids  of  oxyazonaphthaline.' " 

The  specification  then  described  four  processes  of  preparins;  the  dyes. 

The  first  process  showed  how,  by  known  methods,  naphthylamine  is 
converted  into  its  diazo  compound;  then  equal  molecules  of  the  diazo 
compound  and  of  naphthol  or  naphthylic  alcohol  are  allowed  to  react  on 
one  another  in  an  alkaline  solution;  according  as  either  of  the  isomers 
alphanaphthol  or  betanaphthol  was  employed,  the  resulting  precipitate  was 
either  of  two  isomeric  modifications  of  oxyazonaphthaline,  "  which  may  be 
termed  'alpha  and  beta  oxyazonaphthaline'  respectively."  "These  azo 
compounds  are  further  converted  into  their  sulphoacids  by  any  method 
now  in  use  for  the  preparation  of  organic  sulphoacids,  such  as,  for  instance, 
by  heating  them  with  fuming  sulphuric  acid."  The  excess  of  acid  was  then 
to  be  removed  and  the  dye  obtained  in  a  solid  state  by  precipitation  or 
evaporation — the  brown  dyes  are  obtained  from  the  alphaoxyazonaphthaline, 
and  the  red  from  the  betaoxyazonaphthaline.     An  example  of  the  process 
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was  then  set  out  in  which  the  proportions  of  the  substances  by  weight 
were  given. 

Second  process : — "  Naphthylamine  is  converted  into  its  diazo  compound 
as  before  stated,  and  equal  molecules  of  the  diazo  compound  thus  obtained 
and  of  the  sulphoacids  of  either  alphanaphthol  or  betanaphthol  are  allowed 
to  react  upon  each  other,  by  preference  in  an  alkaline  solution;"  red 
colouring  matters  result,  and  may  be  obtained  by  precipitation  or  evapora- 
tion. The  above  sulphoacids  are  produced  by  heating  naphthol  with 
excess  of  sulphuric  acid  at  a  temperature  of  about  ioo°  C  The  product 
is  a  mixture  of  several  naphthol  sulphoacids.  As  the  process  may  be 
applied  to  the  other  sulphoacids  (besides  monosulphoacid  of  naphthol) 
which  result  from  the  treatment  of  naphthol  with  sulphuric  acid,  the  inven- 
tion under  the  second  process  ''  is  the  action  of  the  diazo  naphthaline  upon 
all  sulphoacids  of  either  alpha  or  beta  naphthol,  and  substantially  in  the 
manner  aforesaid."    An  example  of  the  second  process  was  then  given. 

Third  process: — *'l*he  sulphoacids  of  naphthylamine  are  converted 
into  their  respective  diazo  compounds,  and  equal  molecules  of  the  diazo 
compounds  thus  obtained  and  of  either  alphanaphthol  or  betanaphthol  are 
allowed  to  react  upon  each  other,  by  preference  in  an  alkaline  solution, 
and  substantially  in  the  manner  above  described  in  the  first  and  second 
processes."  Alphanaphthol  produces  brown  dyes,  and  betanaphthol  red. 
No  known  ways  of  producing  the  said  sulphoacids  of  naphthylamine  are 
mentioned.  ''  By  the  said  methods,  as  is  well  known,  several  modifica- 
tions of  the  sulphoacids  of  naphthylamine  are  obtained,  chiefly  dififering 
from  each  other  by  their  various  degrees  of  solubility  in  water,  some  of 
them  being  nearly  insoluble,  such  as  the  so-called  naphthionic  acid." 
Examples  of  this  process  are  next  given,  in  which  naphthylamine  is  directed 
to  be ''  mixed  or  dissolved  "  in  strong  muriatic  add.  The  colours  obtained 
differed  in  a  similar  ratio  in  their  various  degrees  of  solubility. 

A  fourth  process  was  then  described. 

TTie  claims  were — 

"  First,  the  production  of  red  and  brown  colouring  matters,  which  in 
chemical  language  may  be  termed  the  sulphoacids  of  oxyazonaphthaline, 
by  the  action  of  the  diazo  compounds  which  may  be  prepared  from  naph- 
thylamine or  from  the  sulphoacids  of  naphthylamine  upon  any  of  the 
isomeric  naphthols,  or  of  mixtures  of  the  same,  or  upon  any  of  the  sulpho- 
acids which  may  be  prepared  from  either  alphanaphthol  or*from  betanaphthol 
or  from  mixtures  of  the  same,  substantially  by  the  processes  above  described. 

"  Secondly,  the  production  of  similar  colouring  matters,  and  which  in 
chemical  language  may  be  termed  the  sulphoacids  of  diox3razonaphthaline, 
by  substituting  dioxynaphthaline  for  either  of  the  two  isomeric  naphthols  in 
any  of  the  processes  above  described  for  the  preparation  of  the  sulpho- 
acids of  oxyazonaphthaline,  substantially  as  hereinbefore  described." 

An  objection  on  the  ground  of  alleged  absence  of  utility  was  based  on 
evidence  showing  that  out  of  all  the  dyes  produced  only  one  was  com- 
mercially useful,  as  it  was  of  a  bright  colour,  and  took  the  public  fancy, 
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although  the  descriptions  were  correct  as  to  the  process  producing  other 
shades  of  colour  for  which  there  turned  out  to  be  no  market.  And  also  on 
the  ground  that  there  was  no  means  of  knowing  beforehand  the  shades  that 
would  result. 

At  the  date  of  the  patent  there  were  two  isomeric  naphthylamines, 
alpha-naphthylamine  and  beta-naphthylamine;  the  former  would  produce  the 
required  result,  the  latter  not.  The  point  was  raised  that  this  constituted  in- 
sufficiency of  direction.  But  it  was  proved  that  the  alpha-naphthylamine  had 
been  known  for  fifteen  years,  and  the  beta-naphthylamine  for  only  two ;  and 
that  a  chemist  would  ordinarily  use  the  term  naphthylamine  to  denote  the 
older  form,and  speak  of  the  beta-naphthylamine  as  the  "  n^v  naphthylamine." 

The  directions  as  to  the  first  "process  were  objected  to  as  being  mislead- 
ing, as  there  were  some  organic  sulphoacids  which  could  be  prepared  by 
using  ordinary  sulphuric  acid  at  a  temperature  lower  than  100^  C,  at  which 
temperature  the  sulphuric  acid  would  not  convert  the  oxyazonaphthaline  into 
sulphoacids.  It  was  contended,  however,  by  the  patentee  that  it  would 
be  an  unreasonable  construction  of  language  to  hold  that  the  specification 
asserted  that  every  degree  of  strength  of  sulphuric  acid  and  of  temperature 
which  would  suffice  for  the  preparation  of  the  sulphoacid  would  convert  the 
azo  compounds  into  their  sulphoacids. 

The  directions  for  the  second  process  were  alleged  to  be  misleading, 
since  it  was  stated  that  red  dyes  would  result,  whereas  the  dyes  were  brown 
or  red  according  as  alpha-  or  beta-naphthol  was  used.  But  shades  of  red 
and  brown  run  into  one  another,  and  may  be  differently  described  by 
different  people ;  e^.  "  brownish  red,"  "  reddish  brown,"  &c. 

The  third  process  was  alleged  to  be  misleading  because  the  most  useful 
dye,  producing  the  brilliant  red  colour,^  was  formed  from  the  insoluble 
sulphoacid,  and  the  specification  did  not  call  attention  to  this,  but  tended 
to  lead  the  reader  away  from  trying  the  insoluble  sulphoacid.  Against 
this  it  was  urged  that  the  third  process  referred  to  the  other  two,  in  which 
"mixing"  was  spoken  of  as  well  as  "dissolving,"  and  that  the  word  "solu- 
tion" therefore  included  an  intimate  mixture  of  powdered  solid  dusted  into 
the  liquid;  and  also  that  the  use  of  insoluble  sulphoacids  was  distinctly 
included  in  the  language  describing  the  process. 

At  the  trial  of  this  action  for  infringement  of  the  above  patent  it  was 
held  that  it  was  valid,  and  that  the  defendant  had  infringed. 

^  This  dye  is  that  known  as  Fast  Red  B.T.,  which  is  the  sodium  salt  of  a-naphthalene^azo- 
|S-naphthol-monosulphonic  acid,  vig,  CsoHiaN204SNa.    Its  constitutional  formula,  according 

to  ScAuUm  6-  /u/iusy  is  CioHr(a)N  =  N[i]Ci0Ha  |^J^|rg-j,  but  is  given  by  Seyewetz  6* 
SisUy  as— 


ay 


NaSO, 
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This  decision  was  reversed  by  the  Court  of  Appeal,  on  the  ground  that 
the  patent  was  invalid,  because  the  specification  did  not  distinguish  what 
was  useful  and  what  not,  the  third  process  being  misleading,  and  the  use  of 
the  term  " naphthylamine "  (without  distinguishing  "alpha"  from  "beta") 
ambiguous. 

On  appeal  to  the  House  of  Lords. 

IfMj  that  the  claims  included  all  the  different  isomers  described  as 
"sulphoacids  of  oxyazonaphthaline,"  which  are  red  or  brown  dyes,  and 
which  are  produced  from  the  action  of  the  diazo  compounds  prepared  from 
naphthylamine  or  from  the  sulphoacids  of  naphthylamine  upon  the  isomeric 
naphthols,  or  upon  any  of  the  sulphoacids  which  may  be  prepared  from 
either  alphanaphthol  or  betanaphthol,  or  from  mixtures  of  the  same.  Also 
that  the  several  objections  to  the  patent  failed,  and  that  it  was  valid. 

Per  Lord  Halsburyy  L.C.  (p.  462) :  "  There  is  certainly  authority  for  say- 
ing that  an  invention  must  be  useful,  although  that  word  is  not  found  in  die 
statute.  .  .  .  The  element  of  commercial  pecuniary  success  has,  it  appears 
to  me,  no  relation  to  the  question  of  utility  in  patent  law  generally,  though 
of  course  where  the  question  is  of  improvement  by  reason  of  cheaper  pro- 
duction, such  a  consideration  is  of  the  very  essence  of  the  patent  itself,  and 
the  thing  claimed  has  not  really  been  invented  unless  that  condition  is 
fulfilled."  > 

Per  Lord  Hcrschell  (466) :  "  I  do  not  think  it  is  a  correct  test  of  utility 
to  inquire  whether  the  invented  product  was  at  the  time  of  the  patent  likely 
to  be  in  commercial  demand  or  capable  of  being  produced  at  a  cost  which 
would  make  it  a  profitable  speculation  to  manufacture  it.  .  .  .  The  pro- 
ducts which  result  from  the  appellant's  products  are,  no  doubt,  of  varying 
worth,  but  one  at  least  has  proved  to  be  of  great  commercial  value,  and  it 
is  not  shown  that  any  of  them  are  incapable  of  being  used  effectually  for 
the  purpose  of  dyeing."  ^ 

As  to  sufficiency  of  directions  (p.  467) :  "  But  I  think  the  patent  under 
consideration  does  show  how  the  colouring  matters  are  to  be  produced, 
and  that  what  it  leaves  a  skilled  person  of  the  class,  to  whom  the  specifica- 
tion is  addressed,  to  discover  is  only  which  of  these  colouring  matters  will 
best  answer  his  purpose  at  any  particular  time.  There  is,  in  my  opinion,  no 
warrant  for  asserting  that  this  invalidates  the  patent." ' 

>-«  The  foregoing  portions  of  judgments  liave  been  quoted  in  Siddell  v.  VUkers,  5  R.  P.  C. 
96,  and  referred  to  in  Kurtz  v.  Spence,  5  R.  P.  C.  x8a,  as  being  the  latest  exposition  of  the 
law  on  this  point.  Also  quoted  and  followed  by  Buckley^  J.,  in  Atkins  6*  Apfkgartks. 
Castner-Kellner  Alkali  Co.,  18  R.  P.  C.  296. 

This  case  is  quoted  to  show  that '  *  useful "  means  useful  for  the  purpose  indicated  by  the 
patentee  :  Lane  Fox  v.  Kensington,  &'c,  (per  Lindley,  L.J.),  9  R.  P.  C.  417. 

»  See  also  Edison  &*  Stoan  v.  Holland,  6  R.  P.  C.  284. 
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1888.     Kavc  r.  Chubb  &  Sons,  5  R.  P.  C.  641. 
Alleged  Anticipation — EarUer  dance  a  failure. 

A  patent  (No.  4873  of  1877)  was  granted  to  Messrs.  Kaye  for  "im- 
provements in  the  means  or  apparatus  employed  for  fastening  and  unfasten- 
ing doors,  gates,  lids,  and  windows." 

For  the  present  purpose  it  will  be  sufficient  to  refer  only  to  the  follow- 
portions  of  the  specification : — 

"At  Figs.  I  and  1  (7  is  the  shell  or  framework  of  the  door-fastener,  in 
which  we  provide  the  finger  or  segment  b,  which  is  fitted  so  as  to  move 
radially  on  the  stud  or  pin  c, 
and  to  project  when  at  rest 
through  the  front  plate  d,  as 
shown  at  e,  for  the  purpose  of 
inserting  itself  into  the  catcb- 
\AaXGf,  as  shown  at  Fig,  i,  in 
the  door-frame  or  jamb  g. 

"  For  the  purpose  of  actuat- 
ing the  finger  or  segment  6  we 
provide  a  lever,  A,  which  is 
pivoted  or  mounted  on  a  pin 

or  stud,  I,  within  the  shell  or  -jlP  ■     1^^  'i"T^ 

framework   a.      In    order   to  '' 

retain  the  finger  or  segment  i  From  Kayes  specifieaiion  (No.  4873  of  1877). 

in  the  projecting  position,  as 

shown  at  e,  we  provide  the  spiral  spring  j,  or  other  equivalent  means ; 
by  this  arrangement  the  segment  or  finger  i  (except  when  moved  inwards 
by  the  lever  A  in  the  manner  hereafter  described)  always  remains  in 
the  position  shown  at  e.  In  all  cases  we  avoid  coupling  the  lever  A  by 
any  rigid  connection  to  the  forefinger  or  segment  d, 

"  In  order  to  actuate  the  lever  A  we  engage  the  inner  end  i,  which  has 
a  projecting  piece,  /,  with  a  spindle,  m,  on  which  is  provided  the  projection 
or  collar  »,  against  which  the  end  li  of  the  lever  A  remains  in  contact.  For 
the  purpose  of  more  conveniently  moving  the  spindle  m  we  provide  knobs  o 
and  0',  whichare  screwed  or  otherwise  fastened  on  to  the  outer  ends  thereof. 
Tho  posidon  of  such  knobs  o  and  0'  on  the  spindle  m  varies  in  accordance 
with  the  thickness  of  the  door,  and  in  order  to  retain  these  at  their  required 
distance  apart  we  provide  on  the  spindle  two  adjusUble  nuts  or  bosses,/, 
whose  position  with  regard  to  the  knobs  is  clearly  shown  at  Fig.  r.  .  .  . 

"The  mode  of  operating  or  working  the  fastener  is  as  follows:— By 
pulling  a  knob,  t>,  or  pushing  at  c',  the  spindle  m  provided  with  the  collar  11 
is  moved  in  the  direction  shown  by  arrow.  The  collar  «  being  in  contact 
with  the  end  i  of  the  lever  A,  causes  it  to  transmit  motion  to  the  finger  or 
bolt  B,  and  thereby  withdraws  it  upon  the  catch-plate  /  and  clear  of  the 
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loose  mnner  or  roller  v,  and  bjr  a  continued  pulling  or  pushing  of  the  knobs 
in  the  direction  shown  the  door  may  be  op^ied  after  the  finger  or  segment 
is  withdrawn. 

"  By  having  no  rigid  connection  between  the  segment  or  finger  6  and 
the  lever  A,  the  door  may  be  dosed  through  the  means  of  the  knobs  or 
handles,  or  it  (the  door)  may  be  closed  without  moving  the  knobs  aoie'.... 

"  We  hereby  declare  that  we  make  no  general  claim  to  the  opening  of 
latches  or  fasteners  by  a  pull  or  push  of  a  spindle  or  knob,  but  we  claim  :— 
The  construction  of  a  latch  or  fastener  wherein  a  lever  worked  by  the  push 
or  pull  of  a  spindle  or  knob  moves  in  one  direction  only  a  segment  or  fingw 
turning  on  a  fulcrum  and  pressed  in  the  opposite  direction  by  a  sprir^  so 
as  to  engage  with  a  catch-plate,  substantially  as  and  for  the  purposes  hereb 
set  forth." 

In  an  action  for  infringement  against  the  defendants  the  validity  of  the 
patent  was  contested,  inUr  aUa,  on  the  ground  that  the  invention  was  antici- 
pated by  Imrays  spedfication  (No.  1160  of  1871). 

For  the  present  purpose  the  following  description  is  sufficient ' : — 

"  Another  object  of  my  invention  is  the  construction  of  a  spring-latch 


■Ki^ai^i 


From  Imray's  specification  (No.  ii6oofi87i). 

in  such  a  manner  that  it  is  disengaged  from  the  catch-plate  {/)  by  pulling 
the  knob  or  handle  on  the  side  towards  which  the  door  opens,  or  by  pushing 
the  knob  or  handle  on  the  other  side.  Thus  the  act  of  pulling  or  pushing 
the  knob  without  turning  it  round  serves  to  open  the  door.  For  this  pur- 
pose the  knob-spindle  (^  is  made  with  a  groove  in  it  {d,  b.  Figs.  8  and  13)1 
or  with  a  projection  or  collar  on  it,  which  engages  with  a  lever  {b)  connected 
to  the  spring-bolt  {a).    The  knob-spindle  being  pulled  or  pushed  in  the 

lo  rererences  10  the  diagrams,  which  are 
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direction  of  its  length,  moves  the  lever,  and  so  causes  the  bolt  to  be 
retracted." 

The  action  will  be  apparent  from  Fig.  8.  There  was  no  diagram  show- 
ing "a  projection  or  collar"  on  the  knob-spindle  d.  In  this  respect  it 
differed  from  Kay^s.  On  attempting  to  close  the  door  hy  pushing  the  handle 
the  groove  d  forced  the  lever  b  back,  thus  forcing  out  the  latch  a  too  soon 
and  hindering  the  closing  of  the  door.  The  evidence  showed  that  a  slight 
modification  would  have  made  it  work  successfully.  The  inventor  did  not 
see  this,  and  the  patent  was  abandoned  as  useless. 

it  was  held  at  the  trial,  that  Kay^s  invention  was  not  anticipated,  and 
that  the  defendants  had  infringed. 

On  appeal,  it  was  held  by  the  Court  of  Appeal  that  Imrajfs  specification 
anticipated  Kay^s. 

The  plaintiffs  appealed. 

Held^  by  the  House  of  Lords,  that  Itnra^s  specification  only  disclosed  as 
its  contemplated  object  (so  far  as  this  case  was  concerned)  *'  the  opening  of 
the  door,"  the  "projection  or  collar  upon  it"  (<>.  the  knob-spindle)  being 
merely  an  equivalent  for  the  '*  groove  in  it."  The  plaintiffs'  patent  was 
declared  valid. 


1889.    Edison  &  Swan  Co.  v.  Holland  and  Others,  6  R.  P.  C.  243. 

Sufficiency —  Utility. 

This  was  an  action  for  infringement  of  the  patents  discussed  in  two 
previous  cases,  viz.  Edisof^s  (No.  4576  of  1879,  ante^  p.  393),  and  Checs- 
brougfis  (No.  4847  of  1878,  ante^  p.  297).  Practically  the  case  turned  on 
the  former  only. 

The  evidence  was  very  voluminous.  It  was  mainly  directed  to  the 
issue  of  the  sufficiency  of  the  specification,  the  defendants  alleging  that 
the  ordinary  skilled  workman  would  not  know  of  the  necessity  of  using  in  the 
process  of  carbonizing  either  carbon  "  packing,"  or  a  metal  box  or  vessel 
through  which  oxygen  would  not  permeate  at  high  temperatures ;  and  that 
he  would  not  know  that  the  tar-putty  required  prolonged  rolling  or  knead- 
ing. Evidence  was  also  called  to  prove  that  the  "  coating  "  process  was  a 
failure.  It  was  proved  that  some  lamps  had  been  publicly  exhibited  which 
were  made  according  to  the  specification ;  but  that  none  were  made  or  used 
commercially  except  with  further  improvements  subsequently  invented. 

Judgment  was  in  favour  of  the  plaintiffs  with  regard  to  the  Cheesbrotigh 
patent.  The  learned  judge  found  that  the  Edison  patent  was  invalid  on  the 
following  grounds: — ^The  second  claim  was  too  wide:  the  lamp  could 
never  be  commercially  successfiil ;  experiments  and  trials  were  necessary  to 
enable  the  workmen  to  make  the  filaments;  one  process  was  injurious  and 
another  useless ;  and  that  the  third  claim  was  for  a  useless  invention. 
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On  appeal,  it  was  held  by  the  Court  of  Appeal  that  all  the  objectioos 
failed,  and  that  the  patent  was  valid. 

The  Lords  Justices  found  that  the  learned  judge  was  wrong  in  certain 
conclusions  of  fact  he  drew  from  the  evidence,  and  as  regards  the  law— 
that  the  Court  was  bound  by  its  construction  of  the  claim  in  the  former 
case;  that  ''commercial  utility"  was  not  the  test;  that  the  specification 
was  sufficient  if  the  directions  enabled  a  person  skilled  in  the  art  to  cany 
out  the  invention,  although  he  had  to  attempt  the  process  several  times  in 
order  to  acquire  the  requisite  facility,  so  long  as  he  had  not  to  ''  invent." 

Per  CottoUy  LJ.  (p.  277),  as  to  sufficiency  of  directions :  "  It  is  neces- 
sary that  this  should  be  done  so  as  to  be  intelligible,  and  to  enable  the 
thing  to  be  made  without  further  invention — ^not  as  was  pressed  upon  us 
by  an  ordinary  workman,  but  by  a  person  described  by  Lord  ElUnborough 
in  Huddart  v.  Grimshaw  (i  Webs.  85,  87)  as  a  person  skilled  in  the  par- 
ticular kind  of  work,  or,  as  said  by  Lord  Loughborotigh  in  Arkwright  v. 
Nightingale  (i  Webs.  60),  a  person  conversant  with  the  subject.  But  in  my 
opinion  it  is  not  necessary  that  such  a  person  should  be  able  to  do  the  work 
without  any  trial  or  experiment,  which,  when  it  is  new,  or  especially  delicate, 
may  frequently  be  necessary,  however  clear  the  description  may  be.  One 
of  the  principal  subjects  of  attack  was  that  part  of  the  specification  which 
gave  directions  for  making  a  combination  of  lampblack  and  tar  to  form  a 
material  to  make  the  filament  to  be  carbonized  ^  ...  the  defendants  con- 
tended before  us,  without  any  support  from  the  evidence,  that  the  material 
could  not  be  eflfectually  prepared  without  a  trade  secret  ...  It  was  said 
that  the  secret  was  the  necessity  of  kneading  the  material  for  a  length  of 
time,  and  with  the  exercise  of  great  pressure  .  .  .  and  though  there  are  no 
express  directions  in  the  specification  how  this  tar-putty  is  to  be  prepared, 
it  is  stated  that  the  material  can  be  rolled  into  threads  as  small  as  '007  of 
an  inch,  and  I  think  it  would  be  obvious  to  any  intelligent  workman  who 
wished  to  prepare  the  material  that  it  must  be  kneaded  so  as .  to  make  it 
perfectly  homogeneous,  and  to  prevent  any  breaking  of  the  thread  in  con- 
sequence of  any  particle  of  lampblack  not  being  perfectly  amalgamated  with 
the  tar." 

Per  Lindky^  L.J.  (p.  280) :  "In  complying  with  the  first  condition, />. 
in  describing  the  nature  of  his  invention,  the  patentee  does  all  that  is 
necessary  if  he  makes  the  nature  of  his  invention  plain  to  persons  having 
a  reasonably  competent  knowledge  of  the  subject,  aldiough  from  want  of  skill 
they  could  not  themselves  practically  carry  out  the  invention.  In  comply- 
ing with  the  second  condition,  i,e,  in  describing  in  what  manner  the  inven- 
tion is  to  be  performed,  the  patentee  does  all  that  is  necessary  if  he  makes 
it  plain  to  persons  having  reasonable  skill  in  doing  such  things  as  have  to 
be  done  in  order  to  work  the  patent,  what  they  are  to  do  in  order  to  perform 
his  invention.  If,  as  may  happen,  they  are  to  do  something  the  like  of 
which  has  never  been  done  before,  he  must  tell  them  how  to  do  it,  if  a 

*  See  anU^  p.  294,  11.  25-43. 
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reasonably  competent  workman  would  not  himself  see  how  to  do  it  on  read- 
ing the  specification,  or  on  having  it  read  to  him.  The  principle  to  be 
applied  to  the  language  used  to  comply  with  the  two  conditions  is  the  same 
for  both ;  but  one  class  of  persons  may  understand  only  one  part  of  the 
specification,  and  another  class  only  the  other,  and  yet  the  patent  may  be 
valid.  In  a  well-drawn  specification,  the  two  conditions  that  have  to  be 
complied  with  are  kept  distinct ;  but  in  many  specifications  this  course  is  not 
pursued.  The  nature  of  the  invention,  and  the  manner  of  performing  it, 
are  often  described  together.  It  may  be  that  one  set  of  words  sufficiently 
discloses  both  the  nature  of  the  invention  and  the  mode  of  performing  it, 
as  in  BouUon  v.  Bull,  But  it  may  be,  and  sometimes  is,  very  difficult  to 
sever  the  two,  and  to  see  whether  both  are  sufficiently  described.  .  .  ." 

As  to  the  directions  for  rolling  and  coating  tar-putty  filaments  (p.  282) : 
''  I  feel  the  great  difficulty  of  describing  in  words  the  distinction  between 
an  amount  of  practice,  without  which  failure  is  probable^  but  the  necessity 
for  which  does  not  destroy  a  patent,  and  an  amount  of  experiment  and  inven- 
tion, without  which  failure  is  certain,  and  the  necessity  for  which  destroys  a 
patent.  The  test,  however,  by  which  to  decide  such  a  question  is,  I  think, 
to  be  found  by  asking  whether  anything  new  has  to  be  found  out  by  a 
person  of  reasonably  competent  skill  in  order  to  succeed  if  he  follows  the 
directions  contained  in  the  specification.  If  yes,  the  patent  is  bad ;  if  no, 
it  is  good  so  far  as  this  point  is  concerned.  Practice  is  one  thing,  experi- 
ment and  trial  something  difierent." 

As  to  utility  (p.  283) :  "  The  utility  of  a  patent  must  be  judged  by 
reference  to  the  state  of  things  at  the  date  of  the  patent ;  if  the  invention 
was  then  useful,  the  fact  that  subsequent  improvements  have  replaced  the 
patented  invention  and  rendered  it  obsolete  and  commercially  of  no  value 
does  not  invalidate  the  patent."  ^ 

As  to  the  second  claim :  "  Whether  the  view  here  taken  of  the  patent 
is  correct  or  not,  turns,  in  my  opinion,  on  what  Mr.  Edison  did  when  he 
introduced  '  carbon  filaments.'  That  was,  I  think,  a  new  departure  of  the 
highest  importance  in  electric  lighting,  and  if  this  be  so,  the  claim  is  not 
too  wide  (see  Househill  Co.  v.  Neiisofi,  i  Webs.  683)."  ^ 


1889.    American  Braided  Wire  Co.  v.  Thomson,  6.  R.  P.  C.  518. 

Novelty — Subject-matter — Ifigamity. 

The  patent  in  question  (No.  9073  of  1885)  was  granted  to  IV.  R.  Lake 
for  **  improvements  in  bustles  or  dress-improvers." 

The  complete  specification  commenced  with  a  general  statement  of  the 

»  Quoted  and  followed  in  Rockliffe  v.  Priestman,  15  R.  P.  C.  158.  This  judgment  is  also 
referred  to  as  showing  that  the  invention  must  be  useful  for  the  purposes  indicated  by  the 
patentee.!  Lane  Fox  v.  Kensington,  b'c.  (per  Lindley,  L.J.)i  9  R.  P.  G.  417. 

«  It  was  said  by  Lord  Justice  Clerk  Hope  in  that  case,  that  an  invention  consisting  in  the 
application  of  a  principle  was  good  subject-matter  for  a  patent,  although  the  claim  was  wide. 
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nature  of  the  invention,  "a  light,  cool,  elastic  bustle,  of  novel  constniction 
&c."  Braided  wire  was  spoken  of  as  a  known  article,  to  be  braided  "oo  a 
braidii^-machine  of  suitable  construction  so  as  to  form  a  hollow  cylinder  or 
tube."  The  mode  of  construction  was  then  described  in  general  terms,  and 
then  more  particularly  as  follows : — 

"  Fig.  I  represents  a  bustle-body  which  is  composed  of  a  single  sectitm 
of  braided  or  plaited  wires. 

"Fig.   3   shows  a  busde,  the 
'"  '  "E  *  body  ofwbich  consists  of  a  plurality 

of  sections  of  similar  material  or 

"  Figs.  3  and  4  are  details  show 
P    ing  the  clamping-plate  for  the  ends 
of  the  wu^  sections  of  the  bustle, 

"The  section  A  is  crescent- 
shaped,  being  curved  and  of  larger 
diameter  at  the  middle  than  at 
the  ends.  The  middle  portion  is 
gathered  on  the  inner  side  at  £, 
and  so  held  by  a  spiral  spring  or 
helical  wire,  F,  through  the  coik 
of  which  some  of  ttie  wires  a  pas. 
A  cord,  G,  passes  through  the  s|Mral 
and  is  tied  to  a  waistband,  H,  of 
tape  or  equivalent  material.  The 
ends,  11,  of  the  section  A  are  contracted  by  drawing  or  pinching  the  wires  a 
together,  and  these  ends  are  each  clamped  in  a  plate,  K,  The  plates  K  are 
bent  lengthwise,  as  shown  in  Fig.  3,  so  as  to  fonn  V-shaped  pieces,  in  the 
troughs  of  which  the  ends  of  the  section  A  are  placed.  The  sides  W  of  the 
V-shaped  platesK  are  then  pressed  together  and  again  bent  or  doubled  lei^ 
wise,  as  shown  in  Fig.  4,  clampir^  the  wire  a  firmly  between  them  and 
forming  hooks  on  the  ends  of  the  wires,  which  prevent  the  latter  from  \iang 
pulled  out  of  place.  The  ends  of  the  section  A,  after  having  the  damping- 
plates  K  applied  to  them,  are  secured  to  the  waistband  by  tape-hangeis  I^L, 
which  form  covers  and  give  a  finish  to  the  article.  By  gathering  the  wires 
on  the  inside  of  the  middle  of  the  crescent,  as  above  specified,  said  wires 
form  curvilinear  braces  radiating  towards  the  ends  and  the  outside  of  the 
bustle,  imparting  additional  strength  and  resisting  properties. 

"  When  two  or  more  wire-sections  are  employed  to  form  the  body  of  the 
bustle,  the  several  ends  thereof  are  damped  in  the  manner  just  described  in 
bent  plates,  and  these  are  also  fastened  to  tape-hangers,  NN,  secured  to  the 
waistband.  The  middle  portions  of  the  several  sections  are  secured  to  each 
other  and  to  the  waistband  by  an  encircling  tape,  P,  fastened  to  said  waist- 
band. By  increasing  the  number  of  sections,  the  artide  will  form  a  half- 
skirt,  which  is  within  the  scope  of  this  invention." 
The  claims  were — 


From  Lake'i  ipedficatkiit  (No.  9073  or  1BS5). 
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''(i)  A  bustle  composed  of  a  tubular  section  or  piece  of  braided  wire 
secured  to  a  waistband,  substantially  as  shown  and  described. 

^*  (3)  A  bustle  composed  of  two  or  more  tubular  sections  of  braided 
wire  secured  to  a  waistband,  substantially  as  shown  and  described. 

"  (3)  A  bustle  comprising  a  tubular  section  or  sections  of  braided  wire 
of  crescent-shape  fastened  to  a  waistband,  substantially  as  shown  and 
described. 

**  (4)  A  bustle  comprising  a  tubular  section  of  braided  wire  gathered  at 
the  middle  and  secured  by  a  fistftening,  substantially  as  shown  and  described. 

"  (5)  A  busde  the  body  of  whidi  is  composed  of  a  tubular  section  or 
sections  of  braided  wire,  the  ends  of  which  are  secured  in  clamping  or 
retaining  plates  or  strips,  substantially  as  shown  and  described. 

"  (6)  A  bustle  composed  of  a  tubular  section  or  sections  of  braided  wire 
fastened  at  the  middle  and  ends  to  a  waistband,  substantially  as  shown  and 
described." 

The  American  Braided  Wire  Company,  as  owners  of  the  patent,  brought 
an  action  for  infringement. 

Two  points  raised  by  the  defence  were — want  of  novelty,  and  that  the 
invention  was  not  "  subject-matter." 

The  alleged  anticipations  were  Jenkin^  invention  (No.  1 335  of  1880)  and 
IjMs  (No.  10191  of  1884). 


FIC.I. 


•••• 


A' 


tl 


Ji* 


■-# 


FIC  2. 


ncn. 


J 


PIC.  SB 


FIC.  as. 


FIC.  39. 


Diagrams  from  Jenkins's  specification  (No.  1235  of  1880). 

JenJnn^  patent  was  for  "  improvements  in  compound  wire  springs  and 
articles  made  therefrom,  and  in  machinery  and  apparatus  for  producing  the 
same."  The  invention  was  to  be  applied  to  all  sorts  of  articles ;  the  ends 
were  to  be  secured  by  soldering  or  riveting  into  clamps;   an  improved 

Y 
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method  of  soldering  and  capping  was  devised.     The  nature  of  the  inren- 
tion  will  be  (for  the  present  purpose)  sufficiently  apparent  from  the  foUowii^ 


Figs.  I  and  s,  elevation  and  side  view  of  a  garter. 

Figs.  19  and  30,  end  of  a  braided  wiie  spring  with  metal  caps. 

Fig.  »8,  perches  for  bird-cages. 

Figs.  38  and  39,  satchet  handles  with  ends  K'  enclosed  in  metal. 

Figs.  40  and  41,  longitudinal  sections  of  ends  of  these  with  and  widiout 
rings. 

A  number  of  other  applications  of  the  braided  wire  were  shown,  bm 
those  here  reproduced  were  most  like  the  plaintiff's. 

Lakis  patent  (r884}  was  for  "  improvements  in  and  relating  to  pillows, 
cushions,  or  similar  articles,"  The  nature  of  the  invention  will  b«  seen 
from  the  drawings  here  givoi.    Fig.  i  is  the  pillow,  of  which  Fig.  1  is  a 

FIC.I.  TX'i.i. 


Dingnuns  ftom  Lake's  tpecification  (No.  10191  of  1884). 

cross-section.  The  wire,  preferably  steel,  was  braided  or  plaited  in  the 
form  of  a  tubular  section,  either  circular,  oval,  or  eUiptical — preferably 
made  tapering  at  the  ends.  The  wires  were  secured  to  lii^  at  the  ends, 
which  were  secured  by  rods  or  cords. 

At  the  trial  other  previous  uses  of  braided  wire  were  proved.  It  was 
then  held  that  the  patentee's  purpose  was  merely  one  analogous  to  that  of 
Jenkin^  invention,  and  that  there  was  not  sufficient  ingenuity  in  the  mode 
of  clamping  the  wires  to  support  a  patent. 

The  Court  of  Appeal  reversed  that  decision  on  both  grounds  (5  R.  ?■  C. 
i'3). 

On  appeal  to  the  House  of  Lords. 

Held,  that  the  patent  was  one  for  two  combinations  or  forms  of  bustles 
shown  in  Figs,  r  and  2,  and  that  there  was  sufficient  ingenuity  exhibitedin  the 
application  of  old  braided  wire  to  that  new  purpose  to  support  the  patent 

Motes. 

The  foregoing  case  has  been  regarded  as  an  illustration  of  an  inventioo 
just  more  than  the  "  mere  adaptation  "  of  an  old  thing  to  a  new  use :  Morga 
V.  Windover,  7  R.  P.  C.  136.  The  application  of  the  rule  involves  acorma 
estimate  of  the  degree  of  ingenuity  required  to  constitute  a  patentable  "  ii>- 
vention":  Gadd\.  Mayor  o/Jifa/uAa/er  (-per  Ziftdlry,!..].),^^.  P.  C.S»4- 
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The  thing  invented  was  a  new  article ;  that  was  the  ground  of  the  decision :  ^ 
per  Lord  Herschdly  in  Vkkers  v.  Sidddl^  7  R.  P.  C.  302.  The  invention 
lay  in  the  combination  of  the  ''  clamping  "  and  the  tubular  braided  wire  in 
the  bustle :  ThUrry  v.  RUkmann  {Charks^  J.),  12  R.  P.  C.  427.  Novelty 
and  utility,  however,  in  this  case  had  been  proved :  Savage  v.  Harris  (per 
CMity,  J.),  13  R.  P.  C  94. 


1890.    Morgan  v.  Windover,  7  R.  P.  C.  131. 

Analogous  Use — No  Inventive  Ingenuity. 

A  patent  (No.  4216  of  1876)  was  granted  to  G.  H.  Morgan  for 
**  improvements  in  carriages/'  The  specification  described  the  invention  in 
detaO.  It  consisted  in  placing  the  C-springs,  formerly  used  at  the  back  of 
a  carriage  in  the  front,  in  such  a  manner  that  the  tumbg  of  the  carriage  was 
not  interfered  with.  The  claims  were :  ''  first ,  the  mode  herein  described  of 
supporting  the  front  of  a  carriage  by  C-s  prings  having  their  lower  parts 
fixed  to  the  axle  and  their  bows  connected  by  links  or  loops  to  bearings 
fixed  to  the  bottom  bed  of  the  under  carriage,  substantially  as  and  for  the 
purposes  herein  shown  and  described ;  and  secondly,  I  claim  giving  support 
to  the  tails  of  the  front  C-springs  by  connecting  them  to  a  cross-spring 
fixed  at  its  centre  to  a  stay  or  stays  fixed  to  the  framing  pieces  of  the  bottom 
bed  in  manner  and  for  the  purposes  substantially  as  herein  shown  and 
described." 

It  was  proved  at  the  trial  that  these  improvements  consisted  essentially 
in  putting  a  known  form  of  spring,  which  had  before  been  used  at  the  back 
of  carriages,  on  the  front  It  was  also  prove  d  that  if  a  competent  workman 
were  told  to  substitute  a  composite  for  an  elliptical  spring  upon  the  fore 
axle,  he  could  carry  out  the  order  without  further  instructions.'  The 
invention  was  useful,  and  a  commercial  success. 

At  the  trial,  and  by  the  Court  of  Appeal,  the  patent  was  held  valid. 

On  appeal  to  the  House  of  Lords. 

Heldy  that  there  was  no  subject-matter  to  support  a  patent,  as  the 
inventive  faculty  was  not  displayed  in  adapting  known  springs  to  a  new 
position  in  front  of  the  vehicle. 

Notes. 

The  patentee  did  not  claim  the  combination  of  the  springs  at  the  back 
with  those  at  the  front,  but  only  the  mode  of  securing  them  to  the  front  of 
the  carnage,  in  which  operation  no  invention  was  displayed ;  there  being  no 
ingenuity  in  that,  there  was  an  end  to  the  case :  Lyon  v.  Goddard^  10 
R.  P.  C.  344  (per  Lord  Eshery  M.R.),  345  (per  Bowen^  L.J.);  S.  C.  11 
R.  P.  C.  357  (per  Lord  Ilalsbury,  L.C.). 

>  According  to  the  view  submitted  in  this  book  (antet  pp.  6-13),  a  new  article  is  a  new 
"  manufacture." 

'  This  was  the  crucial  evidence  in  the  case  (see  ante,  pp.  35,  37)0 
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Invention  is  a  question  of  fact  and  degree;  in  the  above  case  none  was 
shown :  /YrnV  v.  York  Sf.^  &'c,  1 1  R.  P.  C.  448,  456 ;  Brooks  v.  Lamplugh^ 
14  R.  P.  C.  615. 

It  is  not  the  advantage  gained,  but  the  substantial  amount  of  invention 
shown,  that  can  alone  decide  whether  there  is  sufficient  "  subject-matter." 
Per  Rigby^  L.J,,  in  Castner^Kellner  AlkaU  Corporation  v.  Commercial 
Development  Corporation^iS  R.  P.  C.  268. 

As  to  utility  or  advantages  being  evidence  of  invention,  see  aniSf,  p.  38. 


1890.   ViCKERS  V.  SiDDELL,  7  R.  P.  C.  292. 

Disconformity — Inventive  Ingenuity — CombinaHon. 

In  1885  a  patent  (No.  6205)  was  granted  to  G.  SiddM  for  ^'an  im- 
proved mechanical  appliance  for  working  or  operating  on  large  forgings  in 
iron  or  steel." 

The  provisional  specification  was  in  the  foUowing  terms : — 

"  This  invention  relates  to  the  construction  and  application  of  an  im- 
proved and  more  simple  and  effective  mechanical  appliance  or  means  for 
working  or  operating  on  large  forgings  in  iron  or  steel,  being  such  forgings 
as  are  usually  made  under  a  hydraulic  forging-press  or  machine. 

"  My  improved  appliance  consists  of  a  horizontal  bar  or  bars  made  of 
suitable  metal  and  fitted  with  suitable  pulleys  and  hooks,  which  bar  or  bais 
can  be  placed  or  fitted  on  either  side  of  the  crosshead  of  the  forging-press, 
or  through  the  *  pellet  *  or  key-way. 

^'  Clips  or  grips  or  ratchets  are  conveniently  arranged  so  as  to  fix  on  or 
hold  the  ingot  or  forging  and  hooked  on  the  ratchet  or  clip  or  grip;  and  m 
operating,  when  the  press  lifts  up  or  is  raised,  the  ingot  or  forging  will  be 
turned  as  much  as  required  at  every  stroke  or  operation  of  the  press. 

"  The  crank  bar  of  the  press  in  connection  with  the  wheel  and  endless 
chain  thereof  will  raise  the  forging  from  the  anvil  at  the  same  time  that  the 
clip  or  grip  or  the  ratchet  is  turning  the  forging,  the  ratchet  being  suitably 
fixed  for  turning  the  crane-wheel  over  which  the  endless  chain  passes. 

"  The  ratchet  has  a  chain  attached  to  the  crane  girder,  which  will  travel 
along  a  horizontal  bar  suitably  fixed  for  the  purpose,  and  will  turn  over  the 
ingot  or  forging  in  the  furnace.'' 

The  complete  specification  described  the  invention  by  the  aid  of 
diagrams.^  For  the  present  purpose  the  following  is  sufficient.  In  Fig.  s^ 
G  is  an  endless  chain  passing  over  the  wheel  W  and  under  the  foiging  F, 
on  which  it  was  to  operate.  In  one  modification  the  wheel  W  turned  on 
an  axle  attached  to  the  crosshead  K  of  the  press  (shown  side  view  in 
Figs.  3  and  7).  The  single  or  double  lever  L  worked  on  the  same  axle. 
In  another  form  the  axle  of  the  wheel  W  was  suspended  by  the  crane- 
hook,  &c.,  ab^  as  shown  ^in  Fig.  i.    A  ratchet,  R,  engaged  in  internal 

>  These  here  given  are  in  part  and  condensed. 
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Diagrams  from  Siddell's  apecificaiion  (No.  6aos  of  1885). 
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cogs  in  the  wheel  W.  When  the  press  rose  the  weight  of  F  came  wholly 
or  in  part  on  the  chain  G,  straightening  it,  thereby  actuating  the  lever 
L  and  turning  the  wheel  W.  Instead  of  this  automatic  action,  external 
force  might  be  applied  to  the  loop  E,  and  the  lever  so  actuated  indepen- 
dently of  the  endless  chain  G.  Another  form  of  appliance  was  shown  in 
Figs.  4  and  5,  the  arrangement  or  grip  Xe  being  hung  by  the  hook  H  from 
the  wheel  d,  running  on  a  bar,  B,  of  the  crosshead.  When  the  latter  rose 
the  "  tongs "  X  gripped  the  forging  F,  and  so  turned  it  a  corresponding 
amount  The  arrangements  could  be  used  separately  or  combined  (as 
shown  in  Figs.  4  and  7),  and  might  be  attached  to  a  movable  ciane. 

The  claim  was  for  "  tbe  general  construction,  adaptation  or  appUcatiOD, 
and  the  combination  and  use  of  the  several  parts,  in  the  whole,  constituting 
improved  more  simple  and  efficient  appliances  or  means  for  working  or 
operating  on  iron  or  steel 
foi^ngs,  substantially  as  here- 
inbefore set  forth,  and  as 
illustrated  on  the  accompany- 
ing drawings." 

In  an  action  for  infringe- 
ment   of   the  above  patent 
against  Messrs.  Videers,  it  was 
contended,  inter  a&a,  for  die 
at  the  patent  was  invalid  upon 
grounds: — 

there  was  disconfonnity  be- 
nplete  and  provisional  spedfi- 
luch  as  the  provisional  related 
aiic  turning  of  the  forgings. 
Che  supposed  automaiic  action 
the  chain  was  useless, 
there  was  no  subject-matter 
and 

the  invendon  bad  been  antid- 
■  appliances. 

ed  anticipations  consisted  of 

,,  |«*  a  speaucanon  of  Sir  /.  Whiimorth  (No. 

■,i  i]    ^064  of  1874),  and  descripdons  of  machines 

\-^  /'/     used  at  the  AbtmehoffwA  Creu%ot  works. 

^•X'^  y/  The  device  employed  by  Sir  /  WMt- 

"■^-^'^  worth  was  for  the  purpose  of  turning  a 

Drtwtag  of  a  part  or  Uk  Aboucboff      mandril,  not  the  forging  itself,  and  consisted 

in  a  ratchet-wheel  fixed  to  the  mandril, 

and  engaging  with  a  pawl  on  a  lever  worked  by  a  hydraulic  ram.    The 

ram  could  be  raised  either  by  hand  or  by  a  self  acting  motion. 

The  "  AbouchofF"  machine  was   described   in  Engineering,  Jan.  15, 
1878  (Vol.  3$,  p.  64).     The  whole  drawing  showed  a  sixty-ton  steam- 
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crane  (a  portion  of  which  is  only  shown  here) '  with  the  mechanism  for 
nidng  the  apparatus  here  shown  and  moving  it  horizontally  along  the 
cxane.  In  turning  the  forging  it  was  necessary  to  insert  by  band  the  hook 
into  tlie  chain,  as  shown  on  the  left-hand  side  of  the  drawing.  This  device 
prevented  the  hooked  link  from  descending,  and  bo  turned  the  chain  and 
forging. 

The  "  Creuzot "  ciane  was  one  of  one  hundred  and  sixty  tons,  and 
was  described  in  the  Snginar  of  May  10, 1878.     The  fiill  drawinfj:  (of 


Drawing  of  a  part  of  the  Creiuol  cmne. 

which  a  part  only  is  here  shown) '  showed  the  whole  crane.  The  steam- 
hammer  frame  is  shown  in  dotted  lines.  The  chain  enclosing  the  forging 
was  turned  by  means  of  external  cog-wheels  working  on  the  chain-wheel, 
as  shown  in  the  drawing. 

It  was  proved  that  the  precise  combination  in  question  {StddeiTs)  had 

'  The  exbfbits  used  in  the  case  in  the  House  of  Lords  « 
ttte  above-named  publicntiotu.  The  author  is  indebted  lo  I 
(be  pans  of  tbe  same  dntvings  here  reproduced. 
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not  been  used  before,  that  it  effected  a  great  saving  in  labour  and  of  ^175 
in  wages  per  week.  The  defendants  {Vkkers)  first  daimed  that  they  were 
the  inventors,  and  that  the  patentee  had  taken  the  device  from  them;  but 
this  argument  was  abandoned  on  appeal. 

At  the  trial,  and  in  the  Court  of  Appeal,  the  patent  was  held  valid. 
On  appeal  to  the  House  of  Lords. 

Heldy  that  the  provisional  specification  sufficiently  indicated  the  nature 
of  the  invention  subsequently  disclosed  in  the  complete  specification;  that 
the  combination  was  novel,  and  the  patent  was  valid. 

Per  Lord  HcUsbury^  L.C.  (p.  303) :  "  The  objection  that  no  distinct 
claim  is  made  is  one  of  form  only,  and  I  think  the  Legislature  did  not 
intend  to  make  the  direction,  which  undoubtedly  the  Act  contains,  a 
condition  upon  the  non-compliance  with  which  the  patent  should  be  void. 
There  is  no  trace  of  any  such  intention  in  the  statute,  and  there  does  not 
seem  any  good  reason  why  it  should  be  inferred  from  the  general  policy  of 
the  statute.  On  the  contrary,  the  questions  of  mere  form,  I  think,  were 
intended  to  be  dealt  with  under  the  new  machinery  provided."  ^ 

Per  Ixxt^HerscheU^  (p.  304):  "  The  question  remains  whether  this  mode 
of  dealing  with  forgings  which  require  to  be  gradually  turned  was  so 
obvious  that  it  would  at  once  occur  to  any  one  acquainted  with  the  subject 
and  desirous  of  accomplishing  the  end,  or  whether  it  required  some  inven- 
tion to  devise  it.  There  is  no  doubt  about  the  law  applicable  to  such  a 
question,  though  it  is  often  difficult  to  apply  it  to  the  circumstances  of  any 
particular  case,  and  its  application  is  perhaps  most  difficult  when  the 
allied  invention  consists  of  a  new  apparatus  combining  known  elements. 
If  the  apparatus  be  valuable  by  reason  of  its  simplicity,  there  is  a  danger 
of  being  misled  by  that  very  simplicity  into  the  belief  that  no  invention  was 
needed  to  produce  it  But  experience  has  shown  that  not  a  few  inventions, 
some  of  which  have  revolutionized  the  industries  of  this  country,  have  been 
of  so  simple  a  character  that,  when  once  they  were  made  known,  it  was 
difficult  to  understand  how  the  idea  had  been  so  long  in  presenting  itself, 
or  not  to  believe  that  they  must  have  been  obvious  to  every  one." 

At  p.  306 :  "  The  last  objection  taken  to  the  patent  is,  that  the  com- 
plete specification  does  not '  end  with  a  distinct  statement  of  the  invention 
claimed '  as  required  by  sect.  5  (5)  of  the  Act.  The  Act  does  not  provide 
that  if  this  requirement  is  not  complied  with  the  patent  shall  be  void,  and 
I  think  it  impossible  to  imply  any  such  condition.  There  is  no  more 
warrant  for  doing  so  in  this  case  than  in  the  case  of  non-compliance  with 
any  other  of  the  provisions  of  the  section.  The  provision  which  imme- 
diately precedes  that  in  question  requires  that  a  specification  should 
'  commence  with  a  title.'  It  could  hardly  be  gravely  contended  that  if  the 
Comptroller  accepted  a  specification  where  the  title  did  not  occupy  the 
first  place,  the  patent  granted  ought  on  that  account  to  be  held  void.'  It 
is  not  necessary  to  express  any  opinion  whether  the  specification  did  end 

*-*  Reaffirmed  in  Tubes  Ld,  v.  Perfecta,  &c.,  oo  R.  P.  C.  99,  A?J/,  pp.  461,  462. 
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with  a  distinct  statement  of  the  invention  claimed  within  the  meaning  of 
that  statute.  I  should  certainly  not  recommend  it  as  an  example  to  be 
foUowed/'  * 

Notes. 

The  first  of  the  foregoing  passages  from  Lord  HarschdTs  judgment  has 
been  frequently  quoted  (in  whole  or  in  part)  and  followed  in  Shaw  v.  Barton^ 
12  R.  P.  C.  291 ;  Savage  v.  Harris^  13  R.  P.  C.  94 ;  Birch  v.  Harrap^  13 
R.  P.  C.  620 ;  Thierry  v.  Riektnann  (the  whole  judgment  was  relied  on  by 
Charles y  J.),  12  R.  P.  C.  427  ;  and  Taylor  <5^•  Scott  v.  Annand  <5^•  Others, 
18  R.  P.  C.  62. 

Lord  Herschell  also  pointed  out  that  as  there  was  evidence  that  various 
devices  had  been  made  to  meet  the  want,  the  patentee's  device  was  not  so 
obvious  as  had  been  suggested.   Longbottom  v.  Shaw,  8  R.  P.  C.  337. 

Vtckers  V.  Siddell  decided  that  the  rule  as  to  "  disconformity "  still 
continued  after  the  Act  of  1883 ;  it  is  restated  in  Gadd  v.  Mayor  of  Man- 
cluster^  9  R.  P.  C.  259,  526,  529.  It  also  shows  that  in  ascertaining  the 
nature  of  the  invention  the  whole  specification  must  be  considered ;  the 
absence  of  express  claim  for  the  novel  feature  in  the  invention  does  not  of 
itself  invalidate  a  patent :  Presto  Gear  Case,  &»c.  v.  Simplex,  &*c.,  15  R-  P  C. 
640. 

This  case  is  an  example  of  great  simplicity  in  a  patentable  invention. 
Lanccuhire  Explosives  Co.  v.  Roburite,  &*c.,  1 2  R.  P.  C.  399. 

Vichers  v.  SiddeU  shows  that  the  facts  of  each  case  must  first  be  ascer- 
tained, and  then  arises  the  question  whether  there  be  "  invention  ?  "  Case  v. 
Cressy,  17  R.  P.  C.  263. 


189a    Gaulard  &  GiBBs'  Patent,  7  R.  P.  C.  367. 

Want  of  Inventive  Ingenuity — Alleged  Combination — Best  Use  of  Known 

Tools. 

In  1882  a  patent  (No.  4362)  was  granted  to  Messrs.  Gaulard  &*  Gibbs 
for  "  a  new  system  of  distributing  electricity  for  the  production  of  light  and 
power." 

The  complete  specification  was  as  follows  > : — 

'*  This  system  consists  of  the  employment  of  an  alternating  current  pro- 
duced by  an  electro  dynamo  machine,  and  determining  by  its  passage  through 
a  number  of  electrical  generators  of  special  construction  the  formation  of 
induced  currents,  of  which  the  quality  and  the  value  depend  only  on  the 
construction  of  the  secondary  coils  of  the  said  electrical  generators. 


1  As  to  an  inventor's  dnty  to  distinguish  the  novelty  of  his  invention,  see  aniet  pp.  57-60. 

s  As  the  decision  in  the  House  of  Lords  did  not  turn  on  the  objection  of  disconformity,  the 
extracts  from  the  specification  are  here  given  as  amended  without  distinguishing  the  amend- 
ments. 
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"  The  currents  generated  under  these  conditions  are  utilized  either  by 
lamps  to  produce  light  or  by  magneto  machines  to  produce  motive  power. 

"  We  take  an  alternating  current  dymmo  machine  constructed  in  such 
a  manner  that  the  resistance  of  the  inducted  system  ('induit')  is  greater 
than  that  of  the  external  circuit  luiiting  its  two  extremities,  but  we  do  not 
use,  or  desire  to  use,  alternating  dynamo  machines  that  produce  curxents 
other  than  currents  of  high  tension,  as  hereinafter  firstly  claimed. 

"  Let  us  suppose  the  length  of  this  circuit  equal  to  50  kilometres,  we 
place  (see  Fig.  i)  upon  it,  at  every  500  metres,  for  instance,  a  secondary 
generator  constructed  in  the  following  manner. 

FIG. I 


FIC.2. 


Diagrams  from  Gaulard  &  Gibbs'  specification  (No.  4362  of  1882). 

"  The  secondary  generator  may  be  constructed  as  represented  in  Fig.  2" 

The  details  of  the  secondary  generators,  with  dimensions  of  wires,  are 
next  given :  the  cores  were  of  soft  iron  wire,  and  the  ends  of  the  cables  of 
the  bobbins  of  the  secondary  coils  were  so  placed  as  to  allow  of  their  being 
grouped  either  for  quantity  or  tension.  By  this  means  the  tension  was  to 
be  varied  to  suit  the  requirements  of  the  consumer. 

The  claims  were : — 

"  First,  the  privilege  of  exclusively  working  our  process  of  distribution 
characterized  by  the  following  points,  as  above  explained;  the  employment 
of  an  alternating  current  of  high  tension  for  the  generation  on  a  number 
of  secondary  generators  of  induced  currents  individually  utilized  either  for 
the  production  of  light  or  motive  power. 

'^  Second,  the  system  of  electric  distribution  such  as  is  laid  down  in  the 
foregoing  statement." 
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There  had  been  a  third  claim  for  the  special  construction  of  the  gene- 
rators, but  this  was  disclaimed  on  amendment. 

A  petition  for  revocation  of  the  above  patent  was  presented.  Amongst 
other  grounds  allied  in  the  petition,  that  of  want  of  subject-matter  was 
relied  on. 

Evidence  of  the  state  of  public  knowledge  and  alleged  anticipations  was 
given  at  the  hearing. 

Tn  1877  a  patent  (No.  1996)  was  granted  to  P.  Jahbchkoff  iox  a  new 


FIG. I 


FIC.3. 
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Diagrams  from  Jablochkoflf' s  specification  (No.  1996  of  1877). 


method  of  electric  lighting.  His  lamps  of  special  construction  were  used 
in  series.  Hence  it  was  necessary  to  provide  means  whereby  the  failure  of 
one  lamp  would  not  extinguish  all  the  rest.  It  was  also  necessaiy  to  supply 
the  current  to  each  lamp  at  a  high  tension,  the  potential  difference  at  the 
poles  of  the  lamp  being  comparatively  great.  The  system  is  shown  in  Figs. 
I,  2,  and  3  above.    In  his  specification  the  following  passages  occurred : — 
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**  In  carrying  my  invention  into  effect,  I  establish  in  the  electric  circuit 
employed  a  number  of  induction  coils  corresponding  to  the  number  of  lamps 
to  be  employed,  the  terminals  of  each  inner  coil  being  connected  to  the  said 
circuit,  while  the  terminab  of  the  outer  coil  are  situated  on  each  side  of  the 
slab  of  kaolin  of  the  lamp.  ..." 

^*  In  cases  where  continuous  electric  currents  are  employed  the  induction 
coils  are  provided  with  intemiptors  and  condensers,  either  one  to  each  or 
one  to  a  number  of  coils.  In  the  case  of  alternating  currents  the  intemiptois 
and  condensers  are  dispensed  with."  Another  advantage  in  the  use  of 
induction  coils  lay  in  the  power  to  extinguish  one  lamp  without  extin- 
guishing all. 

Publications  were  proved  descnhing/ad/dcAA(?f*s  system;  in  these  the 
Ruhmkofff  coil  was  mentioned.  It  was  well  known  and  constructed  with 
iron  wire  or  split  cores. 

Other  publications  showed  that  for  the  purpose  of  transmitting  electiic 
energy  it  was  known  that  it  was  economical  to  use  transformers  to  change 
the  current  to  one  of  high  tension,  and  to  change  it  again  to  one  of  low 
tension  at  the  place  where  it  was  to  be  applied. 

It  was  also  proved  that,  until  the  Edison  &*  Swan  lamps  were  made, 
there  was  no  occasion  to  use  the  electric  current  for  lighting  purposes  at  a 
comparatively  low  tension ;  hence  no  demand  for  a  "  step  down  "  system. 

It  was  contended  that  the  patentee  had  invented  the  combination  of  the 
three  elements,  (i)  an  alternating  dynamo  supplying  the  main  wire,  (2)  a 
current  in  that  wire  of  high  tension,  and  (3)  a  secondary  generator  such  as 
described. 

The  patent  was  declared  invalid  by  Kekewich^  J.,  on  the  ground  that  the 
inventor  had  merely  indicated  the  best  method  of  using  known  tools  (5 
R.  P.  C.  525). 

Held,  by  the  Court  of  Appeal,  that  the  invention  was  new  and  useful,  but 
by  amendment  the  monopoly  claimed  had  been  extended,  and  that  the 
patent  was  bad  on  the  latter  ground  (6  R.  P.  C.  215). 

ffeldy  by  the  House  of  Lords  (not  agreeing  with  the  Court  of  Appeal  as 
to  disconformity),  that  the  patent  was  bad  for  want  of  subject-matter,  the 
combination  consisting  merely  in  putting  well-known  machines  together  in 
a  manner  that  involved  no  invention.^ 


1 89 1.      LONGBOTTOM   V.   ShAW,  8  R.  P.  C.  333. 

An€tlogous  Use —  Want  of  Inventive  Ingenuity. 

A  patent  was  granted  (No.  2695  of  1886)  to  C.  Longbottom  for  "im- 
provements in  reels  or  frames  for  holding  pile  and  other  fabrics." 

The  specification  described  a  new  method  of  forming  and  attaching 

»  In  Rucker  v.  London  Electric  Supply  Corporation,  17  R.  P.  C.  294,  Fanvell,  J.,  referred 
to  this  case  as  a  useful  illustration  of  the  application  of  the  principles  upon  which  the  Court 
acts  in  construing  specifications. 
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hooks  to  the  arms  of  the  reels.     Fig.  i  shows  hooks,  cast  or  stamped, 

secured  to  the  arm  of  the  reel  by  rivets  through  the  holes  B.     Fig.  2  shows 

another  method  in  which  the 

strip  of  metal  is  stamped  out  '**'*' 

and  the  hooks  (Fig.  3)  soldered    %3\J^^J\%3KJ\J\3^3K^\ 


I         Ox 


rit.8. 


into  the  transverse  grooves  C. 
When  complete  this  is  secured 
to  the  arm  of  the  reel  as  above 
described. 

The  claims  were : — 

"(i)  The  combination,  with 

a  reel  or  frame  for  holding  pUe     i>iagnuns  of  Longbottoms specification  (No.  9695 
or  other  fabrics,  of  a  row  of  of  1886). 

hooks  formed  of  cast  metal, 
substantially  as  herein  shown  and  described. 

''  (2)  The  combination,  with  a  reel  or  frame  for  holding  pile  or  other 
fabrics,  of  a  row  of  hooks  stamped  from  sheet  metal,  substantially  as  herein 
shown  and  described. 

"  (3)  The  combination,  with  a  reel  or  frame  for  holding  pile  or  other 
fabrics,  of  a  row  of  hooks  formed  by  attaching  hooks  to  a  suitable  founda- 
tion adapted  to  be  secured  to  the  arms  of  the  reel  or  frame,  substantially  as 
herein  shown  and  described. 

"  (4)  In  a  reel  or  frame  for  holding  pile  or  other  fabrics,  the  novel  method 
of  attaching  the  hooks,  substantially  as  herein  shown  and  described." 

At  the  date  of  the  patent  the  use  of  a  row  of  hooks  in  the  plane  of  the 
reel  or  frame  was  well  known,  the  hooks  being  separately  attached  to  the 
frame  by  rivets.  Rows  of  hooks  fastened  in  planes  at  right  angles  to 
the  strip  or  lath  of  metal  to  which  they  were  attached,  so  that  the  whole 
could  be  used  by  attaching  the  metal  where  required,  were  known,  but  for 
other  purposes,  such  as  hanging  goods  up,  &c.  There  was  an  improvement 
in  the  alleged  invention,  the  new  articles  being  largely  sold  in  preference- 
to  the  older  kinds. 

Held^  by  the  Court  of  First  Instance,  the  Court  of  Appeal,  and  the 
House  of  Lords,  that  the  application  of  old  things,  as  shown  above,  to  reels- 
for  pile  fabrics,  although  an  improvement,  did  not  require  experiment 
or  possess  sufficient  ingenuity  to  support  a  patent. 

Note. 

This  case  is  a  good  example  of  want  of  subject-matter.  Per  Smith,  LJm- 
in  Brooks  v.  Latnplugh^  15  R.  P.  C.  48. 
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1891,    NUTTALL  V.  Hargreavis,  8  R.  P.  C  450. 

Disa>nformity — Nc  Ittxniicn  in  Previsicnal. 

A  patent  (No.  5059  of  1880)  was  granted  to  F.  MtHaUfor  "an  improved 
method  of  tapping  barrels  containing  beer,  porter,  or  other  liquids,  tod 
preventing  waste  and  leakage  of  said  liquids  during  tai^ung." 
The  provisional  specification  was  as  follows : — 

"This  invention  consists  of  an  improved  method  of  tappong  bairds 
containii^  beer,  porter,  or  other  liquids,  and  for  {vev^iting  waste  and  leak- 
age of  said  liquids  during  tapping,  by  means  of  a  screwed  bush  or  [dog,  a, 
secured  to  the  barrel-end  ^;  the 
bush  also  carries  a  guide  for  the 
valve  e  and  spring  d,  the  valve 
bong  kept  on  the  seating  ;  in  the 
bush  by  means  of  the  spring  d, 
and  preventing  the  Uqaid  &oin 


"To  tap  the  barrel  I  use  a 

tap,/,  screwed  to  suit  the  bush  a, 

the  tap  being  provided  with  holes 

as  shown  at  g  (Figs,  i  and  1).' 

From  Nutuii's  provisional  «p«ciiicaiion.         The  tap  is  screwed  into  the  bnih 

until  it  forces  the  valve  c  from  its 

seating  (Fig.  3)  j  the  liquid  then  escapes  through  the  holes  ^  in  the  tap. 

The  said  tap  is  arranged  so  that  it  is  screwed  in  the  bush  a  a  short  distance 

(Fig.  r)  before  comii^  in  contact  with  the  valve,  so  as  to  prevent  leakage 

through  the  bu^  before  opening  the  valve. 

"  When  the  tap  is  removed  or  unscrewed  from  the  bush  the  spring  d 
presses  the  valve  back  to  its  seatii^  before  the  threaded  part  of  the  t^ 
leaves  the  bush. 

"  I  also  provide  the  tap  mth  a  centre  point,  h,  to  engage  in  a  correspond- 
ing  recess  in  the  valve  as  shown,  to  ensure  easy  and  diract  op^iing  of  the 
valve  with  litde  friction  and  without  damaging  the  face  of  the  valve." 

The  com[dete  specification  gave  a  more  detailed  description  of  the  in- 
vention  as  shown  in  Figs,  r  and  a  below.  The  action  of  the  tap  was  thus 
described: — 

"  To  tap  the  barrel  I  use  a  tap,/  screwed  to  suit  the  bush  a,  the  tap  being 
provided  with  a  hole  or  holes  as  ^own  at  g,  the  tap  is  screwed  into  Ae  bush 
until  it  forces  the  valve  from  its  seat,  the  liquid  then  escapes  through  the 
holes  g  in  the  tap,  the  tap  is  arranged  so  that  it  is  screwed  into  the  bush  a 
short  distance  before  it  commences  to  open  the  valve,  so  as  to  prevent 

reproduce  Hg.  a,  wbich  wu  the  same  as  Fig.  I,  but  ibowiiv  Ibe 
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leakage  through  the  bush  before  the  valve  is  opened,  the  tap  is  also  provided 
with  a  leather  or  rubber  collar,  //  the  fiice  of  the  valve  f  may  also  be  provided 
with  a  similar  facing  of  leather  or  other  material ;  the  valve  casing  or  pro- 
jecti<Hts/  are  encircled  by  a  gauze  or  stniner,  k,  to  prevent  hops  or  impurities 


From  NutuU't  complete  ipeciBcation  ( No.  5059  al  i860). 

esc^nng  through  the  Up.  When  the  tap  is  removed  or  unscrewed  from  the 
bush  the  spring  d  presses  the  valve  back  to  its  seat  before  the  threaded  part 
of  the  tap  leaves  the  bush.  Figs,  i  and  1  show  the  arrangement  secured  to 
the  barrel  end  on  the  inside." 

Other  modifications  were  then  described  hj  diagrams,  and  the  claim 
was  for : — 

"  A  method  of  plu^ii^  or  securing  the  outlet  of  barrel  by  means  of  an 
arrangement  of  bush  or  valve  casing  with  valve  and  spring  secured  to  barrel 
end  in  connection  with  a  tap  as  shown,  and  for  the  purpose  as  hereinbefore 
set  forth  and  more  particulariy  described  in  specification  and  drawings." 

It  was  proved  at  the  trial  that  the  invention  of  the  tap  described  in  the 
provisional  specification  had  neither  novelty  nor  utility.  The  patentee 
thought  it  was  original. 

It  was  also  shown  that  the  utility  and  novelty  of  the  complete  invention 
lay  in  the  use  of  the  strainer  k,j,  described  in  Figs,  i  and  3  of  the  complete 
spedfication. 

It  was  argued  for  the  plaintiff  that  the  strainer  was  a  mere  adjunct  and 
improvement  in  carrying  out  the  invention  (Newall  v.  ElUott,  ante,  p.  aoi). 

At  the  trial  the  learned  judge  held  that  the  alleged  invention  was  neither 
novel  nor  subject  matter  for  a  patent  (8  R.  P.  C.  273). 

The  plaintiff  appealed. 

Heid,  assuming  that  the  claim  was  for  a  combination  of  strainer,  bush 
and  guide-valve,  and  screw-tap,  the  element  of  the  strainer  was  not  included 
in  the  provisional  specification;  the  patent  was  therefore  invalid.  The 
objection  of  "  disconformity  "  between  provisional  and  complete  specifica- 
tions may  be  taken  since  the  Act  of  1883. 
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Notes. 

In  this  case  previous  decisions  were  reviewed;  the  patentee  need  not 
describe  details  in  the  provisional  specification :  Zan^  Fox  v.  Kensington^  &v., 
9  R.  P.  C.  238. 

NuttaU  V.  Hargreaves  shows  that  if  the  invention  described  in  the  two 
specifications  be  not  the  same,  the  patent  is  invalid :  Gadd  v.  Mayor  of 
Manchester^  9  R«  C.  P.  259. 

The  real  invention  (the  strainer)  was  not  made  at  the  date  of  the 
provisional  specification,  which  described  a  tap  that  was  neither  new  nor 
usefiil.     Per  Undky,  L.J.,  S.  C  9  R.  P.  C.  527. 

Nuttally.  Hargreaves  was  also  followed  in  Pether  v.  Skaw^  10  R.  P.  C 
297. 


1892.    The  Wenham  Gas  Co.,  Ltd.  v.  The  Champion  Gas  Co., 

9  R*  P«  C.  49* 

Novelty — Subject-matter — Construction, 

A  patent  (No.  2869**  of  1881)  was  granted  to  F.  W.  Clark  for  "im- 
provements in  railway-carriage,  street,  and  other  gas  lamps." 

The  specification  commenced  with  a  general  description  of  the  invention, 
and  was  illustrated  by  diagrams.  In  all  of  these  the  only  kind  of  lamp 
shown  was  that  in  which  the  flame  was  beneath  the  supply-pipe,  and  the 
light  was  cast  downwards. 

One  modification  of  the  lamp  is  shown  in  Figs.  5  and  6,  Fig.  6  being  a 
horizontal  section  through  AB  of  Fig.  5,  showing  the  three  tops  of  the  air 
inlet  pipes  alternating  with  three  openings  for  the  escape  of  the  products  of 
combustion  up  the  chimney.     It  is  thus  described  ^ : — 

"  In  Figs.  5  and  6  of  the  drawing  I  have  shown  the  arrangement  of  lamp 
I  prefer  to  adopt  when  the  inner  concentric  tube  serves  for  the  air  inlet,  a 
lamp  of  this  construction  being  specially  suitable  for  use  as  a  street-lamp. 

"  a  is  the  lamp  body ;  by  the  glass ;  r,  the  cover  \  d  and  ^,  the  concentiic 
tubes;  g^  the  reflector;  h^  the  chamber  formed  by  the  lamp  body  a  and 
the  outer  tube  e  ;  <,  cover  to  same ;  y,/,  air  inlets ;  k^  k^  the  air  inlets  in  the 
outer  tube  e\  t/,  is  the  gas  supply-pipe  which  I  use  in  this  arrangement  in- 
stead of  a  coil  as  hereinbefore  described ;  between  the  inner  tube  d  and  the 
gas-pipe  u  I  provide  an  additional  pipe,  d^^  the  space  between  the  two  tubes 
forming  the  chimney ;  and  the  space  between  the  tube  d^  and  the  gas-pipe 
u  forming  the  heated  air-chamber  corresponding  with  the  chamber/,  in  the 
arrangement  hereinbefore  described  and  shown  in  Figs,  i  to  4.  In  diis 
arrangement  a  ring,  or  circular  burner  of  the  kind  shown  in  the  drawing  and 

>  The  specification  is  here  shown  as  amended  without  distinguishing  the  amendments. 
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marked  r,  may  be  employed ;  ^  is  an  earthenware  or  metal  continuation 
of  the  tube  i/^,  such  tube  ^  being  perforated  if  found  desirable  for  causing 
a  portion  of  the  heated  air  to  be  more  equally  supplied  to  the  interior 
surface  of  the  flame/* 

The  air  entered  at  the  outer  circumference  under  the  cover,  part  de- 
cended  along  the  siuiace  of  the  glass  b^  keeping  it  cool,  as  shown  by  the 
arrows,  and  part  through  the  inlets  ky  along  the  reflectory,  thence  upwards 
and  through  openings  under  line  AB  and  down  the  tube  ^,  through  per- 


'4i'S 


Diagrams  from  Clark's  specification  (No.  3869  of  1881). 


rotations  at  bottom  of  ^,  and  so  on  to  the  upper  or  inner  side  of  the  circular 
series  of  gas-jets  from  v^  supplied  by  the  central  gas-pipe  u. 

The  claims  were : — 

*' Firstly,  the  general  arrangement  and  construction  of  the  improved 
lamp  hereinbefore  described  and  represented  in  Figs,  i  to  4  of  the  accom- 
panying drawing. 

"  Secondly,  the  modified  construction  of  lamp  hereinbefore  described 
and  represented  in  Figs.  5  and  6  of  the  accompanying  drawing. 

'*  Thirdly,  the  method  of  supplying  heated  air  to  the  inner  surface  of  the 
flame  by  causing  such  air  to  pass  through  the  chimney  in  its  passage  to  the 

Z 
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flame,  substantially  as  hereinbefore  desciibed  and  represented  in  Figs.  5  and 
6  of  the  accompanying  drawing. 

"  Fourthly,  the  employment  of  the  perforated  condnuation  ^  biyat  the 
chimney  for  distributing  the  heated  air  over  the  interior  surface  of  the  flame 
as  hereinbefore  described  and  represented  in  Fig.  5  erf  the  accompanying 
drawing," 

The  action  was  for  infringement. 

Amongst  other  objections,  want  of  novel^  was  pleaded  and  want  of 
subject-matter  raised  in  argument. 

Amongst  other  anticipations,  Siemett^  specification  (3331  of  1879)  was 
relied  on.     In  Fig,  2  the  incoming  air  was  heated  by  passing  down  outside 
the  central  gas-pipe  g  and  the 
circular   chimney    surrounding 
~     ~  it.      Fig.  5  shows  an  inverted 

lamp  in  which  the  air  that  is 
heated  enters  by  inlets  0,  posses 
upwards  along  the  middle  con- 
centric passage,  the  chimney 
consisting  of  the  outer  one.  Bat 
j  there  was  nothing  to  show  how 

an  incoming  downward  air- 
current  could  be  directed  to  the 
inner  surface  of  the  flame. 

Wire  diai^uagms  ,were  also 

proved  to  be  old.    The  dence 

was  proved  to  be  a  great  im- 

provemeat  on  former  lamps. 

At  the  trial  the  patent  was 

upheld. 

i^Q  Heid,    by    the    Court   of 

Appeal,  that  the  improremeats 
effected  by  the  patentee  con- 
stituted a  patentable  invention ;  that  claim  3  included  as  an  element  in 
the  combination  the  cooling  current ;  that  claim  3  was  for  a.  subordinate 
int^er ;  and  that  claim  4  was  redundant,  a  mere  repetition  of  claim  3,  and 
not  a  substantive  claim  to  the  use  of  perforations. 

lindlQi,  L.J.  (at  p.  53),  pointed  out  how  Siemens  bad  discovered  tbe 
importance  of  heating  the  air  before  it  reached  the  flame ;  he  showed  tbe 
advantages  of  it  and  how  to  do  it  "  That  idea  is  seized  upon  or  adopted 
naturally  by  Clark,  who  is  a  later  inventor — a  very  valuable  idea,  because 
it  seems  obvious,  now  that  we  know  all  about  it,  that  it  was  a  very  important 
and  a  very  valuable  suggestion.  .  .  .  Clar/cs  mind  was  addressed  to  ^ 
particular  method  of  bringing  a  supply  of  heated  air  to  particular  places 
on  the  flame.  His  step  is  in  advance  of  Siemetu?  ;  he  takes  Siemens  as  fet 
as  it  goes,  and  modifies  that  and  produces  a  new  and  very  valuable  result 
— a  brighter  flame  and  a  much  better  result.  ...  He  so  arranges  bis 
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concentric  ring,  or  machineiy,  or  tubes,  as  to  bring  his  hot  current  down  to 
the  middle  of  the  particular  kind  of  flame  which  he  selects  for  the  purposes 
of  his  lamp.  In  addition  to  this,  Clark  has  availed  himself  of  what  SUmens 
did  not,  that  I  know  of,  that  is,  the  cooling  current  which  kept  the  tem- 
perature of  the  glass  down,  and  prevented  cracking,  and  so  on." 


189a.      PlCKARD  V.   PrESCOTT,  9  R,  P.  C.  195, 

Prior  Publication. 

A  patent  was  granted  to  Messrs.  Pickard  &*  Curry  (No.  8953  of  1885) 
for  "  improvements  in  the  bridges  of  pincenez,  or  double  eye-glasses." 

The  patentees  brought  a  note  of  suspension  and  interdict  in  the  Court  of 
Session  against  the  respondent,  praying  that  he  be  interdicted  from  infring- 
ing the  above  patent. 

The  chief  objection  raised  was  that  of  prior  publication  of  the  patented 
invention. 

At  the  hearing  the  following  facts  were  proved.  A  description  of  the 
invoition  was  communicated  by  a  person  employed  to  carry  it  out  in  Paris 
to  the  Revue  Genirale  (F  Ophthalmologies  and  there  published  in  the  number 
for  June  30,  1885.  There  was  no  evidence  of  the  actual  date  of  publica- 
tion in  Paris,  The  Revue  circulated  amongst  oculists  who  wished  to  be 
informed  of  the  progress  made  by  their  profession.  A  witness,  speaking 
several  years  after  the  event,  said  that  he  saw  the  Revue  at  the  time  of  pub- 
lication immediately  after  June  30,  1885 ;  but  on  cross-examination  could 
not  fix  the  date  even  to  the  month  of  July.  It  was  proved  that  on  August  25 
there  was  a  copy  in  the  hands  of  a  gentleman  connected  with  the  Middlesex 
Hospital.  A  witness  at  the  time  of  the  trial  (1889)  had  in  his  possession 
his  own  copy  of  the  Revue^  to  which  he  was  a  subscriber,  and  had  seen  three 
copies — one  at  the  Royal  Ophthalmic  Hospital,  another  at  the  Ophthalmo- 
logical  Society's,  and  a  third  in  the  possession  of  a  London  oculist.  There 
was  an  entry  in  the  books  of  the  agents  in  Edinburgh  to  the  effect  that 
they  received  their  copies  on  July  10,  1885.  It  was  their  practice  to  deliver 
them  at  once  to  subscribers.  A  subscriber  proved  that  he  took  the  Rewu 
r^larly,  but  he  could  not  recollect  at  what  date  he  read  the  number  in 
question,  nor  whether  he  was  at  his  usual  residence  at  the  time. 

Held,  by  the  Lord  Ordinary,  that  prior  publication  was  not  proved. 

The  respondent  reclaimed. 

Held,  by  the  Inner  House  that  prior  publication  was  established,  and 
that  therefore  the  patent  was  invalid  (7  R.  P.  C.  361). 

On  appeal  to  the  House  of  Lords. 

Heldy  that  there  was  sufficient  evidence  of  prior  publication  to  invalidate 
the  patent,  bearing  in  mind  the  nature  of  the  invention  and  the  general 
desire  of  practitioners  to  have  early  information  on  the  subject  in  question, 
and  in  the  absence  of  any  evidence  on  the  other  side. 
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1892.    King  &  Co.  v.  Anglo-American  Brush  Corporation, 

9  R.  P.  C.  313. 

Anticipating  Specification^  Construction  and  Sufficiency  of. 

In  1878  a  patent  (No.  2003)  was  granted  to/.  Haddan  for  "improve- 
ments in  apparatus  for  the  generation  and  application  of  electricity  for  light- 
ing, plating,  and  other  purposes." 

The  complete  specification  was  as  follows : —  ^ 

"  My  invention  relates  to  electric  apparatus  for  the  generating  of  elec- 
tricity, and  for  its  application  and  use  in  electroplating  and  in  the  production 
of  electric  light,  and  for  any  other  purpose  to  which  electricity  may  be 
applied.  In  stating  wherein  my  invention  consists,  it  may  be  separated 
into  the  following  divisions  :  •  .  •  Fourth,  a  peculiar  manner  of  dispodng 
and  arranging  the  insulated  wires  and  current  conductors  of  the  machine." 

With  regard  to  the  "  fourth  division  "  of  the  invention,  the  specification 
pointed  out  the  defect  in  series-wound  dynamos — ^the  cessation  of  exating 
magnetism  "  on  opening "  the  circuit,  the  formation  of  powerfiil  currents 
only  when  the  external  circuit  is  closed  and  its  resistance  not  too  laige. 
"  Such  machines  are  not  well  adapted  to  certain  kinds  of  work,  notably  that 
of  electroplating  " — ^in  which  industry  a  counter  electromotive  force  is  de- 
veloped, and  may,  under  certain  circumstances,  reverse  the  polarity  of  the 
machine.    A  moderate  constant  magnetic  field  would  obviate  this. 

"  Other  useful  applications  of  a  '  permanent  field '  machine  will  readily 
suggest  themselves.  I  attain  my  object  by  diverting  from  external  woik  a 
portion  of  the  current  of  the  machine  and  using  it  either  alone  or  in  con- 
nection with  the  rest  of  the  current  for  working  the  field  magnets.  I  prefer 
the  latter  plan  of  the  two  just  above  mentioned,  especially  for  electroplating 
machines.  •  •  •  In  applying  my  invention  to  dynamo-electric  machines,  1 
wind  the  cores  of  the  field  magnets  with  a  suitable  quantity  of  a  compara- 
tively fine  wire  having  a  high  resistance  in  comparison  with  that  of  the  ex- 
ternal circuit  and  the  rest  of  the  wire  in  the  machine.  The  ends  of  this 
wire  are  so  connected  with  other  parts  of  the  machine  that  when  the  latter 
is  running  a  current  of  electricity  constantly  circulates  in  said  wire,  whether 
the  external  circuit  be  closed  or  not.  The  high  resistance  of  this  wire  pre- 
vents the  passage  through  it  of  more  than  a  small  proportion  of  the  whole 
current  capable  of  being  evolved  by  the  machine,  therefore  the  available 
external  current  is  not  materially  lessened.  When  this  device,  which  I  have 
called  a  'teaser'  (£),*  is  used  in  connection  with  field  magnets,  also  wound 
with  coarse  wire  (as  shown  in  Fig.  i  of  the  drawings),  for  the  purpose  of  still 
further  increasing  the  magnetic  field  by  employing  the  main  current  for  this 
purpose  in  the  usual  manner,  then  the  '  teaser '  may  be  so  arranged  that  the 

1  Only  those  portions  are  given  which  affect  the  ground  on  which  the  appeal  was  decided 
by  the  House  of  Lords.    As  to  the  issue  of  disconformity,  see  ante,  pp.  69, 7a 
«  The  letter  "  E  "  was  not  in  the  original.lbut  is  inserted  to  fadlitate  reference 
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current  which  passes  through  it  will  also  circulate  in  the  coarse  wire,  thus 
increasing  the  efficiency  of  the  device.  This  arrangement,  illustrating  one 
of  the  most  prominent  applications  of  my  invention,  is  shown  in  Fig.  i.  .  •  . 
Fig.  I  represents  in  plan  view  a  portion  of  a  dynamo-electric  machine, 
showing  one  of  its  magnetic  helices  partially  wound  and  so  arranged  as  to 
exhibit  the  '  teaser '  (£)  and  helix  F,  also  to  show  one  form  of  arranging  the 
currents  of  the  teaser  and  main  wire.  Fig.  2  is  the  same,  showing,  how- 
ever, a  modified  arrangement  of  the  currents  of  the  teaser  and  main  wire. 
Fig.  3  shows  a  modified  method  of  applying  the  teaser  by  wrapping  it  upon 
the  outside  of  the  main  helix  instead  of  within  it,  as  shown  in  Fig.  i.  Fig. 
4  shows  another  modified  form  of  teaser,  where  it  may  he  wrapped  around 
the  magnet  alongside  and  independent  of  the  main  helix.  ...  It  is  not 
at  all  essential  that  the  teaser  (£)  be  wrapped  around  the  magnet  under- 
neath the  wire  F.  A  variety  of  methods  would  be  equally  as  operative  as 
the  above,  the  essential  object  being  that  the  teaser  wire  shall  form  a  heUx 
aroimd  the  field  magnet ;  and  this  may  be  accomplished  in  many  ways, 
among  which  may  be  mentioned  that  illustrated  in  Fig.  3  of  the  drawings, 
where  the  teaser  is  wrapped  outside  of  the  helix  F ;  also  that  shown  in  Fig.  4, 
where  the  teaser  is  wrapped  alongside  the  helix  F,  forming  a  separate  and 
independent  section  or  helix." 

The  seventh  claim  (in  the  amended  specification)  was : — 

'^  (7)  In  a  dynamo-electric  machine  the  wire  or  helix  £,  having  a  com- 
paratively high  resistance  and  kept  in  closed  circuit  while  the  machme  is 
running  in  combination  with  the  magnet  wire  or  helix  F,  as  commonly 
employed,  substantially  as  shown  in  division  four." 

The  respondents,  who  were  assignees  of  the  above  patent,  commenced  an 
action  in  Scotland  against  the  appellants  to  have  the  patent  declared  null 
and  void. 

Prior  publication  and  user  were  alleged.  Amongst  the  publications, 
ClarHs  specification  (4311  of  1875)  ^^^  VarU^s  (4905  of  1876)  were 
relied  on. 

ClarUs  invention  consisted  in  taking  a  derived  current  from  the  poles  of 
the  machine  which  fiimishes  the  currents  to  the  fixed  electro-magnets,  and 
using  it  for  doing  the  external  work  required.  Improved  results  were  ob- 
tained where  the  work  to  be  done  was  constant.  The  application  of  die 
invention  of  "  lateral  derived  currents "  to  a  Lontin  machine  was  shown. 
In  the  Lontin  machine  the  armature  bobbins  were  fixed  radially  on  an  axis 
revolving  between  two  fixed  electro-magnets.  Clark  connected  each 
bobbin  to  a  separate  ''rubber"  on  the  axis  or  commutator.  They  could 
thus  be  grouped  for  quantity  or  tension.  One  or  more  of  them  could  be 
separately  connected  with  the  existing  fixed  magnets.  The  claim  was  for 
the  employment  of  '*  lateral  derived  currents "  for  all  purposes  where  a 
constant  current  was  required. 

Varlefs  specification  described  a  complicated  mode  of  constructing 
dynamos.    In  describing  his  machine,  the  following  passage  occurred : — 

"  Part  of  the  electricity  developed  by  the  machine  is   diverted  to 
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mamfaiii  the  magnetism  of  the  soft  iron  magnets,  and  the  remaining  portion 
is  used  to  produce  the  electric  light  There  are  several  well-known  ways  of 
doing  this,  but  the  method  I  prefer  is  to  wrap  the  soft  iron  magnets  with  two 
insulated  wires,  one  having  a  larger  resistance  than  the  other.  The  circuit 
of  laiger  resistance  is  always  closed,  and  the  circuit  of  less  resistance  is  used 
for  the  electric  light  When  the  electric  light  is  being  produced,  the  greater 
poztion  of  electricity  passes  through  the  circuit  of  less  resistance,  which  I 
term  the  '  electric  light  circuit,'  maintaining  the  magnetism  of  the  magnets 
and  producing  the  light.  When  the  electric  Ught  circuit  is  opened  from 
any  cause,  the  electricity  developed  passes  through  the  circuit  of  greater 
resistance  only,  and  maintains  the  magnetism  of  the  magnets.** 

There  was  no  claim  in  VarU^s  specification  for  series-shunt  winding, 
nor  was  such  winding  iUustrated,  nor  were  any  directions  given  for  carrying 
it  out,  and  the  evidence  was  conflicting  as  to  whether  an  ordinary  skilled 
workman  could  carry  out 
the    compound    winding 
from   Varices  description 
only. 

VarUys  knowledge  at 
the  date  of  his  specifica- 
tion of  shunt  winding  was 
proved  by  a  rough  sketch  ^ 
of  his  invention  that  was 
made  in  his  diazy.  Across 
the  page  was  written  this  sentence :  ''  It  would  probably  be  better  if  the 
cores  of  the  bobbins  were  made  of  a  bundle  of  wires  and  not  a  solid 
cylinder." 

It  was  proved  that  before  the  introduction  of  parallel  lighting  by  glow- 
lamps  in  1882  there  was  no  demand  for  a  dynamo  producing  a  current  a( 
constant  potential^  as  distinguished  from  one  producing  a  constant  current. 
Evidence  was  also  given  as  to  the  fall  of  potential  in  a  series-wound 
dynamo  with  the  increase  of  external  resistance ;  and  in  the  case  of  a  shunt- 
wound  machine,  of  the  division  of  the  current  in  the  two  circuits  in  a  ratio 
the  inverse  of  their  respective  resistances,  whereby  the  potential  was  in- 
creased when  less  current  was  required  for  lighting  purposes. 

There  was  no  mention  in  Haddar^s  specification  of  the  maintenance  of 
a  constant  potential ;  this  could  only  be  ensured  by  regulating  the  ratio  of 
the  resistances  of  the  two  circuits  round  the  magnets  with  regard  to  the 
work  the  dynamo  had  to  do. 

At  the  trial,  the  Lord  Ordinary  held  that  (i)  there  was  disconformity 
between  the  complete  and  provisional  specifications,'  and  (2)  that  the 
invention  had  been  anticipated  by  Varley  (6  R.  P.  C.  414). 


Sketch  from  Varley's  diary. 


>  The  diagram  here  given  is  reproduced  from  the  original  exhibit  given  to  the  author  by 
Mr.  /.  C.  Graham, 

*  The  report  of  this  finding  is  unnecessary ;  a  summary  of  it  is  given,  ante^  pp.  69,  70. 
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On  appeal,  the  First  Division  held  that  the  patent  had  been  anticipated ; 
no  decision  was  given  as  to  the  alleged  disconformity  (7  R.  P.  C.  436). 

On  appeal  to  the  House  of  Lords. 

Held^  that  the  invention  claimed  as  above  in  ffaddan^s  spedficatioa 
was  disclosed  in  VarU^s^  and  therefore  the  patent  was  invalid. 

Per  Lord  Halshury^  LC.  (at  p.  317)  :  "  The  'series'  was  known,  the 
'  shunt '  was  known,  and  the  language  "  (of  VarUys^  as  above)  "  seems  to 
me  incapable  of  any  other  interpretation  than  that  the  patentee  "  {Varley) 
"  did  mean  to  combine  the  two  previously  known  systems.  If  he  did,  and 
disclosed  the  mode  of  doing  it,  the  novelty  of  the  later  patent  cannot  be 
supported.  I  confess  I  am  unable  to  entertain  a  doubt  that  it  was  so 
disclosed.  What  he  intended  was,  I  think,  conclusively  shown  by  the 
original  rough  sketch  produced.  Distinguished  electricians  cavil  at  the  mode 
of  its  disclosure,  criticise  the  language  (which  is  not,  perhaps,  the  most 
felicitously  chosen),  and  possibly  suggest  doubts  as  to  what  would  have 
been  the  fate  of  Mr.  Varies  patent  if  it  had  been  attacked  upon  the  ground 
of  the  insufficiency  of  the  specification ;  but  that  is  not  the  question  to  be 
determined  here.  The  question  is  the  disclosure  of  the  invention,  which 
consisted  in  the  combination  of  two  known  forms  or  dynamo-electric 
machines.  ...  I  think  it  is  certain  that  neither  the  one  patentee  nor  the 
other  had  any  very  definite  notion  of  the  importance  of  the  invention  until 
a  year  or  two  later.  The  invention  of  the  incandescent  light  brought  into 
prominence  the  importance  of  an  even  uniform  and  continuous  flow  of  the 
electric  energy." 

Lord  Wiaiscn  (at  p.  319) :  ''The  appellants'  evidence  consists  of  oral 
testimony  by  electricians  of  great  eminence,  and  is  directed  mainly,  if  not 
wholly,  to  prove  (i)  that  on  a  fair  construction  of  the  specification  of  1876 
{VarUys)  the  words  relied  on  do  not  disclose  either  shunt  or  series-shunt 
winding,  and  (2)  assuming  them  to  do  so,  that  the  specification  does  not 
contain  explanations  or  directions  which  would  enable  a  workman  of  ordi- 
nary skill  to  construct  either  a  shunt  or  a  series-shunt  machine.  •  •  ."  At 
p.  320  :  ''  The  testimony  of  their  witnesses  was  given  upon  the  footing  that  m 
1876  Claris  invention  of  the  previous  year  was  still  imknown,  and  that 
those  who  read  Varley s  specification  could  have  no  knowledge  of  any  Sjrstem 
other  than  series-winding.  Upon  that  assumption  it  occurs  to  me  that  a 
reader,  whether  a  man  of  science  or  skilled  workman,  would  probably  have 
been  at  a  loss  to  discover  what  Varley  meant,  and  might  not  have  arrived  at 
either  shimt  or  series-shunt  winding  with  some  exercise  of  his  inventive 
faculty.  I  am,  however,  unable  to  find  any  good  reason  for  finding  that 
ClarHs  shunt  machine  was  unknown  in  the  year  1876.  It  is  true  that  Mr. 
Brush  had  never  heard  of  Clark 5  invention,  and  also  that  shunt-winding 
was  unknown  to  Sir  William  Thomson  before  1879.  But  it  appears  to  me 
that  Clark s  taking  out  a  patent  for  his  invention  was,  both  in  fact  and  law, 
a  publication  of  it.  I  do  not  suppose  that  every  electrician,  however 
eminent,  is  by  necessity  personally  cognizant  of  every  invention  patented 
within  the  bounds  of  his  science ;  and  the  ignorance  of  two  or  more  of  them 
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is  unavailing  to  prove  that  the  knowledge  of  others  was  equally  defective.  I 
cannot  therefore  avoid  the  conclusion  that,  in  1876,  Clark s  shunt-winding 
machine  had  been  disclosed  to  the  public,  and  must  have  been  known  to 
some,  if  not  to  all,  electricians,  and  consequently  that  the  controverted  pas- 
sage in  VarUj^s  specification  ought  to  be  construed  on  the  footing  that 
shunt-winding  was  known  at  its  date." 

''  I  do  not  think  it  necessary  to  deal  with  the  conflict  of  testimony  as  to 
the  sufficiency  of  VarUfs  specification  for  the  guidance  of  a  skilled  work- 
man. .  .  •  Every  patentee,  as  a  condition  of  his  exclusive  privilege,  is 
bound  to  describe  his  invention  in  such  detail  as  to  enable  a  workman  of 
ordinary  skill  to  practise  it ;  and  the  penalty  of  non-compliance  of  that 
condition  is  forfeiture  of  his  privilege.  His  patent  right  may  be  invalid 
by  reason  of  non-compliance ;  but  it  certainly  does  not  follow  that  his  in- 
vention has  not  been  published.  His  specification  may,  notwithstanding 
that  defect,  be  sufficient  to  convey  to  men  of  science  and  employers  of 
labour  information  which  will  enable  them,  without  any  exercise  of  inven- 
tive ingenuity,  to  understand  his  invention,  and  to  give  a  workman  the 
specific  directions  which  he  failed  to  communicate.  In  that  case,  I  cannot 
doubt  that  his  invention  is  published  as  completely  as  if  his  description 
had  been  intelligible  to  the  workman  of  ordinary  skill."  ^ 


1892.    Lane  Fox  v.  Kensington  &  Knightsbridge  Electric 
Lighting  Co.,  Ltd.,  9  R.  P.  C.  221,  413. 

Disconformity — Insufficiency —  Want  of  Utility. 

In  1878  a  patent  (No.  3988)  was  granted  to  St.  G.  Lane  Fox  for  "im- 
provements in  obtaining  light  by  electricity,  and  in  conveying,  distributing, 
measuring,  and  regulating  the  electric  current  for  the  same,  and  in  the 
means  or  apparatus  employed  therein." 

The  provisional  specification'  began  with  the  above  title  and  a  descrip- 
tion of  the  lamp  (metallic  leaves  or  foil)  employed.  It  continued : — "  The  way 
in  which  I  work  a  number  of  these  lamps  from  a  single  source  of  electricity 
is  as  follows.  From  one  pole  or  electrode  of  the  electric  generator  or  gene- 
rators proceeds  a  large  conductor,  from  which  branch  out  at  various  points 
where  lights  are  desired  smaller  conductors,  which  again  may  have  con- 
ductors branching  off  from  them,  and  so  on.  The  other  pole  or  electrode 
of  each  electric  generator  is  connected  with  the  earth,  so  that  the  conductor 
and  its  branches  and  sub-branches  will  be  perpetually  in  a  state  of  electric 
tension,  tending  to  develop  currents  in  every  direction  to  the  earth.  One  pole 
of  the  electric  lamp  is  connected  with  the  earth,  and  this  may  be  conveniently 
effected  by  means  of  gas  or  water  pipes,  where  such  exist,  so  that  wherever 

1  This  paragraph  was  quoted  and  followed  by  Lindley,  LJ.,  in  Savage  v.  Harris,  13 

R.  P.  C.  368. 

«  Only  those  parts  which  are  mitcrial  for  the  present  purpose  are  here  given. 
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the  circuit  is  complete  between  the  earth  and  any  one  of  these  branches 
a  current  of  electricity  will  pass  through  the  thin  leaf  of  metal,  rendering  it 
incandescent,  and  so  produce  light."  The  system  of  measurement  was  next 
described ;  and  the  specification  continued : — "  The  electromotive  force  of 
the  electric  conducting  mains  should  be  kept  as  nearly  as  possible  constant, 
at,  say,  loo  volts  or  B.A.  units  of  E.M.F.  A  number  of  Flant^s  (lead  and 
sulphuric  acid)  cells  joined  together  in  series  between  the  main  and  the 
earth  will  serve  as  a  kind  of  reservoir  for  electricity."  The  conductors  are 
next  described,  then : — *'  In  order  to  keep  the  E.M.F.  in  the  mains  con- 
stant, it  is  desirable  to  have  in  the  first  place  several  generating  machines; 
next,  it  is  necessary  to  have  some  regulator,  such  as  that  about  to  be 
described."  The  regulator  consisted  of  a  quadrant  electrometer  connected 
with  the  main  and  earth  ''in  the  usual  way."  The  needle,  on  coming 
into  contact  with  fixed  p^s,  would  complete  local  circuits,  and  so  actuate 
levers  acting  on  valves,  diereby  increasing  or  diminishing  the  supply  of  steam 
to  the  generating  engines. 

The  complete  specification  ^  was  for  "  improvements  in  [obtaining  light 
by  electricity,  and  in  conveying],  distributing,  [measuring],  and  regulating  the 
electric  current  for  [the  same],  obtaining  light  by  electricity  and  in  the  means 
or  apparatus  employed  therein."  The  lamp  was  first  described,  consisting 
of  a  platinum  or  platinum  alloy  wire  or  leaf.  Then  came  the  general  system 
of  distribution  as  mentioned  in  the  provisional  and  illustrated  by  Fig.  3,' 
A  being  the  generator,  and  the  conductors  being  shown  by  the  lines,  termi- 
nating in  lamps,  from  which  the  " earth"  wires  (not  shown)  led  to  "earth." 
The  mode  of  connecting  them  to  gas  or  water  pipes  was  described.  The 
measuring  apparatus  (a  shunted  voltameter)  was  also  described.  ''The 
E.M.F.  of  the  electric  conducting  mains  should  be  kept  as  nearly  as  possible 
constant,  say  at  100  volts  or  B.A.  units  of  E.M.F.  A  number  of  secondary 
batteries,  such  as  PlantBs  (lead  and  sulphuric  add),  such  batteries  being 
joined  together  in  series  between  the  main  and  the  earth,  will  serve  as  a 
kind  of  reservoir  for  the  electricity.  The  cells  should  have  a  very  large 
conducting  surface,  and  there  should  be  several  batteries  connected  up  at 
various  points  of  the  mains,  so  that  by  increasing  the  KM.F.  during  the 
hours  when  not  much  electricity  is  being  used,  they  will  become  charged 
and  the  electric  force  will  be  stowed  up  in  them,  so  that  a  sufficient  supply 
will  be  available  when  the  E.M.F.  falls,  owing  to  the  draft  from  the  mains 
when  the  force  is  most  used  and  needed.  The  number  of  cells  in  each  of 
these  batteries  will  depend  on  the  E.M.F.  of  the  mains." 

"  Fig.  5  is  a  diagram  representing  a  secondary  battery  joined  up  between 
the  main  and  the  earth  for  the  purpose  above  described.  £  indicates  earth, 
and  /  lamps.^  ...  In  order  to  keep  the  E.M.F.  in  the  electric  mains 

1  Only  those  parts  are  inserted  which  are  necessary  to  appreciate  the  decision.  The 
amendments  made  by  disclaimer  are  shown  : — the  words  in  square  brackets  were  omitted. 
and  those  in  italics  inserted. 

*  Figs.  3  and  5  are  diagrammatic,  and  are  here  given. 

*  A  description  of  the  conductors  were  here  omitted  by  disclaimer. 
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constant,  it  is  desirable  to  have  in  the  first  place  several  generating  machines, 
also  a  numberof  reservoir  batteries,  as  before  explained ;  [next  it  is  neces- 
sary to  have  some  r^ulator  such  as  that  about  to  be  described]."  ^  The 
quadrant  regulator  was  disclaimed  and  its  description  struck  out 

The  claim  in  the  amended  specification  was  for  "  the  employment  as 
described  of  secondary  batteries  as  reservoirs  of  electricity  in  combination 
with  a  mode  or  system  of  distribution  such  as  is  hereinbefore  explained." 

In  an  action  for  infringement  against  the  defendants  the  following  facts, 
inf^  a&a^  were  proved : — 

That  Plantk  cells,  when  discharging,  had  a  smaller  potential  difference 
between  their  terminal  plates  than  when  being  charged,  hence  they  could 
not  act  as  automatic  regulators  of  potential  in  the  mains. 

That  they  were  useless  unless  used  with  a  switch,  so  that  the  number 
of  cells  in  the  battery  could  be  varied  with  the  rise  or  fall  in  potential 
•during  charging  and  discharging.  Without  a  switch  the  pressure  necessary 
to  charge  the  batteries  would  break  down  the  lamps.  This  was  illustrated 
by  the  curves  here  reproduced.'    From  them  it  appears  that  if  the  battery 
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{say  of  So  cells)  be  arranged  to  discharge  at  lOo  volts,  it  must  be  charged 
at  a  pressure  from  105  to  115  volts,  which  the  lamps  would  not  bear. 

But  if  that  difficulty  were  overcome,  it  was  proved  that  there  would  be 
•considerable  irregularity  both  in  pressure  and  current  during  the  discharge, 
so  that  the  battery  could  not  act  as  a  regulator.  The  amount  of  this 
irregularity  is  shown  by  Prof.  Kennedys  diagram  given  below. 

That  Plantk  cells  were  well  known  in  1878,  and  had  been  used  for  storage 

1  These  words  were  struck  out  by  disclaimer. 

s  In  this  diagram  produced  at  the  trial  the  descending  curve  was  continued  further.  It 
was  originally  published  by  Prof.  AyrUm,  and  Messrs.  Lamb  and  Smith  to  illustrate  their 
paper  on  "  The  Chemistry  of  Secondary  Cells."  The  breaks  at  B,  C,  and  C  were  due  to  the 
stoppages  in  an  experiment  to  remove  certain  test  plugs.  The  change  of  potential  of  the 
battery  in  action  is  according  to  the  continuous  curve.  See  Vol.  XIX.  p.  660  of  The  Journal 
.  of  the  Institution  of  Electrical  Engineers* 
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in  coDnecdon  with  arc  lighting,  but  not  in  cannection  with  dynamos  for 
incandescent  lighting. 

That  in  1878  no  successful  incandescent  lamp  had  been  invented.  Nor 
was  it  known  that  in  large  districts  the  earth  could  not  be  used  as  a  return 
conductor — the  term  "  earth  "  was  technically  used  for  return  conductors. 
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The  patent  was  held  invalid  at  the  trial  on  the  grounds  of  disconfomiity 
and  iDsufficiency,  and  the  opinion  expressed  that  otherwise  it  was  new,  was 
subject-matter,  and  had  been  infringed  (9  R.  P.  C.  221). 

Both  parties  appealed. 

ffe/J,  by  the  Court  of  Appeal — 

That  without  further  invention  or  experiment  as  regards  "  switching  "  the 
iovendon  was  useless  for  the  purposes  described  by  the  patentee. 

That  the  specification  was  insufficient,  owing  to  the  want  of  such  directions 
as  would  enable  a  constant  pressure  to  be  maintained  in  the  mains.' 

The  patent  was  therefore  invalid. 

That  the  invention  claimed  in  the  amended  specification  {regulation  by 
batteries)  was  different  from  that  described  in  the  provisional  {st<n-age  by 
batteriei  and  relation  by  regulator).'* 

'  This  follows  from  the  preceding  finding.  It  is  looking  at  the  same  matter  liom  a 
diflerenl  point  of  view. 

■  This  finding  (at  p.  419}  was  not  enunciated  until  the  patent  had  been  declared 
invalid.  In  coming  to  the  conclusion  that  the  amended  complete  specificiitlon  was  dis- 
Mofono  10  the  provisional,  the  IrBmed  Lords  Justices  followed  the  decision  of  the  Court 
of  Appeal  in  Gaulard  &•  Giili'  Patent  (6  R.  P.  C.  315),  in  which  case  there  was  a  strong 
analogy  as  10  the  facts,  without  noticinf;  (hat  the  House  of  Lords  did  not  opprove  of  the 
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Per  Undley^  LJ.  (p.  416) :  ''  An  invention  is  not  the  same  thing  as  a 
discovery.  When  Volta  discovered  the  effect  of  an  electric  current  from 
the  battery  on  a  frog's  l^,  he  made  a  great  discovery,  but  not  a  patentable 
invention.  Again,  a  man  who  discovers  that  a  known  machine  can  produce 
effects  which  no  one  knew  could  be  produced  by  it  before,  may  make  a 
great  and  usefril  discovery  \  but  if  he  does  no  more,  his  discovery  is  not  a 
patentable  invention  iSritain  v.  Hirsch^  5  R.  P.  C.  232 ;  Harwood  v. 
G.  N.  Ry,  Co.^  II  H.  L.  C.  654;  Hortan  v.  Mdbon,  12  C.  B.  N.  S.  437 ; 
Saxby  v.  Gloucester  Wagon  Co.^  7  Q.  B.  D.  305.  He  has  added  nothing 
but  knowledge  to  what  previously  existed.  A  patentee  must  do  something 
more :  he  must  make  some  addition,  not  only  to  knowledge,  but  to  pre- 
viously known  inventions,  and  must  so  use  his  knowledge  and  ingenuity  as 
to  produce  either  a  new  and  useful  thing  or  result,  or  a  new  and  useful 
mediod  of  producing  an  old  thing  or  result.  On  the  one  hand  the  discovery 
that  a  known  thing — such,  for  example,  as  a  Plants  battery — can  be  employed 
for  a  useful  purpose  for  which  it  has  never  been  used  before  is  not  al(Hie  a 
patentable  invention ;  but,  on  the  other  hand,  the  discovery  how  to  use 
a  thing  for  such  a  purpose  will  be  a  patentable  invention  if  there  is  novelty 
in  the  mode  of  using  it,  as  distinguished  from  novelty  of  purpose,  or  if  any 
new  modification  of  the  thing,  or  any  new  appliance  is  necessary  for  using 
it  for  its  new  purpose,  and  if  such  mode  of  user,  or  modification,  or  appliance 
involves  any  appreciable  merit.  It  is  often  extremely  difficult  to  draw  the 
line  between  patentable  inventions  and  non-patentable  discoveries,  but  I 
have  endeavoured  to  state  the  distinction  as  I  understand  it,  and  so  far  as 
is  necessary  for  the  purposes  of  the  present  case.  I  have,  of  course,  been 
guided  by  the  previous  decisions  on  the  subject,  and  especially  by  Harwood 
V.  G.  N.  Ry^  Co.y  which  is  the  most  instructive  of  them  all."  ^ 

At  p.  417  :  " .  .  .  The  utility  of  the  alleged  invention  depends  not  on 
whether  by  following  the  directions  in  the  complete  specification  all  the 
results  now  necessary  for  commercial  success  can  be  obtained,  but  on 
whether  by  such  directions  the  effects  which  the  patentee  professed  to  pro- 
duce could  be  produced,  and  on  the  practical  utility  of  these  effects.  Can  it 
be  said  that  the  invention  as  described  in  the  amended  specification  was,  in 
1878,  a  practically  useful  addition  to  the  then  stock  of  inventions?  To 
judge  of  utility,  the  directions  in  the  amended  specification  must  be  followed, 
and,  if  the  result  is  that  the  object  sought  to  be  attained  by  the  patentee 
can  be  attained,  and  is  practically  useful  at  the  time  when  the  patent  is 
granted,  the  test  of  utility  is  satisfied.  Utility  is  often  a  question  of  degree, 
and  always  has  reference  to  some  object  *  Useful  for  what  ? '  is  a  question 
which  must  be  always  asked,  and  the  answer  must  be,  useful  for  the  pur- 
poses indicated  by  the  patentee." 

finding  of  disconformity  by  the  Court  of  Appeal  In  that  case  {ante,  p.  64).    An  inventor 
should  not  rely  too  much  on  this  being  an  example  of  disconformity. 

»  As  re-stated  by  Lindley,  L.J.,  in  Moser  v.  Marsden,  lo  R.  P.  C.  358,  and  followed  by 
SmUh,  LJ.  (ibid.,  p.  363).  Followed  in  Pirrie  v.  York  St„  &*f.,  11  R.  P.  C.  438.  453.  455 : 
Thierry  v.  Riekmann,  12  R.  P.  C.  427  ;  and  Aceiyktu  III,  Co.,  Ud.  v.  United  Alkali  Co., 
ao  R.  P.  C.  173. 
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1892.    Gadd  &  Mason  v.  Mayor  of  Manchester,  9  R.  P.  C.  516. 

Disconformiiy — Inventive  Ingenuity — Prior  Publication. 

In  1888  a  patent  (No.  181 19)  was  granted  to  Messrs.  Gadd  &•  Mason 
for  "  improvements  relating  to  the  construction  of  gasholders." 

The  specifications  ^  were  as  follows : — 

"  The  improvements  relate  to  the  construction  of  gasholders,  and  have 
for  object  the  supporting  of  the  same  in  their  working  position,  in  such 
manner  as  to  enable  the  external  or  upper  guide  framing  hitherto  employed 
for  that  purpose  to  be  dispensed  with,  and  yet  to  give  the  requisite  stability; 
although  such,  or  a  modified  form  or  framing,  may  be  employed  in  connection 
with  the  improvements  herein  described,  when  desired. 

"  To  accomplish  this,  and  to  efifect  our  improvements,  we  fix  round  the 
face  of  the  tank  or  well  a  series  of  vertical  guides,  which  are  constructed  in 
the  form  of  racks,  or  mechanical  equivalents  therefor,  {such  as  vertical  screw- 
shafts  of  coarse  or  quick  thready  or  vertical  endless  chains  or  bands  passing 
over  and  betweeen  pulleys  or  wheels  at  or  near  the  top  and  the  bottom  of  the 
tank  or  holder^  as  the  case  may  be).  At  corresponding  intervals  round  the 
lower  curb  or  ring  of  the  holder  we  mount  on  suitable  shafts  or  studs, 
pinion,  mitre,  or  other  toothed  wheels  or  mechanical  equivalents  therefor 
(such  as  notched  wheels^  or  in  some  cases  plcun  wheels  or  pulleys)^  which 
gear  into  or  with  the  racks  or  equivcUents  aforesaid. 

"  These  wheels  are,  by  preference,  all  likewise  geared  together,  in  such 
manner  that  when  one  is  caused  to  turn,  the  whole  will  turn  therewith  and 
to  the  same  extent.  By  which  means,  if  the  holder  carrying  or  connected 
with  these  geared-up  wheels  moves  upwards  or  downwards,  it  will  be  sus- 
tained in  the  same  relative  position  at  all  heights. 

''  The  like  result  is  also  obtained  by  fixing  the  vertical  racks,  or  equiva- 
lents as  aforesaid^  to  the  outer  face  of  the  holder,  and  the  pinion,  mitre,  or 
other  wheels  round  the  top  of  the  tank ;  and  in  like  manner  the  method 
may  be  extended  to  telescopic  holders. 

"  The  wheels  which  take  into  the  guides  may  be  geared  together  either 
by  shafb,  intermediate  between  and  turning  in  suitable  journals ;  or  by 
means  of  intermediate  wheels  in  train  [round  the  circle] ;  or  by  /^//i-chain 
or  rope  or  Wvikrchain  gearing ;  and  instead  of  the  whole  of  the  wheels  being 
geared  together,  portions  thereof  may  be  geared  as  a  modification. 

''Other  variations  in  detail  may  be  made  without  departing  from  the 
peculiar  character  of  the  invention,  which  consists  in  connecting,  by  means  of 
torsional  or  tensioncU  gearing^  a  number  of  points  round  the  bottom  curb  of  a 

1  The  specifications  are  here  shown  together.  The  provisional  specification  can  be  read 
by  omitting  all  the  passages  and  words  in  italics,  and  including  those  words  in  square  brackeu 
down  to  the  beginning  of  the  description  of  the  drawings.  To  read  the  complete  include  the 
words  in  italics  and  omit  those  in  square  brackets.  The  new  matter  constituting  the  alleged 
disconformity  will  be  thus  seen  at  a  glance. 
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gasholder^  in  such  manner  that  when  one  point  thereof  tends  to  rise  or/ail^  the 
same  tendency  is  transmitted^  through  such  gearings  round  the  circle  to  every 
other  points 

Figs.  I  and  a  show  a  plan  and  elevation  of  one  method  of  carrying  out 
the  invention,  in  which  the  spur-wheels  and  their  shafts  are  attachol  to  the 
holder  and  the  rack.  When  one  pair  of  wheels  tend  to  turn  in  their  rack 
by  reason  of  the  gasholder  rising  at  that  point,  this  tendency  is  transmitted 
to  the  wheels  on  either  side  by  the  shafts,  and  thence  by  the  rack  to  the 
next,  and  so  on.  A  horizontal  position  for  the  gasholder  is  thus  ensured. 
Other  diagrams  showed  modifications  of  the  same  principle  of  torsional 
gearing. 

Figs.  15  and  16  (plan  and  elevation)  show  another  method  of  effecting 
the  desired  object  by  means  of  tensional  gearing.  Chains  or  ropes  are 
attached  at  certain  points,  ^,  to  the  outside  of  the  bottom  of  the  gasholder; 
these  pass  over  and  imder  wheels  fixed  to  the  side  of  the  tank,  as  shown  in 
Fig.  16.  When  one  point  of  attachment  tends  to  rise  or  &11,  it  creates  a 
corresponding  tension  in  the  rope  or  chain,  which  is  transmitted  over  the 
wheels  to  the  next  points  of  attachment  on  either  side  round  the  gasholder. 

Other  modifications  of  the  tensional  gearing  were  shown. 

The  claims  were  for : — 

*'  (i)  The  employment  of  torsional  gearing  arranged  round  a  gasholder 
or  gasholder  tank,  which  gearing  connects  or  gears  together  points  upon 
and  at  intervals  around  such  holder,  so  that  one  point  moving  upwards  or 
downwards  communicates  through  such  gearing  the  tendency  of  motion  to 
the  other  points  round  the  holder,  for  the  purpose  and  in  manner  sub- 
stantially as  herein  showed  and  described. 

'^  (3)  The  employment  of  tensional  gearing  arranged  round  a  gasholder 
or  gasholder  tank,  which  gearing  connects  or  gears  together  points  upon 
and  at  intervals  around  such  holder,  so  that  one  point  moving  upwards  or 
downwards  communicates  through  such  gearing  the  tendency  of  motion  to 
the  other  points  round  the  holder,  for  the  purpose  and  in  manner  sub- 
stantially as  herein  shown  and  described. 

"(3)  The  employment  of  torsional  and  tensional  gearing  combined, 
arranged  round  a  gasholder  or  gasholder  tank,  which  gearing  connects  or 
gears  together  points  upon  and  at  intervals  around  such  holder,  so  that  one 
point  moving  upwards  or  downwards  commimicates  through  such  gearing 
the  tendency  of  motion  to  the  other  points  round  the  holder,  for  the  purpose 
and  in  manner  substantially  as  herein  shown  and  described.'' 

In  an  action  for  infringement  of  the  above  patent  the  principal  defence 
relied  on  was  that  the  patent  was  invalid  by  reason  of — 

(i)  Disconformity,  because  the  invention  of  torsional  gearing  in  the  com- 
plete specification  was  not  disclosed  in  the  provisional. 

(3)  There  being  no  subject-matter,  considering  the  prior  publications  in 
the  specifications  of  Wild  (1850)  and  Standfield  (1883). 

(3)  The  invention  had  been  published  by  being  disclosed  by  a  rival 
inventor  to  sundry  persons. 
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Technical  and  contradictory  evidence  was  called  as  to  what  would  be 
understood  by  the  term  "  gearing  "  by  mechanicians. 

IViU's  specification  (13226  of  1850)  related  to  floating  caisson  docks. 
It  worked  on  the  same  rack  and  pinion  principle  as  the  plaintiffs'.  It  dis- 
closed a  method  of  preserving  a  horizontal  position  by  means  of  cog-wbeels 
on  the  top  and  bottom  of  the  rectangular  caisson,  geared  together  by  shaft, 
passing  along  its  two  inside  sides,  and  these  worked  in  racks  fixed  in  the 
dock.  But  the  structure  never  rose  above  the  level  of  the  dock,  nor  was  it 
kept  level  by  being  held  externally  at  the  base  only. 

StandfieliTs  invention  (5889  of  1883)  was  for  a  similar  purpose,  viz. 
keeping  floating  structures  level.     Amongst  other  devices  it  disclosed  the 
torsional  method  of  keeping  the  pontoon  level  in  the  following  terms : — 
^'  Fig.  2 1  shows  a  mode  of  maintaining  the  horizontality  of  any  platform, 

beam,  or  frame  A  A^,  which  practically 
ensures  a  parallel  motion.  A  chain  is 
made  fast  to  the  upper  side  of  the  beam 
at  A,  passes  over  the  pulley  B  and  under 
the  pulley  E,  and  is  then  secured  to  the 
lower  side  of  the  beam  at  A^  A  second 
chain  is  made  fast  to  the  lower  dde  of 
the  beam  at  A,  it  passes  under  the  pulley 
D  and  over  the  pulley  C,  and  is  made 
fast  to  the  upper  side  of  the  beam  at  A^. 
"  It  will  be  seen  that  this  beam  will 
pass  up  and  down  only  in  a  horizontal  position,  however  it  is  weighted 
with  respect  to  the  raising  power." 

Neither  of  these  inventions  were  shown  to  have  been  actually  used ;  nor 
did  either  of  them  refer  to  gasholders. 

Evidence  was  given  of  the  difference  between  the  forces  to  be  considered 
in  floating  structures  (the  upward  pressure  of  water  due  to  displacement) 
and  gasholders  (the  expansive  force  of  the  gas  and  external  wind-pressure). 
It  was  also  proved  that  a  rival  inventor  had  disclosed  the  same  invention 
to  several  persons,  some  in  his  employment,  others  engineers  and  managers 
of  gasworks.  But  all  these  communications  were  made  confidentially  and 
for  the  purpose  of  obtaining  assistance  and  advice. 

Held  at  the  trial  that  the  patent  was  invalid  on  the  ground  of  discon- 
formity  between  the  complete  and  provisional  specification  (9  R.  P.  C.  249.) 
Held^  by  the  Court  of  Appeal — 
That  there  was  no  disconformity. 

That  sufficient  ingenuity  was  shown  in  applying  the  principles  known  in 
relation  to  floating  structures  to  gasholders  to  support  the  patent. 
That  there  was  no  "  prior  publication  "  by  the  rival  inventor. 
Per  LindUy\  L.J.  (at  p.  524):  "These  cases,^  and  many  others  which 


From  Standfield's  specification. 


»  Brook  V.  Aston,  8  E.  &  B.  478 ;    5  Jur.  N.S.  1025  ;    Harwood  v.  G.  A'.  Ry.  Co.,  11 
H.  L.  Ca,  654 ;  Morgan  v,   Windo^fcr,  7  R.  P.  C.  13  t.    Also  Pcnn  v.  Bibhy,  a  Ch.  Ap.  1^7 ; 
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might  be  cited,  establish  the  following  propositions  applicable  to  the  present 
case,  viz. :  (i)  A  patent  for  the  mere  new  use  of  a  known  contrivance,  with- 
out any  additional  ingenuity  in  overcoming  fresh  difficulties,  is  bad,  and 
cannot  be  supported.  If  the  new  use  involves  no  ingenuity,  but  is  in 
manner  and  purpose  analogous  to  the  old  use,  although  not  quite  the  same, 
there  is  no  invention ;  no  manner  of '  new  manufacture '  within  the  mean- 
ing of  the  statute  of  James.  (2)  On  the  other  hand,  a  patent  for  a  new  use 
of  a  known  contrivance  is  good,  and  can  be  supported  if  the  new  use  involves 
practical  difficulties  which  the  patentee  has  been  the  first  to  see  and  over- 
come by  some  ingenuity  of  his  own.  An  improved  thing  produced  by  a 
new  and  ingenious  application  of  a  known  contrivance  to  an  old  thing  is  a 
manner  of  new  manufacture  within  the  statute.  .  .  . 

*'  The  difficulty  of  saying  where  invention  sufficient  to  support  a  patent 
exists  and  where  it  does  not,  is  well  known  to  all  persons  conversant  with 
patent  law.  ...  If,  practically  speaking,  there  are  no  difficulties  to  be  over- 
come in  adapting  an  old  contrivance  to  a  new  purpose,  there  can  be  no 
ingenuity  in  overcoming  them,  there  will  be  no  invention,  and  the  first  rule 
will  apply.  The  same  rule  will,  I  apprehend,  also  apply  to  cases  in  which 
the  mode  of  overcoming  the  so-called  difficulties  is  so  obvious  to  every  one 
of  ordinary  intelligence  and  acquaintance  with  the  subject-matter  of  the 
patent  as  to  present  no  difficulty  to  any  such  person.  Such  cases  present 
no  real  difficulty  to  people  conversant  with  the  matter  in  hand  and  admit 
of  no  sufficient  ingenuity  to  support  a  patent.  If  in  these  two  classes  of 
cases  patents  could  be  supported,  they  would  be  intolerable  nuisances,  and 
would  seriously  impede  all  improvements  in  the  practical  application  of 
common  knowledge.  .  .  .  The  plaintiffs  have  made  a  new  and  useful 
thing,  viz.  an  improved  gasholder,  and  however  obvious  their  invention 
may  now  seem,  it  was  not  at  all  obvious  until  they  hit  upon  it."  ^ 

As  to  disconformity  (at  p.  526) :  "This  part  of  the  case  turns  entirely 
on  the  view  taken  of  the  nature  of  the  plaintiffs'  invention.  My  view  is  that 
they  sought  and  obtained  protection  for  an  invention  for  keeping  the  bottoms 
of  gasholders  horizontal  without  the  use  of  an  external  framework,  but 
instead  thereof  by  mechanical  means  such  as  are  described  in  the  provisional 
specification.  But  the  plaintifi&  were  not  tied  to  those  particular  means. 
A  patentee  is  not  prevented  from  improving  the  means  of  carrying  out  the 
invention  for  which  he  obtains  provisional  protection.  .  .  .  The  only  limit 
set  to  what  he  can  do  in  this  respect  is  that  the  invention,  as  finally  specified, 
must  not  be  a  different  invention  from  that  provisionally  protected.'' ' 

Cannington  ▼.  Nuttall,  L.  R.  5  H.  L.  205 ;  Otto  v.  Linford,  46  L.  T.  35  ;  and  Hayward  v. 
Hamilton,  Griff.  1x5. 

*  The  judgment  of  lAndUy,  L.  J. ,  is  frequently  quoted  as  to  the  difficulty  of  deciding  as  to 
sabject-niatter :  Savage  v.  Harris,  13  R.  P.  C.  93.  The  application  of  the  above  rules  is 
always  a  question  of  fact  and  degree:  Brooks  v.  Lamplugh,  14  R.  P.  C.  6x5.  Practical 
difficulties  must  be  overcome  :  Rockliffe  v.  Priestman,  15  R.  P.  C.  X59 ;  Beavis  v.  Rylands, 
Glass  Co,,  17  R.  P.  C.  98. 

'  Quoted  to  show  that  inventions  must  be  unmistakably  different  to  constitute  discon- 
formity in  Chadburn  v.  Mechan,  12  R.  P.  C.  135. 
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Per  SmM,  L.J.  (at  p.  529) :  "The  Patent  Act  of  1883,  s.  5,  enacts  that 
the  patentee  '  must  describe  in  his  provisional  specification  the  nature  of 
his  invention/  This  does  not  mean  -that  he  must  give  a  full  description  of 
his  invention,  but  he  must  describe  its  nature  so  that  the  law  officers  may 
be  informed  of  its  subject-matter,  and  the  identity  between  it  and  the  com- 
plete may  be  capable  of  being  ascertained.  ...  In  considering  the  question 
of  '  ncm-conformity/  it  becomes  necessary  to  apprehend  dearly  what  the 
plaintifis'  invention  really  is,  for  until  this  is  done,  it  is  impossible  to  ascer- 
tain if  a  new  and  separate  invention,  or  only  an  improvement  upon  or 
different  mode  or  modes  of  carrying  out  and  developing  the  original  in- 
vention, are  set  forth  in  the  complete  specification.  In  the  first  case  the 
patent  b  bad    In  the  second  it  is  not"  ^ 

Mote. 

At  p.  532  the  rule  as  to  pafirr  anHdfatiom  is  again  restated  by 
Smithy  L.J.,  and  was  followed  in  Shrewsbury  cr»  Talbot  Cab.  Co.  v.  SUrckXy 
13  R.  P.  C.  53  j  Pneumatic  Tyre  Co,  v.  Leicester^  6*^.,  16  R.  P.  C.  57. 
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Richardson  &  Co.,  Ltd.,  ii  R.  P.  C.  262. 

Construction  of  Claim — Manufacturing  Equivalent — New  Process. 

A  patent  (No.  4992  of  1882)  was  granted  to  F.  C  Glaser  for  "a  new 
or  improved  manufacture  of  fatty  matter  from  wool-fat.'' 
The  specification  described  the  invention  as  follows : — 
"This  invention  relates  to  a  new  or  improved  manufitcture  of  fatty 
matter  from  wool-fat  termed  '  lanolin,'  which  may  be  produced  either  from 
the  waste  liquors  of  wool-washing  works  or  from  ordinary  commercial  wool- 
fat."    Lanolin  was  described  as  a  conibination  of  pure  wool-fat  and  water. 
Previous  attempts  were  reviewed  and  their  drawbacks  pointed  out,  more 
particularly  the  smell  due  to  certain  putrid  formations.    The  new  special 
method  was  thus  described:   "The   still  fresh  imdecomposed  lye  passes 
through  a  depositing  centrifugal  machine,  in  which  the  dirt  and  &t  are 
separated  from  each  other,  while  the  cleansed  soap  liquor  is  continually 
drawn  off  by  means  of  a  pipe  and  led  direct  into  the  vat  which  serves  for 
the  acidulation.    The  raw  '  lanolin '  thus  obtained  is  thoroughly  kneaded 
by  suitable  machinery  with  cold  flowing  water,  until  the  water  which  flows 
away  is  as  clear  as  the  inflowing  water.     The  raw  '  lanolin  '  is  then  heated 
with  water,  whereby  it  is  decomposed  into  the  elements  of  water  and  fat 
The  latter  is  skinned  off  from  the  surface  and  cooled,  and  can  then  be  again 
operated  upon  in  the  centrifiigal  machine  in  a  melted  condition  for  further 

>  Frequently  quoted  with  approval :  Cassel  Gold,  &*c.  v.  Cyanide  Recovtry^  6*^.,  la  R.  P.  C. 

257. 
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purification,"  or  it  could  be  dissolved  in  certain  solvents  described,  and  then 
filtered.  The  fat  was  then  kneaded  with  water.  If  commercial  wool-fisit  were 
employed  instead  of  wool-washing  water,  alkalies  such  as  carbonate  or 
hydrate  of  soda,  had  to  be  added  before  the  above  treatment  was  carried  out. 

The  claims  were : — 

"  First  The  herein-described  improved  manufacture  of  fatty  matter 
termed  '  lanolin '  from  wool-fat,  by  first  treating  the  waste  liquors  of  wool- 
washing  works  in  a  depositing  centrifugal  machine,  then  purifying  the  raw 
lanolin  so  obtained  and  converting  the  same  into  wool-fat,  and,  if  necessary, 
purifying  the  wool-fiit  by  means  of  ether  or  other  solvents  or  by  operating 
upon  the  same  when  heated  in  a  centrifugal  machine,  and  lastly  converting 
the  wooUfat  into  *  lanolin  *  by  treatment  with  water.** 

"  Second.  The  herein-described  improved  manufacture  of  fatty  matter 
termed  *  lanolin  *  from  wool-fat  by  treating  commercial  wool-fat  with  water, 
carbonate  of  soda,  hydrate  of  soda,  soap,  or  other  alkaline  substance  or 
mixtures  thereof  until  a  thin  milky  fluid  is  obtained,  which  is  then  treated 
in  the  manner  set  forth  in  the  preceding  claim.** 

In  an  action  for  infringement  brought  by  the  plaintiffs  as  assignees  of 
the  above  patent,  it  was  contended — 

(i)  That  "lanolin"  had  been  anticipated  by  the  manufacture  of  a 
substance  named  ''cesipus,**  described  by  Dioscorides  in  1598;  and  by 
Pliny ^  whose  works  were  published  in  England  in  1601. 

(2)  That  the  claim  was  for  lanolin  when  made  as  described,  ue,  by  the 
use  of  a  centrifugal  machine  only. 

The  evidence  showed  that  "  oesipus,"  was  not  the  same  product,  as  it 
would  not  keep.  That  the  wool-washings  in  alkali  contain  cholesterin  fats, 
soap,  and  impurities.  Of  these,  cholesterin  fats  possessed  the  lowest  specific 
gravity.  That  the  inventors  discovered  it  could  be  easily  separated  from 
the  fatty  acids  by  the  centrifugal  machine.  That  such  a  machine  had  been 
invented  as  a  "separator,"  as  an  improvement  on  the  older  process  of 
allowing  milk  to  stand  and  then  "  skimming  "  it. 

Judgment  was  given  for  the  plaintiffs. 

Held^  on  appeal  by  the  Court  of  Appeal — 

That  the  substance  was  a  new  one.  That  the  claim,  considering  the 
whole  process  and  specification,  included  the  process  of  separating  by 
gravity  as  well  as  that  mentioned. 

Per  LindUy^  L.J.  (at  p.  271)  applying  the  rule  in  Cropper  v.  Smith 
(i  R.  P.  C.  89) :  "  Now,  applying  that  principle  to  this  case,  I  am  satisfied, 
now  I  understand  it,  although  I  was  not  when  I  was  ignorant  of  it,  thai 
to  construe  this  document  as  claiming  the  means  of  doing  the  thing  is  to 
miss  the  substance  and  mistake  the  principal  for  the  accessory.  I  think 
this  claim  does  not  cover  any  mechanical  method  of  effecting  the  separa- 
tion at  the  stage  indicated,  although  it  may  not  be  done  by  the  precise 
machine  which  is  selected  as  the  best" 

Per  Kay^  L.J.  (at  p.  273) :  "Now  I  see  the  result  of  this  manufacture 
was    to   produce   a   perfectly  new  substance   ...   a  hitherto  unknown 
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compound  .  .  •  Now  that  I  see  that,  I  am  not  so  much  impressed  with  tbc 
importance  of  using  a  centrifugal  machine  as  I  was  before,  because  lo  say 
that  another  man  may  produce  the  very  same  thing,  which  has  turned  oat 
to  be  an  extremely  valuable  product,  by  taking  every  one  step  of  the 
plaintiffs'  process  except  the  centrifugal  machine,  and  substitute  for  it  a 
depositing-tank,  seems  to  me  to  violate  the  principle  which  has  been  laid 
down  over  and  over  again,  that  you  cannot  take  every  step  of  a  process, 
especially  where  the  result  is  a  production  of  a  hitherto  unknown  compound, 
except  one,  and  substitute  for  that  one  that  which  is  a  manufacturing  or 
mechanical  equivalent/' 
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Constriiciion — Drawings — Invenimi, 

A  patent  (No.  3172  of  1880)  was  granted  to  W.  Lyon  for  "improve- 
ments in  the  construction  and  arrangement  of  apparatus  for  purifying, 
disinfecting,  drying,  and  heating." 

The  complete  specification  was  as  follows : — 

"  My  said  invention  consists  of  improvements  in  the  construcdon  of 
apparatus  for  purifying  and  disinfecting  wearing  apparel,  bedding,  and  other 
articles,  by  means  of  which  all  germs  of  disease,  vermin,  and  the  eggs  thereof, 
can  be  effectually  destroyed  without  the  necessity  of  employing  any  destruc- 
tive chemical  agent.  The  said  apparatus  is  also  applicai)le  for  the  purposes 
of  drying  and  heating,  all  risk  of  burning  articles  submitted  to  such  operations 
being  entirely  avoided. 

"  The  body  or  main  portion  of  the  apparatus  consists  of  a  chamber  con- 
structed of  wrought  iron  or  other  suitable  metal  or  material,  and  provided 
with  a  door  so  arranged  and  fitted  as  to  close  in  a  steam-tight  manner. 
Steam  is  conducted  from  the  steam  space  of  a  high-pressure  boiler  into  the 
interior  of  the  said  chamber  by  means  of  a  pipe  or  pipes,  which  open  or 
project  into  the  lower  part  of  the  latter.  The  said  chamber,  which  is 
hereinafter  referred  to  as  the  '  inner  chamber,'  is  surrounded,  except  at  that 
part  where  the  door  is  situated,  by  an  outer  casing  in  such  a  maimer  that  a 
steam-tight  space  or  chamber  (hereinafter  referred  to  as  the  *  outer  chamber') 
shall  exist  between  the  said  outer  casing  and  the  exterior  of  the  inner 
chamber,  suitable  stays  or  supports  being  provided  for  maintaining  the  inner 
chamber  in  its  proper  position.  A  steam-tight  door  is  provided  for  the 
purpose  of  obtaining  access  to  the  inner  chamber.  Pipes  are  arranged  in 
the  manner  hereinbefore  described  for  conducting  steam  to  the  outer 
chamber.  Both  chambers  are  provided  with  suitable  pipes  for  conducting 
off  any  water  resulting  from  the  condensation  of  the  steam,  and  also  for 
facilitating  when  desired  the  escape  of  the  latter. 

"  I  will  now  proceed  to  refer  to  the  accompanying  drawings,  from  which 
the  nature  of  my  said  invention  will  be  more  clearly  understood.     In  these 


drawings  the  apparatus  is  shown  mounted  on  wheels ;  Fig.  i  is  an  end 
view  with  the  door  open,  and  Fig.  a  is  a  perspective  view  with  the  door 
closed.  A  is  the  inner  chamber,  and  B  the  casing  enclosing  the  outer 
chamber;  C  is  the  door,  which  is  provided  with  a  flange,  c,  so  that  when 
the  door  is  closed  it  can  be  firmly  secured  by  means  of  bolts  and  nuts  to 
the  flange  d.  On  the  body  of  the  apparatus,  however,  although  this  arrange- 
ment constitutes  a  simple  and  effectual  method  of  securing  the  door  in  a 
steam-tight  manner,  in  some  cases  it  may  be  desirable  to  employ  Other 
arrangements,  for  instance,  clamps  connected  to  a  rod  or  rods,  as  will  be 
well  understood ;  f  is  an  aperture  provided  for  the  purpose  of  introducing 
small  articles  into  the  inner  chamber  without  the  necessity  of  opening  the 


From  Lyon's  GpeciGcation  (No.  317a  of  1880}. 

door;  y  is  a  cock  or  valve  for  the  escape  of  water  resulting  from  the 
condensation  of  the  steam.  On  the  upper  part  of  the  apparatus  are  shown 
arranged  safety-valves,  steam-gauges,  and  thermometer,  for  the  purpose  of 
ascertaining  and  regulating  the  temperature  of  the  interior. 

"  The  action  of  the  apparatus  is  as  follows : — The  wearing  apparel, 
bedding,  or  other  article  to  be  operated  upon  is  arranged  on  a  perforated 
shelf,  or  in  any  other  suitable  manner,  within  the  interior  of  the  inner 
chamber;  the  door  is  then  closed  and  steam  is  admitted  into  the  said 
chamber,  and  is  thus  brought  into  contact  with  the  article  under  treatment, 
which  is  allowed  to  remain  exposed  to  the  action  of  the  same  until  the 
desired  object  is  effected.  In  order  to  prevent  condensation  of  the  steam 
within  the  inner  chamber,  steam  is  admitted  into  the  outer  chamber  by 
preference  at  a  higher  pressure  than  the  steam  in  the  inner  chamber  a  short 
time  before  the  admission  of  steam  to  the  latter,  which  is  thereby  heated 
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and  prepared  for  its  recepticm*  When  the  apparatus  is  to  be  employed  for 
airing  clothing  or  bedding,  or  for  drying  articles,  or  for  any  purpose  vfaere 
a  dry  heat  is  required,  steam  is  only  introduced  into  the  outer  diamber;  bat 
when  a  moist  heat  is  required  for  the  preservation  of  meat,  or  for  cooldiig 
the  same,  the  apparatus  is  used  in  the  same  maimer  as  hereinbefore  described 
for  disinfecting." 

The  claim  was  for : — 

"  The  combiiuition  and  arrangement  of  the  iiuier  and  outer  chambeis, 
substantially  as  and  for  the  purposes  hereinbefore  described  and  set  foitii." 

In  an  action  for  infringement  the  chief  allied  anticipation  was  an 
apparatus  used  by  the  Aberdeen  Laundry  Company, 

That  apparatus  worked  as  follows ' : — There  was  an  inner  chamber,  A, 
into  which  articles  were  placed  to  be  dried.  Steam  was  admitted  through  the 
inlet  B  into  the  steam-jacket  C,  surrounding  the  inner  chamber,  lliis 
jacket  was  furnished  with  a  safety-valve,  D,  and  pressure-gauge,  E.  These 
were  not  constructed  for  high  pressures.  There  were  no  valves  or  gauges 
on  the  inner  chamber.  Steam  could  be  introduced  into  the  inner  chamber 
from  the  jacket  by  the  pipe  F,  but,  before  the  date  oi  Lyotis  patent  this  was 
only  done  experimentally.  Condensed  steam  escaped  by  the  outlet  G  from 
the  outer  chamber  or  jacket.  It  was  also  proved  that  after  the  publication 
of  the  patent  in  question  the  front  end  door  H  was  burst  by  undue  pressure 
against  the  bar  I  across  the  door.  Packing  (LL)  was  used  to  render  the 
door  steam-tight.  The  bar  and  door  were  then  strengthened  and  a  safety- 
valve  put  on.  J  is  the  floor  of  the  chamber,  and  K  an  exit-pipe  leading  to 
the  chimney.  The  Aberdeen  machine,  in  its  original  condition,  could  not 
be  used  with  steam  in  the  inner  chamber  under  a  greater  pressure  than  3  lbs. 
per  square  inch,  whereas  the  plaintiffs  invention  would  not  work  usefully 
with  a  less  pressure  than  i  o  lbs.  per  square  inch  in  the  inner  chamber. 

It  was  proved  that  when  steam  is  superheated  (/>.  dry  and  under 
pressure)  its  temi)erature  depends  on  its  pressure,  and  conversely  (10  lbs. 
and  a40^  F.,  30  lbs.  and  360"^  F.).  By  first  heating  the  outer  chamber  by 
steam  under  high  pressure,  and  then  introducing  dry  steam  under  pressure 
into  the  inner  chamber,  clothes,  bedding,  &c.,  in  the  latter  could  be  rapidly 
disinfected  by  being  raised  to  a  high  temperature.  The  dry  steam  under  high 
pressure  permeated  the  things  thoroughly,  and  in  a  few  minutes  effectually 
heated  them,  a  result  which,  under  older  processes,  it  took  several  hours  to 
attain.  Again,  the  articles  were  not  destroyed,  as  they  would  be  by  the  use 
of  condensed  steam. 

The  points  relied  on  for  the  defendant  were  chiefly — 

That  the  specification  claimed  the  invention  for  airing,  &c.,  at  low 
pressure,  and  was  therefore  anticipated. 

That  there  was  no  subject-matter  in  improving  a  known  machine  to 
stand  high  pressure. 

>  The  drawing  here  given  is  reproduced  from  the  original  exhibit  lent  to  the  author  by 
Messrs.  Finney,  Thomas  &*  Co. 
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Held  at  the  trial  and  by  the  Court  of  Appeal,  that  the  patent  was  valid. 

Heldj  by  the  House  of  Lords — 

That  on  considering  the  whole  specification  the  claim  was  for  the  com- 
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Disinfector  used  at  tbe  Aberdeen  Steam  Laundry. 


bination  of  the  two  chambers  for  the  purpose  of  disinfecting  by  direct  agency 
of  steam  under  high  pressure ;  that  its  use  for  mere  drying  was  indicated, 
not  claimed. 
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That  it  was  not  anticipated. 

That  there  was  a  sufficient  improvement  on  the  then  state  of  poblic 
knowledge  to  render  the  patent  valid. 

Per  Lord  Harsc?uU^  L.C.  (at  p.  360) :  "  It  is  quite  true  that  the  diange** 
(/>.  difference  between  the  Aberdeen  machine  and  Lyon's)  "  is  but  small ; 
but  if  it  be  the  case  that  the  change  was  made  with  a  view  to  the  use  of 
steam  at  a  comparatively  high  pressure  in  the  inner  cylinder,  and  conse- 
quently rapid  disinfection,  and  that  the  plaintiff"  {Lyon)  "  for  the  first  time 
put  before  the  public  a  machine  adapted  for  that  purpose,  although  the 
difference  between  that  machine  and  any  machine  in  prior  use  might  be 
slight,  it  appears  to  me  to  be  none  the  less  the  subject-matter  of  a  patent 

"  But  the  matter  which,  I  confess,  has  given  me  the  greatest  difficulty, 
and  which  has  led  me  to  entertain  some  doubt  whether  the  judgment  can 
be  sustained,  is  that  which  I  have  indicated,  namely,  whether  the  plaintiff 
does,  on  the  face  of  his  specification,  indicate  the  intention  that  the  steam 
in  the  inner  chamber  is  to  be  used  at  a  considerable  pressure,  and  that  the 
apparatus  has  been  devised  accordingly.  I  confess  that  I  think  this  case 
very  near  the  line.  I  think  it  is  unfortunate  that  the  plaintiff  was  not  more 
specific  in  his  description  on  the  face  of  his  specification;  because  if  he  had 
been  so,  very  possibly  he  might  not  have  been  subject  to  the  difficulties 
which  he  has  had  to  encounter  in  this  litigation.  ..." 

As  to  construction :  *'  When  one  turns  to  the  drawing  to  which  those 
letters  and  figures  have  reference,  one  finds  a  door  firmly  fastened  by  a 
great  number  of  nuts  and  bolts  at  short  intervals  all  round  the  door.  Now 
it  seems  to  me  that  any  one  reading  that  specification  in  connection  with  the 
drawing  could  come  to  no  other  conclusion  than  this,  that  inside  that  inner 
chamber  there  was  to  be  used  steam  at  a  considerable  pressure,  because 
safeguards  are  introduced  to  render  the  door  capable  of  withstanding  a 
considerable  pressure;  and  it  can  hardly  be  supposed  that  this  large  number 
of  nuts  and  bolts  were  introduced  out  of  mere  wantonness." 

Lord  IVatson  (at  p.  363) :  "  The  only  essential  difference  between  the 
two  apparatus  appears  to  roe  to  consist  in  this :  That  in  the  respondent's" 
{Lyon's)  "  the  purifying  chamber  is  fitted  with  a  door  capable  of  resisting, 
and  therefore  enabling  the  process  of  purification  to  be  carried  on  with  high- 
pressure  steam.  If  the  Aberdeen  apparatus  had  been  made  with  a  door  to 
the  inner  chamber,  which  would  have  permitted  the  use  of  high-pressure 
steam  within  it,  the  respondent's  invention  would,  in  my  opinion,  have  been 
thereby  anticipated." 

1895.    Leonhardt  &  Co.  r.  Kall^  &  Co.,  12  R.  P.  C.  103. 

Inventive  Ingenuity — St^demy  of  Directions. 

In  1888  a  patent  (No.  2664)  was  granted  to  H.  H.  Lake  for  an  inventioo 
(communicated  from  abroad)  for  '*  improvements  relating  to  the  prodnctioD 
of  colouring-matters." 
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The  complete  specification  was  as  follows : — 

''  It  has  been  found  that  from  para-nitro-toluol-sulpho-acid  a  number  of 
yellow,  orange  to  brown  colouring  matters  can  be  produced  which  have  the 
property  of  dyeing  cotton  direct  and  fast  to  alkali  without  mordant. 

'*  The  formation  of  these  colouring  matters  is  effected  in  such  a  manner 
that  oxidable  organic  or  mineralic  substances  and  free  caustic  alkali  in  a 
dissolving  or  distributing  agent  act  under  heat,  upon  paranitrotoluolsulpho 
acid  or  its  salts. 

"  As  such  oxidable  substances  I  mention  for  example  :  methyl  alcohol ; 
ethyl  alcohol ;  glycerine ;  resorcine ;  xantongenate  of  potassium,  &c. ;  hydro- 
quinone;  orcin;  naphthol;  dioxynaphthaline ;  pyrogalic  acid;  resorcylic 
acid ;  oxynaphthoic  acid ;  gaUic  acid ;  tannic  acid  and  substances  contain- 
ing tannic  acid,  for  example  sumach,  catechu,  and  the  like ;  oxyquinoline 
carbonic  acid ;  dioxynaphthalinesulpho-acid ;  sulphurous  acid ;  arsenious 
acid;  antimonious  acid  or  its  salts. 

"  The  above-mentioned  substances  have  given  good  results,  but  otlier 
oxidable  substances  can  be  used  in  lieu  thereof,  for  which  reason  I  do  not 
limit  myself  to  those  above  enumerated. 

"  The  process  which  I  use  for  the  preparation  of  these  new  colouring- 
matters  is  in  general  as  follows :  I  dissolve  or  distribute  paranitrotoluolsulpho- 
acid  or  a  salt  of  this  acid,  under  addition  of  such  oxidable  substances,  in 
water,  or  one  of  the  above-mentioned  liquid  oxidable  agents,  for  example 
spirit,  glycerine,  and  heat  the  same  with  caustic  alkali  until  the  formation  of 
colouring-matter  has  terminated. 

. "  By  employing  more  or  less  of  the  oxidable  substances  the  shades  of 
the  colouring-matters  obtained  can  be  greatly  varied. 

"  In  order  to  render  the  process  better  understood  I  give  the  following 
examples,  to  which  however  I  do  not  limit  myself,  as  they  can  be  variously 
modified  without  departing  from  the  nature  of  the  invention. 

"Example  i. — Upon  10  kilogrammes  of  the  sodium  salt  of  paranitrotoluol- 
sulpho-acid,  or  an  equivalent  quantity  of  the  free  acid,  are  poured  about  30 
litres  of  spirit  or  methyl  alcohol  and  heated  in  a  vessel  provided  with  an 
agitator  and  a  reflux-cooler.  About  8  kilogrammes  of  caustic  soda-lye  of 
40  degrees  Baum^  are  then  gradually  added,  and  the  whole  is  heated 
to  ebullition.  The  colouring-matter  obtained  is  filtered,  pressed,  and 
dried. 

"  Example  2. — 10  kilogrammes  of  paranitrotoluolsulpho-acid  are  heated 
together  with  about  30  kilogrammes  of  glycerine,  and  to  the  mixture  is 
gradually  added,  at  about  60  degrees  centigrade,  about  8  kilc^rammes  of 
caustic  soda-lye  of  40  degrees  Baum^.  A  powerful  reaction  which  may 
occur,  and  which  is  accompanied  by  strong  ebullition,  is  met  by  adding 
cold  water  or  by  externally  cooling  the  vessel.  The  formation  of  colouring- 
matter  is  terminated  in  a  short  time.  The  thick  paste  obtained  is  gradually 
introduced  into  about  100  litres  of  boiling  salt  water  which  must  be  kept 
acid  up  to  the  end,  preferably  by  means  of  acetic  acid.  The  colouring- 
matter  thus  separated  is  filtered,  pressed,  and  dried. 
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''  Example  3. — ao  kilogrammes  of  sodium  salt  of  paranitrotoluolsulpho- 
acid  and  4  kilc^rammes  of  resorcine  are  dissolved  in  60  litres  of  hot  vater, 
20  kilogrammes  of  caustic  soda-lye  of  40  degrees  Baum^  are  added,  and  the 
mass  is  boiled  up  to  the  end  of  the  formation  of  the  colouring-matter.  Hie 
colouring-matter  is  precipitated  by  neutralization  with  an  acid,  and  by  the 
addition  of  common  salt  in  the  usual  manner. 

"  Example  4. — 5  kilogrammes  of  a  naphthol  are  dissolved  in  20  kilo- 
grammes of  caustic  soda-lye  of  40  degrees  Baum^  and  60  litres  of  water,  20 
kilogrammes  of  the  sodium  salt  of  paranitrotoluolsulpho-acid  are  added, 
heat  being  applied  until  the  formation  of  colouring-matter  is  terminated. 
The  colouring-matter  is  then  separated  in  the  usual  maimer. 

''  The  same  process  serves  for  the  production  of  colouring-matters  by 
means  of  naphthol  dioxynaphthalines  and  its  sulpho  acids:  pyrogallic 
acid ;  resorcylic  acid ;  oxynaphthoic  acids ;  gallic  acid ;  tannic  acid  and 
substances  containing  tannic  acid,  such  as  sumach,  mirabolane,  catechu,  and 
the  like ;  oxyquinoline  carbonic  acid. 

^*  Example  5. — 10  kilogrammes  of  sodium  sulphite  are  dissolved  in  60 
litres  of  water  and  20  kilogrammes  of  caustic  soda-lye,  then  20  kilogrammes 
of  the  sodium  salt  of  paranitrotoluolsulpho-acid  added,  and  the  whole  boiled. 

"  Example  6. — 6*5  kilogrammes  of  arsenious  acid  are  dissolved  in  150 
litres  of  and  20  kilogrammes  of  caustic  soda-lye,  then  20  kilogrammes  of 
the  sodium  salt  of  paranitrotoluolsulpho-acid  added,  the  whole  being  heated 
as  long  as  colouring-matter  is  formed. 

''  In  the  above  directions  I  always  speak  of  caustic  alkali  in  the  form  of 
lye  (aqueous  solution),  but  it  is  a  matter  of  course  that  in  certain  cases  the 
alkali  can  be  used  in  another  form.  In  some  cases,  in  lieu  of  caustic  soda 
or  caustic  potash,  caustic  baryta  or  caustic  strontia  can  be  used.  Further- 
more, the  operation  can  be  carried  out  in  a  closed  vessel  with  or  without 
suitable  pressure." 

The  claim  was  for : — 

"  The  process  of  producing  colouring-matters  fast  to  alkali  which  will 
dye  cotton  yellow,  orange  to  brown  without  mordant,  by  the  action  of 
suitable  oxidable  substances,  and  fix  ^  alkalies  upon  paranitrotoluolsulpho- 
acid  under  heat,  substantially  as  described." 

In  the  action  for  infringement  the  chief  defences  raised  were : — 

(i)  Insufficiency  of  the  specification  in  not  showing  how  to  distinguish 
the  suitable  oxidable  substances,  in  not  giving  proportions,  in  not  defining 
how  different  shades  of  colour  could  be  produced,  and  in  not  giving  the 
chemical  composition  of  the  dye  produced. 

(2)  That  the  claim  was  too  wide,  and  would  include  substances  such  as 
zinc  dust  that  would  not  do. 

(3)  That  it  was  not  a  new  invention,  being  anticipated  in  several  publi- 
cations, and  amongst  others  Lak^s  specification,  No.  4387*  of  1886. 

*  This  word  "  fix  "  should  he  free  or  Jixcd,  more  probably  the  latter,  but  it  is  imraatcrial 
which  is  correct. 


LEONHARDT  v.  KALLE. 


365 


This  allied  anticipation  of  1886  was  a  new  mode  of  producing  certain 
dyes.  The  process  consisted  in  the  first  place  of  boiling  paranitrotoluol- 
sulphonic  acid  with  caustic  soda.  The  result  was  *'  an  intensely  red  fluid, 
from  which  a  yellow  colouring-matter '  may  be  obtained  by  salting  out/' 
but  the  salting  out  was  not  done,  and  there  was  added  "  to  the  fluid  as  much 
zinc-dust  as  necessary  to  render  the  fluid  colourless."  The  zinc-dust  was  a 
powerful  reducing  agent.  The  new'  amidosulpho  acid  was  then  purified 
and  used  with  other  organic  substances  to  produce  a  series  of  dyes.  The 
inventor  subsequently  discovered  that  by  adopting  a  slower  process  of  de- 
oxidation  (e^.  by  using  less  active  agents),  and  by  stopping  the  process 
when  colouring-matter  ceased  to  be  formed  he  got  a  new  dye  which  was 
fast  to  alkali  and  could  be  used  on  cotton  without  a  mordant.  In  the 
former  and  more  rapid  process  these  colouring-matters  were  supposed  to 
have  been  made  and  destroyed.  The  specification  sued  on  and  above  set 
out  is  that  for  this  new  process  of  slower  oxidation. 

IfM,  that  the  discovery  of  the  mode  of  stopping  of  the  older  process  at 
a  given  stage  by  slower  oxidation  was  a  patentable  invention,  that  the 
directions  were  sufficient,  and  that  the  claim  was  not  too  wide. 

Mr.  Justice  Rotner  first  dealt  with  the  alleged  anticipations,  and  found 
the  process  was  novel  and  was  good  subject-matter  for  a  patent. 

As  to  other  objections  (at  p.  116):  ''Objection  i  contends  that  the 
complete  specification  is  ambiguous  and  misleading  on  certain  grounds.  In 
my  opinion  it  is  not  ambiguous  and  not  misleading.  Let  me  deal  with  the 
various  heads  on  which  that  contention  is  based  in  objection  i.  Take  ob- 
jection (a)^  which  is  that  the  specification  '  shows  no  means  for  ascertaining 
what  oxidisable  substances  are  not  suitable.'  Now  with  reference  to  that, 
what  has  the  patentee  done,  and  what  really  could  he  do  more  ?  He  has 
pointed  out  numerous  oxidisable  substances,  and  admittedly  those  oxidisable 
substances  he  mentioned  are  as  good,  if  not  better,  and  more  easily  dealt 

1  The  soda  salt  here  mentioned  is  known  commercially  as  "  sun  yellow  "  (CHHsNtSfNa^Or), 
and  its  constitution  is  represented  by  the  formula — 

CH CH 

y 

c 

NaSO, 


The  formula  for  the  new  dyes  ("  Mikado"  colours)  has  not  been  finally  determined,  but  is, 
according  to  ^«rr/,  similar  to  the  above,  with  the  condensation  atom  of  O  replaced  by  (CHs),, 

N N  N N 

thus      1         I     instead  oli  \^  /  .     A  recent  French  work  gives  the  change  as  the  substitu- 
CH,    CH,  O 

N N 

tioQ  of  Os  for  the  condensation  O,  thus :    \     /  . 

CO 
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with,  than  the  other  oxidisable  substances  which  are  not  specifically  men- 
tioned. ...  I  do  not  think  that  he  was  bound  to  specify  all  possible 
oxidisable  substances  that  could  be  used,  or  to  point  out  which  of  the 
oxidisable  substances  not  mentioned  should  rather  be  avoided  as  not  beii^ 
so  good  as  those  expressly  mentioned." 

As  to  the  giving  of  proportions  (at  p.  117)  :  "  He  has  taken  numerous 
examples  and  given  details  with  regard  to  numerous  oxidisable  substances, 
how  they  are  to  be  used,  in  what  proportions,  and  with  every  necessary 
information.  ...  He  was  not  bound  to  apply  a  theory.  He  was  bound  to 
give  the  best  result.  If  he  had  formed  a  theory  the  objection  would  have 
been  taken  against  the  theory.  He  has  done  what  in  my  opinion  is  right. 
He  has  shown  how  to  obtain  the  best  result  from  the  different  oxidisable 
substances  in  fact,  and  not  in  theory.'' 

As  to  the  shades  produced  (at  p.  118)  :  "  It  is  very  difficult  to  define 
colours.  .  .  .  The  patentee  has  pointed  out  what  colours  his  dye  produce. 
Undoubtedly  all  the  colours  that  are  produced  from  his  process  are  rightly 
stated  by  the  limits  given  in  the  specification.  Practically  there  would  be 
no  difficulty.  A  person  wanting  to  use  these  dyes  would  test  the  examples 
given."  The  learned  judge  alluded  to  the  objection  as  to  the  absence  of 
any  formula  for  the  product  as  being  "  another  example  of  an  unfiur  objec- 
tion. In  my  opinion  the  patentee  was  not  bound  to  state  an3rthing  of  the 
kind." 


1895.    Nobel's  Explosives  Co.,  Ltd.  v,  Anderson,  12  R.  P.  C.  164. 

Construction  of  Specification, 

A  patent  (No.  1471  of  1888)  was  granted  to  A.  V,  Newton  for  an  inven- 
tion {A,  Nobei's)  for  "improvements  in  the  manufacture  of  explosives." 

The  complete  specification  began  by  describing  the  object  of  the 
invention : — 

"The  object  of  this  invention  is  to  combine  the  substances  nitro- 
glycerine and  nitrated  cellulose,  with  or  without  nitro-starch  or  nitro- 
dextrine,  or  both,  so  as  to  produce  an  explosive  substance  of  a  homy 
or  semi-homy  character,  and  capable  of  being  reduced  to  grains  suitable 
for  use  as  a  propeller  of  projectiles."  Various  processes  of  manufactare 
were  described.  The  proportions  were  indicated.  "  The  limit  of  variation, 
as  regards  the  relative  proportions  of  the  two  ingredients  above  named, 
viz.  nitro-glycerine  and  soluble  nitrated  cellulose,  which  permits  of  obtaining 
a  compound  consistent  enough  to  be  granulated,  is  very  wide.  But  when 
the  proportion  of  nitro-glycerine  exceeds  two-thirds  of  the  compound,  it  is 
rather  too  soft,  and  when,  on  the  contrary,  nitrated  cellulose  is  in  excess 
of  two-thirds,  it  becomes  too  tough  and  hard  to  be  easily  granulated." 
Throughout  the  specification  "insoluble"  nitro-cellulose  was  never  men- 
tioned, but  frequentiy  the  terms  "  soluble  nitrated  cellulose "  and  nitro- 
cellulose of  the  "  well-known  soluble  kind  "  were  used. 
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The  first  claim  was  for  : — 

"The  manufacture  from  nitro-glycerine  and  soluble  nitrocellulose  of 
a  homy  or  semi-homy  explosive  compound,  susceptible  of  granulation, 
substantially  as  and  for  the  purposes  herein  described." 

It  was  proved  at  the  trial  that  at  the  date  of  the  patent  soluble  ^  {ue. 
soluble  in  ether  alcohol  mixture)  nitro-cellulose  and  insoluble  nitro-cellulose 
were  known  substances  and  different  substances ;  that  they  were  distinguished 
in  commerce,  and  by  chemists.  That  each,  as  usually  made,  contained  about 
10  per  cent,  of  the  other.  The  processes  described  in  the  specification  were 
equally  applicable  to  both  substances,  and  the  results  were  homy  and  semi- 
homy  explosives  capable  of  granulation. 

At  the  trial  it  was  held  that  the  claim  did  not  include  the  insoluble 
nitro-cellulose,  it  not  being  at  the  date  of  the  patent  a  known  equivalent 
for  the  soluble,  and  hence  there  was  no  infringement. 

The  Court  of  Appeal  confirmed  that  decision. 

On  appeal  to  the  House  of  Lords. 

Hdd^  that  the  claim  did  not  include  a  powder  made  by  using  the 
insoluble  nitro-cellulose,  although  as  manufactured  it  contained  10  per  cent, 
of  soluble  nitro-cellulose. 

Notes. 

It  was  pointed  out  by  Kay,  L.J.,  in  the  Ifuandescent  Gas  Light  Co.  v. 
De  Mare^  &*c.  (13  R.  P.  C.  566),  that  the  above  decision  turned  on  the 
fact  that  the  patentee  avoided  the  "  insoluble  "  nitro-cellulose  in  his  claim. 

Lord  Herschelly  L.C.,  to  the  same  effect  in  Morris  6-  Bastert  v.  Youngs 
12  R.  P.  C.  461. 


1895.    Cassel  Gold    Extracting  Co.  v.  CvANmE  Gold  Recovery 

Syndicate,  12  R.  P.  C.  232. 

Construction  of  Claims — Inventive  Ingenuity, 

In  1887  a  patent  (No.  141 74)  was  granted  to  Messrs.  MacArthur  ^ 
Forrest  for  ''improvements  in  obtaining  gold  and  silver  from  ores  and 
other  compounds." 

The  complete  specification  was  as  follows  : — 

"  This  invention  has  principally  for  its  object  the  obtaining  of  gold  from 
its  ores  or  other  compounds,  but  it  is  also  applicable  for  obtaining  silver 
from  its  ores  or  compounds ;  and  it  comprises  an  improved  process  which, 
whilst  applicable  to  ores  or  compounds  generally,  is  effectual  with  ores 
and  compounds  from  which  gold  or  silver  have  hitherto  not  been  easily 

>  '•Soluble''nitro-celluloscis</f«i/w^*//«/tfjtf— C,H8(NO,)iO«,  and  "insoluble "is  "gun- 
cotton  "  or  triniirfhcellulose—C^ii^Ot^^^  The  plaintiff  contended  that  these  bodies  were 
not  distinct,  but  that  "  nitro-cellulose  "  was  Cfj,HieM.M(NOs)MO«N>  where  «  and  m  varied  accord- 
ing to  the  amount  of  nitration  produced. 
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obtainable  because  of  the  presence  of  various  other  metals  or  their  com- 
pounds, or  because  of  the  physical  or  chemical  condition  of  the  gold  or 
silver  in  the  ores  or  compounds." 

"  In  carrying  out  the  invention  the  ore  or  other  compound  in  a  powdered 
state  is  treated  with  a  solution  containing  cyanogen  or  cyanide  (such  as 
cyanide  of  potassium,  or  of  sodium,  or  of  calcium)  or  other  substance  or 
compound  containing  or  yielding  cyanogen.  In  practice  we  find  the  best 
results  are  obtained  with  a  very  dilute  solution,  or  a  solution  containing  or 
yielding  an  extremely  small  quantity  of  cyanogen  or  a  cyanide,  such  dilute 
solution  having  a  selective  action  such  as  to  dissolve  the  gold  or  silver  in 
preference  to  the  baser  metals.  In  preparing  the  solution  we  proportion 
the  cyanogen  to  the  quantity  of  gold  or  silver  or  gold  and  silver  estimated 
by  assay  or  otherwise  to  be  in  the  ore  or  compound  under  treatment,  the 
quantity  of  a  cyanide  or  cyanogen-yielding  substance  or  compound  being 
reckoned  according  to  its  cyanogen.  ..." 

The  mixing  process  was  next  described.  ''When  all,  or  nearly  all, 
the  gold  or  silver  is  dissolved,  the  solution  is  drawn  off  from  the  ore  or 
undissolved  residue,  and  is  treated  in  any  suitable  known  way,  as  for 
example  with  zinc,  for  recovering  the  gold  and  silver."  .  .  .  Residuary 
cyanogen  compounds  to  be  reconverted  for  use  again.  .  .  . 

"  Any  cyanide  soluble  in  water  may  be  used,  such  as  ammonium,  barium, 
calcium,  potassium,  or  sodium  cyanide,  or  a  mixture  of  any  two  or  more  of 
them.  Or  any  mixture  of  materials  may  be  taken  which  will  by  mutual 
action  form  cyanogen  or  a  substance  or  substances  containing  or  yielding 
cyanogen. 

"  In  dealing  with  ores  or  compounds  containing,  per  ton,  twenty  ounces 
or  less  of  gold,  or  silver,  or  gold  and  silver,  we  generally  use  a  quantity  of 
cyanide,  the  cyanogen  of  which  is  equal  in  weight  to  from  one  to  four  parts 
in  every  thousand  parts  of  the  ore  or  compoimd,  and  we  dissolve  the 
cyanide  in  a  quantity  of  water  of  about  half  the  weight  of  the  ore.  In  the 
case  of  richer  ores  or  compounds,  whilst  increasing  the  quantity  of  cyanide 
to  suit  the  greater  quantity  of  gold  or  silver  we  also  increase  the  quantity 
of  water  so  as  to  keep  the  solution  dilute.  In  using  free  cyanogen,  the 
cyanogen  obtained  as  a  gas  in  any  well-known  way  is  led  into  water  to 
form  the  solution  to  be  used  in  our  process ;  or  any  suitable  known  mode  of 
setting  cyanogen  free  in  solution  may  be  employed."  Higher  temperature 
and  pressure  might  sometimes  be  advisable. 

The  claims  were  : — 

"  (i)  The  process  of  obtaining  gold  and  silver  from  ores  and  other  com- 
pounds, consisting  in  dissolving  them  out  by  treating  the  powdered  ore  or 
compound  with  a  solution  containing  cyanogen  or  a  cyanide  or  cyanogen- 
yielding  substance,  substantially  as  hereinbefore  described. 

*^  (2)  The  process  of  obtaining  gold  and  silver  from  ores  and  other 
compoimds,  consisting  in  dissolving  them  out  by  treating  the  powdered 
ore  or  compound  with  a  dilute  solution  containing  a  quantity  of  cyanogen 
or  a  cyanide  or  cyanogen  yielding  substance,  the  cyanogen  of  which  is 
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proportioned  to  the  gold  or  silver  or  gold  and  silver,  substantially  as  herein- 
before described." 

The  plaintiffs  were  assignees  of  the  above  patent,  and  sued  for  in- 
fringement. 

It  was  proved  at  the  trial  that  the  solubility  of  finely  divided  gold  in 
cyanide  of  potassium  was  known.  Previous  publications  disclosed  the  use 
of  cyanides  in  unlimited  quantities  in  connection  with  electricity  and  car- 
bonate of  ammonium.  In  one  specification  one  ounce  of  carbonate  of 
ammonium  was  employed  with  each  pound  of  cyanide  of  potassium,  the 
quantity  of  the  latter  being  about  equivalent  to  the  amount  mentioned  by 
the  patent  in  question. 

Eminent  expert  chemists  gave  evidence  that  the  solution  of  gold  in 
cyanide  of  potassium  alone  was  generally  known,  but  not  one  said  that  /le 
knew  it. 

It  was  proved  that  none  of  the  publications  disclosed  the  fact  that  a 
dilute  solution  of  cyanide  of  potassium  would  dissolve  gold  from  crushed 
ore  in  preference  to  the  baser  metals.  A  strong  solution  would  dissolve 
the  baser  metals  first. 

It  was  argued  that  the  words  ''  substantially  as  hereinbefore  described '' 
in  the  first  claim  referted  to  a  dilute  solution  as  mentioned  in  the  specifica- 
tion, and  that  the  second  claim  referred  to  the  richer  ores  only. 

At  the  trial  it  was  held  that  there  was  no  invention  in  the  use  of  a  dilute 
solution,  and  that  the  patent  was  invalid  (11  R.  P.  C.  638). 
Jleldy  by  the  Court  of  Appeal — 

That  the  first  claim  could  not  be  read  as  applying  to  dilute  solutions 
only,  and  was  therefore  anticipated. 

That  the  second  claim  was  for  a  novel  and  useful  invention,  and  was 
valid. 

Smith,  L.J.  (at  p.  257) :  "  It  appears  to  us  that  claims  i  and  2  are 
independent  claims,  having  application  to  the  whole  specification;  the 
first  making  claim  for  the  use  of  any  cyanide  of  potassium  in  solution, 
irrespective  of  amount,  substantially  as  therein  described ;  and  the  second 
making  claim  for  the  uses  of  a  dilute  solution  containing  a  specified  quantity 
of  cyanide  of  potassium,  substantially  as  therein  described.  It  appears  to 
us  impossible  to  discard  either  the  one  or  the  other,  or  to  hold  that  both 
mean  the  same  thing,  or  that  claim  i  applies  to  one  part  of  the  specifica- 
tion and  claim  2  to  another;  for  this  in  our  judgment  is  not  the  true 
construction  of  the  specification  as  framed.'' 

Note. 

In  the  Electric  Comtructian  Co,  v.  Imperial  Irannvays  Co,  (17  R.  P.  C. 
549),  this  case  was  referred  to  by  Lord  Alverstotie,  M.R.  (/^j/  p.  436), 
as  an  example  that  one  claim  cannot  be  limited  or  narrowed  by  another. 
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thorough  displacement  of  sediment,  which  may  have  a  tendency  to  lodge 
therein. 

*'  It  will  be  obvious  that  paper  or  matter  floating  on  the  surface  of 
the  water  contained  in  the  trap  will  also  necessarily  be  driven  or  swept 
effectually  by  the  force  of  the  flush  through  the  trap  to  the  main  drain.  •  .  ." 

The  claims  were : — 

"  (i)  The  combination  and  arrangement  of  chamber  A  and  pan  B,  the 
latter  fitting  the  socket  of  an  ordinary  trap,  substantially  as  described  and 
illustrated  for  the  purpose  set  forth. 

"(2)  The  combination  of  chamber  A,  pan  B,  and  protruding  tipper  C, 
substantially  as  described  and  illustrated." 

Amongst  other  alleged  anticipations  were  those  of  If,  Sutchffe  (No. 
1046  of  1884),  and  the  inventors'  previous  specification  referred  to  above. 

Sutdiff^s  invention  is  apparent  from  the  diagram.  The  tipper  C  could 
be  filled  by  the  pipe  D  from  the  cistern  (not  here  shown),  or  from  the  tap 
M,  or  by  an  ordinary  waste-water  pipe  (not  shown).  As  C  fills,  the  centre 
of  gravity  of  it  and  its  contents  gradually  rises  towards  the  right,  until  it  is 
above  the  fiilcrum,  when  the  tipper  tips  over,  as  shown  by  the  dotted  line, 
discharging  its  contents  into  the  side  of  the  trap  below. 

Duckctfs  earlier  specification  showed  an  arrangement  in  which  the 
tipper  was  situated  some  distance  away  from  the  closet.  The  contents 
were  discharged  through  a  trap  and  along  a  pipe  slightly  inclined,  entering 
the  water  in  the  closet-pan  just  over  the  surface. 

Neither  of  the  alleged  anticipations  was  a  success.    Sutdiff^s  was  never 
used.     The  invention  in  question  was  sold  by  thousands,  and  was  very 
useful  in  places  where  there  was  a  scanty  water-supply. 
The  patent  was  upheld. 

Ueld^  by  the  Court  of  Appeal,  that  the  first  claim  was  for  the  making 
of  the  two  chambers  into  one,  so  that  the  tipper  could  protrude  over  the 
trap,  and  that  there  was  sufficient  change  to  constitute  invention,  failure 
having  been  turned  into  success. 


1895.    Morris  &  Bastert  v.  Young,  12  R.  P.  C.  455. 

Benevolent  Constructiati  of  Specification — Inventive  Ingenuity. 

A  patent  (No.  2742  of  1888)  was  granted  to  Messrs.  Gay^  Whitehead 

c?^  Young  for  "  improvements  in  machinery  for  lifting  heavy  bodies." 

The  object  of   the    invention    is  thus  described    in    the   complete 

specification : — 

"  Our  invention  consists  in  improvements  in  pulley-blocks  and  hoisting 

appliances  used  for  the  purpose  of  raising  and  lowering  weights  and  heavy 
bodies,  whereby  the  load  in  being  raised  is  safely  sustained  when  the  hand- 
power  is  released,  and  whereby  it  is  possible  to  lower  either  by  the  reverse 
pulling  of  hand-chain  or  rope,  or  by  means  of  the  brake  at  will.  We 
further  arrange  our  lifting-chain  that  a  double  lift  is  possible  by  having  a 
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hook  at  each  end  of  the  same,  and  we  allow  the  load  to  descend  by  brake 
from  either  hook,  or  we  pull  the  same  down  by  reverse  motion  erf  hand- 
chain  at  pleasure."    The  machine  worked  in  the  following  maimei '  :-— 

From  a  hook  is  suspended  by  the  links  A,A   (Fig.   i)  a  scissors-like 
appliance,  whose  arms,  f,  g,  hinge  at  /.    From/  (Fig.  a)  hangs  the  shaft  a, 


Drawings  showing  action  of  PlainliBTs  hoisl. 

on  which  (Fig.  i)  are  the  cams  i  engaging  in  segments,  c,  in  a  brake- 
ring,  d.    The  lower  ends  e  of  the  arms  ^  close  as  brakes  on  the  ring  •/- 

>  Ttie  diagrams  here  used  are  laken  from  exhibits  berore  the  House  or  Lords  fumisbed 
by  Messrs.  Reiiins.  Billing  6*  Co.  ;  it  is  unnecessary  to  set  out  Ibe  specification  jn  detail 
The  same  letters  denote  the  same  pans  throuf;houl. 


MORRIS  V.  YOUNG-  373 

The  action  is  as  follows  :  The  weight  W  acts  vertically  downwards  through 
the  shaft  a,  and  thence  through  the  hinge  or  fulcrum/,  as  shown  in  Fig.  a. 
The  effect  of  the  pull  of  the  weight  VV  vertically  downwards  at /(which 
thence  acts  through  g  and  h  pulling  vertically  downwards  at  k)  is  to  pull 
the  upper  ends  of  the  arms  g  together,  thus  causing  the  brake-blocks  e  to 
grip  the  brake-ring  d  and  keep  it  stationary.  When  the  body  is  raised  by 
turning  the  shaft  a  by  means  of  the  wheel  n  (Fig.  2),  the  contrivance  acts 
as  shown  in  Fig  3 ;  the  cams  b  engage  the  segmente  r,  which  slip  within  the 
ring  d,  and  so  allow  of  the  motion.  On  releasing  the  hand  the  weight  W 
turns  the  shaft  backwards,  as  shown  in  Fig.  i,  the  cam  b  causing  the 
s^ments  e  to  expand,  and  so  be  kept  at  rest  by  the  friction  between  the 
segments  c  and  the  inner  surface  of  the  ring  d.  This  friction  is  proportional 
to  the' weight  W.     The  whole  is  then  at  rest 

Lowering  the  weight  is  effected  by  turning  the  shaft  a  in  the  direction 
of  the  arrows  in  Fig.  i,  and  so  causing  slipping  between  the  ring  ^and  the 
brake-blocks  ^,  e  by  overcoming  the  friction.  The  friction  here  is  pro- 
portional to  the  normal  pressure  of  the  grip,  which  in  turn  is  proportional 
to  the  weight  W,  hence  ensues  the  slow  descent  of  the  weight.  Or  by  giving 
a  downward  pull  to  the  lever  /,  the  arms  g  tend  to  open  until  slipping 
ensues  between  d  and  e  from  the  lessening  of  the  friction  of  the  grip.  When 
a  rapid  descent  is  required,  the  latter  method  is  used. 

The  specification  showed  several  forms  of  the  appliance. 
The  first  claim  was  for : — 

'^  The  use  in  hoisting-machines  of  an  automatic  brake  with  cams  and 
expanding  or  contracting  segments  acting  upon  an  internal  or  external 
circular  sur£sice  to  allow  free  rotation  of  a  spindle  in  one  direction,  but  to 
seize  upon  rotation  of  the  spindle  in  the  opposite  direction,  substantially 
as  and  for  the  purpose  hereinbefore  described."  ^ 

It  was  proved  that  an  automatic  brake  with  cams,  expanding  or  con- 
tracting segments  acting  upon  an  internal  circular  surface  to  allow  of  the 
free  rotation  of  a  shaft  in  one  direction  but  to  arrest  its  rotation  in  the 
opp>osite  direction,  was  not  new ;  it  was  patented  by  Hubbard  for  all  kinds 
of  machinery,  but  had  not  previously  been  adopted  in  a  hoisting  machine. 
HiibbarcTs  device  was  identical  with  the  patentees'  shaft  tf,  cam  ^,  ex- 
panding segments  r,  and  ring  d.  Its  object  was  to  enable  the  shaft  to 
communicate  motion  to  the  ring  when  turning  in  one  direction  and  not  in 
the  other.     It  was  a  substitute  for  a  noisy  ratchet. 

Held  at  the  trial  that  the  plaintiffs  claimed  generally  the  application  of 
the  mechanism  to  hoisting  machines,  and  that  the  patent  had  been  infringed. 
The  Court  of  Appeal  upheld  the  decision. 

Held  (on  appeal,  by  the  House  of  Lords,  reversing  the  Court  of  Appeal), 
that  the  claim  was  one  confined  to  the  combination  of  the  arrangement  of 
the  expanding  segments  with  the  external  brake  of  the  scissors-like  appliance, 
isubstantially  as  and  for  the  purpose  described  in  the  specification. 

I  It  is  unnecessary  to  set  out  the  other  four  claims. 
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Lord  Herschdl  (at  p.  459,  in  argument) :  "  When  once  it  is  admitted  that 
the  expanding  segments  are  old,  the  application  of  them  is  not  a  great 
invention.  The  patentee  is  then  confined  to  his  actual  claim.  ...  It  is 
well  settled  that  when  a  combination  is  good,  but  made  of  parts  that  are 
old,  the  doctrine  of  mechanical  equivalents  cannot  be  applied  in  the  same 
way  as  if  the  invention  were  new." 

In  his  judgment  at  p.  462 :  "  That  friction-clutch  or  apparatus  "  (Le. 
Hubbard's)  "  had  not,  however,  been  previously  employed  in  a  hoisting- 
machine  ;  it  was  therefore  open  to  the  plaintiffs  to  obtain  protection  for 
an  arrangement  by  which  the  friction-clutch  was  adapted  to,  and  employed 
in,  a  hoisting-machine,  but  it  is  obvious  that  they  could  not  patent  the 
mere  idea  of  so  employing  it,  or  obtain  a  monopoly  of  its  use,  in  such  a 
machine  apart  from  the  particular  method  of  using  it  which  they  made 
known  to  the  public." 

Lord  Bavey  (at  p.  463) :  "  But  the  learned  judge  "  (at  the  trial)  "  held 
that  the  patent  was  for  the  application  generally  of  the  frictioih<:latch  to 
hoists  in  the  form  of  an  automatic  brake  with  cams  and  expanding  and 
contracting  segments.  It  is  on  this  point  I  differ  from  the  learned  judge. 
In  favour  of  the  patentees,  I  am  of  opinion  that  we  ought  to  adopt  the 
narrower  construction  of  the  claim,  because  if  the  wider  construction  be 
adopted,  the  patent  would  in  my  opinion  be  invalid." 

At  p.  464  :  "  But  Hubbard  6&xjnbes  his  contrivance  as  applicable  to  all 
revolving  shafts,  including  those  to  be  used  for  hoisting.  The  Courtis  entided 
to  be  informed  of  the  state  of  knowledge  at  the  date  of  the  patent,  and  to 
apply  that  information  in  order  to  ascertain  what  it  is  that  the  patentees 
have  invented.  No  doubt  the  plaintiffs  might  have  a  patent  for  a  new 
combination  for  the  purpose  of  applying  Hubbards  friction-clutch  to 
hoisting  machinery,  and  I  think  that  the  plaintiffs'  patent  in  the  present 
case  may  be  supported  as  of  that  character.  But,  if  so,  I  am  of  opinion, 
in  accordance  with  many  well-known  authorities,  that  the  invention  should 
be  confined  to  the  particular  combination  described  and  claimed." 


1895.    MosER  V.  Marsden,  13  R.  P.  C.  24. 
Effect  of  Aniendnimt — Construction  of  Claim, 

In  1885  a  patent  (No.  11,640)  was  granted  to  C.  E,  Moser  for 
"  improvements  in  gig-mills  employed  in  the  finishing  of  woven  fabrics." 

In  the  complete  specification  (which  was  amended)  ^  the  invention  is 
thus  described  : — "  This  invention  consists  in  the  construction  of  a  series  of 
rollers,  cards,  or  other  suitable  raising  material,  and  arranged  round  a  shaft 
at  equal  distances  from  the  same,  the  said  rollers  being  supported  by 
carriers  fastened  on  the  shaft  of  the  cylinder;  these  rollers  carry  on  both 

>  The  amended  specification  is  read  by  omitting  the  words  in   square   brackets  and 
eading  those  in  italics,  which  were  Inserted  by  the  amendment 


MOSER  V.  MARSDEN.  375 

ends  pulleys,  over  which  pass  belts  [and]  which  receive  their  motion  from 
a  counter-shaft*    This  counter-shaft  is  driven  from  the  cylinder  by  wheels, 
cones,  or  speed-pulleys,  in  order  to  be  able  to  obtain  different  speeds. 
When  the  cylinder  turns,  the  rollers  will  turn  with  it,  and  also  in  their 
respective  bearings,  either  forward  or  backward,  to  the  cylinder  motion  and 
at  different  speeds  depending  upon  the  direction  in  which  the  counter-shaft 
is  moved  by  crossing  or  opening  the  belt,  which  gives  it  its  motion,  and 
depending  upon  which  part  of  the  cone  or  speed-pulley  the  belt  is  placed. 
By  this  arrangement  the  rollers  turn  independent  of  the  movement  of  the 
cylinder,  and  at  a  known  speed  they  may  be  turned  backwards  so  much 
contrary  to  the  direction  of  the  cylinder  that  the  speed  of  the  cylinder  is 
equalized  and  no  raising  produced.    In  making  them  turn  less  backward  or 
forward  their  action  increases  proportionally."    References  were  then  given 
to  the  drawing.    The  specification  concluded  :  ''  The  number  of  the  raising 
rollers  which  form  the  cylinder  may  vary,  also  the  manner  in  which  the  stuff 
to  be  raised  is  guided  around  them  and  through  the  rest  of  the  machine 
[and  there  may  be  one,  two,  or  more  of  thus-formed  cylinders,  and  so  placed 
as  to  raise  the  stuff  on  both  sides  at  the  same  time].    The  counter-shaft  or 
raising  rollers  may  also  be  driven  by  chains,  wheels,  or  cones. 

"  The  invention  consists  substantially  in  forming  a  raising  cylinder  by 
rollers  covered  with  cards  or  suitable  raising  material,  which  receive  by 
means  of  driven  counter-shafts  an  independent  variable  but  known  motion 
from  that  of  the  cylinder  itself.  ...  I  declare  that  I  make  no  general  daim 
to  forming  raising  cylinders  by  arranging  around  a  shaft  a  series  of  raising 
rollers^  but  what  I  claim  is — 

"  [i].  Forming  raising  cylinders  by  arranging  a  series  of  suitably  covered 
raising  rollers  round  a  shaft  at  equal  distances  from  the  same,  which  rollers 
are  made  to  receive  [an  independent]  a  variable  but  known  motion  [from] 
independent  of  that  of  the  so<alled  raising  cylinders  themselves,  by  means 
of  counter-shafts  or  any  other  suitable  driving  motion. 

*'  [3.  The  general  arrangement  of  the  machine  as  herein  described.] " 
It  was  proved  that  a  method  of  obtaining  a  known  motion  of  the  rollers 
was  old,  that  the  means  of  obtaining  a  variable  motion  for  the  rollers  was 
also  old,  but  that  no  one  had  shown  mechanism  to  regulate  the  speed  of 
the  rollers  as  required  for  the  fabric  independently  of  the  speed  of  the 
cylinder. 

It  was  held  at  the  trial  of  this  action  for  infringement  that  the  (i)  inven- 
tion could  not  be  subject-matter  for  a  patent,  and  (2)  that  the  amendment 
had  enlarged  the  scope  of  the  invention  and  thereby  invalidated  the 
patent. 

This  decision  was  reversed  on  both  grounds  by  the  Court  of  Appeal. 
On  appeal  to  the  House  of  Lords. 

Held^  that  section  18(9)  of  the  Act  of  1883  precluded  an  objection 
being  taken  that  the  amendment  of  the  claim  enlarged  its  scope ;  and  that 
the  amended  claim  was  not  for  an  invention  greater  than  that  described  in 
the  body  of  the  specification,  the  concluding  words  "  or  any  other  suitable 
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driving  motion  "  indicating  that  the  patentee  did  not  claim  the  source  from 
which  the  power  was  taken.     The  patent  was  therefore  upheld.* 

Lord  Watson  (at  p.  30)  remarked  on  the  defence  that  the  improvements 
were  not  novel  nor  subject-matter,  and  continued  :  "  The  first  and  second  of 
these  objections  are  in  my  opinion  devoid  of  substance.  There  could  hardly 
be  more  appropriate  matter  for  a  patent  than  the  introduction  of  mechanism 
admittedly  novel  into  an  old  combination,  with  the  practical  result  of  con- 
verting a  comparatively  defective  apparatus  into  an  efficient  and  useful 
machine.  Again,  the  anticipation  upon  which  the  appellant  chiefly  relied 
consisted  in  the  fact  that  an  earlier  patentee  had  expressed  the  obvious 
truism  that  the  motion  of  the  individual  rollers  in  a  raising  cylinder  might 
be  either  accelerated  or  retarded,  but  without  indicating  any  method  by 
which  that  object  could  be  accomplished  so  as  to  produce  a  useful 
result."  * 

At  p.  31:  "The  very  object  of  the  Act  of  1883  was  to  make  an 
amended  claim,  when  admitted  by  the  proper  authorities  a  complete 
substitute  to  all  effects  and  purposes  for  the  claim  originally  lodged 
by  the  patentee.  The  validity  of  the  amended  claim  must,  therefore,  be 
determined  in  the  same  way,  and  on  the  same  footing,  as  if  it  had  formed 
part  of  the  original  specification ;  and  the  claim,  as  it  stood  before  amend- 
ment, cannot  be  competently  referred  to,  except  as  an  aid  in  the  con- 
struction of  its  language  after  amendment." 

Notes. 

The  result  of  this  decision  is  that  leave  to  amend  will  not  be  so  readily 
granted  as  before,  when  it  was  thought  there  was  a  power  to  review  in  the 
Courts:  Parkinson* s Patent  (^r  Finlay^  S.G.),  13  R.  P.  C.  512. 

The  foregoing  decision  does  not  preclude  the  examination  of  the  un- 
amended specification  for  the  purpose  of  construing  the  amended  one.  The 
former  law  is  noted  in  the  last  note  to  Dudgeon  v.  Thomson  {ante^  p.  269). 
The  difference  between  the  modem  practice  of  using  erased  and  italic  type 
and  the  older  one  of  adding  to  alterations  in  a  separate  document  does  not 
affect  the  question  of  principle ;  the  public  see  both  the  amended  and  un- 
amended specifications.  E,g,  a  statement  that  a  certain  thing  was  an  essential 
being  struck  out  on  amendment,  amounts  to  a  statement  that  it  is  not  an 
essential;  but  if  the  specification  were  originally  drawn  as  amended,  the 
point  would  be  left  open  to  inference  from  the  whole  document. 

It  is  submitted  that,  taking  an  amended  specification  as  the  basis,  one 
may  look  at  the  unamended  form  in  order  to  see  the  limits  of  the  claim,  it 
being  presumed  that  the  officials  complied  with  the  law  and  that  the  claim 
in  the  amended  specification  has  not  a  wider  ambit  than  the  imamended  one. 

1  The  manufeuture  {ante,  pp.  6-13)  here  is  the  machine  ;  as  in  the  improved  machine  the 
parts  discharged  new  functions,  the  improvements  constituted  a  new  manufacture. 

s  This  shows  the  distinction  between  the  object  to  be  attained  and  the  means  for  attaining 
it :  the  latter,  viz.  the  application  of  the  idea,  constitutes  the  manufocture  invented. 
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1896.    The  Shrewsbury  &  Talbot  Cab  Co.  v.  Sterckx,  13  R.  P.  C.  44. 
Novetiy — Inventive  Ingeiiuity, 

In  1883  a  patent  (No.  703)  was  granted  to  W.  H.  Carmoni  for 
"improvements  in  the  manufacture  of  grooved  tyres  for  wheels." 

The  specification  thus  described  the  object  of  the  invention : — "  The 
object  of  my  invention  is  to  produce  tyres  grooved  in  the  form  of  a  dove- 
tail for  the  purpose  of  holding  or  securing  india-rubber  or  other  yielding 
substance.  In  performing  my  invention  I  roll  a  section  similar  to  ordinary 
channel -iron,  but  with  the  lower  suriace  of  the  base  of  the  section  concave. 
I  then  pass  it  through  a  groove  of  the  necessary  shape  in  rollers  that 
flatten  the  base,  thereby  causing  the  upper  edges  of  the  tyre  or  channel  to 
approach  one  another  and  thus  form  the  dove-tailed  groove  desired."  The 
drawings  were  next  described ;  Figs,  t,  j,  and  3  show  one  series  of  rollings 
to  form  one  shape  of  dove-tail,  and  Figs.  4,  5,  and  6  another;  a  beit^  the 


Diagrams  Tram  Carmonl's  spedficalion  {No.  703  of  1863). 

upper,  b  the  lower,  rolls;  c  the  metal  rolled,  and  d  the  rubber  tyre  when 
inserted. 

The  claim  was  for : — 

"  The  improvements  in  the  manufacture  of  grooved  tyres  for  wheels, 
substantially  as  and  for  the  purposes  herein  shown  and  described." 

The  alleged  anticipation  was  the  specification  of  AUeyne  &•  Roberts  (No. 
2412  of  1862),  which  was  of  an  invention  of  improvements  in  the  manu- 
facture of  flanged  wrought-iron.  The  material  portions  of  that  specification 
are  as  follows : — 

"  Our  invention  has  for  its  object  the  formation  of  wrought-iron  or  steel 
plates,  having  more  or  less  vertical  flanges  at  their  sides,  and  of  wrought- 
iron  beams  and  frames  of  a  more  or  less  rectangular  trough-shaped  section, 
and  more  particularly  when  such  plates  are  of  considerable  dimensions  and 
thickness,  by  such  a  process  of  manufacture  that  the  difficulties  and  imper- 
fections attendant  on  their  manufacture  by  processes  at  present  known  or 
proposed  are  to  a  considerable  extent  overcome." 
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The  object  of  the  nunuiacture  was  described  as  producing  the  "  grain"  in 
the  flanges  of  armour  [^tes,  &&,  in  the  proper  direction.  The  process  was 
for  the  production  of  "  flaiq^ed  [dates  or  trough-shaped  beams  and  liames." 

This  new  process  consisted  in  first  forming  a  plate  or  slab  by  known 
processes;  secondly,  in  rolling  it  either  at  once  into  the  shape  shewn  io 
^g.  4  by  means  of  rolls,  as  shewn  in  Fig.  i,  C, "  or  if  the  plate  be  of  con- 
siderable thickness,  we  prefer  to  pass  it  first  consecutively  throi^h  rolls 
having  grooves  as  shown  at  A  and  B,  Fig.  i "  (showing  the  rolls  fiirther 
apart,  with  room  at  the  ends  for  the  widening  of  the  metal  on  compression). 


VSf?^ 


From  Alleyne  &  Roberts'  specificalion. 

"  so  as  to  bring  the  fiat  plate  by  successive  operations  consecutively  into 
the  forms  as  shown  in  transverse  section  at  Figs,  a  and  3,  and  then  into  the 
form  as  shown  at  Fig.  4,  the  central^  portion  a  being  evrved,  as  shown, 
whilst  the  two  side  portions  b,  b,  which  are  subsequently  to  form  the  flanges 
of  the  plate  or  the  sides  of  the  trough,  are  bent  sharply  up,  being  made  to 
form  such  an  angle  with  the  extremities  of  the  curved  central  portion  a  as 
the  flanges  shall  be  required  to  assume  when  the  process  shall  have  beat  eom- 
pUUd.  The  kind  of  angle,  whether  a  right  angle  or  otherwise,  will  depend 
upon  the  nature  of  the  work  to  which  the  plate,  beam,  or  frame  is  to  be 
adapted.  We  shall  refer  to  the  before-described  peculiar  formation  of  the 
plate  as  the  '  second  process.' 

'  The  itaJics  are  noi  in  the  original,  bnt  are  here  inserted  ti 
important  poinls.   Only  those  porliont  of  Ibe  spedRcalioo  whicbaffect  this 
or  quoted. 
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'*  The  two  sides,  ^,  ^  of  the  plate,  although  brought  by  the  above  process 
into  their  definite  position  relatively  to  the  ends  of  the  part  ^  or  nearly  so, 
yet  divergt  by  a  considerable  angle  from  one  another,  owing  to  the  curvature 
0/  the  central  portion^  and  the  position  thus  given  to  them  in  the  rolls  allows 
of  the  free  passage  into  their  grooves  of  the  metal  which  is  pressed  into 
them  by  the  simultaneous  reduction  of  the  thickness  of  the  plate." 

The  third  stage  of  the  process  consisted  in  flattening  the  curved  portion 
by  a  pair  of  rolls  (Fig.  5,  D),  or  when  necessary  for  thicker  plates,  by  a  series 
of  rolls  at  different  but  decreasing  distances  apart. 
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FIG.5D 

From  AUeyne  &  Roberts'  specification. 


The  fourth  and  last  part  of  the  process  was  that  of  "  finishing,"  as  shown 
at  (Fig.  5  £).  A  hammering  process  was  next  described,  and  subsequently 
a  modification  for  the  forming  of  a  convex  surface  to  the  iron : — 

'^  Whm  required^  we  pass  the  plate,  beam,  or  frame  through  a  pair  of 
rolls,  formed  as  shown  at  Fig.  8,  Sheet  I.,  so  as  to  farm  the  plate  somewhat 
convex  on  its  outer  surface,  as  shown  in  transverse  section  at  Fig.  9.  If  it 
be  required  that  the  flanges  ^,  b  shall  remain  at  right  angles,  or  nearly  so, 
to  the  face  of  the  plate,  as  shown,  the  roller  A^  (Fig.  8)  must  be  made  of 
such  a  width  as  to  clear  the  edges  of  the  side  flanges  when  these  are  made 
to  approach  each  other  by  the  bending  of  the  plate,  as  shown  at  Fig.  8.  In 
some  cases  the  top  roll  A^  may  be  formed  so  as  to  press  upon  the  outside 


38o       SHREWSBURY,  &c.,  CAB  CO.   v.  STERCKX. 


FIG.  5  6 

FrODi  AlleyEK  St  Robent'  speciGca 


From  Alleyne  &  Roberu'  specificalion. 
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of  the  fknges  of  the  plate,  in  order  to  assist  in  bringing  them  into  the 
requisite  position." 

No  evidence  was  adduced  at  the  trial  to  show  that  a  ''  dovetail "  had 
ever  been  rolled,  or  that  any  workman  would  know  how  to  roll  one  from 
this  specification.  Sir  /.  AlUynt  (one  of  the  patentees)  said  there  was 
nothing  that  would  specially  ''  lead  to  a  dovetail,"  and  that  if  trying  to 
roll  one  with  a  flat  bottom  he  would  proceed  from  Fig.  3,  and  work  on 
Form  C,  Fig.  i,  anUy  p.  378. 

The  result  invented  by  Carmont  was  much  desired  for  a  considerable 
time  before  1883. 

Heldy  at  the  trial,  that  the  patent  was  valid  and  had  been  infringed 

That  decision  was  supported  on  appeal. 

Smithy  L.J.  (p.  53)  :  "The  specifications  and  drawings  of  1862  do  not 
enable  a  skilled  workman  to  perceive  the  very  discovery  to  carry  the 
invention  into  practical  use  .  .  .  inventive  ingenuity  was  required  to  bring 
about  what  Mr.  Carmont  effected,  and  which,  be  it  noted,  though  the  result 
was  much  desired,  no  one  thought  of  until  Mr.  Carmont  did  so  in  the 
year  1883."  * 

Rigby^  L.J.  (at  p.  54),  pointed  out  that  Carmont  did  not  include  what 
was  old,  as  his  Fig.  i  did  not  show  a  *'  W  "  with  diverging  flanges  as  in 
AUeyn^s  specification,  and  that  the  diverging  flanges  in  Fig.  4  had  the 
important  addition  of  the  bead. 


1896.     The  Pneumatic  Tvre  Co.  v.  Casswell,  13  R.  P.  C.  375. 
Combination  of  Old  Elements — Irtvention  is  addition  to  Public  Knowledge. 

A  patent  was  granted  (No.  4175  of  1891)  to  C.  H,  Woods  for  "im- 
provements in  or  relating  to  inflated  tyres  of  wheels  for  bicycles,  tricycles, 
and  other  road  vehicles." 

The  complete  specification  was  as  follows ' : — 

"  This  invention  refers  to  improvements  in  or  relating  to  tyres  of  wheels 
for  bicycles,  tricycles,  and  other  road  vehicles,  wherein  the  said  tyres  are 
inflated  by  means  of  air,  gas,  or  liquids  under  pressure,  for  the  purpose  of 
effecting  elasticity  and  immunity  from  vibration,  and  consists  in  providing 
the  same  with  a  non-return  valve  in  an  economic  and  unique  manner, 
which  allows  of  the  said  valve  being  operated  upon  or  removed  without 
opening  the  tyre  as  hitherto.  This  I  effect  by  securing  to  the  hollow 
tyre  (A)  a  tube  (B)  by  means  of  a  nut  or  its  equivalent.  The  tube  (C) 
is  provided  internally  with  a  chamber  or  cavity  (J),  in  which  is  disposed 
a  conical  or  other  stem,  or  valve  (K),  with  inlet  and  outlet  passages  (N), 
through  which  the  inflating  medium  is  forced  by  means  of  a  force-pump  or 

*  As  to  this  being  evidence  of  invention,  see  ante,  pp.  37,  38. 

*  It  is  only  necessary  for  the  present  purpose  to  exhibit  one  diagram  of  the  drawings. 
To  save  space  references  to  it  are  inserted  in  brackets  in  this  part  of  the  specification.  In  the 
original  the  description  of  drawings  was  repented  separately. 
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like  device:    The  otUlets  in  the  conical  oi  other  stem,  or  valve,  are  pro- 
vided with  an  elastic  or  other  suitable  medium"  [shown  in  black] ;  "die  stem 
OI  valve  being  seemed  in  die  chamber  or  cavit;  by  a  not  (O)  screwed  oo 
the  outside  of  the  said  bcdlow  tube.      The  odtei 
cod  (rf  the  ccHiical  or  other  stem,  or  valve,  passes 
tbrongh  the  outade  out  (O),  and  is  [»ovided  witt 
means  for  readily  attaching  a  pipe  or  its  equinlent 
connected  to  the  force-pump  or  like  device.    When 
air,  gas,  or  liquid    is  being  forced  into  a  hollow 
tyre,  the  elastic  or  other  medium  yidds  and  allows 
the  same  to  pass,  and  instandy  closes  the  outlet 
passage  or  passages  when  pumfnng  ceases  by  its 
own  elasticity  or  other  means  and  the  pressure  in 
the  tyre.     If  desired,  the  durging-end  of  die  stem 
or  valve  may  be  provided  with  a  cap  (S),  to  give 
additional  security  against  leakage." 
A  short  description  of  the  advantages  of  the  valve  followed ;  and  then 
a  full  description  of  the  drawings.     TTiese  showed  modifications  of  form, 
but  consisted  substantially  of  the  same  elements  as  shown  in  Fig.  i. 
The  first  claim  was  for : — 

"(i)  The  general  arrat^ements,  constructions,  and  combinations  of 
parts  composing  the  improved  non-return  valve  for  pneumatic  tyres  of 
cycles  and  other  road  vehicles,  as  hereinbefore  described,  and  as  illustrated 
in  the  annexed  drawings." 


JV/ 


The  second  claim  was  for  the  combination  of  the  tube  C  with  the 
removable  stem  K ;  and  the  third  claim  was  for  the  whole  combination, 
with  references  to  the  diagrams  in  detail. 

The  chief  alleged  anticipation  was  that  contained  in  Parson/  specifica- 
tion (No.  3996  of  1879),  describing  an  mflation  valve  for  life-belts,  air- 
pillows,  and  the  like.     Fig.  3  shows  this  valve,  in  which  a  is  the  tube, 
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^  the  mouthpiece,  d  the  non-return  rubber  valve.  The  deflation  was 
effected  by  partially  unscrewing  the  mouthpiece  ^,  when  the  air  escaped 
through  the  passages  k,  which  are  shown  in  Figs.  4  and  5. 

It  was  proved  that  all  the  elements  in  Woods'  combination  were  old, 
the  valve  (K,  in  Fig.  i)  being  old,  but  not  in  Parson/  combination. 

Held,  at  the  trial,  that  the  invention  was  found  in  Parsons/'  specification, 
and  that  therefore  the  patent  was  invalid. 

On  appeal  to  the  Court  of  Appeal  this  decision  was  reversed. 

J^ay,  L.  J.,  in  dehvering  the  judgment  of  the  Court  (at  p.  380) :  "  Assume 
that  no  separate  portion  of  this  apparatus,  taken  by  itself,  could  be 
patented ;  ^e  whole  thing  taken  together  is  quite  new.  No  such  valve 
— to  give  it  a  comprehensive  name — ^had  ever  been  used  or  seen  before. 
Its  usefulness  is  abtmdantly  proved.  It  has  been  sold  by  millions.  It  has 
practically  driven  all  other  inventions  for  the  same  purpose  out  of  the  field. 
Its  ingenuity  is  manifest.  As  I  understand  his  judgment,  the  learned  judge 
says  that  the  utility  is  beyond  doubt ;  that  it  has  great  merit ;  that  there  is 
good  subject-matter;  and  that  the  patent  is  clearly  for  a  combination. 
But  he  holds  that  this  patent  adds  nothing  to  the  stock  of  practical  know- 
ledge. But  if  the  combination  is  new,  a  new  combination  is  a  material 
addition  to  such  knowledge." 


1896.     Fawcett  if.  HoMAN,  13  R.  P.  C.  398. 
Construction  of  Claim  for  Combination — Alleged  Paper  Anticipations, 

A  patent  (No.  2815  of  1888)  was  granted  to  M.  Fawcett  for  "  improve- 
ments in  the  construction  of  fire-proof  floors." 

The  complete  specification  was  as  follows  ^ : — 

"  My  invention  relates  to  improvements  in  the  construction  of  fire-proof 
floors,  and  has  for  its  object  to  encase  and  so  protect  the  iron  or  steel  joists 
or  girders  or  other  load-carrying  material  used  in  such  floors,  to  dispense 
with  the  use  of  centering  in  the  construction  of  such  floors,  to  reduce  the 
dead  weight  of  such  floors,  and  to  enable  them  to  be  constructed  more 
expeditiously  and  economically  than  heretofore. 

"  My  invention  consists  of  a  floor  formed  or  constructed  with  flanged 
tubular  lintels  [L  and/.  Fig  3]  as  the  special  feature.  These  lintels  are 
made  of  fire-clay  or  other  fire-proof  material,  and  of  various  sections,  which 
are  arranged  to  rest  on  the  lower  flanges  [<z.  Figs.  2  and  3]  of  iron  or  steel 
joists  or  girders  [y],  and  to  pass  under  the  lower  flanges  of  the  same,  an 
air-space  [S,  Figs.  2  and  3]  being  formed  between  the  under  surface  of  the 

*  The  references  to  the  dta^^ms  shown  in  brackets  were  not  in  the  original,  but  are 
inserted  to  abbreviate  the  specification.  Fig.  z  is  a  plan  showing  the  oblique  position  of  the 
linteb  ;  F*ig.  2  is  a  longitudinal  section  through  and  parallel  to  the  centre  of  the  lintel ;  and 
Fig.  3  a  cross-section  of  the  floor  at  right  angles  to  the  section  in  Fig.  2.  It  will  be  seen  that 
a  section  across  the  line  XX  in  Fig.  i  (not  in  original)  will  show  a  complete  single  arch. 
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joists  or  girders  [a.  Figs.  2  and  3]  and  the  lower  part  of  the  tubular  lintels. 
Concrete  is  placed  between  and  over  the  tubular  lintels  so  as  to  form 
concrete  arches,  which  take  their  bearing  on  the  lower  flanges  [/,  a]  of  the 
joists  or  girders  independently  of  the  lintels. 

"  The  functions  of  the  tubular  lintels  is  to  protect  the  joists  or  girders 
from  the  action  of  fire,  to  act  as  centering  until  the  concrete  is  set,  and  to 
reduce  the  dead  weight  of  the  floor.  Dovetail  grooves  [^,  Fig.  3]  are 
formed  in  the  under  surface  of  the  lintels  to  make  a  key  for  the  plaster  or 
other  material  of  the  ceiling  below.  .  .  ." 

"  The  joists  or  girders  J,  J  ...  are  fixed  at  a  suitable  pitch  to  give  the 
required  strength,  and  the  lintels  L,  L  ...  are  made  of  the  proper  lengths 
to  slot  in  between  the  webs  w,w^ .  , .  of  the  joists  or  girders  J,  J .  .  .  and 
to  rest  on  the  lower  flanges  a,  a^ . .  .  thereof.  The  lintels  L,  L^ .  .  .  are  fixed 
in  such  a  manner  that  their  lower  or  flat  portions/,/^  ...  are  below  the 
bottom  flanges  a,  a^ ...  of  the  joists  or  girders,  leaving  an  air-space,  S, 
between  the  two. 

"  The  lateral  flanges  /,/\  .  .  owing  to  their  peculiar  shape,  allow  the 
concrete,  which  fills  the  space  between  the  same  and  covers  the  lintels 
L,  L\  . .  ,  to  have  a  direct  bearing  on  the  lower  flanges  a,  ^^ ...  of  the  said 
joists  or  girders  J,  J^ .  .  . ,  this  concrete  supporting,  when  set,  the  flooring 
and  the  load  placed  thereon." 

The  floors  and  ceiling  were  to  be  finished  in  the  usual  manner. 

"  The  joists  or  girders  can  also  be  perforated  as  shown  at  //,//.. .  making 
the  air-space  in  the  upper  part  of  the  tubular  lintel  continuous  in  addition 
to  the  air-space  S ;  the  air-spaces  thus  formed  being  continuous,  constitute 
a  flue  or  conduit  for  the  outward  passage  of  foul  air  or  heat  through  the 
walls  into  the  open  air  outside. 

"  My  improved  lintel  enables  me  to  protect  the  load-carrying  material, 
to  dispense  with  centering,  to  considerably  reduce  the  dead  weight  of 
the  floor,  while  permitting  floors  to  be  constructed  expeditiously  and 
economically." 

The  claims  were  : — 

"(i)  The  improved  construction  of  fire-proof  flooring  arranged  and 
operating  substantially  as  and  for  the  purpose  described. 

**  (2)  The  improved  flanged  tubular  fire-proof  lintels,  substantially  as 
hereinbefore  described  and  shown  on  the  drawing." 

At  the  trial  of  the  action  for  infringement  the  usual  defences  were 
set  up.  The  most  important  alleged  anticipations  were  descriptions  in 
specifications,  as  follows  : — 

Aborts  (American,  No.  57450  of  1866)  ^  was  for  bricks,  B,  for  ceilings. 
These  (as  shown  in  longitudinal  section  in  Fig.  i)  rested  on  the  flanges  a 
of  the  girders  A,  with  projections,  ^,  underneath  to  hide  the  girders,  the 
spaces  c  being  for  the  introduction  of  mortar  to  bind  the  bricks  and 

>  The  sketches  here  given  are  taken  from  the  diagrams  used  at  the  trial,  by  the  courtesy  of 
Messrs.  Faithfull  &•  Owen, 
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cover  the  girders,  and  the  indentations  d  underrkeaLtli 
used.  The  brklu  were  lightened  by  being  hollo-«ve<l  « 
<f  being  acron  the  brick.  Fig.  3  is  a  secti<m 
brick  parallel  to  the  girders  A,    The  inventioa 


Abonl-S  bricks  for 


in  the  case  of  fire-proof  structures,  metal  cross-ties  an 
between  the  girders,  hoHow  or  tubular  bricks,  &^_t>  _. 
of  construction  of  floors. 

Sfuigrw/s  (No.  7339  of  1885)  was  for  >mprovea 
floors.    The  main  feature  was  the  construction  of  'Ki 
be  readily  inserted  between  the  girders  or    joists 
longitudinal  section  (6)  in  Fig.  7,  and  in  cross-s^^^' 
jBjrof  Fig.  7).     " Sometimes "  tiles (*)  irj  Figs.    7    a^rt 


the  blocks  and  the  interstices  filled  in  with 


aJU-Jl 


and  _ 

cement.      For  the 'purpose  ot 


Diagrams  from  Snelgrove's 


•P^Ifl^U^ 


1  these  were  shorter  than  the   ^iia*^^  ^ 

»ced  alternately  in  contact  with   ca^^^f**^^    between  the  ff"*"*"^ 


f  or  other  suitable  material  was  filiJTj* 


girder.    Concrete  or  cenw*; 
»**  to  support  the  tiles  of  14* 
lence  was  given  that  the  whol^ 

\  ®**^*igth  would  be  due  to  t 

■no's  (American,  No,  356,703 

}r  beams.    These  arches  were  rnai^^')    'was  fo'  im|woTemenbi 
inir^  through  the  arch.     THey-  ^^  concrete  ca^  '^'^  •" 

rily,  in  separate  halves.     Fig.   ,  ^»'ere    made  preferably,  but  » 


,  in  which  A  is  the  fioor  above, 
is  the  section  of  the  half-arch. 


*-^s?^*®  a  loDgittidinal  s«ti<«  ^^ 
j^.  **»K  on  the  girder  B  and  conciei 
'K.   a  is  a  cross-section  of  the  flWf 
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through  the  end  of  the  half-arch  of  the  fonn  shown  in  Fig.  3.  £  is  air-space 
between  the  arches,  fonned  by  putting  thin  boards,  e,  across  the  arches  to 
support  the  concrete  C.  These  spaces  were  described  as  "  very  important, 
as  they  effect  a  saving  of  material  and  a  reduction  in  the  weight  of  the 
structure."  F  is  the  iron  rod  cast  in  the  arch,  and  vrires  were  inserted 
in  the  concrete  parallel  to  the  edges  to  bold  it  together.  Fig.  4  shows 
another  shape  of  half-arch,  which  might  be  useful  in  some  cases,  as  to 


Poritons  of  drawings  of  Bniner't  arcbci  and  beams. 


which  no  directions  were  given.  These  arches  were  placed  side  by  side, 
tlanges  touching,  but  there  was  no  indication  that  the  spaces  £  were  to  be 
filled  by  concrete. 

There  was  no  proof  that  floors  had  ever  been  constructed  according  to 
the  alleged  anticipating  spedfications. 

Evidence  was  given  that  Fawcetfs  floor  would  support  the  weight  it 
was  intended  for,  even  after  the  lintels  had  been  broken  away. 

The  learned  judge  held  at  the  trial  that,  having  regard  to  the  state  of 
knowletj^  there  was  not  sufficient  invention  to  support  the  patent. 

On  appeal  to  the  Court  of  Appeal — 

Held,  that  the  invention  was  for  a  novel  combination  of  old  parts, 
produdng  a  self-supporting  floor,  and  that  it  was  good  subject-matter  for 
a  patent.  Also  that  the  second  claim  for  the  lintels  was  a  claim  for  their 
use  in  fire-proof  floors,  and  not  generally. 

Lindley,  L.J.  (at  p.  405)  :  "  The  merit  of  an  inventor  very  often  consists  - 
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in  clearly  realizing  some  particular  useful  end  to  be  attained,  or  '  in  appre- 
hending a  desideratum!  If  an  inventor  does  this,  and  also  shows  how  to 
attain  the  desired  efifect  by  some  new  contrivance,  his  invention  is  patent- 
able, although  his  contrivance  involves  the  use  of  things,  or  parts  of  things, 
previously  used  by  other  people.  Were  it  otherwise,  no  patent  for  a  new 
thing  comprised  of  well-known  parts  would  ever  be  sustained.  This  appears 
to  me  to  be  the  case  here.  The  patentee  had  in  his  mind  something 
which  had  never  before  occurred  to  any  one ;  and  the  merit  of  his  invention 
is  attributable  to  this  circumstance." 

Rigb}\  L.  J.  (at  p.  409),  dealt  with  the  construction  of  the  second  claim. 
The  patent  "  is  for  '  improvements  in  the  construction  of  fire-proof  floors.' 
There,  I  know,  is  the  distinction  between  ceilings  and  floors.  The 
patentee  has  taken  the  floor  throughout,  and  the  lintel  is  only  a  means  to 
an  end,  put  forth  throughout  the  whole  of  this  specification  as  a  means, 
and  as  a  means,  I  may  say,  without  shrinking  at  all.  It  is  the  means  for 
producing  the  end  aimed  at,  that  is,  the  construction  of  a  fire-proof  floor, 
so  that  the  claim  must  not  be  construed,  unless  on  the  perverse  idea  of 
destroying  the  patent,  instead  of  giving  a  fair  effect  to  it — it  must  not  be 
construed  as  a  mere  claim  for  the  lintel  in  that  shape  and  form  as  it 
appears,  and  independent  of  its  use.  In  fact,  you  cannot  throw  over  the 
fimction  which  is  clearly  and  plainly  and  very  fully  put  forth  in  the 
specification.  .  .  ."  At  p.  4x0 :  **  I  therefore  come  to  the  conclusion  that 
the  claim  of  the  lintel  was  a  claim  not  intended,  and  not  operating  unduly, 
to  extend  the  scope  of  the  patent,  and  that  it  be  legitimate  to  separate 
the  lintel  itself — and  this  was  the  mainstay  of  the  aigument  before  us — 
from  the  purpose  for  which  it  was  designed.  To  do  so,  and  to  hold 
that  the  patent  was  invalid  on  that  ground,  would  really  be  departing 
from  the  substance  in  order  to  adhere  unnecessarily  to  the  mere  letter. 
.  .  •  The  merit  of  this  patent  is  not  so  much  in  the  way  in  which  the  idea 
was  carried  out  as  in  conceiving  the  idea  itself.  Then  the  thing  became 
simple.  I  should  like  also  to  protest  against  the  notion  that  you  can  in 
any  way  take  away  from  the  merit  of  an  inventor  by  pointmg  out  that  one 
of  his  details  is  to  be  found  in  one  obscure  specification,  and  another 
detail  in  another,  and  so  on,  and  saying  that  all  he  had  to  do  was  to  put 
these  things  together,  and  then  he  would  get  a  hint  of  one  thing  from  one 
place  and  another  thing  from  another.  It  is  the  getting  of  the  idea,  and 
it  is  the  putting  together  of  that  idea,  with  the  mechanical  means  of  attain- 
ing it,  that  constitute  invention." 

1896.    The  Incandescent  Gas  Light  Co.  v.  De  Mare,  &c., 

13  R.  P.  C.  559. 

Construction  of  Specification — Pioneer  Invention^ 

A  patent  (No.  15286  of  1885)  was  granted  to  C.  v.  Welsbach  for  the 
''  manufacture  of  an  illuminant  appliance  for  gas  and  other  burners." 
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The  complete  specification  was  in  the  following  terms  :— 

*'  My  invention  relates  to  the  manufacture  of  an  illuminant  appliance  in 

the  form  of  a  cap  or  hood  to  be  rendered  incandescent  by  gas  and  other 

burners  so  as  to  enhance  their  illuminating  power.    For  this  purpose  I 

employ  a  compound  of  oxide  of  lanthanum  and  zirconium  or  of  these 

with  oxide  of  yttrium,  which  substances  in  a  finely  divided  condition  when 

they  are  heated  by  a  flame  give  out  a  full,  large,  almost  pure  white  light 

without  becoming  volatilized  or  producing  scale  or  ash  even  after  being  kept 

incandescent  for  many  hours,  but  remain  efficient  without  deterioration  even 

when  they  are  long  exposed  to  the  air. 

**The  proportions  in  which  the  substances  are  compounded  may  be 

varied  within  certain  limits.    I  have  found  the  following  proportions  very 

suitable : — 

60  per  cent  zirconia  or  oxide  of  zirconium, 

20  per  cent,  oxide  of  lanthanum, 

20  per  cent,  oxide  of  yttrium. 

'^  The  oxide  of  yttrium  may  be  dispensed  with,  the  composition  being 

then : — 

50  per  cent,  zirconia, 

50  per  cent  oxide  of  lanthanum. 

*^  Instead  of  using  the  oxide  of  yttrium,  ytterite  earth,  and  instead  of 
oxide  of  lanthanum,  cerite  earth  containing  no  didymium  and  but  little 
cerium  may  be  employed. 

'*  For  applying  the  substances  mentioned  as  an  illuminant  I  use  a  fine 
fabric,  preferably  of  cotton  previously  cleansed  by  washing  with  hydrochloric 
acid ;  I  saturate  this  fabric  with  an  aqueous  solution  of  nitrate  or  acetate 
of  the  oxides,  and  gently  press  it  until  it  does  not  readily  yield  fluid,  so  that 
in  stretching  or  opening  out  the  fabric  the  fluid  does  not  fill  up  its  meshes. 
The  fabric  is  then  exposed  to  ammonia  gas,  and  when  it  has  been  dried  it 
is  cut  into  strips  and  folded  into  plaits.  One  method  of  giving  the  desired 
shape  to  the  cap  or  hood  is  to  draw  a  fine  platina  wire  through  the  meshes 
of  the  net  and  bend  it  to  the  form  of  a  ring  so  as  to  give  the  fabric  the 
shape  of  a  tube,  the  edges  of  which  are  then  sewn  together  with  an  im- 
pregnated thread*  The  cap  or  hood  thus  formed  can  be  supported  on 
cross-wires  in  the  chimney  of  the  lamp.  The  platina  wire  ring  may  be 
attached  to  a  somewhat  stronger  platina  wire  to  form  a  supporting  stem 
by  which  the  net  can  be  secured  to  a  holder  on  the  burner-tube,  the  net 
itself  being  at  such  a  height  that  the  platina  ring  is  an  inch  or  more  above 
the  burner. 

''On  igniting  the  flame,  the  fabric  is  quickly  reduced  to  ashes,  the 
residuum  of  earthy  matters  nevertheless  retaining  the  form  of  a  cap 
or  hood. 

''  For  part  of  the  zirconia  a  mixture  of  magnesia  and  zirconia  may  be 
employed  with  a  little  loss  of  intensity  of  the  light** 

It  was  next  pointed  out  that  the  form  and  construction  of  the  fabric 
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could  be  varied  to  suit  the  burner.  Modes  of  coating  with  a  fresh  solution 
of  the  salts,  and  of  strengthening  the  connection  of  the  fabric  to  the 
supporting  wire  were  mentioned. 

The  claim  was  for : — 

*'  The  manufacture  substantially  as  herein  described,  of  an  illuminant 
appliance  for  gas  and  other  burners,  consisting  of  a  cap  or  hood  made 
of  fobric  impr^;nated  with  the  substances  mentioned  and  treated  as  set 
forth.** 

In  the  trial  of  the  action  for  infringement  it  was  proved  that  the  term  '^raxe 
earths "  at  the  date  of  the  patent  was  applied  to  denote  earths  consisting 
mainly  of  oxides  of  a  group  of  metals  known  as  the  "  cerium  group ; "  some 
of  the  salts  of  these  metals  produced  a  precipitate  with  potassium  sulphate, 
others  not.  Two  subgroups  were  thus  distinguished  :  the  "  cerium,"  con- 
sisting of  the  metals  cerium,  lanthanum,  didymium,  and  samarium,  the  salts 
of  which  produce  a  precipitate ;  the  other  subgroup,  called  the  '^  yttrium," 
consisting  of  the  metals,  yttrium,  erbium,  terbium,  and  others,  did  not  yield 
a  precipitate.  But  it  was  extremely  difficult  to  separate  the  members  of 
these  respective  subgroups  from  each  other.  The  usual  sources  from  which 
these  metals  were  obtained  were :  "gadolinite,"  in  which  members  of  both 
gi^oups  were  frequently  found ;  '^  samarskite,"  which  did  not  contain  any 
of  the  "cerium'*  group;  and  "cerite,"  not  containing  the  "yttrium" 
group. 

The  alleged  infringement  consisted  in  making  mantles  of  zirconia  and 
erbia,  lanthana  not  being  used.  "  Cerite "  earth,  mentioned  as  substitute 
for  lanthana,  did  not  contain  erbia. 

Before  the  date  of  the  patent  no  means  had  been  devised  successfuUy 
for  producing  light  by  heating  in  burning  gas  substances  like  those  used 
in  WelsbacKs  invention,  which  created  a  new  industry. 

It  was  held  at  the  trial  that  the  claim  was  for  the  whole  process  by 
which  the  illuminating  appliance,  the  hood,  was  produced,  and  was  not 
confined  to  the  precise  proportions  of  salts  mentioned,  but  was  a  much 
wider  claim  than  one  for  the  use  of  oxides  of  zirconium  and  lathanum  as 
described,  and  that  it  had  been  infringed. 

On  appeal  to  the  Court  of  Appeal  the  decision  was  upheld. 

Kay^  L.J.  (p.  572) :  "  Up  to  the  time  when  this  patent  was  taken  out, 
nothing  like  the  mode  of  appliance  which  this  patentee  invented  had  ever 
been  used.  In  that  sense  it  is  what  is  called  a  'pioneer*  patent.  Some- 
body has  adopted  the  word  '  pioneer,'  but  what  is  meant  is  this :  that  it 
was  the  very  first  time  that  this  mode  of  applying  this  substance  to  a  gas- 
fiame  or  any  practical  mode  of  doing  it  had  been  discovered." 

Smithy  L.J.  (p.  578) :  "This  patent  is  not  a  patent  simply  for  the  use 
of  zirconium  and  lanthanum ;  it  is  a  far  greater  claim  than  that,  and  I  will 
read  just  three  lines  of  my  brother  Will^  judgment,  because  he  most  tersely 
states  what  in  reality  this  patent  is  for.  He  says :  *  Welsbach  certainly  dis- 
covered for  the  first  time  a  method  (or  process)  by  which  a  skeleton,  frail  but 
durable,  of  the  resistant  earthy  oxides  mentioned  by  him  could  be  produced 
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which  would  give  practically  a  means  of  obtaining  light  by  incandescence, 
which  would  surpass  the  economy  of  the  best  methods  known  of  getting 
illumination  from  gas.  His  specification  claims  the  whole  process  by 
which  he  arrived  at  that  result.'  That,  in  short  and  apt  language,  describes 
what  his  patent  is  for." 

Motes. 

In  the  Welsbach  <^a,  Co.  v.  Th^  DayUght  Incandescent  Mattile  C^.  (17 
R.  P.  C.  141),  the  above  case  was  distinguished.  In  the  latter  case  the 
allied  infringement  consisted  of  the  use  of  zirconia  with  j^  per  cent  of 
cerium.  It  was  held  by  the  Court  of  Appeal  that  this  use  was  not  within 
the  claim. 

Per  Romer^  L.J.  (p.  146) :  ''  It  is  probable  that  the  patentee  in  this 
case  might  with  safety  have  enlarged  his  claim.  But  he  is  bound  by  that 
claim.  ...  I  agree  Uiat  the  Court  ought  to  take  a  broad  view,  and  ought 
not  to  hold  that  ingredients  substantially  differ  merely  because  they  have 
different  chemical  names,  and  only  differ  in  minor  or  comparatively  unim- 
portant respects  from  the  substances  mentioned."  P.  147  :  "  It  appears  to 
me  impossible  so  to  hold  in  accordance  with  any  principle  applicable  to 
the  constmction  of  specifications.  The  fact  is  that  no  one,  at  the  date  of 
the  specification,  had  the  slightest  idea  that  half  per  cent,  of  cerium,  or  any 
such  quantity  of  cerium,  could  be  of  the  slightest  use  in  itself,  or  with 
zirconia,  for  the  purposes  of  the  patentee.  That  it  was  of  use  was  a  remark- 
able and  astonishing  discovery  of  later  time,  and  one  not  contemplated  by 
the  patentee  or  covered  by  his  specification.  In  this  context  it  b  important 
to  bear  in  mind  the  proportions  given  by  the  patentee  in  his  specification 
in  which  substances  must  or  should  be  used.  I  quite  agree  that  in  a  patent 
of  this  kind  the  Court  should  not  tie  down  the  patentee  too  strictly  to  the 
exact  proportions  given  by  him." 


1896.    RiEKMANN  V.  Thierry,  14  R.  P.  C.  105. 
Want  of  Invention — Ingenuity — Analogous  Use — Construction  of  Claim. 

In  1 89 1  a  patent  (No.  18,331)  was  granted  to  Messrs.  Thietry  for  "an 
improvement  in  eyelets." 

The  complete  specification  began  with  a  statement  relating  to 
deficiencies  in  existing  eyelets,  and  continued:  "The  object  of  our 
invention  is  to  provide  a  permanent  facmg  for  the  flange  of  an  eyelet,  this 
facii^  being  of  any  desired  colour,  and  givmg  a  neat  finish  to  the  eyelet. 
For  this  purpose,  instead  of  varnishing  or  otherwise  treating  the  surface  of 
the  metal,  we  fix  on  the  flange,  which  is  the  visible  part  of  the  eyelet,  a 
casing  of  celluloid  or  similar  material,  such  as  xylonite,  which  may  be  of 
any  desired  colour,  and  which  is  moulded  so  as  to  present  a  neat  rounded 
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might  have  been  the  subject  of  a  patent  That,  however,  is  expressly 
disclaimed,  and,  indeed,  I  think  it  is  important  before  considering  what  the 
invention  claimed  is  to  consider  what  is  disclaimed.  ...  It  comes  to 
this — any  eyelet  of  any  metal,  if  covered  with  celluloid  or  any  similar 
material,  is  within  the  patent.  My  Lords,  it  appears  to  me  that  there  is  no 
invention  in  applying  to  eyelets  either  celluloid  or  any  other  similar 
material.  Whether  there  is  or  is  not  invention  such  as  will  support  a 
patent  is  a  question  of  fact  and  degree,  and  the  state  of  facts  and  degree  in 
one  case  can  never  be  any  guide  in  another."  ^  The  Lord  Chancellor  then 
discussed  the  facts  and  decisions  in  Hif$ks  v.  Tlie  Safety  Lighting  Co.  {ofite^ 
p.  254)  and  Brook  v.  Aston  (ante^  p.  45),  and  continued :  "  I  refer  to 
these  two  cases  only  as  illustrative  of  the  proposition  that  no  smallness  or 
simplicity  will  prevent  a  patent  being  good,'  while  mere  novelty  of  manu- 
facture, or  usefulness  in  the  application  of  known  materials  to  analogous 
uses,  will  not  necessarily  establish  invention  within  the  meaning  of  the 
patent  laws."  (At  p.  116):  "Looking  at  what  is  claimed,  and  much 
more  at  what  is  not  claimed,  it  is  very  difficult  to  stop  short  of  saying  that 
all  eyelets  if  covered  with  celluloid  or  other  plastic  materials  are  within 
the  patent,  and  if  so  any  button,  stud,  or  hook,  which  was  ever  covered 
with  a  plastic  material  would  be,  equally  with  the  eyelet,  an  invention  when- 
ever it  was  first  so  covered ;  but,  whether  it  would  be  good  subject-matter 
of  a  patent  or  not,  it  is  not  new,  and  therefore,  to  my  mind,  there  is  no 
invention,  though  this  may  be  an  improved  eyelet,  and  there  may,  and  I 
think  there  is,  ingenuity  in  the  process  of  covering  it" 

Lord  Davey  (at  p.  121)  :  "The  respondents*  Counsel  now  tells  us  that 
the  invention  is  the  eyelet  itself,  which  he  says  is  a  new  and  useful  article, 
and  therefore  patentable,  and  he  likens  it  to  a  combination  of  old  matters 
]>roducing  a  new  and  useful  result  And  if  I  understand  him  correctly  he 
argued  that  no  patent  could  be  held  to  be  bad  if  the  subject  of  it  was  a  new 
and  useful  article.  If  he  meant  only  that  a  new  and  useful  article  in  the 
production  of  which  there  is  invention  is  the  proper  subject  of  a  patent,  I 
suppose  nobody  will  disagree  with  him.  But  if  he  means  that  an  article 
which  is  new  to  the  market  is  therefore  proper  subject-matter  for  a  patent, 
irrespective  of  the  question  whether  the  production  of  it  was  the  result  of 
invention,  I  do  not  agree,  and  I  am  of  opinion  that  it  is  not  the  law."  His 
lordship  then  quoted  the  rule  in  Harwood  v.  G.  N,  Ky.  Co.  (as  given, 
anie^  p.  207,  note  i),  and  continued :  "  It  is  not  enough  that  the  purpose 
is  new  or  that  there  is  novelty  in  the  application,  so  that  the  article 
produced  is  in  that  sense  new,  but  there  must  be  some  novelty  in  the  mode 
of  application.  By  that  I  understand  that  in  adapting  the  old  contrivance 
to  the  new  purpose  there  must  be  difficulties  to  be  overcome,  requiring  what 
is  called  invention,  or  ^ere  must  be  some  ingenuity  in  the  mode  of  making 

'  Quoted  by  Ridley,  J.,  In  Brooks  v.  Lamplugh,  14  R.  P.  C  615. 

*  His  lordship  probably  alluded  to  the  decision  oijessel,  M.R.,  as  the  patent  was  there 
held  invalid  for  insufficiency  and  want  of  novelty  {ante,  p.  257). 
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the  adaptation."  His  lordship  then  discussed  the  anticipations  (as  shewn 
above),  and  continued  (p.  12a):  ''In  each  case  the  mode  of  attachment  and 
the  plastic  head  is  precisely  the  same  as  that  employed  by  the  respondents. 
The  question  is,  whether  given  the  use  for  the  purpose  of  a  button  or 
stud,  of  a  celluloid  head  or  cap  attached  to  a  flanged  metal  foundation  tube 
or  shank,  by  pressing  it  over  and  under  the  flange,  there  is  any  invention 
which  will  support  a  patent  in  employing  the  same  device  for  an  eyelet. 
The  contrivance  is  the  same.  It  can  hardly  be  contended  that  the 
purpose  of  ornamenting  or  protecting  his  eyelet  is  not  analogous  to  the 
purpose  for  which  it  is  used  in  the  stud.  Is  there  any  novelty  in  the  mode 
of  adaptation  ?  "  The  patentees  do  not  claim  any  of  their  three  modes  ''as 
novel  or  part  of  their  invention.  ...  I  can  find  no  suggestion  of  any 
difficulty  to  be  overcome  in  adapting  the  contrivance  for  the  purpose  of  an 
eyelet  which  does  not  equally  exist  in  the  case  of  a  button  or  stud  ...  it 
is  a  great  demand  on  one's  credulity  to  say  there  is  any  invention  in  the 
matter." 

As  to  the  difficulties  and  experiments  of  the  patentees,  his  lordship 
pointed  out  that  they  did  not  know  of  Joyces  and  Smidts  specificadoos. 
"The  force  of  the  argument,  of  course,  depends  very  much  on  the 
inventive  faculty  and  knowledge  of  the  experimenters.  .  .  .  The  question 
of  patentable  novelty  must  be  determined  from  the  subject  itself,  and  not 
from  evidence  that  a  particular  person  was  a  longer  or  shorter  time  in 
arriving  at  it." 


1897.    The  Lanxashire  Explosives  Co.  v.  The  Roburite  Explosives 

Co.,  12  R.  P.  C.  470  and  14  R.  P.  C.  304. 

Amount  of  Ingenuity  required  for  Invention — Construction  of  Claim. 

(First  Action,  la  R.  P.  C.  470.) 

A  patent  was  granted  in  1885  (No.  13690)  to  H,  B.  Lake  for  an 
invention  of  "  an  improved  explosive  compound." 

The  complete  specification  (as  amended)  ^  commenced  with  a  general 
statement  as  to  the  defects  of  nitroglycerine  and  the  objections  to  its  use ; 
the  new  invention  is  then  described : — 

"  This  explosive  material  or  compound,  which  is  termed  *  Bellit,*  is 
composed  of  only  two  solid  substances,  a  nitrate,  as  for  instance  nitrate  of 
ammonia,  nitrate  of  potash,  nitrate  of  baryta,  or  nitrate  of  soda,  and  a  hi-  or 
tri-nitrate  of  carburetted  hydrogen,*  such  as  binitro-benzine,  trinito-naph- 
thaline,  or  trinitro-totuol,  mixed  with  such  proportions  that,  in  the  exjdosion, 
the  hydrogen  of  the  carboniferous  matter  bums  to  water,  and  its  carbon 

»  As  no  question  M-as  raised  by  the  amendments,  they  are  not  here  noticed ;  some  were 
mere  improvements  in  translation,  others  substantial. 

«  ''Carburetted  hydrogen"  obviously  means  "a  hydrocarbon."     The  specification 
translated  into  English,  the  invention  being  communicated  by  a  foreign  inventor.  Carl  La 
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bums  to  carbonic  oxide  or  carbonic  acid  or  a  mixture  of  both,  at  the 
expense  of  the  oxygen  contained  in  the  nitrate  conjointly  with  the  oxygen 
already  existing  in  the  hi-  or  trinitro  compound  of  carburetted  hydrogen." 

"The  manufacture  is  carried  on  in  such  a  manner  that  the  bi-nitro 
benzine,  the  trinitro-naphthaline,  or  the  trinitro-totuol,  which  are  solids,  are 
first  pulverized  conjointly  with  the  nitrate  or  separately,  after  which  they 
are  mixed  together,  preferably  in  a  revolving  cylinder,  which  by  means  of 
steam  is  heated  to  100°  C,  when  the  said  nitric  or  nitro  compounds 
melting  at  a  temperature  of  between  75°  and  100°  C.  completely  coat 
the  particles  of  nitre  or  saltpetre  all  over,  the  bi-  or  tri-nitro  compound,  after 
cooling,  turns  solid  or  sets,  the  whole  becoming  thus  a  solid,  hard  mass/' 
The  material  is  pressed  into  required  shape  before  cooling,  or  is  granulated 
afterwards.  Proportions  are  then  given  for  the  ingredients,  so  as  to  form 
either  carbon  monoxide  and  water  after  explosion,  or  carbon  dioxide  and 
water,  or  mixtures  of  both.  The  excellent  properties  of  the  resulting 
explosive  are  pointed  out.    The  specification  concluded : — 

**  The  '  Bellit '  is,  moreover,  composed  of  only  such  nitrated  carburetted 
hydrogens  as  are  very  rich  in  oxygen,  but  poor  in  carburetted  hydrogen, 
and,  amongst  these,  such  as  melt  at  from  75°  to  100°  Celsius.  In  con- 
sequence of  the  intimate  mixture  when  heated,  Bellit  becomes  so  homo- 
geneous that,  without  the  addition  of  any  nitro-glyceriniferous  substances, 
picrate  or  gun-cotton,  it  may  be  caused  to  explode  only  by  means  of  a 
fulminating  cap.  This  circumstance  renders  the  said  explosive  quite  free 
from  danger,  both  in  loading,  as  any  ordinary  shock  will  not  cause  it  to 
explode,  and  in  storing,  as  it  cannot  be  ignited  by  fire.  The  greatest 
advantage  offered  by  the  Bellit  is  that  it  may  thus  very  advantageously 
serve  the  purpose  of  ordnance,  partly  as  a  charge  of  powder  and  partly 
as  charge  in  the  projectiles,  as  the  effect  of  shooting  does  not  cause  the 
explosion  of  the  Bellit." 

The  claim  was  for : — 

"An  explosive  material  or  compound  termed  'Bellit,'  prepared 
by  mixing  two  solid  substances,  viz.  such  bi-  or  tri-nitro  compounds  of 
carburetted  hydrogen  (or  mixtures  thereoQ  as  are  perfectly  solid  below 
75^  C,  and  a  nitrate  (or  mixtures  thereof)  which  substances  are  heated  after 
being  mixed  together,  so  that  the  solid  bi-  or  tri-nitro  carburetted  hydrogen 
melts,  and  after  solidifying  completely  surrotmds  the  unmelted  nitrate, 
substantially  as  above  set  forth." 

An  action  for  infringement  was  brought  against  the  defendants  for  the 
manufacture  of  an  explosive  called  '*  Roburite,"  consisting  of  86*45  P^^  ^^^^ 
of  ammonium  nitrate,  13*30  per  cent,  of  chlorodinitro-benzole,  and  0*25  per 
cent,  of  moisture. 

The  only  defence  finally  relied  on  was  that  of  want  of  "  subject-matter," 
or  lack  of  a  sufficient  exercise  of  inventive  ingenuity. 

The  chief  allied  anticipations  were  Sprmgets  (No.  2642  of  187 1)  and 
Jenseris  (No.  2423  of  1876). 

The    principle    of  Sprengeis  invention  was   to   keep   separate    the 
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"oxidizing"  and  "combustible"  agents  (one  at  least  being  a  liquid)  until 
the  explosive  was  required  to  do  its  work.  A  laige  number  of  oxidizible 
substances  were  mentioned,  liquids  and  solids,  e^.  oxygen  adds^  preferably 
nitric  acid,  nitrates,  and  other  solids.  Amongst  a  long  list  of  "  combustible  " 
substances  were  mentioned  (solids)  such  nitro  compounds  and  nitrates  of 
organic  compounds  as  were  non-explosive,  ^^.  nitro-naphthaline  and  nitrate 
of  aniline,  also  amongst  the  liquids,  benzol,  and  nitro-benzol.  When  made 
in  the  prepared  form  certain  solid  oxidizing  and  combustible  substances 
were  to  be  added  in  proportions  required  to  produce  the  explosive  effect 

Jmseiis  specification,  a  provisional  one,  all^^ed  an  invention  of  an 
explosive  compound  made  of  mono-,  di-,  or  tri-nitro-benzol  nitrated  alkalies, 
with  chlorate  of  potash  by  preference,  treated  as  directed  in  another  pro- 
visional specification  of  the  same  date.  The  latter  was  for  mixing  nitrated 
alkalies  with  hydro-carbons,  not  liquefying  at  ordinary  temperatures,  e^, 
stearine,  paraffin.  The  hydro-carbons  were  to  be  liquefied  "by  heating 
before  mixing  with  the  nitrated  alkalies,  which  thereby  are  to  be  made 
non-deliquescent." 

It  was  proved  at  the  trial  that : — 

The  substances  mentioned  in  the  patent  in  question  were  included  in 
SprmgePs^  but  it  was  only  during  the  progress  of  manufacture  that  one  of 
the  substances  was  a  liquid.  The  efficiency  of  the  "  Bellite"  was  due  to 
each  solid  particle  being  coated  with  the  other  ingredient  during  manu- 
facture, which  was  not  indicated  in  SprmgePs.  Jensen's  explosive,  made  as 
described  by  him,  could  not  be  fired  without  a  powerful  detonator,  unless 
chlorate  of  potash  were  an  ingredient,  and  if  it  were  used  the  manufacture 
would  be  too  dangerous  to  be  carried  on.  The  nitrate  of  a  hydrocarbon 
used  in  Bellite  was  not  included  in  JensetCs^  but  it  had  the  same  "  water- 
proofing "  effect.  An  expert  of  fifty  years'  experience  considered  it  would 
require  experiment  and  invention  to  produce  Bellite,  and  that  sufficient 
directions  for  that  purpose  were  not  given  in  SprengeTs^Jenseris^  or  the  other 
publications  relied  on. 

It  was  also  proved  that  it  was  known  that  the  ingredients  of  Bellite 
could  be  mixed  as  described,  and  that  a  chemist  conversant  with  explosives 
would  suppose  a  priori  that  Bellite  would  be  an  explosive. 

The  defendants  relied  on  the  last-mentioned  evidence  elicited  in  cross- 
examination. 

The  learned  judge  held  there  was  no  invention,  and  the  injunction 
asked  for  was  refused. 

On  appeal  to  the  Court  of  Appeal : — 

Held^  that  there  was  ample  evidence  of  sufficient  ingenuity,  and  the 
injunction  was  granted. 

Per  Lord  Herschell  (at  p.  479) :  "  The  patent  is  not  merely  for  mixing 
together  the  substances  he  describes.  When  he  mixes  them  together  he 
treats  them  in  a  particular  way.  He  treats  them  with  heat,  and  he  directs 
your  attention  to  this,  that  in  making  your  selection  you  must  have  r^;ard 
to  the  degree  of  Celsius  at  which  the  substances  will  melt,  because  the 
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object  is  that  one  of  them  when  heated  shall  melt,  and  that  the  other 
shall  remain  a  solid,  and  that  then  they  shall  be  allowed  to  cool,  and  that 
that  which  has  melted  shall  surrowid  the  solid,  so  that  you  get  a  substance 
capable  of  detonation,  and  yet  not  too  readily  to  be  detonated,  and  yet  one 
which  is  what  is  called  waterproof.  Where  is  the  suggestion  of  Sir  F.  Abel 
that  any  chemist  would  have  known  that  ?  He  is  not  asked  the  question. 
Under  these  circumstances  I  am  really  at  a  loss  to  see  how  it  can  be  said 
that  in  this  case  there  was  no  invention.  Chemists  of  the  highest  experience 
have  said  that  it  would  require  experiment  and  research.  There  is  pro- 
duced to  the  public,  and  the  method  of  producing  it  is  described,  a  new 
and  useful  substance,  possessing  qualities  not  known  by  any  explosive  which 
the  world  had  been  told  about  before,  and  it  seems  to  me  that  the  patent 
cannot  be  otherwise  than  supported." 

Per  ^igby^  L.J.  (at  p.  482) :  ''  Invention  consists  in  many  cases  of 
putting  togeUier  items  of  common  knowledge  which  no  one  else  had  ever 
thought  of  combining — common  knowledge  that  you  may  mix,  conunon 
knowledge  that  you  may  waterproof;  but  the  essence  of  this  invention 
appears  to  be  that  the  inventor  has  taken  a  great  many  things  that  were 
common  knowledge,  and  tried  which  of  those  items  of  common  knowledge 
would  produce  a  new  and  useful  result,  and  he  has  ascertained  that, 
following  the  process  described  by  him,  you  will  arrive  at  the  new  and 
useful  result  which  he  does  arrive  at,  and  I  consider  that  this  is  undoubtedly 
invention.  I  go  further,  and  say  that  in  this  particular  case  it  would  seem 
to  me  to  be  invention  of  a  somewhat  high  order." 

(The  Second  Case,  14  R.  P.  C.  304.) 

The  defendants  thereupon  altered  their  mode  of  manufacture  of  their 
powder,  and  made  it  in  the  following  manner.  About  two  per  cent,  of 
chloronaphthaline  was  used  as  a  third  ingredient;  it  was  added  to  the 
nitrate  of  ammonia,  before  the  addition  of  the  binitro-benzine.  Heat  was 
used,  but  not  above  40^  C,  so  the  binitro-benzine  was  never  melted  as 
described  in  the  specification.    Complete  '^  waterproofing  "  was  not  secured. 

On  a  motion  to  commit  for  breach  of  the  injunction  the  learned  judge 
held  that  the  defendants  had  not  infringed 

The  Court  of  Appeal  upheld  this  decision. 

On  appeal  to  the  House  of  Lords : — 

Held^  that  the  patent  was  confined  to  the  substance  produced  by  means 
of  heat  as  described,  and  that  the  claim  did  not  cover  what  the  defendants 
had  done. 

Per  Lord  HerscheU  (at  p.  311)  :  **  Of  comse,  it  very  often  happens  that 
a  patentee  claims  less  than  he  could  have  done.  I  do  not  say  that  is  the 
case  here :  it  is  not  necessary  to  apply  one's  mind  to  that ;  but  a  patentee 
often  makes  that  smaller  claim  in  order  to  render  himself  perfectly  safe 
with  the  smaller  claim,  when  a  larger  claim  would  have  rendered  his 
patent  one  open  to  cavil  and  question.    Of  course,  very  often  when  he 
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makes  that  smaller  claim  he  does  not  foresee  that  making  it  smaller  in 
order  to  make  his  patent  safe,  he  has  at  the  same  time  laid  himself  open 
to  the  danger  of  having  something  made  which  may  be  more  or  less 
equivalent  to  his  invention  without  his  invention  being  infringed.  That  is 
always  one  of  the  risks  that  a  patentee  runs.  If  he  makes  his  patent  too 
wide,  it  may  be  held  bad.  If,  on  the  other  hand,  he  makes  it  too  narrow, 
he  may  find  its  value  very  largely  diminished,  because  the  protection  it 
affords  is  very  small.  The  difficulty  always  is  to  hit  the  medium  between 
these  two  extreme  cases.  But  nevertheless  where  a  patentee  has,  as  I 
think  he  has  here,  clearly  and  unequivocally  made  a  smaller  and  more 
limited  claim  ...  it  is  impossible  to  construe  his  claim  as  extending  to 
something  which  its  language  does  not  naturally  include." 


1897.    Wood  ?•.  Raphael,  14  R.  P.  C.  496. 
IVau/  of  IfwrnHve  Ingetiuify — Alleged  Combination, 

A  patent  (No.  8124  of  1893)  was  granted  to/.y.  Wood  for  "  Imf^ove- 
ments  in,  or  connected  with,  pince-nez  or  double  eye-glasses." 

The  complete  specification  described  the  object  of  the  invention,  so  to 
construct  pince-nez  that  the  centres  of  the  glasses  should  be  a  constant 
distance  apart  corresponding  with  the  normal  distance  apart  of  the  usei^s 
eyes,  and  the  supports  be  adjustable  so  as  to  firmly  and  comfortably  fit,  no 
matter  on  what  part  of  the  nose  they  are  placed.  The  specification  con- 
tinued : — 

"According  to  this  invention,  I  combine  with  eye-glasses  having  a  rigid 
or  firm  bridge  and  fixed  centres,  arms  mounted  at  one  end  upon  a  hinge  or 
joint,  each  having  a  spring  in  connection  with  it,  adapted  to  normally  press 
the  arms  towards  the  nose ;  and  at  the  other  end,  gripping  bearers  wfaidi 
are  hinged  by  a  pivot,  or  equivalent  loose  joint  or  carrying  support  through 
which  said  bearers  may  move  or  swivel  about  on  said  arms ;  or,  one  only 
of  said  gripping  bearers  may  be  loose  upon  its  joint  and  free  to  swivel 
thereon,  the  other  being  fixed,  after  being  fitted  or  adjusted  to  the  wearez's 
nose." 

The  invention  will  be  apparent  from  Fig.  i,^  in  which  *'  a  are  the  glass 
frames,  ^  is  a  rigid  or  practically  rigid  bridge  connecting  said  frames  a 
together,  and  c  are  the  glasses;  d  are  the  rigid  or  practically  rigid  arms, 
and  e  are  gripping  bearers  hinged  on  the  ends  of  the  arms  d.  Each  of  the 
arms  d  is  hinged  at  its  base  to  the  frames  ^  and  is  pressed  outwards  from 
their  frames  by  springs,  one  of  which,  /,  is  shown  on  the  right-hand  side  of 

Fig.  I." 

The  details  of  the  springs  and  attachments  are  described,  as  well  as 

other  modifications. 

I  It  is  unnecessary  to  give  the  other  diagrams  here.  The  author  is  indebted  to  Mr.  Ra^kael 
(defendant's  solicitor)  for  exhibits  used  in  this  case. 
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The  first  claim  was  for : — 

"  The  herein  described  improvement  in,  or  connected  with,  pince-nez 
or  double  eye-glasses  consisting  of  the  combination  with  pince-nez  or 
double  eyeglasses  the  centres  of  the  glasses  of  which  are  fixed,  of  rigid 
arms,  J,  hinged  on  the  frames  or  glasses  thereof,  gripping  bearers  (or  one 


gripping  bearer),  e,  having  oscillatory  movement  upon  same,  and  eprii^  by 
which  said  arms  are  pressed  outwards  and  the  gripping  bearers  on  to  the 
nose  of  the  wearer;  operating  substantially  as  and  for  the  purposes  set 
forth." 

The  second  and  third  claims  were  for  the  combinations  as  shown  in  the 
drawii^  more  specifically. 

A  patent  (No.  4380  of  1890)  had  previously  been  granted  to  the  same' 
inventor  for  similar  improvements.  In  that  specification  the  diagrams 
showed  a  rigid  attachment  of  the  arm  li  to  the  frame,  instead  of  the  coiled 
spring/  of  tiie  later  patent,  the  necessary  play  being  secured  by  the  arm  d 
being  elastic  instead  of  rigid.  The  placquet  was  mounted  on  a  hinge  at 
its  centre.    The  second  claim  was  for — 

"  A  pince-nez  or  double  eye-glass  wherein  the  relative  positions  of  the 
foci — *>.  centres — of  the  glasses  are  constant  or  fixed,  and  the — i.e.  hinged 
— gripping  bearers  are  adapted  to  be  moved  or  adjusted  laterally,  and 
pressed  on  to  the  wearer's  nose  by  springs,  substantially  as  set  forth." 

This  was  an  action  for  infringement  of  both  these  patents. 
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It  was  proved  at  the  trial  that  the  advantage  of  keeping  the  centres  at 
a  constant  distance  was  well  known ;  so  also  were  placquets  hinged  on  to 
the  focuses  without  intervening  springs  in  pince-nez,  in  which  spring-bridges 
were  used  helical  and  arched ;  so  also  were  placquets  rigidly  attached  to 
spring-arms  in  pince-nez  with  rigid  bridges.  Various  forms  of  such  con- 
trivances were  produced.  Amongst  other  allied  anticipations,  BorscHs 
American  specification  (18S9)  showed  pince-nez  in  which  the  (Acquets 
were  doubled  on  each  side,  in  which  the  following  passage  occurs :  "  In 
Fig.  7  there  is  another  form  of  cross-bar,  which  is  provided  with  ears,  ^',  in 
which  the  nose-pieces  are  pivoted.  I  do  not  intend  to  limit  myself,  except 
where  especially  claimed,  either  to  spring,  bendable,  or  rigid  metal  for  the 
parts  carrying  the  nose-pieces,  as  either  may  be  used  at  the  will  of  the 
manufacturer.  In  some  cases  the  wearer  may  prefer  that  these  parts  be  of 
spring  metal,  while  others  may  prefer  that  the  metal  may  be  capable  of 
being  bent  to  suit  the  nose,  and  depend  upon  the  bridge  for  the  spring." 
A  rigid  bridge  was  not  mentioned,  and  the  diagrams  showed  an  arched  one. 
The  essence  of  the  invention  was  the  double  placquet 

It  was  contended  for  the  plaintiff  that  the  inventions  consisted  in  the 
combination  of  the  three  elements  of  rigid  bridge,  pivoted  placquets,  and 
spring-arms. 

Held^  that  there  was  no  invention  to  support  a  patent,  as  the  alleged 
combination  only  gave  to  a  well-known  article  an  additional  well-known 
feature  (13  R.  P.  C.  730). 

Rotner,  J.  (at  p.  735)  :  "  In  my  opinion  there  was  nothing  novel  in  the 
application  of  that  extra  feature,  or  in  the  purpose  for  which  it  was  applied. 
There  was  no  difficulty  in  adding  that  additional  feature,  if  so  desired ; 
certainly  no  invention  was  required  to  add  it  In  fact  the  evidence  shows 
that  workmen  in  the  ordinary  course  of  their  work,  before  the  date  of  the 
plaintiff's  patent,  have  applied  pivoted  placquets  to  pince-nez,  both  with 
fixed  rims  and  elastic  rims.  ...  In  the  case  before  me  I  am  satisfied  that 
there  is  no  real  invention  to  support  a  patent — no  real  step  by  way  of 
invention.  In  my  opinion  to  uphold  such  a  patent  as  this  would  unduly 
hamper  the  trade  of  this  country.  We  should  have  clouds  of  such  patents, 
and  no  workman  would  dare  to  make  the  simplest  addition  in  perfectly 
well-known  articles  "  * 

On  appeal  the  Court  of  Appeal  upheld  the  learned  judge's  decision. 

Per  LindUy  and  Ri^y^  L.JJ. :  BorscKs  device  cannot  be  confined  to  an 
elastic  bridge. 

Lindleyy  L. J. :  "  So  far  as  the  invention  goes,  so  far  as  that  idea  goes, 
the  thing  unquestionably  was  incorporated  in  and  published  by  Borsch,  •  .  . 
After  BorscKs  specification  to  say  that  there  could  be  a  patent  for  the  com- 
bination of  a  rigid  bridge,  with  springs  carrying  a  placquet  which  was 
hinged,  appears  to  me  to  be  going  a  great  deal  too  far." 

^  It  appears  that  from  the  point  of  view  adopted  in  the  older  cases  there  was  no  "manu- 
facture "  at  all.    See  ante,  pp.  90-33,  35. 
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1897.    MoNNET  V.  Beck,  14  R.  P.  C.  777* 
Construction — Erroneous  Theory. 

In  1892  a  patent  (No.  4677)  was  granted  to  P.  Monnet  for  an  invention 
of  "  the  manufacture  of  new  colouring  matter  or  dyes." 

The  specification  commenced  as  follows : — 

**  The  object  of  this  invention  is  to  manufacture  new  colouring  matters, 
or  dyes,  which  may  appropriately  be  called  '  anisolines/  from  the  bodies 
known  as  'rhodamines.'  These  rhodamines  can  be  obtained  by  several 
processes,  the  general  formula  of  which  is : — 


QH,-; 


C.H, 


C.H,: 


.^.CH, 
^•CH, 


"  (M^  designates  a  monovalent  metal.) 

*'  It  is  by  substituting  for  this  metal  a  simple  alcoholic  radical  such  as 
ethyle  (C9H0),  methyle  (CH,),  amyle  (CsHu),  &c.,  or  a  compound  alcoholic 
radical  such  as  benzyle  (CeH^ — CH|},  that  I  have  succeeded  in  forming  my 
new  colouring  matters  or  dyes,  the  constitution  of  which  is : — 


QH/ 


•N:CH;Ha 

OCH, 


C,H, 


C.H' 


OCH, 
•CHj. 


•n; 


CH, 


HCl 


"  I  give  these  colouring  matters  or  dyes  the  name  '  anisolines,'  on  account 
of  their  analogy  with  anisols  which  are  phenok  in  which  the  H  of  the 
hydroxyle  is  replaced  by  the  alcoholic  radical  CH^  thus : — 


CHr-OH- 

Pli«nol. 


Q^i 


n: 


•CHg 


CH, 


CH,— OCH, 

Aniaol* 

M'CH, 
^•CH, 


OH 

Dimethyle-meta-amido-phenol. 


QHr 

^OCH, 

Dunethyle«incu-amido^nisoU 


2   D 


1 
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"  The  dimethyle-meU-amido-pheiiol  enteis  into  the  coastitntion  of  dte 
rhodamines  and  the  dimethyle-meta-amido-anisol  into  that  of  dieamsolines. 


C,H, C  /OH  C,H« C  >.OCH, 


C.H, 


'^■CH. 


OCH, 


QH,: 


Rhodaminc  (bftse).  Anwoline  Otaat). 


^'Example  of  the  Preparation  of  the  Potassium  Salt 

OF  A  Rhodamine. 

*'  The  hydrocblorate  of  dimethyle-meta-amido-i^ienol-phthaleiiie  is  tians- 
formed  into  a  potassium  salt "  in  ^e  following  manner : —  ^ 

''  Dissolve  10  kilos,  of  hydrocblorate  of  dimethyle-meta-amido-phenol- 
phthaleine  in  50  litres  of  boiling  water,  pour  this  solution  into  another 
boiling  solution  of  5  kilos,  of  caustic  potass  dissolved  in  20  litres  oi  water. 
The  potassium  salt  is  immediately  precipitated  in  the  ciystalline  state,  more 
soluble  cold  than  hot;  it  is  separated  by  filtration  of  its  boiling  solution, 
drained  and  dried    About  10  kilos,  of  potassium  salt  is  obtained. 

'' Transformation  into  Anisoline. 

"  Six  kilos,  of  potassium  salt  of  dimethyle-meta-amido-phenol-phthaleine 
of  meta-amido-cresol-{^thaleine  dimethylated  or  diethylated,  &&,  30  kilos,  of 
ethylic  alcohol  at  93"  C,  and  3  kilos,  of  chloride  of  ethyle,  or  its  equivalent 
of  chloride  of  methyle,  or  of  a  bromide  or  an  iodide,  or  the  equivalent 
of  chloride  of  benzyle,  are  heated  under  pressure  for  four  hours  at  a 
temperature  exceeding  100°  C,  preferably  at  about  T20^  C.  After  cooling, 
the  product  withdrawn  from  the  autoclave  is  diluted  with  water,  distilled  to 
drive  off  the  excess  of  chloride  and  to  extract  the  alcohol;  then  there 
is  added  the  amount  of  hydrochloric  acid  necessaiy  to  form  the  salt  of 
anisoline,  after  which  it  is  precipitated  by  sea-salt 

"  The  anisoline  is  dissolved  in  pure  water  and  left  to  crystallize,  01 
precipitated  by  sea-salt." 

Further  information  was  given  as  to  the  action  of  iodides,  bromides, 
and  chlorides  under  the  same  conditions.  It  was  also  pointed  out  that 
dyes  might  be  also  obtained  by  the  above  process  from  the  condensation 

>  The  formula  for  the  salt  was  here  inserted.    It  is  the  same  as  that  of  the  liiodamioe 
base  above  given,  with  the  substitution  of  K  for  H  in  both  the  hydioxjl  radicles. 
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products  of  succinic,  suberic,  &c.,  acids  with  alkylized  amido-[^enol8  or 
amido-ciesols. 

The  claims  were : — 

**  (i)  The  method  or  process  of  obtaining  new  colouring  matters  or  dyes, 
hereinbefore  called  '  anisolines,'  by  substituting  for  the  metal  of  rhodamine 
salts  a  simple  alcoholic  radical  such  as  methyle,  ethyle,  or  amyle,  or  a 
compound  alcoholic  radical  such  as  benzyle,  as  hereinbefore  described. 

*'  (2)  The  carrying  out  of  the  method  or  process  referred  to  in  claim  i 
by  the  action  of  a  simple  or  compound  alcoholic  chloride,  bromide,  or 
iodide  on  a  rhodamine  salt,  for  example  a  potassium  rhodamine  salt  in 
presence  of  ethylic  alcohol,  the  whole  being  heated  under  pressure  for 
several  hours  at  a  temperature  exceeding  100°  centigrade,  the  product  of 
the  reaction  being  diluted  with  water,  then  distilled  to  separate  the  alcohol 
and  drive  off  the  excess  chloride  of  ethyle,  the  hot  solution  having  added 
to  it  hydrochloric  acid,  whereby  hydrochlorate  of  anisoline  is  formed,  which 
is  precipitated  by  sea-salt,  all  as  hereinbefore  set  forth. 

**  (3)  As  new  products,  the  colouring  matters  or  dyes  hereinbefore  called 
^  anisolines,'  obtained  substantially  in  the  manner  set  forth." 

This  was  an  action  for  an  alleged  infringement  of  the  above  patent 

The  usual  defences  of  insufficiency,  want  of  novelty,  want  of  utility, 
were  raised,  besides  that  of  non-infringement.^ 

The  alleged  infringement  consisted  in  the  carrying  out  of  the  process 
described  in  the  specification  of  the  foUowing  case,  Bctdiscke  AtiiUn^  &*c 
V.  Za  Sodeti  Chimique  dcs  UHnes  du  Rhone  (post^  p.  405). 

The  alleged  invention  and  alleged  infringement  were  both  advances 
or  improvements  based  on  the  manufacture  of  rhodamines  as  patented  in 
1887  (No.  15,374)- 

The  general  formula  ^  of  a  rhodamine  is : — 


CH      C\  rCH,),«H 

/         ^(CH,),,H 


o  =  c 


formed  by  condensation  of  two  molecules  of  meta-amido-phenol  or  its 
alkyl  derivatives  with  an  organic  acid.     In  this  formula  m  and  n  are 

*  Only  that  part  of  the  case  is  summarized  here  which  is  necessary  to  understand  the  main 
issue  of  validity. 

*  The  letters  inside  the  hexagons  denote  the  original  atoms  in  the  benzine  rings. 
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indeterminate  (o,  or  i,  2,  3,  &c),  and  (x)  depends  on  die  particular  acid  used 
£^.  if  succinic  add  [QH*  :  (COOH),],  tiien  x  represents  (QH^),  if  phtiialic 
add  [CtHi :  (COOH)J  be  employed,  dien  x  represents  (QH^).  If  both  m 
and  n  be  zero,  then  the  rfaodamine  is  (rf  its  simplest  form — 

o :  c  c;      \o 

CH,— NH, 

and  is  an  *'  unalkylated  "  rhodamine. 

If  n  only  be  zero,  then  the  rhodamine  is  ''  dialkylated."    Thus : — 

CgH,— NCHsH 

0:C 


H 

represents  a  diethyl-rhodamine  (m  =  2  ;i  =  O). 

Where  both  die  atoms  of  H  in  the  amidogen  are  replaced  by  alkyl 
groups  the  riiodamine  is  **  tetra-alkylated ; "  ^^.  dimethyl-meta-amido-pbenol- 
phthaleine  is  formed  by  the  acdon  of  phthalic  add  and  dimethylmeta^ 
amido-i^enol,  and  is  represented  by  the  formula —  ^ 

C,H3— N :  (CH,), 


C.H,— N :  (CH,), 


It  was  admitted  that  the  theory  imderlying  Monrufs  specification  was 
incorrect ;  that  no  such  metallic  salt  as  therein  described  was,  or  could  be 
formed;  that  instead  of  such  salt  the  original  base  only  was  used  in 
"  transformadon  into  anisoline."  The  defendant's  process  and  patent  was 
based  on  the  discovery  of  the  real  nature  of  the  reacdon  involved,  viz.  that 
the  etherificadon  consisted  in  the  introduction  of  the  new  alkyl  groups  into 
that  part  of  the  molecule  which  came  from  the  condensation  of  the  original 
organic  acid  (/.^.  the  second  O  in  the  formula)  instead  of  their  introduction 
into  the  ''  condensation  link  "  of  the  phenol  groups. 

It  was  hdd  at  the  trial  that  the  first  and  second  claims  included  a 
claim  for  the  potassium  salt ;  that  the  third  claim  (taking  the  whole  docu- 
ment into  consideration)  was  for  the  product  produced  as  described,'  and 
not  by  any  other  process ;  and  that  the  patent  was  invalid. 

>  MoHtufs  speciiication  gives  this  formula  without  condensation,  in  support  of  his  theory 
of  the  etherification  taking  place  in  the  phenol  groups. 

*  One  of  the  reasons  for  this  conclusion  was  the  reference  in  the  specification,  to  '*  aniso- 
line,"  the  production  of  antsol  from  phenol  involving  the  production  of  a  metallic  salt.  *'  Ani- 
soline  "  is  classified  by  Schultz  6*  Julivs  as  identical  with  "  Rhodamine  6  G,"  on  next  page. 
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Per  WillSy  J.  (at  p.  847) :  "  It  seems  to  me  you  may  put  it  in  two  ways, 
either  of  which  is  fatal  to  the  patent  It  may  be  said,  '  You  are  claiming 
an  impossible  process,'  which  cannot  be  the  subject  of  a  patent,  or  if  it  be 
urged  that  Mannets  specification,  apart  from  the  claim,  does  not  really 
describe  a  process  depending  upon  a  metallic  salt,  then, '  You  are  claiming 
a  process  which  is  not  the  one  you  bave  described,'  which  is  equally  &taL" 

1897.    Badische  Anilin  und  Soda  Fabrik  v.  La  Soci^r£  Chimique 

DES   USINES  DU  RHONE  AND  WiLSON,  I4  R.  P.  C.  875  ;   1$  R.  P.  C. 
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Construction — Alleged  Prior  Publication — Insufficiency — Inventor's  Best 

Knowledge. 

A  patent  (Na  9633  of  1892)  was  granted  to  /.  Y,  Johnson  for  "the 
manufacture  and  production  of  new  basic  dye-stuffs."  ^ 

The  complete  specification  commenced  as  follows : — 

"  My  foreign  correspondents  have  discovered  that  a  new  basic  rhoda- 
mine  dye  can  be  obtained  by  treating  symmetrical  di-ethyl  rhodamine  of 
the  phtiialic  add  series  in  a  manner  such  as  to  cause  a  fiirther  combination 
thereof  with  ethyl.  This  dye  (which  may  be  called  '  di-ethyl-rhodamine- 
ethyl-ester')  can  be  used  for  dyeing  silk  and  wool,  but  appears  to  be  best 
suited  for  dyeing  vegetable,  fibre  when  mordanted  with  tannin.  To  such 
material  it  imparts  red  shades  of  colour  which  cannot  be  equalled  in  beauty 
and  fastness,  by  the  use  of  any  hitherto  known  dye. 

"  The  invention  can  be  applied  to  other  di-alkyl-rhodamines  of  the 
phthalic  and  succinic  acid  series  which  yield  analogous  results,  and  in 
every  case  instead  of  causing  a  further  combination  with  ethyl,  so  as  to 
obtain  an  ethyl  ester,  other  alkyl  groups  may  be  introduced  whether 
mono-  or  poly-valent  so  as  to  obtain  other  esters. 

"  Having  stated  the  nature  of  the  invention,  I  will  further  illustrate  it  by 
giving  the  following  examples,  but  I  premise  that  these  can  be  varied 
considerably  in  their  details,  and  that  they  are  merely  typical,  iUustrating 
the  application  of  the  invention  to  particular  cases.  The  parts  are  by 
weight." 

The  first  example  given  was  a  process  consisting  in  passing  dry  HCl 
gas  through  a  solution  of  di-ethyl-rhodamine  in  ethyl-  or  methyl-alcohol 
until  saturated ;  then  preferably  heating,  and  continuing  the  process  in  the 
boiling  solution  imtil  complete.  The  separation  of  the  new  dye  was  also 
described* 

"  Example  3.  Heat  about  one  part  of  di-ethyl-rhodamine-hydrochlorate, 
dissolved  in  about  four  parts  of  ethyl-  or  methyl-alcohol,  in  an  autoclave 
for  about  ten  hours  at  a  temperature  of  about  one  hundred  and  fifty  degrees 
centigrade,  and  work  up  as  described  in  Example  i. 

>  Known  as  "  Rhodamine  6  G."    This  specification  and  case  can  be  beUer  understood  by 
Si  previous  perusal  of  Monnet  v.  Beck  above.    The  main  issue  alone  is  noted. 
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'*  Example  3.  Heat  about  forty  parts  of  di-ethyl-rfaodamine  base  with 
about  two  hundred  parts  of  methyl*  or  ethyl^cohol  and  about  fifty  paits  of 
methyl  or  ethyl-chloride.  The  operation  is  conducted  in  an  aotodave 
which  is  heated  in  a  boiling  saturated  salt  solution.  Continue  headug 
for  about  eight  hours.  Distil  with  steam,  filter  the  aqueous  solution  of 
the  residue  while  hot.  Unchanged  di-ethyl-rhodamine  base  remains  on  the 
filter.  On  cooling  the  new  dye  separates  out  from  the  solution  in  the 
crystalline  form.  A  more  complete  separation  can  be  obtained  by  adding 
hydrochloric  acid,  and,  if  necessary,  common  salt.  Filter,  press,  and  dry  at 
a  low  temperature/* 

Statements  then  followed  showing  how  other  dinalkyl-rhodamines  coukl 
be  used ;  also  other  acids  for  hydrochloric  and  odier  alcohols  as  solvents, 
and  analogous  halogen  compounds  for  the  chlorides  in  the  third  example. 
The  properties  of  the  dyes  were  mentioned. 

The  claims  were : — 

''  (i)  The  manufiicture  of  new  basic  dye-stufis  by  treating  di-alkyl-ihoda- 
mines  of  the  phthalic  or  succinic  acid  series  so  as  to  cause  a  fiirther 
combination  with  alkyl,  substantially  as  hereinbefore  described. 

"  (2)  The  manufacture  of  a  new  basic  dye-stuff  by  treating  di-alkyl-ihoda- 
mine  of  the  phthalic  acid  series  in  an  alcoholic  solution  with  hydrochloric 
acid  gas,  substantially  as  hereinbefore  described  under  Example  i. 

"  (3)  The  manufacture  of  a  new  basic  dye-stuff  by  heating  a  salt  of  a  di- 
alkyl-rhodamine  of  the  phthalic  add  series  with  an  alcohol  under  pressure, 
substantially  as  hereinbefore  described  under  Example  2. 

**  (4)  The  manufacture  of  a  new  basic  dye-stuff  by  heating  a  di-alkyl- 
rhodamine  of  the  phthalic  acid  series  in  the  form  of  free  base  in  alcoholic 
solution  with  an  alkyl-halogen  compound,  substantially  as  hereinbefore 
described  under  Example  3. 

"  (5)  As  a  new  product,  the  new  basic  dye-stuff  hereinbefore  described, 
being  di-ethyl-rhodamine-alkyl-esters,  such,  for  example,  as  can  be  obtained 
by  treating  di-ethyl-rhodamine  so  as  to  cause  a  further  combination  with 
alkyl  in  particular  with  ethyl  or  methyl" 

This  was  an  action  for  infringement  of  the  above  patent.  The  usual 
defences  were  raised,  but  not  that  of  "insufficiency."  Monnefs  process 
was  alleged  to  anticipate  the  third  example.  During  the  trial  it  was 
discovered  that  the  process  described  in  the  second  example  failed  unless 
an  iron  autoclave  were  used.  HCl  was  given  off  in  the  {xxx^ess,  and 
interfered  with  the  reaction.  But  by  using  an  iron  autoclave  (as  the 
inventor,  Dr.  Bemthsm  had  happened  to  do),  the  iron  itself  entered  into 
the  combination,  and  by  destroying  the  free  HCl,  made  the  production  of 
a  comparatively  pure  dye  possible. 

It  was  proved  that  autoclaves  made  solely  of  iron  were  the  cheapest 
and  most  common,  but  that  the  more  expensive  ones  were  enamdled 
throughout,  and  were  used  in  manu&ctories  devoted  to  making  dyes  when 
strong  acids  were  anticipated. 

At  the  trial  the  learned  judge  gave  leave  to  amend  the  pleadings  by 
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adding  an  objection  as  to  insufficiency  of  the  specification.  It  was  proved 
that  Dr.  Bemthsef^s  discovery  was  that  rhodamine  acted  as  an  acid  (see 
ante^  p.  404). 

Held^  at  the  trial,  that  the  fifth  claim  (no  foreign  substances  being 
mentioned)  was  for  dyes  in  a  state  of  substantial  purity ;  that  Mannefs 
specification,  pointing  away  from  the  use  of  the  unconverted  rhodamine 
base  (although  he  in  fact  used  it),  did  not  anticipate  the  third  process ; 
but  that  the  patent  was  invalid  owing  to  the  insufficiency  of  the  directions 
as  to  the  autoclave. 

On  appeal  to  the  Court  of  Appeal. 

Held^  that  the  specifiation  was  insufficient,  and  that  since  in  the  Court 
below  the  plaintiffs  agreed  that  the  claim  was  for  a  pure  product,  they  could 
not  contend  on  appeal  that  it  was  for  the  production  of  an  impure  dye. 

Per  Smithy  L.  J.  (at  p.  366) :  '*  In  my  judgment  it  is  my  duty  to  read 
the  plain  direction  given  in  the  specification,  which  is  'to  heat  in  an 
autoclave,'  which  are  plain  and  simple  English  words,  and  require  no 
scientific  knowledge  to  understand  as  soon  as  it  is  ascertained  what  an 
autoclave  is.  In  my  judgment  it  is  clear  that  the  words  '  to  heat  in  an 
autoclave '  mean  '  to  heat  in  any  autoclave ' — of  course  of  sufficient  strength, 
and  which  is  used  for  this  class  of  dye-making.  There  cannot,  in  my 
opinion,  be  found  in  the  words  '  to  heat  in  an  autoclave '  a  direction  to 
heat  in  an  autoclave  composed  of  iron  and  no  other.  ...  It  appears  to 
me  plain  that  if  a  dye-chemist,  working  by  this  specification,  were  to  take 
for  his  work  the  more  expensive,  and,  presumably,  the  better,  class  of 
autoclave,  that  is,  the  autoclave  enamelled  throughout  within,  he  would 
never  go  back  to  the  cheaper  sort,  namely,  an  autoclave  made  solely  of 
iron,  for  his  autoclave  being  of  the  best  description,  it  would  never  occur  to 
him  that  his  autoclave  was  at  fault  when  he  could  not  get  the  desired 
result,  which  he  clearly  would  not  get  with  an  enamelled  autoclave,  and 
that  the  commoner  and  cheaper  autoclave  was  the  one  which  alone  could 
be  used  with  effect." 


1897.    Brooks  v.  Lamplugh,  15  R.  P.  C.  33. 
Invention — Extent  of  Claim — Disconformity, 

[This  was  an  action  on  three  patents.  Two  of  these  only  are  discussed 
in  these  pages.] 

A  patent  (No.  15424  of  1890)  was  granted  to/.  B.  Brooks  for  "Im- 
provements in  velocipede  saddles." 

The  complete  specification  commenced  as  follows : — 

"  This  invention  relates  in  the  first  part  to  the  base-framings,  or  supporting 
brackets,  of  cycle-saddles,  and  in  the  second  part  to  the  bosses  connected 
with  the  said  base-framings,  and  where  through  the  L-bar  for  supporting  the 
saddle,  or  connecting  a  saddle  to  a  machine,  passes. 
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**  The  primary  object  of  my  said  inyendcKiyin  comiection  with  the  framing 
pazt,  is  to  obtain  a  maximnm  strength  with  lightness,  and  this  I  aocomplidi 
by  making  the  said  base-framing,  or  base-bracket  part,  trussed,  or  of  the 
figure  of  a  doable-sided  beam,  trussed,  or  tied  toge^er  in  manner  that  the 
same  is  capable  of  resistii:^  considerable  tensile  strain. 

**  In  carrying  out  this  part  oi  my  iuTention,  I  take  two  triangular-shaped 
frames,  composed  of  rods,  whose  ends  are  respectiTely  connected  or  secured 
to  cross-ends,  upon  which  the  lower  parts  of  the  supporting  springs  of  the 
saddle-seat  rest  The  triangular  sides  are  directed  nearly  parallel  (me  with 
another,  and  separated  to  an  extent  of  about  the  breadth  of  the  boss  or  L- 
bar  bracket,  which  is  secured  at  the  middle  of  the  said  fiames,  by  snug 
extensions,  directed  from  the  outside  of  the  boss,  and  wherethrough  the 
middle  parts  of  the  whole  of  the  rods,  which  are  preferably  four  in  number, 


**  Thus  the  boss  is  suspended  as  it  were,  between  and  at  the  middle  of  the 
fiaming-iods,  which  pass  throu^  radiating  lugs,  directed  from  the  outside 
or  periphery  of  the  boss. 

**  By  constructing  the  base-framing  or  bracket  of  rods  tied  together  after 
the  manner  of  triangles,  a  frame  in  equilibrium  is  thereby  produced,  as  no 
change  of  figure  to  the  sides  can  take  place,  unless  by  rupture  or  bursting. 

**  Both  ades,  and  if  necessary,  the  top,  are  longitudinally  pierced  or 
slotted,  which  gives  unto  the  bracket  an  open  and  triangular  construction. 

**  To  give  a  tilting  adjustment  to  the  saddle-seat,  the  middle  of  &e  top 
side  of  the  base-plate,  or  bracket,  may  be  concaved,  upon  which  the  boss  is 
adjustable. 

*'  Fig.  I  of  the  accompanying  drawings  represent  partly  in  elevation  and 
partly  in  vertical  section,  a  cycle-saddle,  provided  with  base-framing,  con- 
stru^ed  and  arranged  according  to  my  invention. 

*<  The  said  framing,  which  is  also  provided  at  its  middle  with  an  L-bar 
boss,  also  constructed  according  to  my  invention,  is  of  a  skeleton  form,  and 
alike  unto  a  trussed  beam  or  bracket,  with  triangular  sides. 

^  Fig.  2  represents  an  underside  plan  of  the  said  base-framing,  with  the 
supporting  springs  of  the  saddle-seat  This  view  shows  the  disposition  of 
the  sides,  one  with  each  other,  and  how  the  same  are  united  and  stayed 
together  by  cross-ends.  It  also  shows  the  connection  which  the  L-bar 
boss  has  with  the  framed  rods. 

"  Pig*  3  IS  &  transverse  section  of  the  said  base-framing  through  the  L-pin, 
outside  the  eyes,  wherethrough  the  tied-together  rods  constituting  the 
framing  pass." 

Then  followed  a  detailed  description  of  the  drawings  here  given,  and  of 
others  showing  other  forms  of  the  invention. 

The  first  claim  was : — 

"  First : — In  cycle-saddles,  making  or  forming  the  base-framings  of  them, 
of  the  figure  of  a  trussed  beam,  that  is  to  say,  a  base-framing  consisting 
of  triangular  open-shaped  sides  (made  from  wire  or  sheet  metal)  separated 
from  each  other  by  a  divisional  space,  and  united  at  their  ends  by  bosses. 
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cross-bars,  or  other  connections,  hence  a  trussed  supporting  framing,  with 
the  members  composing  the  sides,  separated  from  each  other  at  a  greater 
distance  at  their  middles  than  at  their  ends,  substantially  as  described  and 
set  forth." 

There  were  five  other  claims  of  a  more  detailed  nature. 

This  was  an  action  for  infringement  of  this,  the  following,  and  a  third 
patent.^ 

The  chief  objections  to  this  patent  were  that  there  was  no  subject-matter 


^    9* 


Diagrams  from  Brooks's  specification  (No.  15434  of  1890). 

for  a  patent,  the  ''  trussed "  beam  being  old,  and  used  in  an  old  manner, 
although  for  a  new  purpose ;  and  also  that  the  first  claim  was  too  wide. 

The  learned  judge  at  the  trial  held  that  this  was  the  application  of  the 
old  principle  of  the  trussed  beam  in  a  way  that  involved  sufficient  ingenuity 
to  support  the  patent 

On  appeal  to  the  Court  of  Appeal : — 

Held^  that  the  claim  was  confined  to  the  methods  described  in  the 
specification,  and  did  not  extend  to  a  claim  for  the  use  of  trussed  beams  in 
cycle  saddles  generally,  and  that  the  patent  was  valid. 


1  Only  so  much  is  here  alluded  to  as  bears  on  the  main  issue  as  regards  the  first  and 
second  patents. 
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Smithy  L.J.  (at  pp.  47,  48),  alluded  to  the  objection  to  the  first  daim, 
and  the  previous  knowledge  as  to  trussed  beams,  i,e,  the  upper  member  was 
in  tension,  and  the  lower  (as  struts)  in  compression.  '*  It  by  no  means 
follows  that  a  patent  is  bad  because  an  old  well-4nown  mechanical  con- 
trivance has  been  brought  into  use  by  a  patentee.  If  it  were  so,  very  few 
patents  at  the  present  day  could  be  upheld.  We  think  the  law  upon  diis 
subject  may  be  stated  thus :  Although  there  cannot  be  a  valid  patent  for  a 
well-known  mechanical  contrivance  merely,  when  it  is  applied  in  a  manner 
or  to  a  purpose  which  is  not  quite  the  same,  but  is  analogous  to  the  manner, 
or  the  purpose,  in  which  it  has  hitherto  been  notoriously  applied,^  yet  there 
may  be  a  valid  patent,  although  well-known  mechanical  contrivances  are 
used,  if  they  are  applied  in  a  manner  or  to  a  purpose  to  which  they  have 
not  been  hitherto  applied,  and  which  new  application  results  in  a  new  and 
useful  article  not  theretofore  attained.  In  ^e  first  case  there  is  no  room 
for  invention ;  that  is,  there  is  what  is  called  no  subject-matter.  In  the 
second  there  is  room  for  invention ;  and  if  the  Court  comes  to  the  con- 
clusion that  there  has  been  invention  in  what  has  been  done,  then  there  is 
good  subject-matter,  and  it  is  no  answer  to  say  that  an  old  well-known 
mechanical  contrivance  has  been  used  in  bringing  about  the  novel  and  use- 
ful result  attained.''  His  Lordship  referred  also  to  LongboHom  v.  Shaw 
(an/e,  p.  332)  and  continued — 

''  It  appears  to  us  that  in  the  present  case  there  is  good  evidence  that  a 
long-existing  defect  had  been  felt  by  the  public,  and  a  desire,  if  not  a 
demand,  for  its  remedy  for  a  long  time  had  existed,  and  that  mechanicians 
had  been  at  work  to  remedy  these  defects — ^namely,  the  numerous  patents 
from  time  to  time  taken  out  for  the  purpose — and  that  the  plaintiff  first  pro- 
duced a  real  remedy  of  these  defects  by  his  patent  of  1890,  and  that  the 
matter  was  not  obvious  before  1890.  We  do  not  doubt  that  this  constitutes 
good  evidence  of  invention."  * 

%  Alluding  to  the  first  claim  (at  p.  49),  his  lordship  said :  '^  The  defendant 
argues  that  this  claim  is  bad,  because  it  claims  for  the  use  of  a  trussed  beam 
in  general  used  anyhow  in  cycle-saddles,  and  not  the  use  of  a  trussed  beam 
in  any  particular  way  therein ;  and  that,  as  a  trussed  beam  is  unquestionably 
old,  the  first  claim  is  bad.  If  this  were  the  true  reading  of  this  first  claim, 
we  argue  that  it  would  be  bad,  but  we  do  not  so  read  it,  for,  in  our 
judgment,  the  words  at  the  end  of  the  claim,  *  substantially  as  described  and 
set  forth,'  apply  to  the  whole  claim,  and  limit  the  user  of  the  trussed  beam 
to  the  manner  described  in  the  specification." 

The  second  patent  sued  upon  (No.  aa6o8  of  1892)  was  also  granted 
toy.  B,  Brooks  for  "  improvements  in  cycle-addles." 

A  fairly  full  description  of  these  improvements  was   given  in  the 

»  His  lordship  referred  to  Hanvood  v.  G.  A^.  Ry,  Co,,  anU,  p.  904.  and  Morgan  ▼. 
Windcver,  ante,  p.  323. 

*  This  comes  back  to  the  original  test  as  to  patentable  invention,  viz.  the  position  of  those 
in  the  trade.  An  invention  is  not  patenuble  if  it  be  so  obvious  as  to  unduly  hamper  peraoos 
in  the  exercise  of  their  skill  and  knowledge.    See  aw/r,  pp.  35.  37. 
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provisional  specification.  The  attachment  of  the  saddle-base  to  the  pillar 
was  thus  described : —  * 

^  In  the  fittings  part  of  my  invention — to  wit  the  means  of  connecting 
the  saddle  to  a  vertical  pillar,  or  an  upright  carried  by  the  framing  of  a 
machine — I  proceed  in  the  manner  following  : — 

"  I  take  a  divided  clip,  or  a  clip  made  of  two  sectional  parts,  with  the 
wii^s  or  branched  extensions  upon  one  side  of  them  pierced  horizontally 
and  through  which  a  pivot-pin  passes.  The  wings  at  the  other  side  have 
formed  through  them  radial  slots,  struck  from  the  centre  of  the  before- 
named  pivot-pin,  upon  which  the  said  clip  turns  as  a  centre  of  motion. 

''  Directed  horizontally  through  the  radial  slots  is  a  cross-pin,  alike  unto 
the  before-named  pivot-pin,  and  which  said  cross  and  pivot  pins  are  slotted 
at  their  ends,  wherein  concave-faced  bearing-blocks  take,  and  with  the  said 
concaves  presented  outwards.  Fitted  within  the  ends  of  the  slots  are  also 
closure  or  cottar  washers  with  concaved  or  other  seats  presented  innermost- 

"Taking  upon  the  extreme  ends  of  the  said  cross  and  pivot  pins  come 
screw-nuts,  and  between  the  bearing-blocks  and  the  closure  or  cottar 
washers  come  the  framing-rods,  and  by  the  screwing  up  of  the  nuts 
the  said  framing-rods,  which  lie  within  the  slots  cut  within  the  pins,  and 
between  the  bearing-blocks  or  washers,  are  rigidly  affixed  in  position,  and 
at  the  same  time,  the  sectional  clamp  is  closed  around  the  upright  pillar, 
and  the  saddle  secured  in  its  desired  position,  which  is  adjustable  vertically 
for  tilting  by  the  cross-pin  taking  through  the  radial  slots,  whilst  the  whole 
is  adjustable  horizontally  on  the  screwing-up  parts  being  loosened. 

"  Thus,  tilting  and  horizontal  adjustments  are  made  by  adjusting  and 
sliding  the  parts  into  such  positions  as  may  be  required  upon  the  frame- 
rods.  This  done,  then  screw  up  the  parts,  when  the  necessary  affixing  of 
both  saddle  to  its  pillar  and  framing  to  the  connection-clip  is  performed.'' 

The  complete  specification  gave  a  full  description  of  the  details  of  the 
invention  wi^  diagrams.  After  describing  the  invention  shown  in  Figs. 
4,  5,  6,  and  7  in  detail,  an  alleged  modification  was  thus  introduced : — 

*'  In  the  modified  forms  of  clip  comprehended  under  Figs.  8,  9,  and 
19,  f*  is  a  loop  or  ring  body  part,  with  opposite  and  screwed  trunnion-like 
ends  orpins,  i*,  and  with  opposite  and  horizontal  side-gaps  or  middle  clear- 
ances, 1",  extending  on  both  sides  from  trunnion  to  trunnion,  or  nearly  so, 
and  embraced  by  sectional  or  compound  and  adjustable  clip  parts,  /^,  t\ 
taking  upon  the  body  part  of  the  said  ring-clip  f\  and  also  having  end 
clearances,  i^^  wherethrough  the  trunnion  ends  and  also  the  adjacent  portions 
of  the  loop  i^^  extend,  and  through  the  gaps  i^^  adjacent  to  the  said  trunnions, 

*  Only  a  portion  of  the  provisional  is  here  given.  The  references  to  the  diagrams  of  the 
complete  are  here  inserted  merely  to  facilitate  the  reader.  There  were  no  diagrams  with 
the  provisional  specification.  A  part  of  Fig.  z  is  given  to  aid  in  illustrating  Fig.  4.  Fig.  4 
shows  a  vertical  section,  the  saddle  being  tilted  by  the  clip  being  raised  or  lowered  on  the 
right,  the  left  pin  being  the  fulcrum.  Fig.  5  shows  a  horizontal  section  through  A  B  of  Fig.  4  ; 
the  frame-rods/, /passing  through  the  slotted  pins,  thus  allowing  of  horixontal  adjustment. 
Fig.  6  is  a  vertical  section  along  C  D  of  Fig.  5,  showing  the  frame-rods  /  screwed  into 
position.    Fig.  7  shows  the  slotted  pin  by  which  this  is  effected. 
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frame-rods,  /,  pass,  and  lie  within  opposed  bearings,  f^^  i^^  formed  within 
the  sectional  clip  parts  P^  i",  and  threaded  washers  f ,  whilst  the  whole  of 
the  parts  are  drawn  together  by  the  nuts  ^,  taking  upon  the  screwed 
trunnion-like  ends  ^,  and  by  such  drawing  up  the  sectional  parts  are  closed, 
the  frame-rods,  /  are  clamped  between  the  opposed  clamping  surfaces, 
hence  the  connection  of  the  boss  or  clip  to  the  framing,  and  at  the  same 
time  the  sectional  parts  f',  r^  are  drawn  upon  the  pillar /• 

'*  Instead  of  the  cross-pins  1"  in  Figs.  4,  5,  6,  and  7  being  slotted  at 
their  ends,  &c/' 

The  last  four  claims  were : — 

*'  Fourthly  : — In  a  saddle-frame  and  seat-pillar  boss  connection,  con- 
sisting of  sectional  and  clip  parts  adapted  to  embrace  the  pillar  and  to  be 
drawn  together  by  cross-pins,  wherein  or  around  which  the  seatings  of 
opposed  clamping  washers  or  plates  or  their  equivalents  take  or  come  and 
grip  the  frame-rods,  so  that  on  the  screwing  up  of  nuts  or  their  equivalents 
upon  the  ends  of  the  pins  the  frame-rods  of  the  saddle  are  clamped  to  the 
connection,  and  at  the  same  time  the  connection  or  boss  to  the  seat-pillar 
or  other  support,  substantially  as  described  and  set  forth. 

**  Fifthly : — In  seat-pillar  bosses  or  like  connections  or  clamping  means, 
consisting  of  an  inner  ring  body-part,  having  trunnion  or  screw  pins  at  its 
two  opposite  sides,  and  internal  clearances  made  through  the  ring,  and 
which  ring  is  embraced  by  section  pillar-clips,  having  frame-rod  seatings 
upon  the  two  opposite  sides  and  with  seating-washers  or  rod-clamping 
plates  with  opposed  rod-seatings  coming  opposite  them,  substantially  as 
described  and  set  fortlu 

"  Sixthly  : — ^The  improvements  in  the  general  construction,  arrangement, 
and  combination  of  the  parts  of  seat-pillar  bosses,  substantially  as  described 
and  set  forth  in  Figs.  4,  5,  6  and  7. 

**  Seventhly  : — ^The  improvements  in  the  general  construction,  arrange- 
ment, and  combination  of  the  parts  of  seat-pillar  bosses  substantially  as 
described  and  set  forth  in  Figs.  8,  9  and  10." 

Amongst  other  objections  raised  to  the  validity  of  this  patent  was  that 
of  "  disconformity,"  consisting  of  the  introduction  of  the  device  shown  in 
Figs.  8,  9  and  10,  which  were  alleged  not  to  come  within  the  provisional 
specification. 

At  the  trial  it  was  held  that  the  device  in  question  was  a  fair  development 
of  the  method  disclosed  in  the  provisional. 

On  appeal  to  the  Court  of  Appeal  this  decision  was  reversed. 

Per  Smithy  L.J.  (at  p.  50)  :  "  It  is  said  that  this  is  a  mere  modification 
of  the  arrangement  described  in  the  provisional  specification,  and  not  in 
any  sense  a  new  invention*  We  cannot  so  regard  it  It  preserves,  it  is 
trae,  the  possibility  of  lateral  adjustment  by  drawing  the  framing-rods 
through  the  bearings  when  the  nuts  are  loose ;  but  this  is  common  to  every 
arrangement  whereby  framing-rods  are  held  in  position  by  the  action  of 
nuts  upon  washers.  But  it  entirely  abandons  what  we  regard  as  the  special 
object  and  feature  of  the  combination,  namely,  the  method  of  tilting  the 
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saddle  and  holding  it  in  its  place  by  the  operation  of  willed  and  slotted 
clips  and  two  pins,  one  acting  as  a  pivot,  the  other  affording  the  means 
of  fixing  it  in  the  desired  position  in  the  slotted  wings.  A  ring  whidi 
embraces  the  vertical  pillar,  and  so  being  incapable  of  pivoting,  makes  it 
impossible  for  the  frame-rods  which  pass  through  the  gaps  in  it  to  be  tilted, 
seems  to  us  in  no  sense  a  development  of  the  former  arrangement  .  .  . 
We  think  that  in  dealing  with  patents  for  special  arrangements  of  very 
(amiliar  mechanical  means,  such  as  pins,  washers,  dips,  or  gripping-cheeks, 
nuts,  &c.,  it  is  necessary  to  scrutinize  the  invention  claimed  with  some 
nicety.  By  straining  the  doctrine  of  mechanical  equivalents  a  patent  for 
a  particular  combination  of  well-known  appliances  for  fagfrRning  the  framing 
rods  of  a  saddle  to  a  vertical  pillar  might  be  made  to  cover  almost  any 
other  combination.  ...  ''It  seems  to  us  to  be  a  difierent  means  of 
accomplishing  a  different  end,  namely,  the  rigid  attachment  of  an  untilt- 
able  saddle  to  the  vertical  pillar,  and  therefore  outside  the  provisional 
specification." 


1898.    The  Gormullv  &  Jefferv  Manufacturing  Co.  r.  North 

British  Rubber  Co.,  rs  R.  P.  C.  245. 

Construction — Nahtre  of  Real  Invention — AUegtd  AnddpatuMu 

A  patent  (No.   16783  of  1890)  was  granted  to  W.  E,  Barilett  for 
''  improvements  in  tyres  or  rims  for  cycles  and  other  vehicles." 

The  complete  specification  was  as  follows : — 

**  Thb  invention  relates  to  tyres  which  consist  of  a  flat  endless  band  of 
indiarubber  wider  than  the  dovetailed  groove  into  which  it  is  inserted,  so  that 
it  assumes  an  arched  form  when  in  place.  I  introduce  between  the  arched  out- 
side tyre  and  the  circular  bottom  of  the  metal  rim  a  tube  constructed  of  cloth 
and  indiarubber  provided  with  a  branch  for  filling  it  with  compressed  air.  By 
this  arrangement  the  outer  band-tyre  may  be  reduced  in  thickness,  and  while 
assisting  in  sustaining  the  pressure  (from  weight)  on  the  outer  band,  the 
lateral  pressure  of  the  inside  air-tube  will  press  its  edges  tightly  against  the 
dovetailed  flanges  of  the  metal  rim,  and  thus  be  effective  in  holding  it  more 
firmly  against  the  flanges  of  the  metal  rim  at  the  momentarily  bearing  part 
of  the  tyre.  It  will  be  obvious  that  one  advantage  of  this  arrangement  is 
that  successive  outside  bands  or  tyres  can  be  renewed  from  time  to  time 
without  the  necessity  of  wasting  the  tubular  air-chamber  between  it  and 
the  metal  rim,  and  thus  greater  economy  will  be  attainable.  It  wiU  be 
generally  most  convenient  to  have  the  filling-tube  of  the  tubular  air- 
chamber  projecting  from  the  surface  of  the  tubular  air-chamber  resting  oa 
the  metal  rim,  in  which  a  hole  is  bored  through  which  to  pass  the  filling- 
tube. 

"  Where  thin  outer  tyres  are  used  I  slightly  thicken  their  edges  where 
they  lie  inside  the  trough." 
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DESCRIPTION  OF  THE  DRAWINGS. 


**  V^s.  I  and  2  are  transverse  sections  of  wheels  made  according  to  my 
invention ;  a  is  the  outer  tyre  of  indiarubber  or  other  elastic  material,  i  is 
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From  Bartlett's  specification,  with  addition  of  words  in 
Fig.  I  indicating  defendant's  theory  of  the  action  of  the  tyre. 

a  metal  tyre  or  rim,  c  is  an  air-tight  tubular  chamber,  and  d  is  the  filling- 
tube." 

The  claims  were : — 

''  (i)  The  combination  of  a  grooved  rim  or  metal  tyre,  and  an  arched 
tyre  of  indiarubber  or  other  flexible  material  held  in  the  groove  by  the 
pressure  of  an  inflated  tube 
within  the  arch  which  forces 
its  edge  against  the  sides  of 
the  groove  substantially  as 
described. 

"  (2)  Tyres  or  rims  for 
cycles  and  other  vehicles 
consisting  of  the  parts  a^dyC 
combined  and  arranged 
substantially  as  described 
and  shown  in  the  draw- 


1898. 

Fig.  3. 


Sections  of  infringing  tyres. 

ings." 

This  was  an  action  for  infringement.  One  form  of  the  alleged  infringe- 
ment is  shown  in  Figs.  3  and  4,  in  which  a  is  the  outer  cover,  d  the  rim,  c  the 
inner  air-tube  (rubber  alone),  fy  thickened  lugs  projecting  into  and  held  by 
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the  intumed  edges  or  hooks,  /,  of  the  rim.    The  only  difference  between 
the  two  tyres  shown  is  the  overlapping  in  the  1894  tyre. 

The  defendants'  contention  was  that  their  tyres  acted  difforendy  from 
the  plaintifl^,  which  they  alleged  acted  as  if  it  were  ** dovetailed"  into  the 
riuL  This  is  shown  in  Fig.  i  by  the  addition  of  words  from  the  defendants' 
case  as  submitted  to  the  House  of  Lords.  They  alleged  that  in  their  tyres 
the  air-pressure,  being  everywhere  normal  to  the  tube  (as  shown  by  the 
arrows,  B,  in  Fig.  4),  produosd  a  tangential  strain  or  pull  (shown  at  c)  whidi 
was  resisted  by  the  lugs/. 

At  the  trial  and  in  the  Court  of  Appeal  the  patent  was  upheld  and  die 
specification  construed ;  the  claim  was  held  to  be  one  not  to  the  mere  com- 
bination of  the  inner  tube,  rim,  and  outer  tube,  but  for  the  ainuigement 
whereby  the  air-pressure  of  the  inner  tube  kept  the  tyre  in  position ;  and  it 
was  also  held  that  defendants  had  infringed  the  patent 

On  appeal  to  the  House  of  Lords,  the  decision  of  the  Court  of  Af^ieal 
was  upheld. 

Per  Lord  IVatson  (p.  353) :  *<  The  appellants  maintain  that  the  letters 
patent  do  not  disclose  any  new  or  useful  invention,  and  are  therefore 
invalid  if  the  specification  be  so  liberally  interpreted  as  to  bring  their 
manufacture  within  its  scope.    In  view  of  that  defence  it  becomes  necessary, 
first  of  all,  to  consider  what  is  the  true  nature  and  merit,  if  any,  of  the 
invention  which  is  described  in  the  specification.  •  .  ."    P.  257  :  '*  The 
claim,  as  I  construe  it,  is  a  claim  for  a  method  shown  in  the  specification, 
or  for  any  method  substantially  the  same,  of  so  connecting  the  ends  of  the 
outer  cover  with  the  metal  rim  that  the  ends  of  the  cover  are  firmly  held 
and  detained,  and  that  part  of  it  which  comes  in  contact  with  the  ground  is 
kept  in  its  proper  position  as  the  outer  part  of  the  tyre  of  the  wheel.    And 
on  a  fiur  consideration  of  the  terms  of  the  specification,  taken  as  a  whole, 
the  claim  so  made  appears  to  me  to  embody  the  pith  and  substance  of  the 
invention.     I  do  not  think  that  the  patentee  claims  to  have  invented  the 
use  of  a  metal  rim,  an  outer  cover,  or  an  inner  pneumatic  tube  constructed 
of  doth  and  indiarubber,  either  singly,  or  as  forming  in  combination  the 
tyre  or  felloe  of  a  wheel  for  cycles  or  other  vehicles.    In  my  apprehension 
what  he  does  claim  as  a  novel  invention  is  the  mode  which  he  has  described 
of  making  such  an  attachment  between  the  ends  of  the  cover  and  the 
edges  of  the  metal  rim  as  will  serve,  if  I  may  use  the  expression,  to  con- 
solidate these  three  component  parts  of  the  tyre,  whilst  the  wheel  is  in 
motion,  by  retaining  both  the  cover  and  the  inner  tube  in  their  right 
positions.    According  to  that  view  of  the  specification  there  is  no  evidence 
tending  to  impeach  either  the  novelty  or  the  utility  of  the  invention." 

Lord  S/iand  (p.  256):  "This  view"  (that  the  patentee  was  confined 
to  the  use  of  "cloth  and  rubber"  air-tube)  "would,  it  appears  to  me, 
have  been  sound  and  irresistible  if,  on  a  true  construction  of  the  patent, 
the  inner  tube  in  its  form  and  material  and  mode  of  action  had  been  the 
point  or  essence  and  substance  of  the  invention,  or  if  the  invention  claimed 
had  been  merely  the  combination  of  outer  tyre,  inner  tube,  and  metal  rim 
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— a  claim  which,  it  appears,  however,  would  have  heen  clearly  open  to  the 
objection  of  want  of  novelty.  But  I  am  satisfied  that  the  patentee's  claim 
is  not  for  any  such  combination,  nor  for  any  specialty  in  the  form,  material, 
or  application  of  the  inflated  inner  tube  to  the  outer  indiarubber  tyre  so 
described  as  to  make  the  degree  of  expansion  of  which  the  inner  tube  is 
capable  and  the  material  of  which  it  is  composed  essential  features  of  the 
invention.  The  essential  feature,  which  was  clearly  novel,  appears  to 
me  ...  to  be  in  the  arrangement  and  construction  of  the  flanges  of  the 
metal  rim  and  the  edges  or  ends  of  the  outer  indiarubber  or  guttapercha 
tyre,  which,  when  acted  on  by  the  inner  inflated  tube  (whether  capable  of 
more  or  less  expansion),  produces  a  grip  which  keeps  the  outer  tyre  in  its 
place  when  the  wheel  is  in  use  on  the  road." 


1898.    The  Maxim  Nord£Mfelt,&c.,Co.  z'.  Anderson,  15  R.  P.  C.  422. 

Consinufion — Range  of  Proportions  given — Narrower  Claim — Dictum  as  to 

Benevolent  Construction. 

A  patent  (No.  4477  of  1889)  was  granted  to  Sir  H,  S.  Maxim  for 
*'  improvements  in  the  manufacture  of  explosive  compounds." 

The  complete  specification  commenced  by  stating  that  the  improve- 
ments produced  a  suitable  powder  for  firearms.  It  continued :  ^*  In  the 
manufacture  of  explosive  compounds  according  to  my  present  invention,  I 
mix  dissolved  gun-cotton  or  pyroxyline  with  nitro-glycerine,  nitro-gelatine  or 
similar  material  and  with  oil,  preferably  castor-oil."  Then  follows  a 
statement  of  the  reasons  for  using  "  castor-oil  or  other  suitable  oil,"  and  the 
resulting  advantages. 

The  specification  then  continued :  *'  I  produce  an  explosive  compound 
which  is  advantageous  for  various  purposes,  by  mixing  the  gun-cotton,  the 
nitro-glycerine,  nitro-gelatine,  or  similar  substance  and  the  castor-oil  in,  or 
about  in,  the  following  proportions,  viz.,  from  2  or  5  per  cent,  of  the  castor- 
oil,  from  10  to  16  per  cent,  of  the  nitro-glycerine  or  the  like,  and  the 
remainder  of  gun-cotton."  The  resulting  product  was  then  described,  and 
details  given  for  the  process  of  manufacture,  in  one  of  which  acetone  was 
used  as  a  solvent. 

The  first  claim  was  for : — 

**  An  explosive  compound  consisting  essentially  of  gun-cotton  or  pyroxy- 
line mixed  with  nitro-glycerine,  nitro-gelatine,  or  similar  material,  and  with 
castor-oil  or  other  suitable  oil,  for  the  purpose  above  specified." 

The  other  three  claims  were  for  processes  which  included  acetone  as  a 
solvent 

This  was  an  action  for  infringement  of  the  above  patent  by  the  manu^ 
facture  of  "cordite,"  which  consisted  of  nitro-glycerine  58  per  cent,  gun- 
cotton  J7  per  cent.,  and  vaseline  5  per  cent.,  together  with  acetone  as  a 
solvent  which  did  not  form  part  of  the  final  product. 

2  £ 
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It  was  proved  at  the  trial  that  at  the  date  of  the  patait  it  was  thought 
by  chemists  to  be  impossible  to  make  a  powder  with  gun-cotton  which  con- 
tained any  very  laige  percentage  of  nitro-glycerine.  The  'inventor  (an 
eminent  chemist)  thought  the  maximum  quantity  should  be  in  the  United 
Kingdom  i6  per  cent.,  and  in  other  countries  lo  per  cent. 

One  of  the  processes  in  which  acetone  was  used  would  not  be  woiked 
with  a  mineral  jelly,  as  vaseline,  instead  of  the  castor  or  v^etable  oil 

Ifdd,  at  the  trial,  that  the  specification  claimed  the  product  only  when 
made  of  the  ingredients  in  the  proportions  mentioned  in  the  body  of  the 
specification.     (14  R.  P.  C.  371.) 

The  learned  judge  pointed  out  that  if  vaseline  be  included  as  an  '^  other 
suitable  oil "  one  process  claimed  would  not  work,  and  so  the  patent  woold 
be  invalid :  **  It  afifords  a  strong  if  not  a  conclusive  argument  in  favour  of 
construing  the  patent  if  possible  as  not  covering  the  use  of  vaseline." 

Ifeldi  by  the  Court  of  appeal,  that  the  learned  judge's  decision  was  cor- 
rect; Lord  EsAer,  M.R.,  approved  of  the  above  dictum  as  to  the  vaseline. 
(14  R.  P.  C.  671). 

On  appeal  to  the  House  of  Lords  : — 

IfMy  that  the  claim  must  be  read  in  cozmection  with  the  whole  specifi- 
cation, and  that  it  was  for  the  powder  made  of  the  ingredients  only  wbai 
combined  within  the  range  of  proportions  mentioned. 

Per  Lord  HerscheU  (at  p.  327) :  "  In  construing  a  claim  of  this  kind  yoa 
must  look  not  only  to  one  part  but  to  the  whole  of  the  specificatioiL  Yoa 
cannot  stop  at  the  first  part  of  it  where  you  find  that  it  is  to  be  dissolved 
gun-cotton,  but  you  must  equally  read  the  succeeding  paragraph  beginning, 
'  I  produce  an  explosive  compound  ...  by  mixing  the  gun-cotton,  &c'" 
P.  428 :  "  It  seems  to  me  difiicult  to  doubt  that  the  patentee  is  &ere 
describing  his  invention,  namely,  that  it  is  mixing  them  in  or  about  in  diose 
proportions  by  means  of  which  mixing  that  he  is  able  to  produce  an  ex- 
plosive compound,  &c.  .  .  .  That  is  farther  borne  out  by  the  range 
which  he  gives,  .  .  .  it  is  '  in  or  about  in  the  following  proportions,'  which 
of  course  allows  a  considerable  range — a  general  range." 


189S.    Osmonds  v.  The  Balmoral  Cycle  Co.,  15  R.  P.  C.  505. 

Disconformify — Embarrassing  Claim* 

In  1894  a  patent  (No.  2520)  was  granted  to  F.J,  Osmond  for  ^im* 
provements  in  adjusting  the  driving-chains  of  safety-bicycles  aod  odier 
velocipedes." 

The  complete  specification  described  by  means  of  21  diagrams  the 
details  of  the  invention.  In  carrying  it  out  it  was  necessary  to  remove  the 
step,  which  consisted  of  a  projection,  a  prolongation  of  the  axle  of  the 
driving-wheel.^    As  a  substitute  for  it  Fig.  22  showed  a  blank  stamped  out, 

^  The  case  is  only  noted  here  so  far  as  the  issue  of  disconfonnity  is  oonoemed. 
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The  claims  were : — 
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From  Osmond's  specification. 

SX  Soi  o  ;r^'  r^"f  **^'  ^•^  °f  ^«  ^^  «  branches  of  the 
ctom-stay  hollow  or  tubular  and  longitudinaUy  slotted  on  their  inner  sid« 
^darrang^g  on  the  ends  of  the  driving-whL  spindle  ^erTc^S 

TZ\  t^Z    '^^'•^]'^  being  moved  in  the  hoUow  or  tubular  chain- 
stays  in  the  ways  hereinbefore  described  and  iUustrated." 

desIbt^rS  SS'  '°"^'  ''^'^  '^'^"^  'o  P*^^"^'  -<«fications 
The  fifth  claim  was  for : 

before^diSJ^HT^T'**"  ?\'^"''^^"^*^  ««^  for  velocipedes  herein- 
before described  and  claimed  when  used  with  semi-circular  or  semi-eUintical 

tZTTZlfiTT  °'.^^  ''"'  herebbeforeTSiSd  SS 
tiated  m  Figs.  aa.  23,  and  24  of  the  accompanying  drawings." 

^^^The  prov^ional  specification  contained  no  mention  whatever  of  the  new 

auJt.H*^^'^  1*''  "^^tion  for  infringement  certain  anticipations  were 
aUeged.  and  also  the  issue  of  disconfoxmity  was  raised. 

=md^Sr!f  li^f  ^^^^  *^'  '^°"'  subsequent  to  the  first  were  otiose 
and  needless,  and  did  not  enlarge  the  monopoly,  as  they  only  claimed  Se 

rthi  ZT"  "  t  '"*  '^  "^*  ^*«'  ^^  -  additiS.^? sttp 
m  the  fifth  claim.    The  patent  was  upheld.  '<»"'=  «ep 

On  appeal  to  the  Court  of  Appeal  •— 

«^™'^*f  *  tr  '°1^^  "^  °^  ^^  "^^P  ^  *»»«  combination  with  the 
gear  was  not  foreshadowed  in  the  provisional  specification,  and  that  the 
patent  was  therefore  invalid.  .     «  "i«i  we 


420  OSMONDS  V.  BALMORAL  CYCLE  CO. 

Lindley,  M.R.  (at  p.  518),  referred  to  the  fifth  claim,  and  continued: 
"  That  raises  a  question  which  to  my  mind  is  new  and  important  He 
certainly  is  claiming  something  there ;  he  certainly  is  claiming  a  combina- 
tion of  his  chain-adjusting  gear  with  that  kind  of  foot-step ;  or  (transposbg 
the  words)  he  is  claiming  a  combination  of  the  use  of  that  step  with  his 
gear.  Now,  no  such  intention  is  shadowed  forth  in  the  provisional  specifi- 
cation at  all."  The  complete  specification  is  therefore  defective.  The 
answer  to  that  is  that  one  cannot  use  the  new  gear,  and  therefore  cannot 
use  it  with  the  step.  "  But  that  is  not  quite  an  answer  to  the  difliculty. 
There  is  no  doubt  whatever  that  the  addition  of  that  step  does  improve  the 
whole  machine,  and  it  is  extremely  embarrassing  to  anybody  engaged  in 
the  trade  to  find  a  claim  of  a  particular  step  in  combination  with  something 
else ;  and  it  is  obvious  to  us,  who  see  so  much  of  the  use  made  of  these 
patents,  and  the  abuse  made  of  them,  that  if  that  claim  were  allowed  to 
stand  it  might  embarrass  people  a  great  deal,  and  might  be  made  an  instru- 
ment of  extortion  and  blackmail.  It  is  a  claim  which  ought  never  to  have 
been  put  in,  and  which  ought  unquestionably  to  be  struck  out.'' 

Note. 

The  stronger  ground  on  which  this  case  was  decided  is  that  the  claim 
is  embarrassing  and  misleading  to  persons  engaged  in  the  trade.  Testing 
it  in  the  manner  suggested  (post,  p.  607),  it  would  obviously  be  unfair  to  a 
rival  inventor  who  invented  the  step,  say  immediately  after  the  date  of  the 
provisional  and  before  Osmond  thought  of  it,  to  include  it  in  Osmofufs 
patent.  The  apparent  distinction  in  principle  between  this  and  the  dyna- 
mite case  (anfe,  p.  374)  is  that  here  the  new  element  in  the  combination  is 
in  itself  a  new  invention,  in  the  former  case  the  additional  element  was  old. 


1899.    Dredge  v.  Parnell,  16  R.  P.  C.  625. 
No  Invmtion — No  subject-matter. 

A  patent  (No.  18694  of  1891)  was  granted  to  E.  Dredge  for  "an 
improved  method  of  cutting  nedctie  linings  with  a  band-knife  or  other 
power  knife." 

The  complete  specification  in  describing  the  invention  confined  it  to 
band-knives,  and  mentioned  the  difficulties  met  with  in  cutting  soft  material 
like  "  swansdown  "  by  the  then  known  methods,  and  continued :  '*  By  my 
process  any  pattern,  whether  straight  or  curved,  or  recessed  or  partly 
straight,  and  partly  recessed  or  curved,  can  be  rapidly  cut,  and  in  piles  of 
36  to  72  thicknesses  deep,  a  feat  never  before  attempted.  Indeed,  almost 
any  thickness  could  be  cut,  if  necessary,  with  a  band-knife  of  sufficient  size 
and  power."  The  invention  was  described  by  means  of  two  diagrams, 
Fig.  I  a  perspective  view,  and  Fig.  a  a  plan  of  the  templets  as  arranged  on 
the  cloth.    The  templets  a  were  seciured  by  bolts,  ^,  and  nuts,  r,  as  shown 
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in  Fig.  1.     The  advantages  of  the  allied  invention  were  described.     The 
claim  was  for  "  the  method  of  cutting  at  one  operation  a  large  number  of 
necktie  linii^s  by  means  of  a  rerolving  band-knife,  the  material  being 
clamped   finnly  between  two 
templets  of  identical  form,  as 
herein  described  and  set  forth." 

It  was  proved  that  the  pro- 
cess was  new  and  usefiil,  in  so 
much  that  it  enabled  a  band-  \ 
knife  to  be  used  where  a  hand- 
knife  had  been  previously  em- 
ployed.    No  anticipation  was 

all^^.     Soft  articles  before  ^'ff-^ 

being  cut  out  had  previously  From  Dredge's  spedfUaiion. 

been  stiffened  by  being  pressed 

between  hard  surfaces.   It  was  a^jued  that  the  merit  lay  in  clamping  identical 
pairs  of  templets  close  together,  so  that  the  knife  should  be  guided  by  them. 

Held  by  the  Courts  of  First  Instance  and  Appeal  that  there  was  not 
sufficient  invention  to  support  a  patent 

On  appeal  to  the  House  of  Lords : — 

Held,  that  the  patent  was  invalid  for  want  of  patentable  invention. 

Per  Lord  Hahbury,  L.C.  (at  p.  639) :  "  It  would  be  more  true  to  say 
that  the  skilled  workman  found  out  in  the  arrangement  of  his  tools  that  he 
ought  to  do  what  has  been  done  here  than  to  say  that  he  had  made  an 
invention ;  because  this  is  only  an  arrangement  of  his  tools,  and  they  are 
applied  practically  in  the  same  way  .  .  .  adapted  to  tliat  particular  material 
.  .  .  it  is  a  rather  more  skilled  and  experienced  application  of  the  same  old 
and  weU-knowo  tools  to  the  same  sort  of  process  that  is  applicable  to  fabrics 
of  a  firmer  texture  ...  I  quite  admit  the  difScuIty  there  is,  when  once 
you  admit  invention,  in  saying,  if  the  invention  is  an  invention  at  all  and  is 
at  all  usefiil,  that  you  can  draw  any  exact  or  precise  line  as  to  the  quantity 
of  invention  that  is  necessary  to  support  a  patent ;  but  I  confess  I  go  a  little 
further  than  the  learned  judges  below,  because  I  think,  considering  this 
alleged  invention  in  its  real  essence  and  nature,  there  is  no  invention  at  all. 
It  is  simply  a  more  skilled  application  of  well-understood  tools  and  well- 
understood  processes." 

Lord  Mamaghtm  pointed  out  the  difficulty  of  determining  the  degree 
of  ingenuity  to  constitute  invention.  "  In  this  case  I  do  not  think  there  is 
sufficient  invention,  and  when  I  say  'I  do  not  think  there  is  sufficient 
invention,'  I  should-  mean  the  same  thing  if  I  said  there  was  no  invention 
or  no  substantial  invention.  I  think  the  three  phrases  all  mean  the  same 
thing.  I  do  not  think  that  it  requires  any  study  or  thought  to  arrive  at  the 
instrument  at  which  the  plaintiff  has  ftrrived.  I  think  any  ordinary  skilled 
workman  setting  his  mind  to  accomplish  that  object  would  have  come  to 
the  same  result." ' 

■  The  last  sentence  here  quoted  bases  the  decision  on  the  principle  discussed  antt,  p.  35. 
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1899.   Pneumatic  Tyre  Company,  Ltd.  v.  Leicester  Pneumatic  Tyre, 

&c.,  Co.,  16  R.  P,  C.  531. 

Alkged  Disconformity — Fair  Development 

A  patent  (No.  14563  of  1890)  was  granted  to  C  K,  Welch  for  "  improve- 
ments in  the  construction  of  rubber  t3n'es  and  metal  rims  or  felloes  of  wheels 
for  cycles  and  other  light  vehicles." 

The  provisional  specification  ^  described  the  objects  of  the  invention  to 
be  "  easy  running,  reduction  of  vibration,  and  security  of  the  rubbers  "  to  the 
rims.  Former  rubber  tyres  were  fitted  in  grooves,  and  were  thereby  cut. 
In  this  invention  the  tyres  are  soft  and  larger,  and  are  constructed  to  fit 
"  either  wholly  or  partly  outside  the  metal  rims  or  felloes,''  which  may  be  of 
special  shape.  The  rims  may  be  made  D-shaped  or  convex  on  the  outside. 
The  rubber  tyres  may  be  saddle  or  arch  shaped,  or  thickened  with  a  groove 
inside  to  receive  the  rim,  the  tyre  to  be  secured  by  "two  small  holes 
through  the  ^rubber,  one  on  each  side  of  the  rim,  through  each  of  which  a 
suitable  wire  may  be  put,  and  the  ends  may  be  connected  with  a  nipple 
having  a  right  and  left  hand  thread,"  or  a  similar  device,  "  or  I  may  use  the 
well-known  spring-wire."  The  nipples  may  be  hexagonal.  The  wires  may 
be  connected  after  the  tyre  is  placed  on  the  rim,  and  drawn  together  by  a 
wrench.  The  tyres  may  be  of  shapes  different  from  what  they  will  be  on 
the  felloe,  e^.  a  closed  horseshoe,  the  rubber  being  opened  when  being 
put  on.  The  sides  would  be  left,  by  projecting,  more  compressible.  "  I 
may  also  make  the  rubber  tyres  larger  in  circumference,  and  draw  them 
into  the  rims  or  felloes  by  the  wires."  This  would  cause  the  sur&ce  of  the 
rubber  to  be  compressed,  generally  making  it  still  more  indestructible  and 
easy  running."  The  rubbers  may  be  lined  with  canvas.  The  outer  surCaces 
may  be  of  any  form,  and  the  inner  grooved,  for  lightening,  reducing  vibration, 
or  cementing  to  the  rims. 

"  The  above-described  improved  rubber  tyres  are  also  applicable  to 
cycle  and  other  wheels  in  present  use  or  made  in  the  ordinary  way  in 
which  case  they  may  be  fitted  over  the  existing  rubbers  without  necessarily 
making  any  alteration,  or  I  may  substitute  in  place  of  the  ordinary  rubbers 
a  lighter  or  cheaper  material,  such  as  cork. 

"  I  may  also  fit  this  class  of  tyre  to  the  ordinary  rims  by  modifying  the 
form  of  the  inner  surface  of  the  rubbers,  in  which  case  a  hole  through  the 
centre  may  be  an  advantage  for  lightening  the  same." 

Cement  may  be  used  in  addition  to  the  wires.  Another  method  of 
securing  the  rubber  was  given.  The  rubber  tyres,  "being  outside  the  metal 
rims  or  felloes,"  are  free  to  expand  laterally. 

The  complete  specification  described  the  invention  in  detail,  with  a 
large  number  of  diagrams  corresponding  to  various  forms  of  rims  and  tyres, 

>  The  provisional  is  here  summarized,  the  passages  bearing  on  disconformity  bein|r 
verbatim,    Tlie  case  is  noted  here  only  as  regards  the  issue  of  disconformity. 
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e^.  Figs.  I,  3,  5,  and  6.    In  all  the  diagrams  a  is  the  metal  rim,  ^  the  tyre, 
d  canvas  for  supporting  the  wires  «  /  the  right  and  left  handed  screw-nipple 


Dhcnunt  frMn  Welch's  speciBcatkxi. 

for  tightening  the  wires  in  the  aperture  f.  When  the  rims  are  shallow,  as 
in  Fig.  6,  "  the  tyres  may  be  lifted  and  held  from  the  rim  by  any  convenient 
tool,  such  as  a  screw-driver.    By  ^. 

making  this  form  of  rim  very  shal- 
low, I  may  connect  both  the  wires 
beforehand,  and  force  the  rubber  , 
into  its  place  on  the  rim.  fig.  14 
showed  the  application  of  the  in- 
vention to  an  ordinary  cushion 
tyre,  i.  * 

The  application  of  the  inven- 
tion to  imeumatic  tyres  is  shown 
in  Figs.  15,  16,  and  r8.  In 
these  diagrams  i  represents  the 
"  shoulders  "  in  the  rims  to  receive 
the  wires  when  the  tyre  is  fully 
inflated,  /  a  canvas  strip  along 
groove  in  rim,  and  m  the  air-valve, 
the  otlm  letters  having  the  same 
significations  as  before. 

The  action  of  this  device  is  thus 
described: — 

"  To  secure  the  whole  on  the 
rim  the  inflalible  tyre  is  first  placed 
within  the  outer  or  protecting  tyre         i>v.iopm«,«  au.grt  «  di^nfom-iiy. 
e,  the  wires  or  cores  e  e  are  then 
closed  together,  allowing  the  tube  m  to  project  between,  this  is  then  pushed 
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through  the  hole  in  the  rim  a,  and  the  two  wires  or  cores  are  pU  into 
the  bottom  of  the  concave  groove  for  about  two-thirds  of  the  ^iexiin,&e 
remainder  of  the  wires  or  cores  with  the  tyre  can  then  be  Iced  or  sprung 
over  the  edge  of  the  rim  opposite  the  tube  m,  as  shown  in  the  drawing ;  the 
inner  tube  or  tyre  b  may  now  be  inflated  with  a  small  pamp  in  the  usual 
manner,  this  causes  the  wires  or  cores  f^  e^  to  part,  until  finally  they  are 
pushed  into  place  over  the  shoulders  ^,  k ;  thus,  the  wires  being  smaller  in 
circumference  than  the  edges  of  the  rim,  the  inner  tube  or  tyre  may  he 
pumped  tight  against  the  inner  surface  of  the  protecting  tyre,  thus  the 
whole  is  rendered  secure  on  the  rim  as  shown  in  Fig.  15,  and  also  in  dotted 
lines  in  Fig.  18.  To  detach  the  rubber  tyre  or  outer  covering  from  the 
rim,  the  air  must  first  be  allowed  to  escape  when  the  wires  or  cores  may  be 
pinched  or  closed  together  round  the  rim  by  the  thimabs  and  fingers  until 
the  wires  can  be  lifted  over  the  edge  of  the  rim ;  the  whole  can  then  be 
removed  as  shown  in  Fig.  18." 

Seven  of  the  claims  related  to  Figs.  15  to  18  and  the  mode  of  attaching 
and  removing  the  tyres  as  above  described. 

This  was  an  action  for  infringement  of  the  above  patent  In  addition 
to  a  number  of  other  grounds  for  invalidity,  that  of  disconformity  was 
raised. 

As  to  disconformity,  it  was  argued  that  the  provisional  only  disclosed 
a  convex  rim,  on  which  the  tyre  was  kept  in  position  by  wires  auisidt  the 
rim,  which  wires  exerted  contractile  farce  by  being  screwed  tight  or  "  sprung  " 
on  if  spring  wires,  whereas  the  complete  disclosed  a  tyre  kept  on  by  air- 
pressure  as  the  active  force,  the  inextensible  wires  only  operating  by  reaction 
to  resist  the  results  of  inflating  the  tube,  and  the  automatic  mode  of  attach- 
ment (i>.  without  the  use  of  a  wrench).  On  the  other  side  it  was  contended 
that  the  tyre  proper  was  on  a  convex  surface,  viz.  the  inflated  tube ;  that 
the  complete  only  showed  the  modifications  necessary  to  adapt  it  to 
pneumatic  tubes,  which  were  a  natural  development  of  the  invention ;  and 
that  it  was  sufficiently  foreshadowed  in  the  provisional  (as  quoted  verbatim 
above). 

It  was  proved  that  at  the  date  of  the  patent  pneumatic  tyres  were  known 
and  used,  although  only  to  a  slight  extent. 

The  Courts  of  First  Instance  and  of  Appeal  gave  judgment  in  favour  of 
the  plaintiffs. 

On  appeal  to  the  House  of  Lords : — 

Held  (comparing  the  case  with  the  facts  and  arguments  in  NewaU  v. 
Elliott^  ante^  p.  201),  that  the  invention  objected  to  was  the  same  invention 
as  described  in  the  provisional  specification,  with  a  development  that  almost 
must  necessarily  have  been  discovered  in  the  interval  between  provisional 
and  complete  specifications,  and  that  the  patentee  was  bound  to  disclose 
it  in  his  complete. 


\ 
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steps,  and  on  each  step  is  placed  a  deep  cylindrical  glass  vessel,  G,  fonoed 
witii  a  projecting  lip  fonning  an  overflow  spout  at  its  upper  edge.  In  each 
of  these  vessels  is  loosely  placed  at  an  angle  a  tapered  glass  tube  reachii^ 
down  to  its  bottom  from  the  spout  of  the  next  higher  vessel,  the  lower  end 
of  this  tube  having  an  outlet  slit  along  its  side.  Around  the  vessels  G,  near 
to  their  upper  edges,  is  fonned  a  floor,  H,  which  may  be  of  iron  plate 


Diagrams  from  Webb's  ipedGoilian  {No.  9343  of  1891). 

made  sloping  as  shown,  or  it  might  be  made  in  steps  corresponding  with 
the  stabs  F. 

"  Passages,  K,  are  made  for  the  hot  products  of  combustion  from  the 
Chambers  C  and  D  into  the  space  under  the  floor  H  occupied  by  tbe  vessels 
G,  and  passages,  L,  are  made  from  that  space  for  the  products  of  com- 
bustion to  the  back  chamber  whence  a  flue,  M,  leads  to  a  chimney.  Above 
the  tops  of  tbe  vessels  G  there  is  a  roof  N,  and  from  the  space  under  it 
pipes,  O,  serve  to  carry  oS"  fumes.  At  the  upper  end  of  the  slope  is  a  tank, 
F,  centring  the  weak  acid  that  has  to  be  concentrated,  and  at  the  lower 
end  of  the  slope  is  a  tank,  Q,  to  receive  the  concentrated  add.  Hot  pro- 
ducts of  combustion  from  the  chamber  C  circulate  under  the  tank  P,  and 
descend  a  flue,  R,  leading  to  a  chimney. 

"  Tbe  apparatus  is  worked  in  the  following  manner.    The  hot  products 
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of  combustion  fh>in  the  fires  A  and  B  pass  into  the  chambers  C  and  D,  and 
issuing  thence  by  the  passages  K,  circulate  around  the  vessels  G,  heating 
them,  and  finally  flow  away  by  the  passages  L  to  the  chimney-flue  M. 
Weak  sulphuric  add  supplied  from  the  tank  P,  where  it  is  somewhat 
heated,  flows  into  the  taper-tube  of  the  highest  vessel  G,  and  is  conducted 
by  the  tube  to  the  bottom  of  the  vessel,  causing  overflow  by  the  spout  of 
the  vessel  into  the  taper-tube  of  the  next  lower  vessel,  and  thus  the  acid 
flows  from  vessel  to  vessel  becoming  more  and  more  concentrated,  until 
finally  it  overflows  from  the  lowest  of  the  vessels  into  the  receiving-tank 
Q.     The  vapour  and  fumes  evolved  pass  away  by  the  pipes  O. 

**  By  arranging  the  overflow  from  each  of  the  vessels  G  to  descend  by 
a  tube  to  the  bottom  of  the  next  vessel,  I  ensure  that  all  portions  of  the 
liquid  are  subjected  to  heating  while  they  reascend  to  overflow  again.  If 
the  weak  acid  simply  overflowed  from  one  vessel  to  the  next  without  being 
forced  to  descend,  it  would,  owing  to  its  comparative  lightness,  be  apt  to 
flow  merely  across  the  upper  part  of  the  vessel,  whereas  by  conducting  it 
down  to  the  bottom  it  displaces  a  portion  of  the  liquid  above  it,  causing 
overflow  of  that  which  has  been  heated  while  ascending  from  the  bottom. 

"  The  numbers  and  dimensions  of  the  vessels  G  may  obviously  be  varied, 
and  a  single  fire  or  more  than  two  fires  or  gas-burners  might  be  used  for 
heating  them,  these  appliances  being  arranged  in  any  convenient  manner 
to  give  an  approximately  uniform  heat  throughout  the  chamber  containing 
the  vessels  G,  without  any  openings  which  might  allow  cold  air  to  strike 
against  the  glass.'' 

The  claim  was  in  the  following  terms  : — 

"  For  concentrating  sulphuric  acid,  a  series  of  glass  vessels  placed  on 
steps  in  a  heating-chamber,  each  of  these  vessels  being  made  with  an  over- 
flow spout  and  having  placed  in  it  a  glass  tube  reaching  down  to  its  bottom 
from  ^e  spout  of  the  next  higher  vessel,  arranged  and  operating  substan- 
tially as  herein  described." 

An  action  for  infringement  of  this  patent  was  brought  by  the  patentee 
against  Kynochsy  Ltd.^  in  the  High  Court  of  Justice  in  Ireland.  Besides 
denying  infringement  the  defendants  also  contended  that  the  patent  was 
invalid  because —  inter  alia — ^the  invention  was  not  new,  nor  subject-matter 
for  a  patent,  the  specification  did  not  distinguish  what  parts  of  the  alleged 
invention  were  new  and  what  old,  and  that  it  was  ambiguous  and  mis- 
leading. 

The  principal  anticipation  alleged  was  Chances  process  (Specification 
No.  1343  of  187 1).  Chances  apparatus  ^  (Figs,  i  and  2)  consisted  of  a 
series  of  retorts,  a^  resting  on  sand,  ^,  in  an  inclined  flue,  r,  heated  by  a 
fiimace,  ^,  at  its  lower  end.  Dilute  acid  entered  at  the  top  by  the  pipe, 
passed  down  the  funnel  e  to  the  bottom  of  the  retort.  The  overflow  of  acid 
(more  concentrated  owing  to  evaporation)  passed  similarly;  through  the  pipe 

1  Fig.  I  is  a  cross-section  through  the  lowest  retort  of  the  series  ;  Fig.  2,  a  longitudinal 
section  of  the  arrangement. 
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/to  the  next  retort,  untU  the  final  product  issued  firom  the  lowest  retoit 
The  retorts  were  kept  at  gradually  increasing  temperatures  hy  reason  of 
the  furnace  being  at  the  lower  end.  The  steam  was  either  carried  off  by 
a  separate  flue,  g  (Fig.  i),  or  allowed  to  evaporate  without  such  flue.  Otber 
diagrams  showed  the  mode  of  arrangement  of  the  apparatus  on  a  manu- 
facturing scale.    The  claim  was  for  the  continuous  process. 

Another  alleged  anticipation  showed  open  beakers  with  lips  for  the 
overflow,  without  tubes  to  bottom  of  vessels,  but  it  had  not  been  practically 
used. 

It  was  proved  at  the  trial  that  the  invention  in  question  produced  im- 
proved results  over  the  older  combinations.  The  output  of  add  was  more 
than  doubled  and  the  cost  of  fuel  greatly  diminished.  Breakages  could  be 
immediately  repaired  without  stopping  ^e  process. 

At  the  trial  the  patent  was  upheld  by  the  Master  of  the  Rolls.  (15  R. 
P.  C.  269.) 

On  appeal  to  the  Court  of  Appeal  the  lords  justices  were  equally 
divided  in  opinion,  so  the  appeal  was  dismissed.    (15  R.  P.  C.  541.) 

The  defendants  appealed  to  the  House  of  Lords. 

IfMf  that  the  patent  was  invalid,  as  the  claim  was  wide  enough  to  include 
Chances  invention. 

Per  Lord  Halsbury^  L.C.  (p.  107) :  "  It  seems  to  me  that  the  majority 
of  the  Court  relied  on  the  fallacious  assumption  that  every  improvement  in 
a  known  patentable  article  was  necessarily  of  itself  a  patentable  improve- 
ment, and.  that  in  this  case,  in  which  I  will  assume  in  &vour  of  the  re- 
spondent that  his  machine  is  better,  cheaper,  and  more  efficient  than  that 
of  the  original  patentee,  this  entitles  him,  not  only  to  use  the  original 
patentee's  invention,  but  actually  to  proceed  against  him  for  an  infringe- 
ment of  his  I  patent  •  •  •  Now,  the  claim  is  that  which  explains  the 
invention,  and  the  width  of  the  claim  is  here  probably  intentionaL  It  is 
aimed  at  comprehending  every  form  in  which  this  invention  can  be  used ; 
and  if  Chands  patent  were  still  unexpired,  it  would  be  impossible  for  him, 
in  my  judgment,  to  escape  from  an  action  Jor  infringement  if  this  patent 
were  before  his,  and  the  limit  within  which  a  patentee's  rights  are  to  be 
confined  is  no  immaterial  or  trivial  matter." 

Per  Lord  Davey^  (p.  115) :  ''  Any  one  might,  of  course,  invent  an  im- 
provement in  any  of  the  parts  of  the  apparatus  or  a  new  arrangement  or 
some  useful  addition  to  the:parts  of  the  apparatus  described  by  Chance^  and 
(if  otherwise  patentable)  claim  protection  for  such  improvements.  But 
this  is  not  what  the  respondent  has  done.  He  does  not  by  his  specification 
claim  to  be  the  inventor  of  any  such  improvement,  but  his  claim  is  for  the 
combination,  and  whatever  merit  is  in  his  patent  is  the  combination.  Put- 
ting it  at  the  best  for  him  he  claims  a  particular  form  of  Chances  machine ; 
but  in  my  opinion,  as  I  have  already  said,  his  claim  is  wide  enough  to  cover 
all  that  Chance  invented  and  described."  His  lordship  referred  to  Foxwdl 
V.  Bostock  {ante^  p.  225),  Harrison  v.  Anderston  Foundry  Co.^  {ante^  p.  249), 
and  other  cases,  and  continued  (p.  11 6) :  '4  will  assume  that  the  respondent's 


It 


430  KYNOCHS,  LTD.  v.  WEBB. 

apparatus  is  more  compact  and  easily  worked,  and  produces  better  results 
with  a  less  expenditure  of  fuel  than  one  made  strictly  in  accordance  with 
the  illustration  of  his  invention  given  by  CAance^  and  it  is  not  wonderfol 
that  with  the  experience  of  nearly  thirty  years  that  should  be  so.  Bat  that 
will  not,  in  my  opinion,  entitle  him  to  maintain  his  present  patent.  The 
fallacy  which  underlies  the  respondent's  arguments,  and  with  great  respect 
some  of  the  judgments  below,  is  the  assumption  that  every  usdfiil  discovery 
is  a  patentable  invention."  His  lordship  referred  to  Lord  CranwortXs 
judgment  {Ralston  v.  Smithy  ante,  p.  230),  and  continued :  "  In  the  present 
case  I  cannot  say  that  the  respondent's  apparatus,  as  claimed  by  him  in  his 
specification,  is  a  new  manufacture  within  the  realm.  ...  If  upon  a  fair 
construction  of  the  specification  with  the  assistance  of  experts  and  other 
admbsible  evidence,  you  find  it  contains  matters  that  are  not  new,  you  must 
give  efiect  to  it  You  are  not  to  put  a  forced  construction  on  the  specifica- 
tion, as  not  intending  to  claim  something  that  is  old  because  it  was  foolish 
or  suicidal  of  the  patentee  to  claim  it." 


1900.    Dick  v,  Ellam's  Duplicator  Company,  17  R.  P.  C.  196. 

Subject-matter — Claim  too  wide. 

A  patent  (No.  12013*  of  1887)  was  granted  to  H,J.  Allison  for  "im- 
provements in  the  process  of  and  apparatus  for  the  copying,  duplication, 
and  printing  of  writings,  drawings,  typewriting,  prints,  and  designs." 

The  complete  specification  commenced  with  a  description  of  the  in- 
vention. To  make  a  stencil  *'  I  use  a  thin,  tough,  highly  porous  sheet, 
coated  or  filled  with  a  material  impervious  to  ink,  the  sheet  being  so  thin 
and  porous  that  wherever  the  fiUing  or  coating  is  removed,  the  sheet 
becomes  open  to  the  transmission  of  ink."  The  sheets  were  preferably  to  be 
thin  enough  to  be  permeated  by  printers'  ink  after  a  tjrpewriter  had  been  used 
to  remove  the  paraffin  coating.  A  thin  porous  sheet,  as  Japan  dental  paper 
or  Yoshino,  or  any  other  sufficiently  thin,  was  coated  with  paraffin  or  other 
impervious  substance.  A  typewriter  or  similar  instrument  could  then  open 
the  pores  without  puncturing  or  abrading  the  surface.  The  chief  function 
of  this  sheet  was  for  duplication  of  typewriting.  The  application  of  the 
paraffin  or  its  substitute  was  described.  *'  In  the  process  I  use  by  preference 
a  sheet  of  the  said  dental  paper  "  of  a  certain  thinness.  The  details  of  the 
process  of  waxing  this  paper  were  described. 

"  I  do  not  claim  this  process  of  waxing  the  sheet,  however,  but  only 
describe  it  to  enable  it  to  be  made  without  difficulty.  I  believe  diat  well- 
known  methods  of  manufacture  are  equally  efficacious." 

The  mode  of  using  the  stencil  thus  produced  to  make  copies  was  next 
described.  The  bearing  surfaces  used  in  making  the  stencil  sheet  were 
disclaimed,  also  the  method  of  making  stencils  firom  paper  impervious  to 
ink,  and  the  use  of  chemicals  to  eat  into  the  texture  of  impervious  paper. 
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The  claims  were : — 

"  I.  A  transmitting  printing-sheet  consisting  of  a  thin  porous  transmit- 
ting sheet,  through  which  ink  is  readily  transmitted,  as  Japanese  dental 
paper  or  Yoshino,  filled  or  coated  with  a  substance  impervious  to  ink,  as 
paraffin,  substantially  as  described." 

The  2nd  claim  was  for  the  removal  of  the  para£5n  from  such  sheet  at  the 
points  of  printing.  The  3rd  for  the  process  of  preparing  the  printing-sheet 
by  the  pressure  of  the  printing  instrument  The  4th  for  a  like  method  of 
making  the  printing-sheet  from  Yoshino  by  a  typewriter. 

*'5.  A  transmitting  printing-sheet  consisting  of  a  sheet  of  Japanese 
dental  paper  or  Yoshino  coated  with  paraffin  substantiaUy  as  described." 

At  the  trial  a  number  of  specifications  were  alleged  as  anticipations. 
It  was  proved  that  waxed  papers  were  known,  varying,  as  to  thickness, 
toughness,  and  texture.  Waxing  paper  was  a  well-known  process.  It  also 
appeared  that  perforation  did  in  fact  take  place  in  plaintiff's  process,  but 
the  disclaimer  was  held  to  apply  only  to  cases  where  perforation  avowedly 
took  place. 

The  patent  was  held  invalid  for  want  of  novelty  or  subject-matter. 

On  appeal  to  the  Court  of  Appeal : — 

^€Jd^  that  the  first  and  fifth  claims  were  for  a  particular  kind  of  paper 
printing-sheet,  apart  from  the  mode  of  producing  it,  and  were  too  wide  to 
support  the  patent. 

Per  Idndley^  L.J.  (p.  202)  :  "  There  is  nothing  new  in  covering  paper 
with  any  kind  of  wax.  Then  he  says, '  I  take  a  particular  class  of  thin, 
tough,  porous  paper.  That  is  what  I  want,  and  I  claim  all  such  paper 
covered  with  wax.'  Having  regard  to  the  state  of  knowledge,  and  having 
regard  to  what  was  done,  there  appears  to  me  an  absolute  want  of  subject- 
matter  at  all.  You  cannot  have  a  patent  for  covering  one  kind  of  paper 
with  wax,  when  it  is  common  knowledge  that  you  can  cover  any  paper  with 
wax.  The  real  truth  is  that  his  invention  is  the  use  of  such  paper  with  a 
particular  typewriting  machine." 


1900.    Cooper  &  Co  v.  Baedeksr,  17  R.  P.  C.  209. 
Large  Salt —  Want  of  Inventive  Ingenuity. 

A  patent  was  granted  in  1894  (No.  18349)  to  F.  G.  Bensley  for  "  im- 
provements in  felt  handles  for  velocipedes,  golf-sticks,  and  for  other  articles, 
and  in  the  manufacture  of  the  said  handles." 

The  following  extract  from  the  complete  specification  describes  the 
invention : — 

"  Fig.  I  is  a  side  view  of  a  velocipede  felt  handle  constructed  according 
to  this  invention ;  Fig.  2  is  an  end  view  of  the  same ;  Fig.  3  is  a  cross- 
section  of  the  same  on  line  X  X  of  Fig.  i ;  Fig.  4  is  a  longitudinal  section 
of  the  same ;  Fig.  5  is  a  side  elevation,  and  Fig.  6  is  an  end  elevation 
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of  the  partly  formed  handle ;  and  Fig.  7  shows  the  strip  of  felt  partly 
operated  upon  in  accordance  with  this  invention  to  form  three  of  the  said 
handles.^  .  .  . 

**  In  carrying  out  my  invention  I  take  a  piece  of  sheet  felt,  A,  of  suitable 
thickness,  say  about  three-eighths  of  an  inch  more  or  less,  but  I  do  not  con- 
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Diagrams  from  Bensley's  specification. 


fine  myself  to  any  particular  thickness,  and  of  sufficient  size  for  making  say 
three  handles  (see  Fig.  7),  although  the  piece  of  felt  which  I  operate  upon 
may  if  desired  be  large  enough  to  make  only  one  or  two  of  the  said  handles, 
or  it  may  be  large  enough  to  make  more  than  three  of  the  same.  I  groove 
this  piece  of  felt  longitudinally  from  end  to  end,  these  grooves,  a\  being 
sufficiently  deep  and  near  enough  together  to  allow  of  the  felt  being  readily 
bent  into  the  cylindrical  shape  of  about  the  size  of  the  required  handle 
shown  in  Figs,  i,  2,  and  3,  of  which  the  felt  portion  is  marked  B.  The 
piece  of  felt  (Fig.  7)  is  now  (or  after  being  formed  into  a  cylinder  as  stated 
above)  cross-cut  at  d^  into  short  pieces,  each  long  enough  to  make  one  of 
the  required  handles,  which  are  then  bent  into  the  cylindrical  shape  as 
aforesaid,  the  grooves  a^  being  on  the  outside  of  the  same  (see  Figs.  5  and 
6),  and  allowing  of  the  bending  of  the  felt  into  this  form,  which  woidd  be 
difficult  or  impossible  unless  the  felt  were  grooved  as  aforesaid.  The  meet- 
ing edges  of  the  piece  of  felt  are  now  secured  together  at  a^  by  being  glued 
or  otherwise  firmly  fixed  together.  The  felt  cylinder  thus  formed  (see  Figs. 
5  and  6)  is  now  turned  in  a  lathe  or  otherwise  machined  on  the  outside  if 
desired  so  as  to  reduce  the  same  towards  the  ends,  which  are  finished  by 
metal  mounts,  C\  C^  fixed  thereto  which  may  be  of  the  usual  kind,  or  these 
mounts  may  be  dispensed  with.  The  edges  a'  at  the  terminations  of  the 
grooves  a^  are  by  preference  rounded  off  as  shown  in  Figs,  a  and  3  so  as  to 
afiford  a  more  comfortable  grip  to  the  hand." 

Modifications  consisting  of  a  cylindrical  lining,  D,  and  modes  of  joining, 
and  also  the  advantages  of  the  invention,  were  described. 

1  It  is  not  necessary  for  the  present  purpose  to  reproduce  Fig.  7 ;  it  showed  merelj  a  strip 
of  felt  with  nicks  or  slits  in  it. 


ELECTRIC  CONST.  CORP.  v.  IMP.  TRAM.  CO.      433 

The  first  claim  was  for  : — 

"  Making  felt  handles  for  velocipedes,  golf-sticks,  tennis-rackets,  and 
for  other  articles  by  first  grooving  a  piece  of  sheet  felt  longitudinally  at 
intervals,  then  bending  the  same  and  securing  the  meeting  edges  together 
so  as  to  form  a  felt  cylinder  grooved  from  end  to  end  on  the  outside  which 
is  or  is  not  afterwards  reduced  towards  the  ends,  all  substantially  as  set 
forth." 

The  second  claim  was  for  the  handle  when  manufactured,  and  the  third 
for  the  particular  form  shown  in  the  diagrams  with  the  reduced  ends. 

This  was  an  action  for  infringement  of  this  patent 

It  was  proved  at  the  trial  that  the  invention  was  so  successful  that 
286,000  handles  had  been  sold  in  five  years.  The  old  method  was  to  turn 
the  handles  out  of  a  solid  block  of  felt.  Handles  so  made  had  been  before 
the  patent  grooved  on  the  outside.  Thb  invention  avoided  the  previous 
large  waste  of  material 

At  the  trial  the  patent  was  held  invalid. 

Ife/d,  by  the  Court  of  Appeal,  that  the  essence  of  the  invention  lay  in 
grooving  the  sheet  felt  to  make  it  flexible  before  bending  it  round  for  the 
handle,  and  that  there  was  not  subject-matter  to  support  the  patent. 


1900.    Electric  Construction  Corpn.  v.  Imperial  Tramways  Co., 

17  R.  P.  C.  537. 

Claim — Construction  of, 

A  patent  (No.  9527  of  1885)  was  granted  to  T,J,  Handfordi^  com- 
munication from  F.  y.  Spraguc  of  New  York)  for  "  improvements  in 
motors  for  electric  railways." 

The  complete  specification  commenced  as  follows : —  * 

"  This  invention  relates  to  electric  motors  mounted  upon  railway  cars 
or  carriages  for  the  purpose  of  propelling  the  same,  and  its  object  is  to  so 
arrange  and  support  the  motor  that  the  relative  positions  of  its  armature 
(E)  and  field-magnet  (D)  wiU  not  be  changed,  and  the  mechanical  con- 
nections between  the  armature  and  the  driving-axle  (C)  will  not  be 
disturbed  by  any  movement  of  the  car-body  or  carriage-body  on  its 
springs,  while  at  the  same  time  the  driving-axle  is  relieved  of  dead  weight. 

"  In  accomplishing  these  objects,  the  yoke  or  back-piece  (a)  of  the  field- 
magnet  (D)  of  the  motor  is  hung  from  a  cross-piece  (F)  of  the  truck  (A)  of 
the  car  or  carriage  by  heavy  springs  (^,  h)  \  or  from  the  car-body  itself  in 
case  of  a  street-car  or  other  vehicle  having  no  truck. 

"  The  driving-axle  (C)  of  the  car  or  carriage  at  its  middle  portion  is 

1  The  references  to  the  diagrams  are  introduced  into  this  part  of  the  specification  to  save 
repetition.  Fig.  i  is  a  plan,  and  Fig.  2  an  elevation  of  the  motor  with  tooth-gearing.  Figs. 
3  and  4  were  corresponding  ones  for  frictional  gearing.  Only  the  essential  parts  of  the 
specification  are  here  given. 

2   F 
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enclosed  in  journals  (c,  e)  situated  between  collars  (d,  d)  on  the  axle,  and 
these  journals  are  held  by  clamping-parts  (e,e)  joined  t<^ther  on  one  nde 
of  the  axle  by  a  plate  (/)  to  which  they  are  bolted,  and  on  the  other  ade 
bolted  to  parts  (g,^  extending  from  the  pole-pieces  (A,i)  of  the  magnet 
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<( 


This  adjustment  may  be  such  as  to  carry  wholly  or  partly  the  weight  of 
this  end  of  the  motor  or  so  as  to  actually  exert  a  pressure  upon  the  lower 
side  of  the  driving-axle.  By  this  arrangement  the  hammering  effect  which 
would  result  from  supporting  the  motor  directly  upon  the  axle  is  reduced 
to  the  minimum." 

Modifications  of  adjustment  for  frictional  gearing  were  here  given,  and 
detailed  descriptions  of  the  drawings.    The  following  passage  occurred : — 

"The  armature  being  carried  rigidly  by  the  field-magnet,  these  two 
parts  must  always  maintain  precisely  the  same  relative  position  under  every 
vertical  or  lateral  movement  of  the  wheels  or  of  the  car-body  or  carriage- 
body,  and  as  the  field-magnet  which  carries  the  armature  is  itself  centred  by 
the  axle  of  the  wheels  to  which  the  armature-shaft  is  geared,  the  engaging 
gears  also  must  always  maintain  precisely  the  same  relative  position.  •  •  . 

"  At  the  same  time  the  connection  of  the  entire  motor  with  the  truck  is 
through  springs,  so  that  its  position  is  not  affected  by  the  movements  of 
the  truck  on  its  springs." 

The  claims  were : — 

"  (i)  The  motor  of  an  electric  railway  car  or  carriage  having  its  field- 
magnet  centred  or  sleeved  upon  a  driving-axle,  its  armature  supported 
directly  upon  the  said  field-magnet,  and  having  a  shaft  separate  from  the 
driving-axle  and  gearing-communicating  motion  from  the  armature-shafl  to 
the  driving-axle,  substantially  as  hereinbefore  described. 

"  (2)  The  motor  of  an  electric  railway  car  or  carriage  supported  partly 
or  wholly  by  springs  from  the  car-body,  carriage-body  or  truck,  and  having 
its  field-magnet  centred  or  sleeved  upon  a  driving-axle,  its  armature 
supported  directly  upon  the  said  field-magnet,  and  having  a  shaft  separate 
from  the  driving-axle  and  gearing-communicating  motion  from  the  armature- 
shaft  to  the  driving-axle,  substantially  as  hereinbefore  described. 

"  (3)  The  motor  of  an  electric  railway  car  or  carriage  centred  upon  the 
driving-axle  at  one  end,  and  having  spring  supports  at  the  other  end." 

This  was  an  action  for  infringement. 

Amongst  many  alleged  anticipations  was  one  that  consisted  of  a  drawing 
from  the  inventor's  American  specification,  almost  identical  with  that  here 
shown,  published  with  the  claims  in  the  American  Official  Gazette,  a  copy  of 
which  was  lodged  in  the  British  Patent  Office  four  weeks  before  the  date  of 
the  application  for  the  patent.  Expert  witnesses  proved  that  this  drawing 
disclosed  to  electricians  the  invention  claimed  in  the  first  claim  provided 
the  claim  did  not  include  a  motor  hung  on  springs,  which  Spragu^s  draw- 
ing did  not  show. 

It  was  held  that  the  first  claim  did  not  include  springs,  and  that  the 
patent  was  therefore  invalid. 

The  plaintiffs  appealed  to  the  Coiut  of  Appeal. 

It  was  argued  that  the  whole  specification  showed  that  the  motor-car 
could  not  be  made  unless  the  electric  motor  was  suspended  by  springs  or 
their  equivalent,  that  the  first  claim  being  for  a  subordinate  int^er  of  the 
combination  must  necessarily  only  apply  to  a  case  where  springs  were  used. 
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J9Udf  that  the  first  claim  did  not  include  springs,  and  that  it  was 
anticipated  by  Spragiu^s  own  drawing. 

Lord  Aherstone^  M.R.,  dealt  at  length  with  the  evidence  and 
aiguments,  and  distinguished  Plimpton  v.  Spilkr  {ante^  p.  258),  and  fol- 
lowed The  Cassel  Gold^  6*^.,  Co.  v.  Cyanide^  6-r.  {ante^  p.  367),  referring 
to  the  arguments  and  claims  in  the  latter  case.  "  So  here  we«  takii^  the 
view  that  the  first  claim  in  its  natural  meaning  claims  the  combination 
excluding  the  use  of"  (p.  550)  ''the  special  springs  which  form  the  essence 
of  the  patented  invention,  cannot,  however  anxious  we  may  be  to  do  so, 
read  the  first  claim  as  including  that  which  is  specifically  claimed  and 
expressed  in  the  two  following  claims  so  as  to  prevent  the  first  daim 
having  its  natural  meaning.  ...  It  is  not  possible  to  say  that  that 
particular  combination,  excluding  the  springs,  is  new.  I  think  myself  it 
was  clearly  shown  in  the  drawing  of  Spragu^s  invention,  and  shown  so 
that  any  competent  electrician  would  have  understood  it  at  once.  Then 
it  was  said,  '  You  must  not  act  on  a  drawing  alone.*  I  know  of  no  such 
principle.  A  drawing,  like  any  other  anticipation,  must  be  judged  accord- 
ing to  the  facts  of  the  particular  case." 

Per  I^igby^  L.  J.  (p.  550) :  "  Claim  2  in  efiiect  difiers  only  from  daim 
I  by  the  addition  to  it  of  the  words  '  partly  or  wholly  by  springs  from  the 
car-body,  carriage-body,  or  truck.'  The  words  of  claim  i  are  afterwards 
repeated  verbatim^  and  you  do  not  need  anything  more  to  show  that  the 
differentiation  of  meaning  is  involved  in  those  words.  ...  It  seems  to 
me  that  it  is  exactly  the  same  thing  as  if  claim  i  had  said, '  substantially 
as  hereinbefore  described,  but  not  supported  wholly  or  partly  by  springs.' 
•  •  .  It  has  been  argued  that,  although  certain  words  are  not  there  by 
some  construction  you  must  treat  them  as  if  they  were  there.  I  think 
that  an  absolute  impossibility,  having  regard  to  claim  2.  But  on  what 
ground  must  you  treat  them  as  being  there  ?  It  is  said  to  be  otherwise 
absurd.  I  doubt  that,  and  I  am  afraid  that  would  not  be  enough.  Patentees 
are  not  to  be  held  free  from  absurdities,  or  free  from  mistakes.  They  are 
subject  to  them,  and,  absurd  as  it  may  appear  that  the  patentee  should 
have  made  such  a  daim  as  claim  i,  .  .  .  that  is  not  sufficient  reason." 


1900.    Castner-Kellner  Alkali  Co.  v.  Commercial  Development 

Corporation,  17  R.  P.  C.  593. 

Disconformity — RekUive  Motion. 

A  patent  (No.  20259  of  1894)  was  granted  to  C  Kellner  for  "  improve- 
ments in  electrolytic  apparatus  for  decomposing  metallic  salts." 
The  specifications  described  the  invention  as  follows :  * — 

^  The  two  specifications  are  here  given  together.  The  provisional  is  read  by  indnding  the 
words  in  italics  and  omitting  the  words  in  brackets ;  conversely  with  the  complete.  They  cu 
thus  be  at  once  contrasted. 
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"This  invention  has  reference  to  an  apparatus  for  the  electrolysis  of 
alkaline  salts  with  the  aid  of  a  stationary  mercury  cathode,  in  which  the 
amalgam  formed  by  electrolytic  action  has  its  location  changed  from  the 
decomposing-chamber,  in  which  it  is  produced,  to  a  combining-chamber, 
in  which  it  is  decomptosed  and  the  cation  combined  with  water,  an  add,  or 
other  body,  by  the  shifting  of  a  partition  which  is  adapted  to  be  moved  to 
and  fro  in  the  mercury,  and  serves  to  separate  the  two  aforesaid  chambers 
from  each  other.  The  partition  is  in  this  case  made  in  the  form  of  a  bell 
closed  at  its  lower  edge  by  a  mercury  seal  and  enclosing  the  decomposing- 
chamber,  so  that  the  amalgam  formed  in  the  latter  is  caused  by  the  shifting 
of  the  bell  to  have  its  location  alternately  on  one  side  and  on  the  other 
side  of  the  bell  without  itself  changing  or  moving  its  position,  and  is  thus 
caused  to  gain  access  to  and  become  situated  In  the  combining-chamber, 
whilst  the  mercury  on  the  other  side  of  the  partition,  which  was  previously 
situated  in  the  combining-chamber,  effects  [in  the  decomposing-chamber] 
the  amalgamation  of  the  metal  that  is  being  separated  by  the  electrolytic 
decomposition  of  the  electrolyte,  [In  this  way,  a  considerable  output  can 
be  obtained  from  the  apparatus  with  a  comparatively  small  quantity  of 
mercury,  because  both  operations  can  take  place  simultaneously  and 
tin  interruptedly.] 

"In  the  accompanying  drawings  [filed  with  my  provisional  specifi- 
cation], 

"  Fig.  I  b  the  vertical  section  taken  through  one  cell  of  an  apparatus 
constructed  according  to  this  invention ; 
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Drawings  of  Kellner's  provisional  specification  (No.  00359  '^  •'W)" 


"  Fig.  3  is  a  longitudinal  section,  to  a  smaller  scale,  taken  through  the 
whole  apparatus ; 

"  Fig.  3  is  a  horizontal  section  on  the  Wncy—j'  of  Fig.  2  ;  and 
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"  Here  the  vessel  A,  which  contains  the  mercury  cathode  C,  is  constructed 
in  the  form  of  a  disc  provided  with  an  upwardly  projecting  edge,  and  the 
hub  of  which  is  fixed  on  a  vertical  shaft,  K,  that  is  rotated  by  suitable 
means.  The  decomposing  and  combining  chambers  are  formed  by  means 
of  fixed  radially  arranged  bells,  E,  which  are  connected  together  so  as  to 
form  a  cover  provided  with  partitions,  as  in  the  arrangement  shown  in 
Fig.  I. 

'^  The  decomposing  and  combining  chambers  follow  each  other  in  suc- 
cession, and  are  respectively  provided  with  the  chlorine  discharge  pipe  F, 
and  with  pipes  H  for  dischxurging  the  hydrogen." 

A  method  of  rapidly  removing  the  alkali  metal  from  the  amalgam  was 
shown  with  reference  to  Fig.  9. 

The  claims  were : — 

*'  (i)  An  apparatus  for  the  electrolysis  of  metallic  salts  with  the  aid  of 
a  stationary  mercury  cathode,  in  which  partitions  or  bells  capable  of  being 
moved  to  and  fro,  and  dipping  into  the  said  mercury  cathode,  are  arranged 
to  separate  the  decomposing  and  combining  spaces  or  chambers  from  each 
other,  and  by  their  to-and-fro  movement  to  cause  the  mercury  cathode  to 
be  located  alternately  within  the  sphere  of  action  of  the  electrolyte,  and  of 
the  substance  to  be  combined  with  the  cation  produced,  substantially  as 
hereinbefore  described  with  reference  to  and  illustrated  by  Figs,  i  and  2 
of  the  drawings  referred  to." 

The  second  was  for  the  modification  shown  in  Fig.  6. 

"  (3)  The  modification  of  the  apparatus  specified  in  claim  i,  in  which  one 
or  more  vessels.  A,  is  or  are  mounted  on  a  vertical  shaft  so  as  to  be  capable 
of  rotating  relatively  to  the  fixed  partitions  or  bells  that  dip  into  the 
mercury  cathode  carried  by  the  said  vessel  or  vessels,  or  in  which  the  said 
partitions  or  bells  are  capable  of  rotating  in  a  fixed  vessel  or  vessels,  sub- 
stantially as  hereinbefore  described  with  reference  to  and  illustrated  by 
Figs.  7  and  8  of  the  accompanying  drawings." 

The  fourth  and  fifth  claims  were  for  the  arrangements  shown  in  Fig.  9 
and  Figs.  4  and  5  respectively. 

At  the  trial  of  this  action  for  infringement  of  the  above  patent  evidence 
was  given  to  the  effect  that  the  chemical  and  electrical  actions  of  the  pro- 
cess were  well  known.  In  one  of  the  alleged  anticipations  the  vessels 
containing  the  electrolyte  and  plain  water  were  stationary,  dippmg  into  and 
sealed  by  mercury,  which  was  revolved  by  a  paddle  so  as  to  bring  the 
amalgam  from  the  electrolytic  cell  into  contact  with  the  water  in  the  other 
to  dissolve  the  sodium  or  other  alkaline  metal.  But  in  no  previous  case 
had  the  electrolytic  cell  been  moved  as  in  KeUna^s  specification. 

Disconformity  by  including  claim  3  was  alleged. 

It  was  held  at  the  trial  that  the  patent  was  valid,  and  had  been  infringed. 

On  appeal  to  the  Court  of  Appeal  that  decision  was  reversed  on  the 
ground  of  disconformity. 

Hddy  on  appeal  by  the  House  of  Lords,  that  the  only  invention  described 
in  the  provisional  was  a  new  mechanical  arrangement  in  which  the  mercury 
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formed  a  cathode  "  stationary  "  in  the  ordinary  meaning  of  the  term,  and 
that  the  invention  claimed  by  the  third  claim  was  not  within  the  pro- 
visional. 

The  patent  was  therefore  invalid. 

Per  Lord  Halsbury^  L.C.  (p.  604) :  "  Now  I  am  unable  to  say  that  I 
think  the  provisional  specification  here  ever  contemplated  the  movemeDt 
in  any  sense  of  the  mercurial  cathode.  It  is  impossible  to  read  the  con- 
cluding part  of  the  provisional  specification  without  being  struck  by  the 
absence  of  any  hint  of  the  arrangement  claimed  afterwards.  What  are 
called  the  bells  are  intended  to  be  moved  over  the  surface  of  the  mercoxy, 
and  the  mercury  cathode  is  to  remain  '  at  rest' . .  ."  P.  605  :  *^  This  is  a 
description  of  a  mere  mechanical  appliance,  and  I  cannot  doubt  that  when 
this  description  was  given  the  thing  which  was  meant  to  be  at  rest  was  the 
mercury  and  the  vessel  containing  it.  .  .  .  Claim  3  and  the  Figs.  7  and  8 
to  which  it  refers  are  an  entire  departure  from  tiie  essential  feature  of  the 
invention  as  originally  described."  The  language  of  complete  spedficadon 
is  an  ingenious  effort  to  avoid  a  glaring  disconformity. 


1900.    Beavis  v.  Rvlands  Glass  and  Engineering  Co.,  Ltd., 

17  R.  P.  C.  704. 

Want  of  Subfect-matter. 

A  patent  (No.  26359  of  1897)  was  granted  to  C.  E.  Beavis  for  "im- 
provements in  mineral-water  bottles." 

The  specification  was  as  follows : — 

"  My  invention  relates  to  improvements  in  bottles  for  holding  mineral 
and  aerated  waters,  and  consists  in  so  altering  the  shape  of  the  indents  in 
the  necks  of  what  are  known  in  the  trade  as  Codd's  botdes  as  to  obviate 
some  of  the  drawbacks  in  their  present  construction  and  use. 

"  As  now  made,  the  indents  at  the  lower  part  of  the  neck  are  horizontal, 
forming  a  transverse  channel  on  the  inside,  which  permits  the  liquid  to 
flow  in  and  out,  and  serves  as  a  stop  to  prevent  the  ball  from  falling  into 
the  bottle  when  not  in  use;  this  transverse  indentation  is  a  source  of 
weakness  in  the  construction  of  the  bottle,  rendering  it  liable  to  bursting 
and  fracture  from  obvious  reasons,  and  the  object  of  my  invention  is  to 
alter  the  shape  and  direction  of  the  indents,  and  form  a  differently  shaped 
channel  for  the  ball,  and  thus  to  remove  some  of  the  disadvantages  con- 
nected with  the  use  of  these  bottles." 

The  advantages  and  causes  of  alleged  defects  in  the  older  bottles  were 
enumerated  in  detail.  The  allied  invention  was  described  in  the  following 
terms : — 

"  In  Fig.  2  the  indents  A  are  made  curved,  as  shown,  the  nicks  B  form 
the  usual  recess  in  which  the  ball  rests  when  the  bottle  is  being  emptied; 
the  nicks  and  indents  control  the  shape  of  the  channel  C,  which  extends 
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from  the  recess  to  the  neck  of  the  bottle ;  by  this  means  the  neck  of  the 

bottle  is  stractuially  strengthened,  the  oscillation  of  the  ball  is  prevented, 

the  brush  for  cleaning  is  permitted  to  pass  in  and  out 

of  the  neck  without  choking  or  wedging,  and  the 

inclined  passage  or  channel  provided  for  the  ball  lets 

it  find  its  position  in  the  seating  or  neck  more  readily 

than  by  the  present  method." 

The  claim  was  as  follows : — 

"  In  the  manufacture  of  indented  glass-stoppered 
bottles  for  mineral  and  aerated  waters,  makii^  the 
indents  of  such  a  shape  as  will  fonn  a  curved  channel 
for  the  passage  of  the  ball  instead  of  the  present 
horizontal  one,  substantially  as  and  for  the  purposes 
heron  set  forth  and  described  and  illustrated  by 
Fig.  3  of  the  accompanying  drawings." 

This  was  an  action  for  infringement  of  the  above 

patent.      The  chief  defences  were  that  the  alleged    „.        ,„   _,. 

.  ,      ,  °  Fig.  3  of  Beavfs^f  specifi- 

iDvention  was  not  new  nor  good  subject-matter.  cation. 

At  the  trial  various  drawings  and  bottles  were 
produced,  amongst  others  a  drawing  showing  the  form  of  Codis  bottle. 
In  it  the  ball-stopper  was  prevented  from  going  too  far  by  the  indentation 
across  the  bottle,  and  its  return  to  the  mouth  while  pouring  out  prevented 
\ty  two  indentations  as  shown. 


From  Jones's  speeiBcatlon. 


Jonefs  specification  of  1894  was  relied  on  as  an  anticipation.  Its  nature 
is  apparent  from  the  diagrams.  Fig.  i  shows  the  stopper  in  its  place, 
Figs,  a  and  3  when  kept  at  the  bottom  of  the  curved  passage  C.  The 
stopper  was  not  spherical,  but  cylindrical  with  rounded  ends,  and  could  not 
be  turned  in  the  curved  channel. 

At  the  trial  the  patent  was  held  invalid  on  the  above  grounds. 
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On  appeal  the  decision  was  upheld. 

Lord  AherstorUy  M.R.,  dealt  with  the  alleged  anticipations  in  detaiL 
At  p.  710:  "In  cases  which  depend  upon  sabject-matter,  the  most  im- 
portant thing  of  all,  and  that  whic^  I  think  the  Court  should  always  be  first 
informed  of,  in  order  to  put  a  proper  construction  on  the  patent,  is  what  was 
the  existing  state  of  knowledge.  If  you  simply  look  at  a  specification  and 
endeavour  to  decide  as  to  subject-matter  without  information  as  to  the 
existing  state  of  knowledge  you  are  very  likely,  either  on  the  one  hand  to 
belittle  the  invention,  or  on  the  other  hand  you  may  attach  undue  importance 
to  it" 

On  the  construction  of  the  specification  (p.  711) :  '*  But  whatever  may 
be  the  true  view,  it  is  the  specification  of  the  plaintiff  we  have  to  deal  wi^ 
and  the  specification  of  the  plaintiff  claims  his  invention  in  these  words 
*  In  the  manufietcture,  etc' "  [quoting  them].  "  In  my  opinion  there  was 
nothing  else  involved  in  that  claim,  or  intended  to  be  made  the  subject- 
matter  of  the  invention,  than  turning  the  channel  fipom  what  he  thought  was 
the  common  shape  (and  I  dare  say  it  was  the  best  known  shape) — the 
horizontal  shape  of  channel  into  the  curved  That  that  was  disclosed  in  &e 
specification  oi  Jones  I  have  no  doubt.  I  think  it  was  also  disclosed  in  the 
specification  of  1872 ;  and  I  come  to  the  same  conclusion  as  that  to  which 
the  learned  judge  came,  that  in  changing  the  form  of  the  chaimel  he  did 
not  disclose  anything  which,  in  the  face  of  the  previous  state  of  knowledge, 
could  be  good  subject-matter/' 

P.  71a  :  *'  Everybody  who  has  experience  in  patent  cases  knows 
that  cases  of  this  kind  do  not  rest  upon  mere  authority.  It  is  perfectly 
possible  that  a  very  smaU  alteration,  which  is  the  result  of  experiment,  or 
which  may  be  the  result  of  a  happy  thought,  yet  still  does  work  such  a 
complete  revolution  that  it  may  be  perfecdy  good  subject-matter.^  On  the 
other  hand,  however  much  the  individual  may  have  solved  in  his  own  mind, 
or  believes  he  has  solved,  a  difficulty,  in  the  interests  of  the  public  we  have 
to  consider  what  the  public  were  entitled  to  use  before  his  patent  was 
granted.'  In  my  opinion  the  existing  state  of  knowledge  shows  that 
indents  of  different  angles,  and  different  shapes  of  curved  passages  made 
by  the  indents,  were  old  j  and  that  being  so,  in  my  judgment  it  was  not 
good  subject-matter  to  claim  the  changing  of  a  straight  indent  into  a 
curve." 

Ri^y^  L.  J.,  reviewed  the  facts  and  arguments,  and  concluded . — 

"After  considering  all  the  instances  that  have  been  brought  forward 
(and  they  are  very  numerous)  I  cannot  but  come  to  the  conclusion  diat  it 
was  evident  to  any  one  acquainted  with  the  manufacture  that  the  indent 
might  be  horizontal  or  more  or  less  curving  upwards.'  That  was  known, 
and  perfectly  well  known;  and,  that  being  the  case,  I  think  that  the  mere 

»  FoUowed  by  Parwell,  J.,  in  Parker  &•  SmUk  v.  SaUkweii  6-  Co,,  IM,  18  R.  P.  C.  308. 
*  Both  the  learned  judges  tested  the  existence  of  subject-matter  from  the  workman's  point 
of  view.    See  anH,  pp.  19,  34-37. 
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seizing  upon  a  particular  form,  which  every  one  knew  might  be  used,  even 
if  it  had  incidental  advantages,  is  not  such  an  invention  as  would  be 
subject-matter  for  a  patent  I  agree,  therefore,  with  the  learned  judge's 
judgment" 


1900,    Taylor  and  Scott  v.  Annand  and  Others,  18  R.  P.  C.  53. 

Invention — ConstrucHon  of  Claim » 

A  patent  (No.  5470  of  1886)  was  granted  toy.  H.  Buxton  and  others 
for  '*  improvements  in  arrangements  and  mechanism  to  facilitate  the  rapid 
application  of  type  representing  late  news  or  matter  to  and  the  printing 
of  the  same  by  newspaper  printing  machines." 

The  complete  specification  commenced  with  a  statement  of  the  object 
of  the  invention : — 

"In  newspaper-printing  new  editions  containing  late  news  or  matter 
is  commonly  added  by  cutting  out  portions  from  the  stereo  plates  and 
inserting  in  the  space  thus  made  the  type  representing  the  late  matter,  but 
this  takes  time,  and  the  object  of  our  invention  is  to  be  able  to  add  late 
news  and  print  it  in  as  little  time  as  possible  after  its  receipt" 

The  ^  type  was  to  be  arranged  in  a  small  box  which  was  described  in 
detail  with  the  means  of  securing  and  adjusting  the  type  therein,  in  such 
a  manner  that  the  printing  surface  of  the  type  formed  a  segment  of  the 
surface  of  a  cylinder  concentric  with  the  drum  and  its  axle  to  which  it  was 
attached.  Fig.  11  shows  one  mode  of  arranging  and  fastening  the  box 
{a)  on  a  drum  (p).  The  only  mode  of  attachment  shown  in  the  drawings 
was  by  a  dovetail ;  the  box,  however,  could  be  secured  in  its  place  by  more 
ways  than  one.    Thb  drum  {p)  was  mounted  on  a  shaft  (Fig.  14). 

The  drum  {p)  had  its  own  inking  roller  (/')  (Figs.  13  and  14).  The 
object  in  having  the  drum  adjustable  on  the  shaft  was  to  enable  it  to  be 
placed  so  as  to  operate  on  any  column  required  in  the  paper.  Suitable 
mechanism  was  described  to  bring  the  drum  into  use  when  required. 

"  The  face  of  the  type  in  the  box  a  is  in  a  curve  at  such  radius  from 
the  axis  of  the  drum  b  as  will  be  equal  to  the  radius  of  the  operating  surface 
of  the  impression-cylinder  {e)  or  half  its  radius  if  the  type-box  is  to  print 
twice  for  one  revolution  of  the  impression-cylinders  ^,  and  so  on." 

The  paper  following  xxva  Fig.  13  passed  round  to  the  impression-cylinder 
(e)  and  was  printed  on  by  the  stereo  (f),  and,  when  required,  by  the  type  on 
the  drum  ip). 

The  claims  were  : — 

"  (i)  The  combination  and  arrangement  of  mechanism  for  securing  type 
or  printing-surfaces  in  a  box  or  holder,  substantially  as  hereinbefore 
described  and  illustrated  by  the  drawings. 


^  The  description  of  the  invention  is  here  summarized  and  given  so  far  as  it  relates  to  the 
main  issue  on  the  third  claim. 
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"(a)  The  combination  and  arrangement  of  mecbaDism  for  secating  type 
or  letter-press  printing-surfaces  in  a  box  or  bolder,  and  tbe  combuution  of 
tbe  latter  with  a  printing-drum  separate  from  the  main  printing-cylinder 
substantially  as  hereinbefore  described  and  illustrated  by  the  drawings. 

"  (3)  The  combination  and  arrangement  of  a  printing-drum  (t)  with  the 
mechanism  of  tbe  ordinary  main  impression  and  printing-cylinders  of  end- 
less web  letter-press  printing-machines,  substantially  as  and  for  the  purpose 
hereinbefore  described  and  illustrated  by  the  drawings." 

This  was  an  action  for  infringement  of  tbe  patent. 

It  was  proved  at  the  trial  that  the  method  in  use  at  the  date  of  die 
patent  of  printing  late  news  consisted  in  cutting  out  a  piece  of  the  stereo, 
and  inserting  the  new  matter,  by  tyjie  set  up  in  fudge-box,  which  type  was 


/y"'/ 


Figfi. 


«': 

||3U  0  ,.)f 

i  0  j  I 

^ 

Diaframi  rrom  Bkuton's  *p«cificalioa  (No.  5470 1>!  1SS6). 


not  on  its  surface  concentric  with  the  cylinder.  There  were  great  difficulties 
in  keeping  type  securely  fixed  on  a  cylinder  which  in  working  revolved  at 
a  rapid  rate.  This  invention  overcame  those  difficulties  and  enabled  late 
news  to  be  inserted  in  a  few  moments,  thereby  enabling  fresh  editions  of 
papers  to  be  brought  out  in  quick  succesnon. 

Several  anticipations  were  alleged  in  order  to  show  that  the  device  in 
question  was  a  mere  adaptation  of  old  methods.  Tbe  more  important  of 
these  were  those  of  ApfilegariA  (rSsS),  Duncan  and  WiUon  (1879)  and 
Mewbum  (rSSs). 

AppkgartKs  (No.  371  of  1S58)  improvements  in  printing  machinery 
contained  amongst  others  a  device  for  separately  printing  headings  and 
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suchlike.  In  some  cases  he  applied  "  a  small  roller  or  rollers  with  type  or 
printing-surfaces  thereon,  together  with  a  proper  inking  apparatus,  to  each 
of  the  printing  rollers  or  cylinders ;  in  this  way  I  am  enabled,  while  print- 
ing the  main  portion  of  the  sheet  by  the  large  type  or  printing-cylinder  as 
heretofore  to  introduce,  for  instance,  a  heading  in  a  different  colour,  or,  in 
fact,  any  matter  which  it  is  desirable  to  introduce,  and  this  introduced 
matter  may  be  changed  without  interfering  with  the  form  on  the  large 
printing  cylinder/'  The  arrangement  to  effect  this  object  is  thus  described : 
*'  Fig.  6  is  a  diagram  to  show  how  small  auxiliary  printing-rollers  may  be 
arranged  in  combination  with  the  roller  which  receives  the  black  ink  im- 
pression, so  that  the  title  of  a  newspaper,  or  the  heading  of  other  matter 
may  be  printed  in  three  colours.  The  circumference  of  the  central  cylinder 
in  this  case  is  supposed  to  be  60  inches,  and  the  impressing  roller  30  inches. 


From  T'vg.  6  of  Applegarth's  specification  (No.  37a  of  1858). 


Such  a  machine  at  *  Times*  rate  would  make  5000  revolutions,  and  might 
print  at  two  places,  as  shown,  or  more,  if  only  one  colour  roller  is  required. 
The  carriage  A*  which  supports  the  auxiliary  printing  rollers  (which  have 
toothed  wheels  working  into  the  wheels  of  C)  and  their  apparatus  for 
supplying  ink  or  colour,  is  hinged  to  the  main  frame  of  a  machine  at  A ; 
c  is  one  of  two  shapes  or  cams  which  are  fixed  upon  the  central  cylinder 
B,  and  as  it  revolves  they  act  against  the  friction  rollers  ^,  which  causes 
the  carriage  A*  to  revolve  a  little  upon  its  spindle  or  hinge.  A,  so  as  to 
press  the  auxiliaiy  rollers  ^,  e  against  die  sheet  of  paper  upon  the  impressing 
roller  C,  which  may  thus  be  printed  in  two  colours  just  before  receiving  the 
black  impression  from  the  form  upon  the  central  cylinder  B.'' 

On  the  opposite  side  of  the  diagram  the  apparatus  is  shown  in  the 
position  in  which  it  does  not  print,  but  is  not  out  of  gear ;  >4,  h  are  rollers 
with  endless  tapes  pressmg  the  sheet,  /,/  the  inking  rollers,  and  k  the  metal 
distributing  rollers. 
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described:  " 
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employ  one  or 
carry  movable 
as  to  print  and 
type  cylinders, 
die  cylinders,  bu^   i 
as  such  cylinder 
and  thus  allow 
would  be  the 
employing  a 
the  impression- 
employed  for  this 
ployed,  the  mov€i.t>j 
or  equivalent 
employed. 

"  Fig.  I  is  a 
to  illustrate  the 


^J/i     T  ^  ^f^^^'*  (No.  i68,  of  i8l9)  aiefc^ 
addition  ^^  *^^%^^^eotype  cylinder  ox  cylinders  we 
oylmders  of  sn^U    diam^er  fitted  or  coitructed  to 
Tlxe  said  ^P^^^mder  or  cylinder  are  soananged 
a    blank  or  b  tol^s  left  ^n  each  sheet  by  the  stereo- 
x»ovable  type   xs    not  fixed  rigidly  to  the  srafeceot 
^  3arrai^ed  as  to  l:>e  free  to  move  to  aod  from  the  axis 
mciers,  beix«  h^ld  j^  position  by  a  spring  or  springs, 
aailler  cylinder  or  snjaller  cylinders  tieing  used  than 
"^«    type  were   rigidly  attached  thereto.    Instead  of 
springs  to  hold  ^^  movable  type   m  contact  with 
during  the  required  time,  a  cam  or  cams  may  be 
'^*       Instead  of  a  cylinder  or  cylinders  being  em- 
^^^^  «»ay  receive  motion  from  rotating  arms,  earners, 
Inking  mechanism  of  the  usual  constiucdon  is 

svioh  parts  of  a  printing-machine  as  are  necessary 
of  carrying  this  first  part  of  our  invention  ioto 


effect;   (i)  ster^^t 
necessary  applia^n 
cylinder;  (3) 
Inking  mechani 
said  type  (4)  is 
groove  (6),  and  i^ 
the  spring  (7);    (3^ 
is  used  to  fill  up  j^j 
Mewhurris  (^^ 
ing  the  whole  len 
could  be  placed 
its  surface  would  i^ 

It  was  held  at 
adaptation  of  old 
the  unnecessary  _  _ 
On  appeal  to  t:|^ 


*«•  X  of  i:>^ 


6^  Wilson's  specification. 


2iv  ofl-  ^^^^'^  and  supplied  with  inking  and  ot^et 
^ttv^^^**^  ««•  well-known  manner  ;  (>«)  '"^^TZ 
arrZ.::5,'**ovable  type;  (4)  (5)  impression cJtod«^ 


*»^1^     r*^ange<i 


f  ^^;a  againS  ^.*  ^°""  ^^"^^^I^^)  by  means  of 

^^  PartA  ^®  impression  cylmder  (t^'  12.  ,.\ 

'"  left  by  *"  ^^ssing  as  shown  by  arrows.  -^^  type  (j; 

•5  of   jg^®  stereotype  secured  on  (I)  ." 
tHe  au    ••      ^*s  important  as  ^oynrMg grooves  tva- 
it  tiijj     *^"iary  cylinder  in  which  the  additional  type 
•^Centric**'  ^^isclose  any  method  of  fitting'  type  so  that 
**"*^l  that  ^'*^^  *l»e  cylinder. 

^"^^  inetK^v*.  ^  '^hird  claim '^'^  no*  novel,  as  it  was  an 
^*  ^f  a  k^  **»d  ideas,  a^^  consisted  in  cutting  vmi 
-^^»^  Of  A  ^"^^^  auxiliary  cy^^^^^- 
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Ifeld^  that  the  patent  was  valid,  and  the  device  displayed  great  inven- 
tion, and  that  the  third  claim  was  not  confined  to  dovetailed  boxes  as 
shown  in  the  drawings,  but  any  box  holding  type  in  the  proper  position. 

Per  Ronur^  L.J.  (17  R.  P.  C,  p.  136) :  "  Prior  to  the  invention  there 
was  no  known  machine  which  would  do  in  any  practical  or  efficient  way 
the  special  work  done  by  the  improved  machine  described.  And,  in  our 
opinion,  to  arrive  at  that  improvement  there  was  required  on  the  part  of  its 
discoverers  great  ingenuity  and  invention  in  the  true  sense  of  the  word. 
Now  that  the  way  to  effect  the  improvement  is  known,  it  is  easy  to  belittle 
it  It  can,  of  course,  readily  enough  be  pointed  out  that  the  principle  of 
using  a  small  auxiliary  cylinder  was  known  before  ;  that  a  drum  is  only  a 
small  cylinder ;  that  a  movable  drum  was  not  in  itself  a  new  discovery, 
and  so  forth.  This  process  of  undermining  an  invention  is  well  known, 
and  if  allowed  to  prevail  would  destroy  many  valuable  and  undoubtedly 
valid  patents.  But  the  process  is  radically  wrong.  The  way  to  ascertain 
whether  a  novel  and  useful  improvement  required  invention  in  the  true 
sense  is  to  consider  how  matters  stood  just  before  the  improvement  was 
discovered.  .  .  .  Sufficient  commentary  is  afforded  by  the  fact  that  for 
years  the  defect  in  the  stereo  machines,  to  which  we  have  previously  called 
attention,  remained  unremedied,  and  that  when  Duncan  and  Wilson  tried 
to  remedy  it  they  could  only  suggest  means  which  differed  considerably 
from  those  adopted  by  the  patent  of  1886,  and  which  failed." 

On  appeal  to  the  House  of  Lords  this  decision  was  upheld. 

Lord  Halsbury,  L.C.  (18  R.  P.  C.  62),  dealt  with  the  difficulty  of  deal- 
ing with  cases  in  the  abstract  in  which  the  alleged  invention  consists  in  a 
combination  of  old  things,  '*  because  you  have  to  start  with  the  proposi- 
tion that  everything  is  old,  and  until  you  apply  yourself  to  what  is  the 
particular  mechanism  and  what  is  the  particular  exigency  with  which  you 
have  to  deal  in  inventing  the  new  mechanism  for  the  purpose  required, 
you  do  not  adequately  appreciate  what  that  invention  is ;  that  is  to  say, 
until  you  come  to  put  it  into  a  concrete  form  to  see  what  the  thing  is,  and 
what  the  thing  was  intended  to  do,  and  then  apply  your  mind  to  see 
whether  the  thing  in  its  combination  has  been  anticipated  or  not.''  His 
Lordship  quoted  from  Vickers  v.  Siddcll  {ante^  p.  324),  and  applied  it  to 
this  case :  ''  It  is  (p.  63)  very  easy  to  say  nothing  could  be  older  than  the 
stereotype — ^nothing  could  be  older  than  the  cylindrical  stereotype — and  the 
notion  of  cutting  a  piece  out  of  some  part  of  the  cylinder  and  putting  in  a 
fudge-box,  or  some  other  mechanical  appliance  of  that  sort.  And  if  one 
was  arguing  a  priori^  and  not  seeing  what  in  the  practical  conduct  of  busi- 
ness was  felt  to  be  a  want,  the  absence  of  which  was  to  be  supplied,  one 
was,  I  think,  apt  to  form  a  very  inadequate  idea  of  what  the  value  of  the 
invention  was.  ..."  Then  when  one  finds  that  there  is  not  "  one  single 
instance  during  the  whole  period  of  this  printing  industry  to  which  this  case 
extends,  of  this  thing,  or  anything  like  this  thing  in  its  application  or  in  its 
combination,  having  been  produced  by  anybody,  it  is  an  almost  irresistible 
inference  of  fact  that  there  is  something  in  the  nature  of  invention,  because 
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everybody  wanted  this  thing  to  be  done — everybody  felt  the  usefulness  of 
it  when  it  was  done ;  and  to  say  that  it  is  so  obvious  that  it  requires  no 
invention  seems  to  me  to  be  absolutely  contrary  to  the  reasonable  inference 
to  be  drawn  from  the  condition  of  facts  to  which  I  have  referred.  ...  I 
am  quite  content  to  abide  by  the  admirable  and  closely  reasoned  judgment 
of  Lord  Justice  J^omtr" 


1901.    Case  v.  Cressy,  18  R.  P.  C.  419. 
Want  of  iHvmiian — Advantageous  Results. 

A  patent  (No.  141 15  of  1896)  was  granted  to  E.  Case  for  "an  im- 
proved construction  or  arrangement  of  shore-groynes." 

The  specification  commenced  as  follows : — 

"  This  invention  has  for  object  constructing  shore-groynes  from  a  com- 
bination of  upright  or  angle-wise  arranged  timbers  in  couples  with  lower 
ends  set  in  concrete  beds,  preferably  from  about  mean  sea-level  to  low-water 
mark  and  landwards  from  the  same  point  to  the  shore  or  sea  wall,  the  spaces 
between  the  upright  or  angle  timbers  having  horizontal  planks  let  in  or 
slipped  down  to  form  intermediate  screens." 

The  drawings  were  then  described  in  detail:  A,  the  upright  beams 
bolted,  B,  at  a  distance  apart  fixed  by  the  intervening  block  C,  the  whole 
being  imbedded  in  concrete;  the  groyne  was  built  by  the  insertion  of 
horizontal  planks,  £,  and,  if  necessary,  owing  to  the  silting  up  of  the  sand, 
the  structure  could  be  continued  as  shown  in  the  dotted  lines  of  Fig.  3.  A 
long  groyne  for  a  shallower  beach  was  shown  in  Fig.  4. 

The  advantages  of  the  alleged  invention  were  thus  described  : — 

"  The  rapidity  with  which  a  groyne  on  my  principle  can  be  prepared 
and  set  in  position  is  marvellous  as  compared  to  the  time  occupied  in 
digging,  shoreing,  strutting,  and  then  tying  in  position  by  angle  set-struts 
or  props  driven  into  the  beach  at  a  distance  from  the  groyne  itself.  .  .  . 

"  It  will  be  gathered  from  the  foregoing  that  all  my  timber  work  can 
be  prepared  on  shore,  so  that  it  has  only  to  be  carted  to  the  spot  as  each 
hole  is  dug,  and  the  uprights  be  set  in  place,  gradually  moving  shorewards 
or  seawards,  according  to  the  desire  of  the  contractor. 

"  It  is  also  to  be  noted  that  practically  no  plant  or  preparation  other 
than  the  above  is  necessary,  so  that  at  the  shortest  notice  advantage  can  be 
taken  of  an  extraordinary  low  tide,  caused  by  favourable  wind  or  otherwise, 
to  extend  the  groyne  seawards. 

"  Little  or  no  skilled  labour  will  be  necessary,  as  the  central  position 
for  the  digging  of  the  holes  can  be  readily  staked  out  for  guiding  the  digging 
labourers,  who  also  after  inserting  the  uprights  simply  hold  them  vertically 
while  the  cement  concrete  is  shot  in,  preferably  from  a  cart,  to  find  its  own 
packing,  the  action  of  the  water  of  the  inflowing  tide  effecting  the  con- 
solidation/' 
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The  claim  was  for : — 

"  The  construction  of  shore-groynes  in  the  manner  described,  by  pre- 
paring braced  uprights,  inserting  them  in  holes,  fixing  them  by  cement  con- 


^ 


i^i" 


Crete,  and  finally  screening  the  intermediate  spaces  by  horizontal  planks,  or 
their  equivalents  as  set  forth,  the  structure  taking  the  form  shown  on  the 
annexed  drawings." 


452  CASE  V.   CRESSY. 

An  action  was  brought  against  the  defendant  for  infringement  of  this 
patent. 

The  chief  defence  relied  on  was  want  of  subject-matter,  the  allied 
invention  consisting  merely  in  applying  to  the  seashore  a  mode  of  con- 
struction of  a  fence  that  was  well  known  on  land. 

The  plaintiff  argued  that  this  mode  of  construction  of  groynes  was  new, 
and  had  great  advantages. 

The  learned  judge  at  the  trial  held  the  patent  to  be  invalid  for  want  of 
subject-matter. 

The  Court  of  Appeal  upheld  this  decision. 

Collins^  L.J.  (p.  421, 1.  33) : — The  patentee  "has  discovered  that  the 
results  on  the  sea-shore  are  very  successful  and  are  very  cheaply  accom- 
plished by  the  use  of  this  particular  contrivance,  but  he  does  not  introduce, 
and  indeed  could  not  have  introduced,  into  his  specification  any  allusion 
whatever  to  the  advantages  resulting  from  the  discovery,  or  claim  any 
patentable  right  therein.  .  .  .  Therefore  it  seems  to  me  to  be  simply 
the  application  of  a  well-known  instrument  to  a  purpose — I  will  not  even 
say  to  a  purpose  to  which  it  has  never  been  applied,  because  I  think  sub- 
stantially the  same  thing  was  done  before — but  with  results  which  have 
never  been  before  accomplished.  .  .  .  Therefore  it  is  clearly  not  proper 
subject-matter  for  a  patent." 

Ronur^  L.J.,  referred  to  the  specification,  and  pointed  out  that  the  claim 
was  for  the  making  of  a  groyne  irrespective  of  a  system  of  groynes.     It 
was/«r  se  not  novel,  and  was  advantageous  for  sea  purposes  not  by  reason 
of  any  peculiar  nature  of  the  sea,  but  because  the  posts  were  fixed  firmly, 
quickly,  and  cheaply,  as  would  also  be  the  case  on  land.     "  It  appears  to 
me  it  would  be  carrying  the  Patent  Law  too  far  to  hold  that  there  was 
good  subject-matter  in  this  case.     It  might  very  unduly  hamper  persons  in 
their  dealings,  and  indeed  I  cannot  help  thinking  that,  if  this  was  a  good 
patent,  the  result  would  be  to  prevent  the  defendant  from  doing  what  he 
was  doing.     I  am  perfectly  convinced  that  the  defendant  is  doing  nothing 
which  ought  to  be  stopped.     He  has  himself  shown  how  the  idea  of  using 
the  ix)st  in  cement  for  the  purpose  of  sea-groynes  would  naturally  occur  to 
anybody  who  wanted  to  make  a  post  under  the  circumstances  firmly  and 
quickly,  and  he  himself  has  shown  how  staggering  is  a  well-known  method 
of  putting  planks  in  such  a  fence  as  this.     It  appears  to  me  if  this  patent 
were  good,  the  result  ought  to  have  been  that  the  defendant  should  have 
been  held  to  have  infringed,  and  ought  to  have  been  restrained.     I  do  not 
think  he  ought.     I  do  not  think  this  is  a  case  where  there  has  been  such 
an  invention  on  the  part  of  the  patentee  as  will  sustain  the  patent" 

Note. 

The  judgment  of  Collins^  L.J.,  recognized  that  results  are  no  part  of  a 
patentable  "manufacture"  (antCy  p.  11);  and  Romer^  L.J.,  based  his 
decision  on  the  ultimate  test  of  want  of  novelty  or  want  of  subject-matter : 
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see  ante^  pp.  19,  34,  37.    This  case  should  be  compared  with  Dredge  v. 
Parmlly  ante^  p.  420. 


1902.    Tubes,  Ltd.  v,  Perfecta  Seamless  Steel  Tube  Co.,  Ltd., 

20  R.  P.  C.  77. 

Construction  of  Specification — Patent  for  Improvements, 

'  In  1891  a  patent  (No.  11436)  was  granted  toy.  Robertson  for  "im- 
provements in  and  relating  to  the  compressing,  shaping,  and  drawing  of 
metal  tubes,  tubular,  hollow,  and  solid  articles,  and  in  the  means  and 
apparatus  therefor." 

The  complete  specification  commenced  as  follows : — 

"  My  invention  relates  mainly  to  compressing  and  shaping  metals  such 
as  iron,  steel,  and  copper  made  soft  by  heat,  shaping  or  forming  masses  or 
billets  of  metal  in  this  soft  state  into  tubes,  tubular,  hollow  or  solid  articles 
by  pressing,  piercing,  or  expanding  these  by  great  force  into  or  through 
shaping  dies  or  matrices  by  mandrels  or  shaping-tools  for  tubes,  tubular, 
and  hollow  articles,  or  by  rams  or  shaping-heads  for  shaping  solid  articles 
and  bars.  My  said  invention  consisting  mainly  in  new  and  improved 
means  and  apparatus  for  fixing  and  operating  the  dies,  matrices,  mandrels, 
and  metal  billets  during  these  shaping  operations. 

"  New  and  improved  means  and  apparatus  for  expelling  metal  articles 
while  in  a  hot  and  plastic  state  from  shaping  dies  or  matrices  and  also  for 
cooling  the  matrices,  mandrels,  or  other  shaping-tools  so  used  quickly 
after  they  perform  their  shaping  operations  to  avoid  their  being  injured 
by  heat. 

"  This  invention  being  mainly  a  further  development,  and  further  new 
and  improved  applications  of  my  inventions  for  which  Letters  Patent  of 
the  United  Kingdom  were  granted  to  me  namely : — No.  5018,  dated  the 
4th  day  of  April,  1888,  entitled  'Improvements  in  and  relating  to  the 
manufacture  of  metal  tubes,  tubular  or  hollow  articles,  and  in  shaping  and 
finishing  of  same,  and  in  apparatus  therefor,'  and  No.  1627,  dated  the 
30th  day  of  January,  1890,  entitled  *  Improvements  in  and  relating  to  the 
manufacture  of  metal  tubes,  tubular  and  hollow  articles  and  in  means  and 
apparatus  therefor,'  and  which  inventions  in  all  the  suitable  forms  of  the 
main  parts  of  same  and  actuating  gear  therein  shown  used,  it  is  part  of  my 
invention  to  combine  and  apply  with  these  improvements.  It  is  no  part 
of  my  invention  to  use  any  of  these  new  and  improved  modes  and  means 
of  making  tubes  or  other  hollow  or  solid  articles  out  of  what  is  usually 
designated  *  soft  metals,'  such  as  lead  or  tin,  which  have  the  distinguishing 
feature  from  other  metals  of  not  hardening  under  pressure  or  by  being 
hammered  in  a  cold  state. 

"  I  use  throughout  the  following  description  the  same  letters  and  numerals 
of  reference  to  indicate  like  parts  in  all  the  figures  where  like  parts  are 
shown  in  order  as  far  as  possible  to  avoid  needless  repetition  in  describing 


operated  upon 


■*"*'    piece  of  metal    as 


.  billet.'      -rSi"*'"  '°'  ^'^  '""^■^ 


*f^en  from  a  heating  furnace  to  be 


moving  parts    of  ^h. 
and  finished 


arrows  indicate     jj^    ™°  » '"be,  tub,a^,<.rMd«tkk, 


ions  of  the  motigus  rf  lie 

"For the  P.«?^3i'^'f\°'"°i^  "Ponwheni-modon. 
don,  that  part  of  ^art^  showiBg  and  described  (oV)  die  pms  ot  my  inra- 
opemted  upon  ^^2  "•■'entlon  for  holding  up  the  nieul  biOM  in  tie  die  10 1« 
and  expeUing     tK^    iCS.  (""""K  action  of  the  mandiel  andofcoolijj 

tube  lonaing  ^j^  ^f^^  "'  tubular  a^^^  formed  in  same,  I  show  a  Img 
being  operated  Uc^^  connecting  parts,  widi  mass  or  billet  of  bol  jutal 
geneial  form  <les<iiir*  j   -    "'  ■°°''  improved  form  of  Uiese,  all  being  of  lie 

"Fig-  I  is  a   r-ea-        jST"  ™!"''^"  ""^ntions  hereinbefore refenai lo. 
all  connecliotis   i^    se^"        elevation,  and  Fig.  3  a  plan  showing  (his  die  ajid 
•**^<=tion,  the  die  A  A*  being  shown  in  halves^  the  billet  B 


in  the  die  A  A.>  j 
billet  holding  uj^ 
Ti.-  t.:ii.>  u  L     . 


■eir,„ 


=*  "Pacification  (No.  11436  of  1891). 

mandrel  D.  Tt,^  ^Ow-n  i„  .*«»">st  the  piercing  acdon  of  the  nmM 
audits  stem  ,03  t*»»^n<J,^ijf«'«ion  in  Kg.  j  nearly  pieree<J«4«;li?i*/«' 
placed  between  t^S'^'tl  C  tr'  ''=■»  rod  D',  alter  holding  ^p  siem  r«l  C, 
receiving  die  "Bar,^  t-illet  of^**  »«<!'  holding  «P  femile  pf«»  Ciri/aA 
r^  "t^w  S^'i.'^IaS'  «»='  iT^**'  ^  being  shown  operated  „pon  and  (0. 
ofthebiUetB  t. „?«>•-  in  '  ''  «  forced  ^ougb  same  (all  ot  which,  so  fa 
n^ndrelDinto  ^^>5>e  o^l"S2"'  reS^efto)  but  to  privent  the  hot  oet.! 
a  piece  of  metal  i»£^>-  abtTS.'^,  "P<S"1  V-g  '>  ^  «^  <"»*' 
K  in  .  „^"1  receivinC  iecep>»de  tor  the  toantai  C , 


TUBES,  LTD.  v.  PERFECTA,  &c.,  CO.,  LTD.       455 

iron,  or  steel,  its  employment  therein  being  part  of  my  said  new  improve^ 
ments,  is  shown  in  Fig.  2  placed  over  the  mouth  of  this  abutting  ferrule 
piece  and  receiving  receptacle  C*  for  the  mandrel  D,  and  shown  interposed 
between  the  hot  billet  B  and  the  ferrule  C\ 

"  I  call  this  plate  E  a  service-plate,  and  it  is  used  of  such  a  thickness  or 
strength  as,  by  its  shearing  resistance  to  the  advancing  mandrel  D  and 
to  the  advance  of  the  central  part  or  mass  of  the  billet  B,  to  prevent  the 
metal  of  same  flowing  into  the  ferrule  C^  this  plate  £  being  generally  of  a 
thickness  from  about  a  quarter  of  an  inch  to  one  inch,  being  increased  in 
thickness  as  the  diameter  of  the  tube  being  formed  is  increased  or  propor- 
tioned in  thickness  to  keep  the  biUet  B  up  to  the  piercing  action  of  the 
mandrel  D,  yet  to  give  way  or  be  shorn  through  when  the  mandrel  D 
reaches  the  end  of  the  billet  B  as  is  shown  in  Fig.  2  nearly  passed  through 
the  biUet  or  close  to  this  plate  E.'' 

Fig.  3  was  then  described,^  in  which  the  service-plate  is  shown  as  sheared 
by  the  mandrel,  leaving  a  ring  E'  (on  the  left  of  the  mandrel  head  D)  held 
fast  between  the  head  of  the  formed  tube  and  the  ferrule  C\  "  the  shearing 
strength  of  the  cold  metal  £  to  be  forced  o£f  the  billet  B,  being  thus  so 
proportioned  as  to  allow  little  of  the  heated  soft  metal  of  the  billet  B  to 
pass  it,  but  to  give  way  and  allow  the  mandrel  D  to  pass  it." 

"  My  new  and  improved  means  and  apparatus  for  expelling  tubes  and 
other  articles  so  formed  in  dies  and  matrices  of  heated  soft  metal  in  a 
plastic  state,  as  also  for  cooling  the  matrices,  dies,  mandrels,  and  other 
shaping  tools  after  the  metal  shaping  operation  is  completed  is  also  shown 
by  the  figures  just  described,  as  also  my  new  and  improved  mode  of  cool- 
ing articles  of  this  kind  so  formed,  is  also  shown  by  the  same  figures  just 
described,  and  for  fixing  the  metal  in  same  and  shaping  it.  This  expelling 
and  cooling  action  is  effected  by  injecting  water  or  other  fluid  at  a  high 
pressure  into  the  dies  or  matrices  at  or  near  the  inner  end  surfaces  of  the 
article  that  has  been  formed  in  dies  or  matrices,  using  by  preference  water 
in  a  cold  state  for  this  purpose,  as  by  its  ready^  cooling  action  it  cools  and 
slightly  contracts  the  hot  metal  and  releases  the  hold  of  the  die  on  the  hot 
metal  article  just  formed  in  it,  as  also  affords  very  steady  force  for  its  removal 
out  of  it.  Fig.  I  in  rear-end  elevation  has  shown  the  after  billet  holding 
stem  rod  C  removed,  showing  the  ferrule  receiving-piece  C  into  which  the 
mandrel  D  is  forced  after  it  has  performed  its  piercing  work,  and  into  which 
in  the  die  A  A^  the  cooling  water  is  forced  at  a  great  pressure.  The  channel 
through  which  the  water  is  led  in  this  example  into  the  die  A  A^  to  cool 
and  expel  the  tube  B^  and  cool  the  die  and  mandrel,  is  shown  formed  in 
the  after  billet  holding  up  stem  rod  C,  having  this  water-channel  C  shown 
in  Figs.  2  and  3.  Fig.  2  showing  a  pipe  connection,  C^,  to  be  connected  to 
water  forcing  pumps,  water  accumulator,  or  any  means  affording  water  at  a 
high  pressure."    The  operation  was  described  with  reference  to  Figs.  2  and 

1  Only  part  of  Fig.  3  is  here  shown,  the  rest  is  the  same  as  the  corresponding  parts  of 
Fig.  3. 


generated  at  high  pressure  c:<*ol,  a„d  forces  the  mmirf  D  i»l«W  j  \ 
"makes  it  tot  the  mstant  =.l>out  -mteitight,  and  quickly  foicesoa*^,  \ 
mandrel,  leaving  no  nme  for  the  hot  metal  to  do  the  die,  mante\,«"«  ^ 

the  working  parts  of  the     same    any  injury     ar,d   nukes  the  «ie  roil » 
fresh  operation.    Thedre  A.  A.'  is  shown  in  hal-ees  and  placed  ml  a«»*\ 
A',whichU.hownplace<i   i,,  ^   sliding  guide  A"  and  P'<>»>'i54  ■«i*' 'l"**^ 
entering^gmde,   G,  whieli      is     of  ^  forn,     used    •»  my    oWei  m^o*^ 
referred  to." 

Several  '^'^""■^  -were  then  described,    with  diagrams  {t^  fo 

These  ""f'^^"  ■    ^^>      interposing  a    block    of  metal  in   ftoo'^^ 

,e,..ce-pla.eK..sto  prod,^^^  ^  Sn  shear  ir,  theWer;    (,;  doiflj-""^ 

S'wSr^rrSvS  ;SS"*tog.11i»8-up    pad.  .™nd^/„«^^ 

ls~celSinB6H=<i^»t5.       •corresponding  orre  in  th.  u«ide  of  &  fofc, 

Miore  ™  »s     tj^^     service-plate    did-     aJKifa;  bv  ^      *'^>     V 

rnS"oX',"th\^:«Sb  "-W.--^.*"-  °'  «-'.  ■'»'^a ',£«-*  ta^ 

destroy  a  billet-pierci^^^   g.ve  way  at  a  resi=cr.«  sh^er^^^  P™P- 

Another  .method  of  ^'"*'=1'  ,  ""  "' 

cable  to  billets  of  lar^e  ^*'«<^1»8  the  same  object  »as  descriterf 

water  or  othersuitable  •-'^^^metets.    This  consisted  m  "aolosu,^",  "/^^t^. 

to  the  mandrel  up   to  IS^^*^ '^  ""°*^^ '^""'^°"'=^  ""Bc.M,  i^v?**X.J 

and  ri.)  "*«  pressure  required  for  tlie  open„i„„     (iW'lr 

Anewandiorpro-v.^^ 
and  13.)  *^^  -water-entenng  chamber  was  described     (Flirs_i! 

"Another new   arkrt    •  ^^ 

the  entrance  of  the   t^'~   '"nptoved  «sy  of   effecting  a  closing  means  .r=auiBi 
of  a  matrice  or  die^  '^V  intothewater-enteringoriiice  in  the  inside  su^c^-^Ke 

overlapping  metal  <io.,j^*^®*sts  in  inserting  into  the  inner  surface  of 


orifice,  allowing    tOc>rj^*^*t\g  pad  plate  wiuch  may  be  left  loose  over  the 

.   .  .  , '■-=(«  tx^^'^'    the  water  to  pass  at  its  ed 

fr.<-^^^s  to  the  hot  compressed  metal. 


holes  formed  m  it^  t^^  '^t  the  water  to  pass  at  its  edges  or  through  ^==3^3' 
"  Fig.  t4  IS  a  r^Q^^s  to  the  hot  compressed  metal.  -^oa. 

closed  ended  ma  tti^^^^-erm  plan,andFig.  15  a  side-sectional  elevatiotk  ^f  ^ 
cylinders  of  hot  rx^^*-^,  bored  out  internally  suited  for  forming  closed  ^^^ 
taining  compresae^  ^^l  for  being  united  endwise  such  as  arc  used  fox  ^^ 
strength.  A  '?ate»^^s,  voUtile  substances  and  1*=  purposes  tequirica^  grea 
hnfiom  end  or  .._  •»anr,5,^  C,  being  shown  l<>^<^  "  ">=  centred      ot  ft 

*a-trtce  and  a  water-pipe,  C,  connected  to  it  —  11 
■^aler-channel  C  is  shown  covered  over  with-        a  It) 

=»asely  placed  in  the  bottom  ot  the  die  A  of   -^  shi 

*     t«^ .—  :_    -I .         .,.»  article  tO  be    1 m     1  in 


*o  assist  in  shaping  the  »»''«  '"  ^  »hape.« 

1^*  of  holes,  E',  ot  so  small  ^<"*'^  f"™^  '»—■'»» 

-*f^V  to  enter  far  into  them  s"""™  ""  f^'  t>y  fig.  ,. 

J^  *»=tve  small  gutterKihannels.  ^. '°™=^,  "    tt^  j^^^J 

from  the  central  water  orifice  C  to  allow  tire  «„^ 
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"  A  billet,  B,  of  hot  metal  is  shown  by  Fig.  15  placed  in  the  die  A,  and 
mandrel  D  shown  broken  off  short  placed  on  top  of  same  held  centrally  on 
the  hot  metal  by  the  guide  G  all  in  a  state  ready  for  the  mandrel  head  D 
being  forced  down  into  the  bUlet  of  metal  B.  At  the  completion  of  the 
stroke,  the  fonn  of  the  article  B'  shown  formed,  and  the  altered  position  of 


Diagrams  (rom  Robertson's  :peciiicalion  (No.  114360(1891). 

the  mandrel-head  and  guide  of  same,  G,  and  thereafter  on  the  water  being 
admitted  all  the  contents  of  the  die  A  is  by  it  quickly  forced  out.  The 
bottom  pad  covering  plate  E  is  by  preference  made  of  considerable  thick- 
ness or  mass  and  partially  heated  at  every  fresh  operation  in  order  to  make 
the  hot  metal  resting  on  it  flow  more  readily." 

The  specification  continued  by  describing  another  die  similar  to  the  last. 
There  then  followed  descriptions  of  methods  of  imparting  rigidity  to  man- 
drel stem-rods,  and  of  new  and  improved  methods  of  shaping  and  drawing 
tubes  so  as  to  reduce  the  diameter.  With  respect  to  the  latter,  the  specifi- 
cation referred  to  the  patent  No.  1637  of  i8go,  and  continued  :  "  This  new 
and  improved  form,  combination,  or  arrangement  of  die,  together  with  my 
water-cooling  process  inside  the  die,  and  quick  mode  of  expelling  the  tube 
or  other  article  formed  in  it,  rendering  this  mode  of  forming  seamless  tubes 
practicable." 

A  mode  of  compressing  and  shaping  metals  in  shaping-dies  was  thus 
described : — 

"  A  new  and  improved  mode  of  compressing  and  shaping  metals  such  as 
of  iron,  steel  and  copper  in  a  heated  soft  state  in  combination  with  my 
shaping  dies  and  matrices  placed  in  sliding  guides  so  as  by  the  action  of 
one  mm  and  a  fixed  after  holding  stem  rod,  equal  pressure  can  be  imparted 
to  both  ends  or  both  sides  of  the  article  being  compressed,  and  shaped,  and 
also  in  Icombination  with  my  new  and  improved  mode  of  contracting  and 
coolmg  the  articles  shaped  and  dies  for  same,  and  of  expelling  the  articles 
from  the  dies  hereinbefore  described  in  connection  with  Figs,  i  to  1 1  on 
sheet  I  of  my  drawings. 

"  Fig.  34  is  a  rear-end  elevation,  and  Fig.  35  a  sectional  plan  of  a  die, 
A  A',  in  halves,  placed  in  a  container.  A',  and  set  in  a  sliding  guide.  A*,  in 
which  a  fixed  after  holding  stem  rod  C  with  water  channel,  C,  and  water 
pipe,  C*,  connected  to  same  is  shown  placed  in  the  internal  after  end  of 
the  die  A  A*,  which  is  of  a  round  form." 

The  mode  of  working  this  device  was  described  in  detail,  and  by 


and  3  above.  j^f'^'^ 

The  use  of  the  new  matruc  and   die  in  the  manufacture  fl**"^ 

such  as  cog-wheeb  was  thus  described ^  "* 

» In  matrices  and  dies  suited  ror    compressing  and  »MI*f*'*^ 
metal  into  shoit  article,  where  tbore  is  not  much  dimioutio' "^^T" 
by  friction  by  great  length  of  suxCace  on  the  «ide  mJls  »"'!wf'*T' 
dies,  the  sliding  guide  uid  after  holding  up  stem  rod  can  W%ist«i!l 
and  m  that  fom,  my  new  and  inap.,^.,^  f„^  <,f  „rice  a»  "       x^ 
hm.ted  to  the  use  of  my  new  and     improved  water  cooling  ml  «?« 
means  and  apparatus  but  this  for  the  uresetyationottlie  diefio»»I™", 
durarion  of  contact  widi  the  hea.te=d  n»et^  aM  anickness  ot  acSon  *0>» 
bymy™ter.e.pelhng.cdot.of    ^^^^    JSle  compressed  «.d  tol«<l  6"^ 
hot  metal  m  this  way  la  of  Itself  itQivr* 

"  As  u,  example  of  this  fora»    ^^    ^'-  ^  ,  front-end  ele»OCT' 

F«.  40  a srdesecfonal elevation   of  a^e.  A,.S.B«i'»°>»I«»»*'*»' 
^    oillet,  B^  of  heated  soft  metal  showa  pteJ^ 
g"^  ^«-me    into  a  cog-wheel.    The  die  A  t 
to*^^^*     placed  in  the  container  A*,  whict* 
^^      ^^     rnatie  very  strong  and  by  preferen^^ 
.^,    .      and  here  shown  broken  off.    This*" 
f^_^**      is     of  an  annular   form  having  C 
*n^*^**     in   it  the  recesses  A"  into  whic^ 
Vjy  *?■*  of  the  pUin  cylindrical  biUet  B  is  •" 
or    »w     Pi«sstite  of  the  ram  ]  to  tonn He  <=>»• 
■wtii   K   '?''"^'  "*'•    The  »=>  3  <1»=»S^     11 

From  Robertsons  spedfioaUon,      Yirr^T*     *^    shown   of  a  tOund  totm,  at.^"  . 
greater  length  than  the   dej^^-^n    formed  into    cogs   Y   for  it   S""*' 
ejsy  shdmg  fit  for  the    Co^^^t   the  die  A,  thesfclgs  he^     -?>« 
*Fig.40showsthebm^^         ^^''^^  """"'l  ™8».    recesT"/*;' *  "^ 
the  die  a  short  distance,  rea  ^  "^  lila,._.i  •^a.^a- 

Tnd  shape  it,  and  c«se^'*y  fSr^    ?^^^  and  the  ,«n  J  er-^W. 
shaped  rec=s«iS  in  the  di^  «»«         «■  hemstoiced  ,„  on  the  billet  B  xa<mf«, 
••  Fig  41,  which  is  a  se^*"-  '^^  °'  "^^  ^  =^''i«  ""«  the  .fal<x( 

cog-wheel  B'  formed.  ^**^n^^v 

"A  perforated  plate^  ;^  *   plan  sb"'"*  »>=  stroke  completed  »,a  Ik 

,5  and  16,  for  pteventir,        '    '^F     ».  s        v  ^  ■ 

and  on  the  water  being  ^_,^*^  K  ^  ^on"  o^^^o™  »n  connection  viAi  Figs. 
is  forced  out  and  the  ^^  ^^^^'Htr^*  soft  0»*^  entering  the  water-ori&e  C 
to  various  devices  ca.n  v.****«i^^  thiougb  *'  ^'^  '^'  *'""'  Sievi\Mn} 
articles  of  various  shap^  J*  r«j_  ^"^"iadv  f"'  *  '"^''  opentdon.  1),js  ^^^ 
quietly.  This  water-^  Jf  ^i^^«e  to  6t  *^ '=°""'""  *' "^4  in  Ikis  TO 
most  tonns  of  dies  for  sl^Ul»»^  this  way  1==  formed  very  ^.^.M,  ^ 

*'^»»sr       Process  being  capable  of  i^j^  ^ .,_,  ^ 
^"'  fo^gheateil'o''""'"'^  - 
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Other  devices  were  described,  the  whole  arrangement  being  somewhat 
similar  to  that  described  in  Figs,  i  to  3. 

There  were  seventeen  claims,  of  which  the  most  important  are  here  given 
in  extenso : — 

"  First  The  method  of  and  appliances,  and  apparatus  for  compressing 
and  shaping  metals  such  as  wrought-iron,  steel,  and  copper  made  soft  by 
heat,  shaping  or  forming  masses  or  billets  of  metal  in  this  soft  state  into 
tubes,  tubular,  hollow,  and  solid  articles  substantially  as  herein  described  in 
reference  to  and  shown  in  the  accompanying  drawings. 

"  Second.  The  mode  of  and  means  for  holding  up  endwise  a  metal  billet 
made  soft  by  heat  in  a  tube  forming  die  against  the  piercing  action  of  a 
mandrel  by  inserted  pieces  of  metal  in  a  cold  state  as  a  plate,  bar,  bolt,  or 
ring  or  like  form  of  such  a  limited  shearing  or  breaking  strength,  and 
apparatus  for  holding  and  regulating  same  as  to  prevent  the  billet  of  metal 
passing  unpierced  endwise  before  the  mandrel  along  the  die  but  to  give 
way  as  the  mandrel  approaches  to,  or  reaches  the  far  end  of  the  billet,  so  as 
to  cause  the  mandrel  to  pass  entirely  through  the  billet  without  breaking  off 
any  material  amoimt  of  the  metal  at  the  far  end  of  the  billet  and  without 
injury  to  the  mandrel  substantially  as  described  in  reference  to  Figs,  i  to 
9  of  the  accompanying  drawings." 

The  3rd  claim  was  for  the  device  described  in  Figs.  10  and  11. 

The  4th  was  for  the  mode  of  introducing  fluids  at  high  pressure  with 
reference  to  Figs,  i  to  44. 

The  5th  for  means  of  expellmg  hollow  articles  as  described  in  Figs,  i 
to  19  and  24  to  33. 

The  6th  for  expelling  solid  articles  with  reference  to  Figs.  33  to  44. 

The  7th  to  loth  claims  were  for  devices  described  with  reference  to 
Figs.  14  to  19,  24  to  30,  31  to  33,  and  20  to  23  respectively. 

The  izth  and  12th  clfiims  referred  to  Figs.  34  to  38. 

The  13th  claim  was  for  : — 

"  The  mode  of  and  means  for  compressing  and  shaping  metal  articles  in 
a  heated  soft  plastic  state  in  matrices,  and  of  cooling  and  expelling  the  same 
by  water  at  a  high  degree  of  pressure,  as  described  in  reference  to  and  shown 
in  connection  with  Figs.  39  to  41  of  the  accompanying  drawings." 

The  14th  and  15th  claims  referred  to  Figs.  36  to  38. 

The  i6thand  17th  referred  to  Figs.  42  to  44. 

This  was  an  action  for  infringement  The  infringement  alleged  was  the 
use  of  the  holding-up  plate  and  supporting  ferrule  as  described  in  the  second 
claim. 

Besides  a  denial  of  infringement,  and  alleging  that  the  specification  was 
ambiguous,  did  not  ascertain  the  invention,  and  disclosed  no  subject-matter, 
the  main  defence  was  want  of  novelty  in  claims  i,  2,  4,  8,  and  9. 

The  patent  of  1888  (No.  5018)  referred  to  in  the  specification  disclosed 
the  use  of  a  fluid  die  and  a  ferrule.  That  of  1890  (No.  1627)  disclosed 
the  use  of  the  sliding  die.  It  was  proved  that  the  '*  compressing  and 
shaping"  processes  described  with  reference. to  Figs.  15,  16,  40,  and  41, 
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It  ^as         ***"  '**«  sli<Sng  Si  J^  ™^         illustrated  by  Figs.  3; 

Zr^  ^p|?o«  IJXu^^^J^^^  that  the  first  clai.  appUed  to  0 
inventions    Th     "*^^  ^»^t^^^,  f^^"/?**^  *"<!  expelling  proc« 

whole  pr<^^"*«'  "Cooling,  ^^^^  J^'^.ff^e  Parts  of  the  invention,  c 
fresh  opeSSo»  ""^»"*^i»l^<^i  "^""'? '  ***  *^«  fi«t  <=1^^ 

and  expelUn^  ®   <*ecisio  ^'^ 

shapmg,  aoa^t  J^^   ^«»^     Un^^  reversed.     It  was  held  that  tht 

the  first  ^^^  ^(    '^'^   tHe   sevSii  '!i'?'^^^'''  «^«  specification  inc 

ne  paten te*.'»  _^   .^"**   '6,  39   to  at.  «k:^i,  „_ ' 


and  the  in^.^^^  ^^^ificatU^"*   "^  <=ompoSn  r  ''°'*'^  °"  *«  ^pec 

make  uS  ST^i^^n.  h  ****t  it  ij ^^^ys  been  puSd  J  *u  '^  *^^  ^«8«> 

Now.  it  ^tS^'-ioa  ^to  ^'^  a  ^"^Ject- matter  ,?J^  ^'''  ^  '^ona 
question  if  I^^^rs  ^o  ^*^«  ^«1*' *^*ilable  fo^  tK^  ^  ""^^  ^«  is  fet 
patent,  hut  ^?  ^-oiT.^^   ^^^^T^'^    ^"^^     ^3  wht'ttrWic  at  the  en 

sistent  witH  S!  *^  ti^  '"^^en Jl      ^^  so  not  c^i       ^"^^  °«gbt  to  \ 
really  mea^    **^  »«^    ^   ^n  i«    ,  *^  at  the  wi,    ,       ^^y  of  the  «L.    1 
within  th^?«.  ^tx^'^^'^l^it  ^ted  palr^^*^  °^  the  i^L'^^^^* 
specificatiol^*  tl^t  .^^  yo»''*^^''.  bu*  t^^  0"t  of  it  ^°*^^*  ^o 
the  benefit^-  ^n^?^  ^  hav^^  *«^ive  ^^ ^  «««  ^'^bstanL^'^  "^^^  ^ 

What  was  2^n?<^"^:r|on.^^'  -^le^  ^^^.  P-SAe:fi:  *" 

"*  '^l»ancellor  , 
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quoted  from  the  judgment  of  Tindal^  L.CJ.,  in  Hardcastle  v.  HardcasiU 
(i  Webs.  484),  and  continued  :  "  Now,  my  Lords,  I  apply  the  principle  of 
that  case  to  the  present  one,  and  it  appears  to  me,  when  I  look  at  the 
language  which  the  patentee  has  used,  and  the  association  of  the  three 
things  together  as  a  complete  machine  (I  confess,  with  the  utmost  respect 
to  those  who  do  not  take  the  same  view  as  myself  of  the  progress  of  the 
invention  that  I  have  described),  the  facts  that  he  speaks  of  his  new  patent  as 
in  relation  to  the  subject-matter  that  he  has  described,  and  that  he  describes 
it  as  improvements  upon  these  things  which  he  had  previously  patented, 
leave  no  doubt  whatever  in  my  mind  as  to  what  he  meant,  and,  accordingly, 
I  must  say  I  entertain  the  opinion  very  strongly  that  the  judgment  here 
x>ught  to  be  reversed. 

"  My  Lords,  there  are  two  matters  that  I  should  like  to  refer  to  speci- 
fically, because  they  seem  to  me  to  raise  important  questions  beyond  the 
particular  matter  with  which  your  Lordships  are  now  dealing.  One  is — 
with  the  utmost  respect  I  say  it — the  somewhat  confused  reference  to  what 
is  called  '  the  claim,'  and  the  other  is  a  supposed  condition  of  the  patent 
being  good,  which  I  think  is  inconsistent  with  a  judgment  of  this  House. 

'*  Now,  in  the  judgment  of  the  Court  of  Appeal,  the  complete  specification 
is  referred  to  as  if  every  paragraph  of  it  were  to  be  regarded  as  a  distinct 
and  separate  claim.  That  is  a  mistake.  The  patentee  says  {ante^  p.  453, 
line  11)/  My  invention  relates  mainly  to  compressing  and  shaping  metals,' 
and  so  on,  'my  said  invention  consisting  mainly  in  new  and  improved 
means  and  apparatus  for  fixing  and  operating  the  dies,  matrices,  mandrels, 
and  metal  billets  during  these  shaping  operations.'  That,  to  my  mind, 
looking  at  the  specification  and  reading  it  all,  refers  obviously  to  the  new 
and  improved  thing,  which  is  the  service-plate.  Then  he  goes  on,  '  New 
and  improved  means  and  apparatus  for  expelling  metal  articles  while  in  a 
hot  and  plastic  state  from  the  shaping-dies,'  and  so  on.  That  is  the  double 
operation  of  cooling  and  expelling.  But  those  two  are  to  be  read  together, 
and  you  cannot  treat  them  as  separate  things.  They  are  part  of  the  com- 
plete specification." 

As  to  the  references  in  the  judgments  of  the  Lords  Justices  Rigby  and 
Vaughan  Williams  to  the  necessity  of  there  being  a  distinct  claim  to 
support  the  validity  of  the  patent,  the  Lord  Chancellor  said  (p.  99,  line  20)': 
"  My  Lords,  of  course  no  one  could  deny  that  the  claim,  like  every 
other  material  part  of  the  specification  (and  it  is  part  of  the  specification), 
must  be  construed  with  reference  to  what  the  specification  means,  and  no 
one  would  question  if  they  meant  that  if,  looking  at  it,  it  raised  the  doubt 
to  which  they  have  given  expression,  there  might  be  ground  for  saying  that 
the  specification  was  bad,  because  the  statement  in  the  whole  of  the  speci- 
fication taken  together,  including  the  claim,  was  not  that  which  the  patentee 
was  bound  to  give.  But  if  they  meant  that,  taking  the  daim  as  a  distinct 
and  separate  statement,  that  was  an  independent  ground,  because  there  was 
no  distinct  claim  in  it,  then,  my  Lords,  that  is  absolutely  inconsistent  with 
the  judgment  of  this  House  in  Vicktrs  v.  Siddell "  {ante^  p.  324).     "  I  do  not 
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think  that  it  would  be  accurate  to  speak  of  that  judgment  as  obiter^  because 
it  turned  upon  the  question  of  what  were  the  facts  there,  and  it  is  not 
accurate  to  say  that  one  ground  of  the  judgment  was  rendered  unnecessary 
by  what  the  &cts  proved  were.''  The  I^rd  Chancellor  then  quoted  pas- 
sages from  his  own  judgment  and  that  of  Lord  Herschdl  {anie^  p.  328). 
''  Now  that  judgment  in  the  Court  of  Appeal,  affirmed  by  this  House, 
ought,  I  think,  not  to  be  so  summarily  dismissed  by  the  simple  obserration 
that  the  statutable  requirement  has  not  been  complied  with.  I  wish,  there- 
fore, to  express  my  concurrence  in  the  former  judgment,  which  is  binding 
upon  your  Lordships.'' 

Lord  Davey  (p.  loi) :  "  My  Lords,  I  confess  to  a  strong  inclination 
to  say,  with  Lord  Justice  Vaughan  WilUams^  that  there  is  a  want  of  any 
distinct  statement  in  this  specification  of  the  invention  claimed.  The  office 
of  the  specification  is  to  ascertain  by  particular  description  the  nature  of  the 
invention,  and  the  mode  in  which  it  is  to  be  effected.  No  doubt  a  speci- 
fication is  not  bad  because  there  are  questions  or  even  difficulties  which 
arise  on  the  construction  of  its  language,  for  a  veiy  few  patents  could  survive 
such  a  test.  In  the  present  case  the  difficulty  is  not  so  much  of  construing 
the  patentee's  language,  as  of  ascertaining  what  it  is  he  really  meant  to  say, 
or  what  are  the  words  he  intended  to  use.  In  the  important  part  of  the 
specification  in  which  the  nature  of  the  invention  is  apparently  intended  to 
be  described,  you  find  a  series  of  ungrammatical,  disjointed  sentences, 
without  any  verbs  and  without  any  words  to  indicate  the  relation  which 
the  sentence  bears  to  that  which  precedes  or  that  which  follows  it ;  and  both 
in  the  body  of  the  document  and  in  the  claims  you  find  words  inserted 
with  no  grammatical  relation  to  the  context  in  which  they  occur,  and  the 
meaning  of  which  they  only  serve  to  obscure.  The  document  which  I 
have  thus  described  is  supposed  to  be  primarily  addressed,  not  to  the 
trained  intelligence  of  your  Lordships,  but  to  the  mind  of  a  competent 
artisan.  In  the  case  of  a  contract,  or  any  similar  document,  the  Court  is 
bound  to  find  a  meaning ;  but  in  the  case  of  a  specification  the  Court  must 
be  satisfied  that  the  patentee  has  fulfilled  the  condition  upon  which  his 
monopoly  is  granted.  This  point,  however,  has  not  been  pressed  by  the 
learned  counsel  for  the  respondents,  and  I  believe  that  all  your  Lordships 
are  agreed  that  we  ought  to  put  a  meaning  on  the  document 

"  Applying  myself,  then,  to  this  task,  I  have  come  to  the  conclusion  that 
the  construction  adopted  by  Mr.  Justice  Buckley  is  preferable  to  that 
expressed  in  the  judgment  of  Lord  Justice  Ri^.  If  I  understand  him 
rightly,  the  learned  Lord  Justice  thinks  that  by  the  first  claim  the  patentee 
has  claimed  as  his  invention  all  the  modes  of  *  compressing  and  shaping' 
with  or  without  a  service-plate,  shown  on  the  drawings,  and  including  those 
comprised  in  his  earlier  patents ;  or  (in  other  words)  he  has  claimed  his 
invention  over  again.  Now,  my  Lords,  that  is  not  a  very  probable  con- 
struction, because  the  patentee  mentions  his  previous  patents  in  the  forefront 
of  his  specification,  and  tells  you  that  his  preisent  invention  is  mainly  a 
further  development  and  further  new  and  improved  application  of  his 
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previous  inventions,  which  it  is  part  of  his  invention  to  combine  and  apply 
with  his  new  improvements.  But  still  in  a  document  of  this  kind  the 
patentee  may  very  well  have  made  his  claim  too  wide,  though  uninten- 
tionally." His  lordship  then  examined  the  specification  in  detail,  and 
dealt  with  the  question  of  infringement.  He  concluded  (p.  103) :  "  My 
Lords,  I  have  endeavoured  to  ascertain  the  meaning  of  this  specification  to 
the  best  of  my  ability ;  but  I  confess  to  an  uneasy  feeling  that  under  the 
guise  of  construing,  I  have  in  fact  drawn  an  amended  specification  for  the 
patentee.  And  I  retain  my  doubt  whether  the  typical '  intelligent'  artisan 
ought  to  be  required  to  pick  his  way  through  this  specification  as  your 
Lordships  have  done,  in  order  to  ascertain  what  the  invention  is — z. 
matter  which  the  patentee  is  bound  by  law  to  state  distinctly  either  in  the 
body  of  the  specification  or  in  his  claiming  clauses." 


1902.    Wilson  Bros.  Bobbin  Co.  v.  Wilson  &  Co.,  Ltd., 

20  R.  P.  C.  I. 

Construction  of  Claim —  Utility — No  Inventive  Ingenuity. 

In  1895  ^  patent  (No.  5559)  was  granted  to  H.  W,  Wilson  for  "im- 
provements in  means  for  strengthening  and  protecting  tubes  and  bobbins 
used  in  the  preparation  and  spinning  of  fibrous  materials." 

The  specification  began  by  a  general  statement  that  the  invention 
*'  refers  to  an  improved  method  of  forming  and  applying  the  light  metallic 
rings  "  used  on  bobbins  in  textile  machinery.  There  was  a  reference  to  the 
earlier  patent  (No.  18790  of  1891)  and  the  mode  of  attaching  the  ring  in 
the  specification  thereof,  viz.  by  the  edge  being  pressed  into  a  groove 
preferably  cut  to  receive  it  The  specification  continued :  "  My  present 
invention  is  for  similar  objects,  but,  instead  of  forming  the  metallic  hoops 
or  ripgs  with  the  said  penetrating  flange  or  lip,  I  fold  or  double  over  the 
lower  part  of  the  hoop,  tiius  presenting  a  flat  raised  band  at  the  foot  of  the 
interior  of  the  hoop.  When  the  hoop  is  applied  to  a  tube  or  bobbin  or 
flange  I  press  this  raised  folded  edge  into  the  wood  of  the  bobbin  or  tube, 
the  pressure  being  sufficient  to  bury  the  folded  edge  in  the  wood,  the  edge 
of  the  doubled-over  portion  thus  serving  as  a  confining  ring  to  prevent  the 
hoop  from  coming  ofi*.  The  upper  edge  of  the  hoop  is  formed  as  set  forth 
in  my  foregoing  patent  or  in  any  other  convenient  or  suitable  manner  so 
as  to  engage  with  or  lay  hold  of  the  tube  or  bobbin  or  flange." 

The  diagrams  illustrating  the  details  of  the  invention  were  then  described. 
Fig.  I  shows  the  ring  before  being  put  on,  c^  the  edge  that  enters  the  wood 
at  the  top,  c^  the  folded-over  lip  or  edge  to  the  ring.  Fig.  2  shows  the  ring 
put  on  the  bobbin,  and  Fig.  3  the  final  position  when  the  edge  or  band  is 
pressed  into  position.  Figs.  4  and  5  showed  the  improved  ring  applied  to 
interior  foot  and  exterior  of  the  bobbin.  Figs.  6  and  7  show  the  applica- 
tion of  the  invention  to  the  flanges  of  a  bobbin.     "  I  have  found  that  in 
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these  and  other  similar  applications  of  the  ring  a  to  the  tubes  and  bobbins 
the  folded-over  edge  0%  of  the  ring  or  hoop  a  gives  a  perfectly  secure  hold- 
fast to  the  hoop,  and  obviates  drawbacks  which  occur  in  applying  the  said 
metal  hoops  under  my  aforesaid  former  patent  of  1891.     For  example,  it 
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From  Wilson's  specification  (No.  5559  of  1895). 


is  not  necessary  to  groove  or  indent  the  wood  of  the  tube  or  bobbin  to 
receive  the  folded  edge  a^  as  pressure  alone  suffices  to  sink  the  latter  into 
the  solid  wood,  where  it  remams  as  a  binding  and  securing  ring." 

The  claims  were : — 

"(i)  In  rings,  hoops,  shields  and  ferrules  for  application  to  tubes, 
bobbins,  pirns,  and  flanges  for  the  purpose  of  protecting  and  strengthening 
the  same,  forming  the  said  rings,  hoops,  shields  and  ferrules  with  a  fglded 
or  doubled  over  edge  or  lip  such  as  a  2,  which  is  pressed  into  the  wood  or 
material  so  as  to  hold  the  ring  or  hoop  securely,  in  conjunction  with  a  flange 
or  lip,  a^,  at  the  other  end  or  edge  of  the  ring  or  ferrule  substantially  as 
described  and  shown. 

''(2)  In  rings,  hoops,  shields  and  ferrules  for  application  to  tubes, 
bobbins,  pirns  and  flanges  for  the  purpose  of  protecting  and  strengthening 
the  same,  forming  the  said  rings,  hoops,  shields,  or  ferrules,  a^  with  folded 
or  doubled-over  edges  or  lips,  a  2,  which  are  both  pressed  into  the  wood  or 
material  so  as  to  hold  the  ring  or  hoop  securely,  substantially  as  described 
and  as  shown. 

"  (3)  The  improved  rings  or  ferrules  for  application  to  tubes  and  bobbins 
substantially  as  described  and  illustrated." 

This  was  an  action  for  infringement. 

The  chief  defences  besides  non-infringement  were  that  the  patent  was 
invalid  by  reason  of  there  being  no  sufficient  addition  to  the  stock  of  public 
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knowledge  to  constitute  subject-matter  for  a  patent ;  and  that  the  invention 
as  claimed  in  the  three  claims  was  not  useful. 

Amongst  a  large  number  of  publications  the  following  were  relied  on : — 
The  specification  of  y.  H.  and  Z.  Wilson  (No.  1772  of  1881),  which 
described  a  ring  of  J,  L,  or  U-shaped  cross-section ; 
and  one  form  of  which  is  shown  in  Figs.  2  and  3.^ 
In  Fig.  2  the  upturned  portion  of  the  flange  is 
pressed  into  the  end  of  the  bobbin,  and  the  other 
edge  bent  or  milled  over  a  shoulder  on  the  tube. 
Fig.  3  shows  a  similar  ring  attached  without  any 
shoulder  on  the  bobbin  by  being  pressed  or  milled 
against  or  into  the  material  of  the  tube  or  into 
a  groove  formed  for  its  reception. 

In  the  specification  of  Wilson^  No.  18790  of 
1891,  the  above  was  referred  to,  and  further  im- 
provements thereon  described.    The  sharp  edges    From  Wilson's  roecification 
of  the  ferrule  were  got  rid  of  by  grooving  the         ^^®*  'TT^  or  1881). 
bobbin  and  pressing  into  the  groove  the  end  of 
the  ferrule  (Fig.  i),  as  shown  in  Fig.  2.    When  the  upper  edge  or  rim  was 
pressed  into  the  wood  (Fig.  2)  the  lower  came  opposite  the  groove  r,  and 
was  then  finally  pressed  into  it,  as  shown  in  Fig.  3,  the  whole  ring  becom- 


From  Wilson's  specification  (No.  18790  of  1891). 

ing  cylindrical.  Other  applications  of  this  improvement  were  shown  in 
the  specification. 

Other  exhibits  were  produced.  In  one  of  these  a  ring  was  shown  on  a 
bobbin  with  the  edge  at  the  end  of  the  bobbin  completely  turned  in.  This 
was  held  in  position  by  the  other  edge  being  turned  over  a  shoulder,  and 
not  by  the  intumed  edge  or  band  being  pressed  into  the  wood. 

The  patent  was  upheld  at  the  trial,  and  judgment  given  for  the 
plaintiffs. 

The  defendants  appealed. 

Upon  the  hearing  before  the  Court  of  Appeal  the  defendants  raised  the 
point  that,  notwithstanding  evidence  of  large  sales  of  the  plaintiff's  bobbins, 
there  was  no  evidence  of  any  being  made  commercially  without  a  groove 


1  The  top  and  bottom  of  the  bobbins  are  alone  here  shown. 
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being  cut  to  receive  the  band,  without  which  they  allied  the  rings  would 
not  remain  on  the  bobbins. 

The  Court  of  Appeal  hdd  that  the  improvement  in  question  was  not 
such  an  advance  upon  the  methods  of  the  two  earlier  spedficati<Mis  as  to 
constitute  a  patentable  invention ;  also  that  the  third  daim  was  for  tfiefierrule 
fer  s€  apart  from  the  fiutening  on  the  bobbm,  and  that  it  was  not  new. 
The  patent  was  held  invalid. 

On  appeal  to  the  House  of  Lords  it  was  hdd  that  the  q)ecificatioo 
claimed  as  an  invention  the  fitting  on  of  the  rings  without  grooves,  that 
there  was  no  evidence  to  prove  that  this  had  been  done,  by  the  inventors  or 
any  one,  so  that  the  rings  would  not  come  off  when  being  used.  The  appeal 
was  dismissed. 

Lord  Haisbury^  L.C.  (p.  14),  discussed  the  nature  (rf*  the  question  at 
issue  and  the  nature  of  the  invention,  quoting  those  portions  of  the  specifi- 
cation given  in  extenso  above,^  and  continued  (p.  15  (48)) :  "If  that  had 
been  proved  to  be  practicable,  I  confess  for  myself  I  tiiought  that  it  was  a 
very  ingenious  and  meritorious,  although  it  seemed  only  a  simple  expedient, 
the  turning  in  a  ring  of  a  sort  of  femile  which  probably  everybody's  umbrdla 
has,  accomplishing  those  objects  which  are  set  forth  in  the  specification  by 
very  simple  and  effectual  means.  My  Lords,  when  I  find  out  now  what 
the  fact  is  it  appears  to  me  that  there  is  no  foundation  for  the  whole  of  the 
allegation  that  the  thing  purporting  to  be  done  has  ever  been  done.  .  .  ." 
In  the  Court  of  Appeal  counsel  (p.  16  (r))  ''  very  sternly  {votested  that  the 
thing  suggested  to  be  done  by  the  patentee  could  not  be  done  at  all,  and 
never  had  been  done,  and  when  an  opportunity  was  given  to  those  who 
were  in  favour  of  the  patent  to  produce  a  single  specimen  which  would 
prove  the  application  of  the  patent  in  that  manner,  and  so  prove  that  it  had 
been  done,  there  is  an  absolute  failure  to  prove  anything  of  the  sort.  .  .  ." 
P.  16  (56) :  "  My  Lords,  the  result  is  that  in  this  case  I  think  the  patent 
itself  has  shown  no  invention  and  no  suflident  utility.  It  is  very  rarely,  I 
think,  that  the  question  of  utility  is  important;  the  word  'utility'  does  not 
occur  in  the  statute,  but  I  mean  having  commercial  existence  as  a  process 
of  manufacture." 

Per  Lord  Davey  (p.  ao  (13)) :  "  I  concur  that  we  have  not  had  brought 
before  us  any  single  example  or  instance  in  which  a  bobbin  has  been  made 
in  accordance  with  Figs.  2  and  3  of  the  plaintiff's  specification  of  1895,  and 
that  there  is  no  evidence  before  your  Lordships  that  the  patent  is  capable 
of  being  worked,  or  that  the  invention  which  I  think  is  claimed  by  claims 
I  and  2  is  capable  of  being  applied  in  a  practical  or  useful  manner — at  any 
rate,  to  any  extent.  It  may  be  that  in  some  soft  woods  it  would  be  possible 
to  apply  it,  but  it  appears  from  Mr.  Greenwood's  evidence  that  th^  have 
found  it  necessary  (generally  I  think  was  his  expression)  to  make  a  groove 
to  receive  the  thickened  edge  before  applying  the  pressure.  The  patent  is 
not  confined  to  any  particular  kind  of  wood,  but  on  the  face  of  the  patent  it 

>  Ante,  pp.  463,  46^. 
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is  made  to  apply  to  all  kinds  of  wood  of  which  bobbins  are  usually  made. 
I  think  the  qualification  ought  to  be  put  in  '  of  which  bobbins  are  usually 
made.' 

"  My  Lords,  I  think,  therefore,  that  the  patent  is  bad,  either  from  want 
of  utility,  or,  if  it  had  been  pleaded,  for  want  of  sufficiency  of  specifica- 
tion, and  it  fails  on  that  ground.' 


» 1 


1903.    Chamberlain  and  Hookham  v.  Mayor,  &c.,  of  Bradford,* 

20  R.  P.  C. 

ConstrucHon — CoffUnnaticn — Subsidiary  Claim — Equivalents, 

A  patent  was  granted  (No.  4235  of  1887)  to  G.  Hookham  for  an 
invention  of  ''  improvements  in  electricity  meters,  parts  of  which  improve- 
ments are  applicable  to  dynamo^lectric  generators  and  motors.*' 

The  complete  specification  was  twice  amended,  on  the  14th  February^ 
1889,  and  on  the  14th  August,  1895. 

The  specifications  are  as  follows : — ' 

''  My  invention  consist^  of  the  improvements  hereinafter  described  in 
electricity  meters,  parts  of  the  said  improvements,  as  hereinafter  pointed 
out,  being  also  applicable  to  dynamo-electric  generators  and  motors. 

''  I  will  describe  my  invention  as  applied  to  an  electricity  meter. 

''  My  said  electricity  meter  consists  essentially  of  an  electro-motor  with 
constant  or  nearly  constant  field,  the  armature  carrying  the  current  to  be 
metered  and  an  electric  brake  consisting  of  a  mass  of  metal  in  the  form  of 
a  disc,  cylinder,  or  other  figure  of  rotation,  rotating  in  a  magnetic  field  in 
such  a  manner  as  to  have '  eddy '  or  so  called '  Foucault '  currents  generated 
in  it.  When  all  other  work  done  by  the  motor  is  negligible  compared  with 
that  done  against  'eddy'  currents  the  speed  of  rotation  of  its  armature  is 
directly  proportional  to  the  armature  current 

'^  The  electro-motor  may  be  of  any  of  the  ordinary  forms  now  in  use.  It 
may,  for  instance,  have  a  drum,  ring,  or  disc  armature.  Or  it  may  consist 
of  a  simple  solid  disc  or  cylinder  rotating  between  magnetic  poles.  In  the 
latter  case,  however,  I  may  use  two  thicknesses  of  metal  in  the  disc  or 
cylinder,  the  one  carrying  the  current  to  be  measured  being  insulated  from 
the  other  except  near  the  centre.  And  in  order  to  confine  the  current  to 
a  narrow  field  the  said  disc  or  cylinder  may  be  slit  in  directions  at  right 
angles  to  the  motion  in  the  field ;  or  instead  of  a  disc  or  cylinder  so  slit, 
insulated  wires  or  metal  strips  may  be  used. 

''The  electric  brake  may  be  formed  by  the  armature  itself,  or  it  may  be 
attached  to  the  armature  so  as  to  rotate  in  the  same  field,  or  it  may  be 

^  As  to  the  connection  between  "  ntility  "  and  "  sufiSciency,"  see  ante,  pp.  80-83. 

*  This  abstract  is  prepared  from  the  original  documents  and  from  hearing  the  case  when 
this  work  was  in  the  press.  The  author  is  indebted  to  Messrs.  A  shunt,  Morris,  Crisp  6*  Co. 
and  Messrs.  Field,  Roscoe  6*  Co.,  for  the  drawings  here  reproduced. 

*  The  provisional  is  repeated  in  the  first  portion  of  the  complete. 
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independent  of  the  annature,  and  rotate  in  a  separate  field ;  or  a  separate 
brake  may  be  used  in  addition  to  an  armature  brake. 

"  Id  cvder  that  other  work  done  by  the  motor  may  be  very  small  com- 
pared with  the  work  done  on  the  electric  brake,  special  means  to  reduce 
(riction  are  adopted.  If  the  axis  of  the  motor  armature  is  horizontal,  the 
spindle  is  supported  on  anti-friction  wheels;  and  if  vertical  or  nearly  vertical, 
on  hardened  points,  and  in  both  cases  I  use  mercury  contacts  or  commu- 
taton  where  practicable. 

"  If  the  spindle  of  the  motor  is  horizontal  I  form  a  double  or  divided 


TDD 


Fig.  I  of  HoakhBm's  specificttlion.  Side    Elevation. 

commutator  consisting  of  two  sets  of  insulated  spokes  or  projections  placed 
side  by  side,  each  set  dipping  into  a  mercury  trough,  the  mercury  troughs 
being  connected  one  with  each  terminal  of  the  machine.  Each  commu- 
tator spoke  is  put  in  connection  with  the  one  opposite  to  it  on  the  other 
half  of  the  double  commutator,  so  that  the  mercury  troughs,  though  both 
on  the  same  side,  act  as  ordinary  brushes  act  when  placed  on  opposite  sides 
of  the  commutator.  If  the  spindle  is  vertical  I  take  advantage  of  the  high 
surface  tension  of  mercury  in  virtue  of  which  it  may  be  made  to  stand 
above  the  level  of  the  vessel  containing  it.     The  ends  of  wires  or  metalhc 
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strips  from  the  vertical  armature  can  thus  cut  the  mercury  without  touching 
the  vessel. 

''  When  I  use  a  motor  consisting  of  a  simple  solid  disc  or  cylinder,  I 
may,  in  order  to  economize  magnetizing  force,  corrugate  the  disc  or  cylinder 


Fig.  3  of  Hookham's  specification.    Elevation  of  Commutator  End. 


in  concentric  rings  and  form  the  magnet  poles  to  correspond,  and  thereby 
not  only  lessen  the  resistance  of  the  non-magnetic  space,  but  also  increase 
the  efficiency  of  the  driving  current.  If  in  any  case  it  is  found  imprac- 
ticable to  render  friction  or  other  disturbing  causes  inappreciable,  I  may 
'  compound-wind '  the  magnets  or  armature  of  the  motor  or,  if  it  is  separate, 
of  the  electric  brake. 

''  In  cases  where  iron  is  used  in  the  armature  or  the  electric  brake,  I  may 
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GO  dispose  the  magnetsat  to  counteract  or  partially  counteiact  gravity,  and 
theieby  lessen  fiictioa  For  alternating  cnnents  the  magnet  cores,  and  if 
of  iron  the  armature  core,  must  be  finely  divided  into  wiics  or  metal  stiqis. 

"  The  rotations  of  the  axis  of  the  armature  of  the  meter  are  roistered  by 
means  of  counting  apparatus  of  an  ordinary  type. 

"  The  double  conunutatw  and  the  corrugation  of  the  disc  tx  cylinder 


Fig.  5  oF  HooUitun's  tpedScatioii. 

and  pole-pieces  hereinbefore  described  are  applicable  to  dynamo-dectric 
generators  and  motors." 

The  specification  (up  to  this  point  a  repetition  of  the  provisional)  con- 
tinued by  giving  a  description  of  the  drawings  in  detail.  Fig.  i,  represeot- 
ina  a  side  elevation  of  an  electricity  meter  "constructed  according  to  one 
form "  of  the  invention,  Fig.  3,  an  end  elevation  at  the  commutator  Lend, . 
and  Fig.  5,  representing  the  armature  in  elevation,  are  here  reproduced. 
The  Utter  is  thus  described : — 

"  The  annatuie  consists  of  a  series  of  metallic  sectors  marked  respec- 
tively I  to  16,  both  inclusive  in  Fig.  5.  These  sectors  make  up  a  circular 
disc  with  radial  slits,  by  which  slits  the  said  sectors  are  electrically  insulated 
from  one  another.  -  These  sectors  do  not  extend  to  the  axis  a  of  the 
machine,  as  seen  in  Fig.  5.    The  said  sectors  are  carried  by  the  circular 
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disc  if  which  is  mounted  on  the  axis  a,  and  constitutes  the  brake  of  the 
meter  as  hereinafter  explained.  The  sectors  are  connected  to  the  disc  or 
brake  d  by  means  of  the  pins  or  pegs  c^  made  of  ivory  or  wood  or  other 
insulatmg  material  Between  the  brake  i  and  the  sectors  is  a  disc  of 
brown  paper^//,  by  which  the  said  sectors  are  electrically  insulated  from  the 
brake  ^;  ^  b  the  magnet  between  the  pole-pieces  /  and  g,  of  which  the 
armature  and  brake  d  rotate.  The  sectors  are  electrically  connected  with 
each  other  in  the  manner  best  seen  in  Fig.  5.  The  connections  are 
effected  by  flat  wires  or  bands  of  copper  covered  with  silk  ribbon  or  other 
insulating  material,  and  are  carefully  insulated  from  one  another.    The 


Jl PoirU  of  entrance^  of  current  orv  disc 

y, Faint  of  eodt   of  current  fronv  cbUo* 

sector  marked  i  is  connected  to  the  sector  marked  8  by  the  outer  band  A, 
one  end  of  which  is  soldered  to  the  sector  i,  and  the  other  end  is  soldered 
to  the  sector  8.  The  inner  end  of  the  sector  8  is  electrically  connected  by 
the  inner  band  ^  to  the  inner  end  of  the  sector  15.  By  tracing  the  several 
outer  and  inner  bands,  it  will  be  seen  that  the  several  sectors  are  connected 
in  the  following  manner." 

There  then  followed  a  description  of  the  course  of  the  current.  This 
may  be  seen  from  the  next  diagram,  in  which  the  current  enters  at  x  in 
sector  14,  divides  in  two  branches,  and,  flowing  as  indicated  by  the  arrows, 
leaves  the  armature  at  j'  in  sector  6.  Sectors  7  to  13  are  supposed  to  be 
between  the  pole-pieces  /  and  ^. 
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"The  result  is  that  the 
from  between  the  pole-piece^ 
eating  a  rotary  motion  to    llx 
rotates,  the  sectors  which  we 
currents  travelling  inwards, 
when  the  direction  of  the 
as  hereinafter  explained, 
also  have  the  direction  of 
by  the  action  of  the 
On  the  armature 
next  sector  i3»  and  leav^^ 
relative  to  the  pole-piec< 
The  commutator  ~ 
The  commutator 


V. 


7,8,  9    :ro,    xi,  "  and  13  ^^ ^. 
xx<l  ^  of  tUe     electro-magnet  e,  cotn» 
lis  a  of  the     araiature.    As  the  ax^^ 

"tlie  magnetic  fields  ^^  ^^^^  ^^^^     u 
"n  successior^    out  of  the  magaft^^ 
in  thena  is  ci^ang!^  ^7  the  conflff^aW^^ 
sectors   ooriiiriLg  ^^  the  magdetoK.^^ 
Tents  chaxk^od  from  outwaxda  xo  vk«^ 

one   divisiox^  *^  current  cnXfiS^  ^^ 
5,  tHus    XJx&   posiUoix  of  the  cM^ 
&  the  same* 
described* 
of  two  series  of  i 


short  distance  apart  on  t:|^^ 

of  the  several  sectors  «air^vii»^^^  "*  "'  "**"  arnasttmar*^  «»e  UUttaJisA  xtrftfiSsa 
uoughs  A  m  respecUv^-^^^Sin  turn  as  ttxe   a*is  arot^^  i^^^ 
their  action  an  ordU^^^         ^lie  senes  of  sectors/.  ^  exact;  "^^SB^ 

spectively  carrying  tki^  T  ^^Ommutator,  the  highest  and  lo^^  '^setabh  1^ 
avoid  the  friction  of  gj,  \ix^^^"*^°8  ^^  ou^oing  current,  ^®®*  sectors  re 
to  effect  the  transiala^i^T^*^  or  spring  upon  the  ^^o  opp^  .  "*  «»  o«fc».  ^ 
cally  frictionless,  ea.<i|^  ^  of  the  current  through  mercurtr  ».^.  *^**on5  ^^ 
the  wires  /  with  th^    a^>^'^  sectors  of  the  series/  «  cotutZ*J^K'^ ^"^2^ 

^?il  ^^"^"^y  opposite  to  it  on^^C**^-^ 

.    ^'^'^s  /  and  m.     The  wires r  and  ^  are  ti>^ 

"    ^^^^ent  to  be  metered  is  conveyed  to  4S^JJ^ 


that  the  opposite 
mercury  in  the  two 
by  which  the  deet 
meter. 

«« If  for  any 

may  make  use  of 

frictionless 


tiVx^         desire  to  make  the  axis  of  the 

^•^  ^  *^i&h   surfece  tensirhn  of  merciirv  i 


and  fy}i 
naeter  verti 


»  so 

the 
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^Vi^^    ^*^  t>y  means  oi  two  cisterns  of  mercury  filled 
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the  resistance    «^% 
its  velocity, 

"  It  is  of   5 
these  eddy  c 


_^  of  a  metallic  disc,  *,  preferably  o 

*^»    and  consequently  rotating  with  it.    As 
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ce  to  increase  as  far  as  possible  the  nx; 
In  order  to  do  this  I  ^'^  t^«  Pol«-Pi 

'"S  **•«  <l»e  s«n«  *«»  Ae  spedfication  and  explanatory 
^>  be  an  aid  to  understanding  the  specficauon. 


or 


CHAMBERLAIN   v.  BRADFORD.  473 

with  grooves  in  them  radial  or  nearly  radial  to  the  axis  of  rotation  of  the 
armature,  as  shown  in  Figs,  i,  2  and  3.  The  said  grooves  increase  the 
retarding  action  of  the  brake  disc  ^.  They  may  be  either  made  in  both  of 
the  pole-pieces /and  g  as  shown,  or  only  in  the  pole-piece/ nearest  the 
brake  disc  i.  Though  these  grooves  are  advantageous  they  are  not  essen- 
tial, as  both  the  pole-pieces  may  be  without  grooves. 

**  The  special  means  I  employ  for  reducing  the  friction  of  the  axis  a  on 
its  bearings  to  a  minimum  consists  of  the  arrangement  of  anti-friction 
wheels  and  adjuncts  represented  in  the  drawings."  These  were  described 
with  reference  to  the  drawings  in  detail,  and  also  the  mode  of  connecting 
the  recording  mechanism  by  the  worm  x  on  the  spindle  a.  The  indicating 
apparatus  was  not  confined  to  any  special  form. 

''  In  order  to  standardize  the  meter,  the  strength  of  the  magnetic  field 
may  be  modified  by  varying  the  resistance  of  the  shunt  circuit ;  or  I  may, 
in  place  of  or  in  addition  to  varying  the  resistance  of  the  shunt  circuit, 
partially  short-circuit  the  magnetic  field  by  a  bar  or  bars  of  iron  connect- 
ing the  poles  whose  section  or  proximity  to  the  magnet  can  be  adjusted 
This  method  is  applicable  to  permanent  magnets  whose  field  may  be 
increased  at  intervals  if  it  falls  off  by  removing  one  or  more  of  the  iron 
bars. 

''In  the  meter  I  have  described  and  represented,  the  armature  b 
divided  into  sectors  in  order  that  the  current  to  be  measured  may  pass 
several  times  across  the  magnetic  field,  and  the  sensitiveness  of  the  meter 
may  be  thereby  proportionately  increased.  I  wish  it,  however,  to  be 
understood  that  I  do  not  limit  myself  to  the  use  of  an  armature  divided 
into  sectors,  as  a  continuous  disc  may  be  employed  in  which  the  current 
travels  only  between  the  axis  and  periphery.  This  arrangement,  although 
inferior  in  sensitiveness  to  the  arrangement  described,  may  be  conveniently 
employed  when  heavy  currents  are  to  be  measured. 

**  In  the  meter  described  and  represented  the  main  current  passes 
through  the  armature  and  the  shunt  through  the  field-magnet,  but  similar 
results  may  be  obtained  by  reversing  this  arrangement,  in  which  case  the 
use  of  iron  in  the  armature  is  preferable. 

"  In  order  to  enable  the  meter  to  measure  current,  the  field  must  be 
constant,  or  else  the  armature  must  be  of  constant  magnetic  power,  and 
the  current  to  be  measured  must  in  such  latter  case  pass  round  the  field- 
magnets.  To  obtain  this  constancy  in  electro-magnets  they  must  be 
saturated,  and  the  magnetizing  force  and  the  dimensions  of  the  core  must 
be  so  proportioned  as  to  secure  this.  The  constancy  of  the  field  in  which 
the  brake  moves  (in  the  case  in  which  it  moves  in  a  separate  field)  may  be 
secured  in  an  analogous  way.  In  ekcirical  circuits  in  which  the  electro- 
motive force  is  practically  constant^  this  degree  of  saturation  in  electro-magnets 
is  not  essential}    But  I  prefer  to  have  as  field-magnets  both  of  the  electro- 

^  This  sentence  was  introduced  as  part  of  the  first  amendments.     During  the  argument  it 
WBS  pointed  out  that  this  amendment  had  been  introduced  after  what  the  defendants  had  done 
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motor  and  of  the  brake  permanent  magnets,  as  they  can  be  made  to  be 
very  powerful  and  very  constant  by  the  following  means. 

"  In  place  of  electro-magnets  as  described  and  represented,  I  prefer 
Qsing  for  smaller  installations  permanent  magnets,  a  number  of  bar-magnets 
being  substituted  for  the  electro-magnet  represented  in  the  drawings, 
though  I  may  use  magnets  of  other  shape  or  configuration ;  but  in  all 
cases  in  which  I  use  permanent  magnets,  whether  for  the  field  of  the  motor 
or  of  the  brake,  the  pole-pieces  should  have  their  surfaces  very  large 
compared  with  their  distance  apart,  as  represented  in  the  drawings,  so  as 
to  form  a  narrow  slit  in  which  the  disc  armature  revolves.  When  this  is 
done  the  permanent  magnets  are  practically  constant,  and  this  arrangement 
is  essential  to  the  constancy  of  permanent  magnets  unless  the  disc  is  of  iron, 
which  is  objectionable  on  other  grounds  The  power  and  constancy  of 
these  permanent  magnets  are  increased  by  magnetizing  them  when  in 
position,  which  is  easily  done  by  wrapping  wire  round  them  and  passing  a 
powerful  current  through  the  coil  so  formed.  I  prefer  to  make  ike  ratio 
between  the  area  of  the  pole-pieces  and  the  distance  apart  of  the  said  pole-pieces 
at  least  seventy  times  as  great  as  the  ratio  between  the  sectional  area  of  the  steel 
magnets  and  the  length  of  the  said  magnets.  For  example,  if  the  length  of 
the  steel  magnet  bars  be  six  inches^  and  their  sectional  area  four  square  inches^ 
the  area  of  each  of  the  pole-pieces  may  be  six  square  inches^  and  their  distana 
apart  one-eighth  of  an  inch.  Or  the  area  of  each  of  the  pole-pieces  maybe 
three  square  inches^  and  their  distance  apart  one-sixteenth  of  an  inch.  When 
these  proportions  are  adopted  a  powerful  and  stable  field  is  obtained} 

''  If  iron  is  used  in  the  armature,  however  pure  and  soft  the  said  iron 
may  be,  there  is  still  a  constant  drag  due  to  the  work  expended  on  magne- 
tization and  de-magnetization.  In  such  cases  this  drag  may  be  overcome 
by  compound  winding  the  armature  with  a  shunt  current  having  separate 
commutator  and  brush  arrangements.  This  is  proportioned  so  as  just  to 
balance  the  magnetic  drag  and  enable  the  meter  to  start  with  the  required 
(small)  current.  Or  I  may  pass  the  greater  part  of  the  shunt  circuit  round 
the  armature  and  a  small  part  round  the  magnet^  which  in  this  case  are 
wound  with  the  thicker  conductor  carrying  the  current  to  be  metered,  the 
said  small  part  of  the  shunt  serving  the  above-mentioned  purpose." ' 

A  modification,  consisting  of  corrugating  the  disc  or  cylinder  and 

was  known,  and  that  claim  z  was  enlarged.  Lord  HcUsbury,  L.C. :  "  That  was  one  of  the 
things  which,  when  I  was  Law  Officer  and  when  the/  came  to  us  for  amendment,  we  woiold 
not  allow.  It  was  one  of  the  leading  principles,  you  shall  not  enlarge  by  amendment  the  area 
of  your  invention."  Lord  Davey:  "  You  could  not  tell  what  effect  it  might  have  to  amend  a 
daim,  and  it  was  only  under  special  circumstances  that  you  ever  allowed  a  claim  to  be 
amended.  .  .  .  You  may  limit  your  claim."  Lord  Halshiry,  L.C.:  "It  may  have  some 
bearing  on  the  argument,  but  he  has  got  the  amendment."  Appellants'  counsel  submitted 
that  (Moser  v.  Marsden^  ante^  ^p,  374)  the  question  whether  claim  z  was  enlarged  by 
amendment  could  not  be  considered.  Lord  ffalsdury,  L.C.:  "I  said  you  have  got  the 
amendment ;  whether  you  ought  to  have  it  or  not  is  anoUier  matter." 

1  This  passage  was  introduced  as  explanatory  matter  in  the  first  amendment. 

*  This  is  illustrated  in  the  explanatory  diagram,  ^st,  p.  476,  but  not  in  the  specification. 
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magnetic  poles,  was  described  but  without  diagrams ;  the  inventor  did  not 
think  it  necessary  to  give  diagrams  to  show  the  application  of  the  commu- 
tator and  corrugations  to  dynamo-electric  generators  and  motors,  as  such 
"  will  be  sufficiently  understood  by  the  description  hereinbefore  given  of 
their  application  to  an  electricity  meter."  Ordinary  brushes  were  to  be 
used  with  high-speed  dynamos,  a  mercury  commutator  being  in  such  a 
case  inadmissible. 

^'  Although  I  have  described  only  that  form  of  electric  brake  which  I 
prefer  to  employ,  yet  I  do  not  limit  myself  to  that  form,  as  it  may  be 
replaced  by  any  electrical  generating  machine  having  a  constant  field  and 
working  on  constant  resistance,  or,  stated  generally,  by  any  arrangement 
involving  the  motion  of  a  conductor  relatively  to  a  magnetic  field,  the 
strength  of  the  field  being  maintained  constant,  and  the  current  in  the  con- 
ductor being  proportional  to  the  rate  of  rotation. 

"  The  armature  itself  may  be  made  to  act  as  an  efficient  brake  and  the 
brake  disc  dispensed  with  by  making  the  sectors  of  thick  copper  and  of 
considerable  breadth  as  compared  with  the  teeth  or  projections  of  the  pole- 
pieces. 

"  Although  I  prefer  generally  to  use  only  one  pair  of  poles,  I  may  use  a 
second  pair  of  similar  poles  symmetrically  disposed  on  the  opposite  side  of 
the  axis." 

The  claims  were : 

**  First — An  electricity  meter  for  measuring  current  consisting  of  an 
electro-motor  with  constant  field  arranged  substantially  as  hereinbefore 
described  and  illustrated  in  the  accompanying  drawings,  the  said  electro- 
motor being  combined  with  an  electric  brake  also  moving  in  a  constant  or 
nearly  constant  ^  field,  preferably  the  same  field  as  that  in  which  the  armature 
rotates  substantially  as  herein  described  and  illustrated  in  the  accompany- 
ing drawings. 

''  [Secondly. — Compensating  for  magnetic  drag  or  friction  or  both  by 
compound  winding  either  the  armature  or  the  magnets.]' 

^'  Secondly, — In  electricity  meters  the  obtaining  a  constant  field  either 
for  the  brake  or  the  armature  or  both  by  the  use  of  electro-magnets  of  such 
construction  and  dimensions  that  they  become  saturated  while  in  use  in 
circuits  of  the  kind  for  which  they  are  designed  substantially  as  herein 
described. 

"  Thirdly. — In  electricity  meters  the  use  for  the  purpose  of  procuring  a 

powerful  and  ^  constant  magnetic  field  of  permanent  magnets  arranged  as 

described  with  very  large  polar  surfaces  closely  fronting  each  other  so  as  to 

fcrm  a  fiarrow  slit  in  which  the  disc  armature  revolves  ^yrhtthei  the  same  be 

magnetized  in  position  or  otherwise  and  the  means  described  for  regulating 

>  These  words  were  part  of  the  first  amendments,  see  note :  ante,  pp.  473,  474. 
*  This  claim  was  struck  out  by  the  second  amendment,  as  it  had  been  patented  previously 
by  Ferranti  (No.  701  of  1887). 

*^*  The  words  in  italics  in  this  claim  were  introduced  as  part  of  the  first  amendmentSi 
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the  same  when  or  if  necessaiy  substantially  as  herein  described  and  in  pan 
illustrated  in  the  accompanying  drawings. 

"Seventhly. — The  method  hereinbefore  described  and  illustrated  in 
the  accocDpan]rtng  drawings  of  combining  the  disc  armature  or  insulated 
sectors  with  the  continuous  disc  constituting  the  brake." 

The  remaining  five  claims  were  for — the  horizontal  and  vertical  mercury 


commutators,  grooving  the  pole  pieces,  diminishing  friction  at  the  bearings 
as  described,  and  the  meter  as  a  whole  as  described. 

This  was  an  action  for  infringement. 

Evidence  was  given  of  the  plaintiffs*  and  defendants'  meters.  Tbe 
working  of  the  former  can  be  best  understood  by  a  reference  to  the 
diagram  of  the  current  connections  as  shewn  above.    The  form  here 
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indicated  is  one  with  the  saturated  magnet  described  in  the  specification 
{ante  p.  473).  Only  four  sectors  are  shown;  the  action  is  precisely 
the  same  with  sixteen.  The  current  enters  from  the  dynamo,  or  main, 
along  the  conductor  r,  passes  through  the  mercury  trough  /,  and  commu- 
tator/y  thence  along  to  the  sector  at  x^  where  it  divides  into  two  branches, 
flows  outwards  as  indicated  by  the  arrows,  thence  by  the  conductors,  h,  to 
the  outer  edges  of  the  other  two  sectors,  along  them  reuniting  at  y^  and 
thence  by  the  commutator,  ky  through  m  and  wire  s  to  the  lamp  circuit. 
The  current  flowing  inwards  between  the  poles,  f^  g,  of  the  constant 
magnet  produces  a  force  tending  to  turn  the  armature  round  on  the  axis  a. 
As  the  sectors  succeed  each  other,  the  commutator  keeps  the  currents 
always  flowing  in  the  same  direction  relative  to  the  magnetic  field.  The 
force  or  torque  tending  to  rotate  the  armature  is  proportional  to  the 
strengths  of  the  magnetic  field  and  current.    As  the  former  is  constant,  the 

JO 

torque  is  proportional  to  the  current,  ue.  to  — ,  where  E  is  the  voltage  and 

Ji  the  resistance  of  the  circuit.  In  the  form  of  meter  here  shown  the 
magnetic  field  was  kept  constant  by  the  electro  magnet  being  kept 
saturated ;  the  magnetizing  current  being  a  shuut  one  in  the  conductor  ^,  e. 
Unless  some  resisting  force  or  brake  were  provided  the  armature  would 
revolve  with  an  acceleration  until  the  resisting  forces  became  equal  to  the 
driving  force,  or  the  armature  split,  or  the  mechanism  otherwise  broke 
down.  To  enable  the  device  to  work  as  a  meter,  a  brake,  consisting  of  a 
copper  disc,  b  (attached  in  this  form  of  meter  to  the  back  of  the  armature 
d)y  revolving  between  the  poles,  /,  g^  of  the  magnet,  was  used.  On  the 
known  pr^ciples  of  Arago's  Rotations,  Foucault  currents  were  set  up  of  a 
strength  proportional  to  the  intensity  of  the  magnetic  field  and  the  velocity 
of  rotation.  In  a  constant  field  this  brake  acted  with  a  force  propor- 
tional to  the  velocity  of  rotation.  On  a  current  of  any  given  strength, 
therefore,  being  passed  through  the  armature,  rotation  and  acceleration 
ensued  until  equilibrium  was  established,  the  velocity  of  rotation  being 
then  proportional  to  the  current  passing,  and  thus  by  suitable  recording 
mechanism  the  meter  would  show  the  total  of  ampbre-hours.^  It  did  not 
measure  energy.  Evidence  was  also  given  to  the  effect  that  this  meter 
was  the  first  practical  meter  in  which  the  difficulty  arising  from  friction  was 
overcome.  This  was  accomplished  by  making  the  driving  (and  necessarily 
braking)  force  large  in  comparison  to  friction  and  by  reducing  the  latter 
by  the  adoption  of  anti-friction  wheels  and,  in  some  forms  of  meter,  by  the 
mercury  commutator. 

1  The  result  indicated  would  be  f  Cdt  or  I  jjit,    Hookhanis  meter  would  give  the  same 

result  on  a  circuit  of  200  volts  pressure  through  two  lamps  in  series,  as  on  one  of  zoo  volts 
through  one  similar  lamp.  But  on  the  same  circuit  (while  R  is  constant),  the  current  being 
proportional  to  the  pressure  changes  in  the  latter  would  be  appreciated.  Thus,  other  things 
being  equal,  if  the  pressure  fell  from  100  to  99  volts  on  a  consumer's  circuit  the  corresponding 
Indications  on  the  meter  would  show  a  decrease  of  i  per  cent,  in  the  ampere-hours  recorded. 
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Evidence  of  previous  knowledge  was  given  in  order  to  show  that 
the  specification,  if  it  included  claims  covering  the  defendant's  meter, 
would  be  invalid.  It  was  proved  that  the  conditions  of  the  problem  were 
well  known : — the  use  of  magnets  with  a  copper  disc  (such  as  those  used 
in  ammeters,  or  in  Abel's  meter,  No.  10237  of  1884);  the  necessity  for 
constancy  in  the  magnetic  field  of  the  brake,  and  for  increasing  the  brake- 
power  by  multiplying  the  poles,  which  gave  better  effects  when  of  narrow 
area ;  the  necessity  for  obviating  the  effect  of  friction,  which  would  prevent 
a  meter  starting  with  a  small  current,  and  when  started  would  prevent  a 
full  record  being  made.  Magnets  of  all  shapes  and  sizes  were  known, 
including  those  that  were  used  by  the  defendants.  Numerous  publications 
were  referred  to,  of  which  the  most  important  were :  Messrs.  Ayrton  and 
Perr^s  Specification  (No.  2642  of  1882)  and  papers  by  Marcel  D^ra 
and  F.  Upperhom  on  Siemens  Energy  Measurer. 

The  specification  of  Messrs.  Ayrton  and  Perry  disclosed  a  combination 
consisting  of  a  small  dynamo-electric  machine  and  suitable  brake,  that  is, 
one  in  which  the  force  resisting  rotation  was  proportional  to  the  velocity  of 
rotation.  The  movable  armature  coil  and  fixed  coils  consisted,  one  of  a 
high-resistance  and  the  other  a  low-resistance  coil.  It  was  immaterial 
which  was  the  movable  coil.  The  coil  of  high  resistance  was  connected  as 
a  shunt  to  the  points  on  the  circuit  between  which  the  energy  to  be 
measured  was  used,  the  low-resistance  coil  carried  the  current  used  by  the 
consumer.  The  torque  was  proportional  to  the  product  of  the  two 
currents,  that  used  by  the  consumer  and  the  shunt  current.  But,  as  the 
latter  passed  through  a  constant  resistance,  the  current  in  it  was  propor- 
tional to  the  voltage  on  the  whole  circuit.  Hence  the  torque  varied  as  the 
product  of  voltage  and  current,  and  the  dials  would  record  the  total 
energy  that  passed,  that  is,  the  true  integral  of  current  into  electromotive 
force.^  But  it  was  proved  that  this  invention  was  not  a  practical  meter, 
because  the  difidculty  caused  by  the  force  of  friction  which  was  relatively 
considerable,  was  not  overcome. 

The  paper  by  Marcel  Deprez  in  La  Lum&re  Elecirique  (January,  1884} 
dealt  with  the  action  of  Siemens'  Eneigy  Measurer  (No.  2210  of  1883). 
That  device  consisted  of  a  small  dynamo-electric  machine  of  the  Siemens' 
t3rpe,  in  which  the  consumer's  current  passed  through  fixed  coils  of  low  resist- 
ance and  the  shunt  current  through  the  movable  bobbin  of  high  resistance. 

>  If  R  and  r  be  the  resistances  of  the  consumer's  and  shunt  circuits  respectively,  E  the 

S         M 

E.M.F.  of  the  total  circuit,  then  the  currents  in  the  armature  and  fixed  coil  will  be  —  and  »' 

The  torque  will  vary  as  the  product  ~  ^  d  or  ~;d>  ^^t  as  r  is  constant  this  wiU  vary  as 
^  or  as  EC ;  C  being  the  consumer's  current.    With  proper  calibration  the  meter  will 


/ 


ECdit  >V.  the  total  amount  of  energy  or  watts  used.    It  wiU  not  only  take  into  acooont 


variations  of  /?,  but,  unlike  Hookkam's,  a  circuit  of  two  lamps  in  series  will  have  recorded 
double  the  amount  of  energy  as  in  one  lamp  on  a  circuit  of  half  the  voltage. 
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In  it  the  resisting  force  did  not  consist  of  a  magnetic  brake,  but  one 
formed  of  vanes  revolving  in  a  liquid.  M.  Deprez  demonstrated  rigorously 
that  this  instrument  could  not  measure  energy  unless  a  brake  were  used 
which  developed  a  resistance  proportional  to  the  velocity  of  rotation  and 
not  to  its  square,  as  did  the  vanes.  He  suggested  ''  a  copper  disc  re- 
volving between  the  limbs  of  a  permanent  magnet "  in  which  currents  would 
be  developed  according  to  the  well-known  law,  and  which  he  had  formerly 
applied  in  his  magnetic-speed  indicator.  He  also  suggested  reversing 
the  Siemens'  arrangement  by  putting  the  consumer's  current  through  the 
armature  and  the  shunt  through  a  fixed  high-resistance  coil 

In  a  paper  (i6th  February,  1^34),  F.  Vpperbom  arrived  at  the  same 
result  as  Marcel  Deprez^  and  called  attention  to  another  consideration, 
namely  the  importance  of  relieving  ''  more  delicate  measuring  instruments 
from  the  performance  of  their  own  inherent  work.  But  if  this  cannot  be 
effected,  then  care  must  be  taken  that  the  measuring  and  measured  forces 
are  great  in  comparison  with  the  forces  coming  otherwise  into  play.  If  we 
apply  this  law  to  the  instrument  under  consideration,  it  results  that  one 
must  then  endeavour  to  diminish  the  frictional  resistance  as  much  as 
possible,  and  to  make  as  great  as  possible  the  force  consumption  of  the 
Faraday  disc" 

The  alleged  infringement  consisted  in  the  use,  on  a  circuit  alleged  to 
be  of  constant  potential,  of  a  meter  invented  by  EUhu  Thomson,  A 
diagram  of  it  is  given  {post^  p.  480),  the  left-hand  half  being  shown  in  front 
elevation  and  the  right  hand  in  sectional  Its  action  will  be  best  under- 
stood by  reference  to  the  diagrams  shown  {post^  p.  481),  in  which  the  same 
letters  are  used  for  the  corresponding  parts.  The  current  enters  at  A  from 
the  main,  divides  into  two  at  B,  one  passing  through  the  circuit  and  fixed 
coils  L,  L,  and  the  lamps  or  consumer's  circuit  to  D.  The  other,  a  shunt 
current,  passing  through  the  circuit  S,  commutator  C,  and  movable  armature 
and  commutator  to  D,  and  thence  to  the  return  main.  The  commutator,  C, 
was  specially  devised  to  get  rid  of  friction,  the  contact-pieces  were  tipped 
with  silver  and  of  slight  make,  the  shunt-current  being  small.  The  brake 
was  a  copper  disc  F  on  the  same  spindle,  revolving  between  the  poles  of 
magnets  G,  of  which  at  first  three  and  subsequently  two  were  used.  In 
the  improved  form  of  meter  an  additional  mode  of  overcoming  the  initial 
friction  and  eliminating  error  due  to  running  fiiction  was  adopted,  namely, 
the  employment  of  a  starting  coil.  This  starting  coil  consisted  of  an  extra 
coil  of  a  few  turns  introduced  into  the  shunt  circuit,  as  shown  in  the  lower 
diagram  (post^  p.  481).  The  magnetic  field  produced  by  the  shunt-current 
always  flowing  through  it  tended,  but  was  insufiScient,  to  produce  rotation 
of  the  armature,  until  at  least  sufficient  current  for  one  lamp  was  used  in 
the  circuit  L,  L.  The  armature  was  connected  with  a  suitable  train  of 
mechanism  and  dials,  on  which  was  recorded  the  energy  consumed,/.^,  watts.^ 

1  The  principles  of  this  meter  and  their  mathematical  expression  are  the  same  as  those 
shown  in  connection  with  Messrs  Ayrton  and  Perry* x  in  the  note  on  the  preceding  pa|(e. 
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It  was  proved  that  the  magnets  used  in  the  defendants'  meter  were 
constant,  hut  the  constancy  was  not  secured  by  reason  of  their  shape  and 
proportions,  hut  hy  a  process  of  aiti6cial  ageing. 

It  was  contended  on  hehalf  of  the  plaintiffs,'  the  specification  should 


he  construed  widely,  being  for  the  first  successful  meter  made  in  accord- 
ance with  known  principles.  That  the  invention  consisted  in  a  combina- 
tion of  five  elements  performing  certain  functions : — (i)  An  electro-motOT 
of  any  ordinary  form,  in  which  the  magnet  must  be  constant  unless  when 

'  Argument  n%  finally  presented  in  the  House  of  Lords. 
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on  a  circuit  of  constant  potential  in  cases  in  which  cuiient  is  to  be  measured ; 
and  the  armatuie  must  be  of  any  ordinary  known  form  and  (when  the 
current  to  be  measured  passes  round  the  field  magnets)  to  be  of  constant 
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magnetic  power ;  (2)  a  magnetic  brake  whose  field  is  powerful  and 
constant ;  (3)  reduction  of  axial  firiction  by  fiiction-wheels  or  hardened 
points  ;  (4)  reduction  or  balancing  of  commutator  friction  by  mercury 
contacts  or  compound  winding ;  and  (5)  large  forces  in  motor  and  brake 
to  swamp  residual  friction.  It  was  alleged  that  the  defendants'  meter,  when 
used  on  a  circuit  of  constant  potential,  possessed  the  above  elements,  e^. 
the  motor  was  of  an  *^  ordinary  form  now  in  use  **  {ante^  p.  467,  L  28) ;  the 
separate  brake  was  an  alternative  {atUe^  p.  468, 1.  i) ;  the  starting-coil  was 
the  compound  winding  mentioned  ante^  p.  469, 1.  9  and  p.  474,  L  28;  the 
current  in  the  shunt-coil  being  constant  produced  a  constant  field;  the 
arrangement  was  the  alternative  mentioned  anie^  p.  474,  L  3I1  and  that  when 
used  on  a  circuit  of  constant  and  known  potential  it  measured  current 

The  defendants  maintained  that  their  meter  was  the  application  of 
known  principles,  and  was  so  constructed  that  its  parts  did  not  perform  the 
same  functions  as  those  of  the  plaintiffs'  combination,  Le,  it  would  work 
with  alternating  currents,  as  to  which,  if  the  plaintiffs'  claim  included  such 
matters,  the  specification  was  insufficient  in  directions ;  that  the  third 
claim  was  for  the  particular  form  of  magnet  described  and  illustrated,  bat 
if  wide  enough  to  include  defendants'  magnets  would  be  invalid. 

At  the  trial  the  learned  judge  found  that  the  meters  performed  different 
functions,  the  object  aimed  at  and  attained  by  the  defendants'  being  more 
extensive  and  useful ;  that  the  defendants'  brushes  were  not  known  equiva- 
lents for  plaintiffs'  cummutator ;  and  that  the  third  claim  was  a  subsidiary 
claim,  and  not  one  for  a  separate  invention.  No  decision  on  validity  was 
given  (17  R.  P.  C.  493). 
The  plaintiffs  appealed. 

Held  by  the  Court  of  Appeal  (19  R.  P.  C.  78)  that  the  meters  were 
different  combinations,  and  that  the  third  claim  was  limited  to  compound 
or  built-up  magnets. 

Romer^  L.  J.,  on  the  third  claim,  in  delivering  the  judgment  of  the  Court 
pointed  out  that  the  preferred  ratio  would  have  included  old  magnets,  and 
continued  (p<  92) : — ''If  he  was  not  describing  his  pole-pieces  as  an  adjunct 
to  his '  arrangement '  of  magnets,  but  was  contemplating  a  claim  apart  from 
that  arrangement,  he  was  in  a  position  of  considerable  difficulty,  having 
regard  to  public  knowledge  at  the  date  of  his  patent,  in  reference  to  the 
use  of  permanent  magnets  with  a  disc  to  form  a  brake  in  electricity  meters. 
For  in  this  case  he  would  not  be  claiming  the  use  of  some  new  combina- 
tion or  arrangement  of  magnets,  or  some  new  magnet  invented  by  him,  but 
would  be  claiming  the  use  of  every  known  magnet  which  happened  to  have 
poles  with  what  he  calls  '  large '  surfaces,  and  which  form  between  them 
what  he  calls  a  'narrow'  slit,  merely  because  he  had  discovered  they 
possessed  valuable  qualities  with  reference  to  a  use  which  might  well  be 
held  known.  It  appears  to  us  that  it  would  not  be  fair  as  against  him  to 
hold  he  intended  to  make  such  a  large  claim,  which  might  have  made  it 
invalid,  unless  he  had  clearly  indicated  such  an  intention.  In  our  opinion 
he  has  not  indicated  such  an  intention." 
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The  plaintiffs  appealed  to  the  House  of  Lords. 

The  House  of  Lords  upheld  the  decision  of  the  Court  of  Appeal. 

Lord  Dovey  referred  to  the  specification  in  detail  in  connection  with 
the  first  claim,  and  pointed  out  that  there  was  only  one  form  of  meter 
described  fully  therein.  "  It  would  of  course  be  wrong  to  confine  the 
patentee  to  the  exact  form  of  his  combination  which  he  has  so  described 
and  illustrated.  I  also  think  that  he  is  entitled  to  the  merit  of  having  first 
given  to  the  world  a  practical  electricity  meter  made  on  the  prmciple  of 
combining  the  use  of  an  electric  brake,  operating  by  means  of  Faucault 
currents,  with  an  electro-motor,  and  to  have  regard  paid  to  Xhat  circumstance 
in  construing  his  patent.  But,  on  the  other  hand,  it  would  be  equally  wrong, 
and,  indeed,  would  be  fatal  to  the  validity  of  the  patent,  to  allow  the 
patentee  such  latitude  in  the  construction  of  his  patent  and  variation  in  its 
details  as  would  entitle  him  to  claim  every  form  of  electricity  meter  in 
which  an  electro-motor  is  combined  with  an  electric  brake  of  the  kind 
described,  or  that  combination  coupled  with  a  device  of  any  kind  for 
reducing  friction,  unless  he  can  claim  to  have  himself  discovered  the 
principle  of  such  a  machine.''  The  law  was  correctly  laid  down  by  Baron 
Alderson  xajupe  v.  Pratt  (i  Webs.  146).  His  lordship  continued  by  com- 
menting on  the  prior  publications  and  by  pointing  out  how  the  patentee  in 
his  specification  allowed  of  variations  in  the  details.  "  The  elements  of  the 
combination  (which  appear  to  me  to  admit  of  no  variation)  appear  to  me 
to  be  the  following :  (i)  that  the  meter  is  a  current  meter,  /.^.,  one  for 
measuring  only  the  quantity  or  ampbre  hours  of  the  current  without  regard 
to  any  variation  in  the  potential  or  voltage  \  (2)  that  the  magnetic  field  of 
the  motor  must  be  constant ;  and  (3)  the  use  of  the  patentee's  mercury 
contacts  or  commutators  '  where  practicable.'  ...  It  appears  to  me  that 
the  patentee  thus  defines  the  type  of  machine  which  he  intends  to  claim  as 
his  invention  with  considerable  latitude  in  detail." 

As  to  the  argument  that  the  defendant's  meter  as  used  performed  the 
same  functions  as  the  plaintififs  and  was  therefore  an  infringement,  his 
lordship  said  :  "  But  the  question  is  whether  the  machine  which  is  said  to 
infringe  contains  the  elements  which  the  patentee  considered  were  an 
essential  part  of  his  combination  for  the  purpose  for  which  it  was  designed. 
And  it  can  make  no  difference  in  this  respect  whether  the  manu&cturer  or 
person  using  the  machine  is  sued.  ...  It  happens  under  these  conditions 
that  energy  is  proportional  to  current  because  one  factor  is  constant  \  but  to 
my  mind  the  differences  of  function  still  exist.  .  .  .  Your  lordships  are  not 
asked  to  say  whether  the  respondent's  machine  is  a  useful  one  for  the  pur- 
pose for  which  it  is  designed,  but  whether  it  is  a  machine  of  the  same  type 
as  the  appellant's."  * 

His  lordship  reviewed  the  specification  and  evidence  relating  to  the 
magnets  and  pole-pieces,  finding  that  the  only  permanent  magnets  that 

»  As  to  the  distinction  between  a  manufacture  (here  the  meter)  and  the  use  to  which  it  is 
put,  see  ante,  pp.  11-13.  As  to  testmg  identity  of  inventions  by  function,  see  ante,  pp  30, 331 39. 
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were  suggested  in  the  specification  were  an  alternative  to  the  saturated 
electro-magnets,  and  were  built  up  with  large  pole-pieces  attadied.  "Bat, 
my  lords,  I  adopt  the  language  of  Lord  CramtwrtA  ^  in  Ralston  v.  SnoJtk^ 
and  say  that  it  is  not  eveiy  useful  discovery  which  will  constitute  a  patentable 
invention,  and  that  to  tell  a  man  who  has  been  in  the  habit  of  usi^g 
magnets  of  various  forms  for  various  purposes  that  one  particular  form  has 
a  useful  property  which  was  unknown  to  him  before,  is  not  in  any  sense  to 
invent  a  '  new  manufacture.' ''  The  third  claim  '*  can  only  (as  I  think)  be 
supported  as  pointing  out  what  the  patentee  considered  one  of  die  merits 
and  advantages  of  a  subordinate  element  in  one  of  the  forms  of  the  general 
combination  claimed  in  the  first  claim,  and  as  applicable  only  to  the  meter 
invented  by  the  patentee.  On  the  construction  of  the  third  claim  I  think 
also  that  it  is  confined  to  the  use  of  the  magnet  in  connection  with  the 
armature  of  the  motor."  His  lordship  contrasted  it  with  the  seventh  daim 
{ante^  p.  476)  in  which  the  patentee  ''claims  his  method  of  combining  the 
disc  armature  with  the  disc  constituting  the  brake,"  and  pointed  out  that 
the  words  inserted  by  amendment  in  the  third  claim  {antCy  p.  475)  were  00 
doubt  deliberately  chosen,  and  therefore  should  not  be  construed  in  a  wider 
sense  than  they  naturally  bear. 

The  Lord  Chancellor  and  other  members  of  the  House  fully  concurred 
in  Lord  Dave^s  judgment 

^  See  atUtt  p.  230. 
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THE   PATENTS,   DESIGNS,   AND    TRADE   MARKS 

ACT,  1883. 

(46  &  47  Vict.  c.  57.) 

An  Act  to  amend  and  consolidate  the  Law  relating  to  Patents     a. 0^83. 
for  Inventions,  Registration  of  Designs,  and  of  Trade  Marks. 

[2S/A  August,  1883.] 
Be  it  enacted,  &c. 

Part  I.-Preliminary.  pk^^'x«v. 

1.  This  Act  may  be  cited  as  the  Patents,  Designs,  and  Trade     short  title. 

Marks  Act,  1883.  Division  of 

3.  This  Act  is  divided  into  parts,  as  follows :—  ^^  ^^^'^  p*"^' 

Part  I.— Preliminary. 
Part  II. — Patents. 
Part  III.— Designs. 
Part  IV.— Trade  Marks. 
Part  V.— General. 

8.  This  Act,  except  where  it  is  otherwise  expressed,  shall  SentTfAct. 
commence  from  and  immediately  after  the  31st  day  of  December, 
1883. 
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46  &  47  Vict. 
c.  57. 

Part  II. 
Patents. 

Persons  en- 
titled to  apply 
for  patent. 


Application 
and  specifica- 
tion. 


Reference  of 
application 
to  examiner. 


Part  II.— Patents. 

Application  for  and  Grant  of  Patent. 

4.  (i)  Any  person,  whether  a  British  subject  or  not,  may 
make  an  apph'cation  for  a  patent 

(2)  Two  or  more  persons  may  make  a  joint  application  for  a 
patent,  and  a  patent  may  be  granted  to  them  jointly.^ 

5.  (i)  An  application  for  a  patent  must  be  made  in  the  form 
set  forth  in  the  First  Schedule  to  this  Act,  or  in  such  other  form 
as  may  be  from  time  to  time  prescribed  ;  and  must  be  left  at,  or 
sent  by  post  to,  the  Patent  Office  in  the  prescribed  manner. 

(2)  An  application  must  contain  a  declaration^  to  the  effect 
that  the  applicant  is  in  possession  of  an  invention,  whereof  he,  or 
in  the  case  of  a  joint  application,  one  or  more  of  the  applicants, 
claims  or  claim  to  be  the  true  and  first  inventor  or  inventors,  and 
for  which  he  or  they  desires  or  desire  to  obtain  a  patent ;  and 
must  be  accompanied  by  either  a  provisional  or  complete  specifi- 
cation. 

(3)  A  provisional  specification  must  describe  the  nature  of 
the  invention,  and  be  accompanied  by  drawings,  if  required. 

(4)  A  complete  specification,  whether  left  on  application  or 
subsequently,  must  particularly  describe  and  ascertain  the  nature 
of  the  invention,  and  in  what  manner  it  is  to  be  performed,  and 
must  be  accompanied  by  drawings,^  if  required. 

(5)  A  specification,  whether  provisional  or  complete,  must 
commence  with  the  title,  and  in  the  case  of  a  complete  specifica- 
tion must  end  with  a  distinct  statement  of  the  invention  claimed. 

6.  The  Comptroller  shall  referevery  application  to  an  examiner, 
who  shall  ascertain  and  report  to  the  Comptroller  whether  the 
nature  of  the  invention  has  been  fairly  described,  and  the  appli- 
cation, specification,  and  drawings  (if  any)  have  been  prepared  in 


1  One  of  the  persons  at  least  must  be  the  true  and  first  inventor  (48  k  49  Vkt.  c.  ^, 
sect.  5,  post,  p.  516). 

'  This  "declaration"  may  be  either  a  statutory  declaration  under  the  Statntovy 
Declaration  Act,  1835,  or  not,  as  may  be  from  time  to  time  prescribed  (48  &  49  Vict. 
.  63,  sect,  a,  post,  p.  515).    See  Patents  Rules  25,  26,  post,  p.  531. 

*  References  may  be  made  in  the  complete  to  drawings  with  the  provisional  spedfica* 
tion,  instead  of  annexing  copies  to  the  complete  (49  &  50  Vict.  c.  37,  sect.  2,  post,  p.  517). 
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the  prescribed  manner,  and  the  title  sufficiently  indicates  the  46  &  47  vicr. 
subject-matter  of  the  invention.  - — 

7.^  (i)  If  the  examiner  reports  that  the  nature  of  the  invention  Power  for 
is  not  fairly  described,  or  that  the  application,  specification,  or  tonlLse  " 
drawings  has  not,  or  have  not,  been  prepared  in  the  prescribed  J^u^jre  amend- 
manner,or  that  the  title  does  not  sufficiently  indicate  the  subject-  ^^^^' 
matter  of  the  invention,  the  Comptroller  may  refuse  to  accept  the 
application,  or  require  that  the  application,  specification,  or  draw- 
ings be  amended  before  he  proceeds  with  the  application  ;  and  in 
the  latter  case  the  application  shall,  if  the  Comptroller  so  directs, 
bear  date  as  from  the  time  when  the  requirement  is  complied 
with. 

(2)  Where  the  Comptroller  refuses  to  accept  an  application 
or  requires  an  amendment,  the  applicant  may  appeal  from  his 
decision  to  the  Law  Officer. 

(3)  The  Law  Officer  shall,  if  required,  hear  the  applicant  and 
the  Comptroller,  and  may  make  an  order  determining  whether, 
and  subject  to  what  conditions  (if  any),  the  application  shall  be 
accepted. 

(4)  The  Comptroller  shall,  when  an  application  has  been 
accepted,  give  notice  thereof  to  the  applicant 

(5)  If,  after  an  application  for  a  patent  has  been  made,  but 
before  the  patent  thereon  has  been  sealed,  another  application  for 
a  patent  is  made,  accompanied  by  a  specification  bearing  the  same 
or  a  similar  title,  the  Comptroller,  if  he  thinks  fit,  on  the  request 
of  the  second  applicant,  or  of  his  legal  representative,  may,  within 
two  months  of  the  grant  of  a  patent  on  the  first  application,  either 
decline  to  proceed  with  the  second  application  or  allow  the 
surrender  of  the  patent,  if  any,  granted  thereon. 

8.  (i)  If  the  applicant  does  not  leave  a  complete  specification  Time  for 
with  his  application,  he  may  leave  it  at  any  subsequent  time  within  ^ITfpecifica- 
nine  months  ^  from  the  date  of  application.  **°"* 

(2)  Unless  a  complete  specification  is  left  within  that  time 
the  application  shall  be  deemed  to  be  abandoned. 

9.  (i)  Where  a  complete  specification  is  left  after  a  provisional  Comparison 
specification,  the  Comptroller  shall  refer  both  specifications  to  an  and  complete 
examiner  for  the  purpose  of  ascertaining  whether  the  complete  ^*^* 

1  The  section  Is  given  here  as  re-enacted  by  51  &  52  Vict.  c.  50,  sect.  9. 
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46  ft  47  Vict,   specification  has  been  prepared  in  the  prescribed  manner,  and 
' —        whether  the  invention  particularly  described  in  the  complete 
specification  is  substantially  the  same  as  that  which  is  described 
in  the  provisional  specification. 

(2)  If  the  examiner  reports  that  the  conditions  hereinbefore 
contained  have  not  been  complied  with,  the  Comptroller  may 
refuse  to  accept  the  complete  specification  unless  and  until  the 
same  shall  have  been  amended  to  his  satisfaction  ;  but  any  such 
refusal  shall  be  subject  to  appeal  to  the  Law  Officer. 

(3)  The  Law  Officer  shall,  if  required,  hear  the  applicant  and 
the  Comptroller,  and  may  make  an  order  determining  whether 
and  subject  to  what  conditions,  if  any,  the  complete  specification 
shall  be  accepted. 

(4)  Unless  a  complete  specification  is  accepted  within  twelve 
months  ^  from  the  date  of  application,  then  (save  in  the  case  of 
an  appeal  having  been  lodged  against  the  refusal  to  accept)  the 
application  shall,  at  the  expiration  of  those  twelve  months, 
become  void. 

(5)  Reports  of  examiners  shall  not  in  any  case  be  published 
or  be  open  to  public  inspection,  and  shall  not  be  liable  to 
production  or  inspection  in  any  legal  proceeding,'  .  .  .  unless 
the  Court  or  officer  having  power  to  order  discovery  in  such 
legal  proceeding  shall  certify  that  such  production  or  inspec- 
tion is  desirable  in  the  interests  of  justice,  and  ought  to  be 
allowed. 

Advertisement  10.  On  the  acceptance  of  the  complete  specification  the 
of  TO^tete  ^  Comptroller  shall  advertise  the  acceptance ;  and  the  application 
spedfication.     ^^^  specification  or  specifications  with  the  drawings  (if  any)  shall 

be  open  to  public  inspection. 
Opposition  to  11.  (i)  Any  person  may  at  anytime  within  two  months  from 

^Sp,Ch!vTii!  the  date  of  the  advertisement  of  the  acceptance  of  a  complete 
P'  "®'  specification  give  notice  at  the  Patent  Office  of  opposition  to  the 

grant  of  the  patent  on  the  ground  of  the  applicant  having  obtained 
the  invention  from  him,  or  from  a  person  of  whom  he  is  the  legal 
representative,  or  on  the  ground  that  the  invention  has  been 

>  From  the  coming  into  operation  of  a  Ed.  VII.  c.  34,  sect.  z.  past,  p.  523,  this  period 
is  reduced  to  six  months.  It  may  be  extended  another  month  by  the  Comptroller, 
under  exceptional  circumstances  (48  ft  49  Vict.  c.  63,  sect.  3.  pes/,  p.  515). 

<  Words  omitted  repealed  by  51  &  5a  Vict.  c.  50,  sect.  3. 
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patented  in  this  country  on  an  application  of  prior  date,  or^  on  the  46  *  47  vict. 
^ound  that  the  complete  specification  describes  or  claims  an  inven-  — 
/ion  other  than  that  described  in  the  provisional  specification^  and 
that  such  other  invention  forms  the  subject  of  an  application  made 
by  the  opponent  in  the  interval  between  the  leaving  of  the  provisional 
specification  and  tJte  leaving  of  the  complete  specification^  but  on  no 
other  ground. 

(2)  Where  such  notice  is  given  the  Comptroller  shall  give 
notice  of  the  opposition  to  the  applicant,  and  shall,  on  the  expira- 
tion of  those  two  months,  after  hearing  the  applicant  and  the 
person  so  giving  notice,  if  desirous  of  being  heard,  decide  on  the 
case,  but  subject  to  appeal  to  the  Law  Officer. 

(3)  The  Lraw  Officer  shall,  if  required,  hear  the  applicant  and 
any  person  so  giving  notice  and  being,  in  the  opinion  of  the  Law 
Officer,  entitled  to  be  heard  in  opposition  to  the  grant,  and  shall 
determine  whether  the  grant  ought  or  ought  not  to  be  made. 

(4)  The  Law  Officer  may,  if  he  thinks  fit,  obtain  the  assistance 
of  an  expert,  who  shall  be  paid  such  remuneration  as  the  Law 
Officer,  with  the  consent  of  the  Treasury,  shall  appoint 

IS.  (i)  If  there  is  no  opposition,  or,  in  case  of  opposition,  if  Sealing  of 
the  determination  is  in  favour  of  the  grant  of  a  patent,  the 
Comptroller  shall  cause  a  patent  to  be  sealed  with  the  seal  of  the 
Patent  Office. 

(2)  A  patent  so  sealed  shall  have  the  same  effect  as  if  it  were 
sealed  with  the  Great  Seal  of  the  United  Kingdom. 

(3)  A  patent  shall  be  sealed  as  soon  as  may  be,  and  not 
after  the  expiration  of  fifteen  months  ^  from  the  date  of  applica- 
tion, except  in  the  cases  hereinafter  mentioned,  that  is  to  say — 

{a)  Where  the  sealing  is  delayed  by  an  appeal  to  the  Law 
Officer,  or  by  opposition  to  the  grant  of  the  patent,  the 
patent  may  be  sealed  at  such  time  as  the  Law  Officer 
may  direct 

{p)  If  the  person  making  the  application  dies  before  the 
expiration  of  the  fifteen  months  aforesaid,  the  patent 
may  be  granted  to  his  legal  representative  and  sealed 

1  Words  in  italics  denote  amendment  made  by  51  &  5a  Vict.  c.  50,  sect.  4. 
'  This  period  may  be  extended  by  the  Comptroller  mider  48  k  49  Vict.  c.  63.  sect.  3. 
tost,  p.  515, 
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46  ft  47  Vict. 
C.57. 


Date  of  patent 


at  any  time  within  twelve  months  after  the  death  of 

the  applicant 
18.  Every  patent  shall  be  dated  and  sealed  as  of  the  day  of 
the  application  :  Provided  that  no  proceedings  shall  be  taken  in 
respect  of  an  infringement  committed  before  the  publication  of 
the  complete  specification :  Provided  also,  that  in  case  of  more 
than  one  application  for  a  patent  for  the  same  invention,  the  seal- 
ing of  a  patent  on  one  of  those  applications  shall  not  prevent  the 
sealing  of  a  patent  on  an  earlier  application. 


Provisional 
protection. 


Provisional  Protection. 

14.  Where  an  application  for  a  patent  in  respect  of  an  inven- 
tion has  been  accepted,  the  invention  may  during  the  period 
between  the  date  of  the  application  and  the  date  of  sealing  such 
patent  be  used  and  published  without  prejudice  to  the  patent  to 
be  granted  for  the  same ;  and  such  protection  from  the  con- 
sequences of  use  and  publication  is  in  this  Act  referred  to  as 
provisional  protection. 


Effect  of 
acceptance 
of  complete 
specification. 


Extent  of 
patent. 


Term  of 
patent. 


Protection  by  Complete  Specification, 

16.  After  the  acceptance  of  a  complete  specification  and  until 
the  date  of  sealing  a  patent  in  respect  thereof,  or  the  expiration 
of  the  time  for  sealing,  the  applicant  shall  have  the  like  privileges 
and  rights  as  if  a  patent  for  the  invention  had  been  sealed  on  the 
date  of  the  acceptance  of  the  complete  specification :  Provided 
that  an  applicant  shall  not  be  entitled  to  institute  any  proceed- 
ing for  infringement  unless  and  until  a  patent  for  the  invention 
has  been  granted  to  him. 

Patent. 

16.  Every  patent  when  sealed  shall  have  effect  throughout 
the  United  Kingdom  and  the  Isle  of  Man. 

17.  (i)  The  term  limited  in  every  patent  for  the  duration 
thereof  shall  be  fourteen  years  from  its  date. 

(2)  But  every  patent  shall,  notwithstanding  anything  therein 
or  in  this  Act,  cease  if  the  patentee  fails  to  make  the  prescribed 
payments  within  the  prescribed  times, 
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(3)  If,  nevertheless,  in  any  case,  by  accident,  mistake,  or  inad-  45  &  47  vicr. 
vertence,  a  patentee  faik  to  make  any  prescribed  payment  within         — 
the  prescribed  time,  he  may  apply  to  the  Comptroller  for  an 
enlargement  of  the  time  for  making  that  payment 

(4)  Thereupon  the  Comptroller  shall,  if  satisfied  that  the  failure 
has  arisen  from  any  of  the  above-mentioned  causes,  on  receipt 
of  the  prescribed  fee  for  enlargement,  not  exceeding  ten  pounds, 
enlarge  the  time  accordingly,  subject  to  the  following  conditions : — 

{a)  The  time  for  making  any  payment  shall  not  in  any  case 
be  enlarged  for  more  than  three  months. 

{b)  If  any  proceeding  shall  be  taken  in  respect  of  an  infringe- 
ment of  the  patent  committed  after  a  failure  to  make 
any  payment  within  the  prescribed  time,  and  before 
the  enlargement  thereof,  the  Court  before  which  the 
proceeding  is  proposed  to  be  taken  may,  if  it  shall 
think  fit,  refuse  to  award  or  give  any  damages  in 
respect  of  such  infringement. 


Amendment  of  Specification. 

18.  (i)  An  applicant  or  a  patentee  may,  from  time  to  time,  Amendment  of 

by  request  in  writing  left  at  the  Patent  Office,  seek  leave  to  amend  p^^n^*^^ 

his  specification,  including  drawings  forming  part  thereof,  by  way  ««'*i  pp-  »^i» 

103* 
of  disclaimer,  correction,  or  explanation,  stating  the  nature  of 

such  amendment  and  his  reasons  for  the  same. 

(2)  The  request  and  the  nature  of  such  proposed  amendment 
shall  be  advertised  in  the  prescribed  manner,  and  at  any  time 
within  one  month  from  its  first  advertisement  any  person  may 
give  notice  at  the  Patent  Ofiice  of  opposition  to  the  amendment. 

(3)  Where  such  notice  is  given  the  Comptroller  shall  give 
notice  of  the  opposition  to  the  person  making  the  request,  and 
shall  hear  and  decide  the  case  subject  to  an  appeal  to  the  Law 
Officer. 

(4)  The  Law  Officer  shall,  if  required,  hear  the  person  making 
the  request  and  the  person  so  giving  notice,  and  being  in  the 
opinion  of  the  Law  Officer  entitled  to  be  heard  in  opposition  to 
the  request,  and  shall  determine  whether  and  subject  to  what 
conditions,  if  any,  the  amendment  ought  to  be  allowed. 
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46  &  47  Vict. 
CS7. 


Power  to  dis- 
claim part  of 
invention 
during  action, 
&c. 


Restriction  on 
recovery  of 
damages. 


(5)  Where  no  notice  of  opposition  is  given,  or  the  person  so 
giving  notice  does  not  appear,  the  Comptroller  shall  determine 
whether  and  subject  to  what  conditions,  if  any,  the  amendment 
ought  to  be  allowed. 

(6)  When  leave  to  amend  is  refused  by  the  Comptroller,  the 
person  making  the  request  may  appeal  from  his  decision  to  the 
Law  Officer. 

(7)  The  Law  Officer  shall,  if  required,  hear  the  person  making 
the  request  and  the  Comptroller,  and  may  make  an  order  deter- 
mining whether,  and  subject  to  what  conditions,  if  any,  the 
amendment  ought  to  be  allowed. 

(8)  No  amendment  shall  be  allowed  that  would  make  the 
specification,  as  amended,  claim  an  invention  substantially  larger 
than  or  substantially  different  from  the  invention  claimed  by  the 
specification  as  it  stood  before  amendment 

(9)  Leave  to  amend  shall  be  conclusive  as  to  the  right  of  the 
party  to  make  the  amendment  allowed,  except  in  case  of  fraud  ; 
and  the  amendment  shall  in  all  courts  and  for  all  purposes  be 
deemed  to  form  part  of  the  specification. 

(10)  ^  The  foregoing  provisions  of  this  section  do  not  apply 
when  and  so  long  as  any  action  for  infringement  or  proceeding 
for  revocation  of  a  patent  is  pending. 

19.  In  an  action  for  infringement  of  a  patent,  and  in  a  pro- 
ceeding for  revocation  of  a  patent,  the  Court  or  a  judge  may 
at  any  time  order  that  the  patentee  shall,  subject  to  such  terms 
as  to  costs  and  otherwise  as  the  Court  or  a  judge  may  impose, 
be  at  liberty  to  apply  at  the  Patent  Office  for  leave  to  amend  his 
specification  by  way  of  disclaimer,  and  may  direct  that  in  the 
mean  time  the  trial  or  hearing  of  the  action  shall  be  postponed. 

20.  Where  an  amendment  by  way  of  disclaimer,  correction, 
or  explanation,  has  been  allowed  under  this  Act,  no  damages 
shall  be  given  in  any  action  in  respect  of  the  use  of  the  invention 
before  the  disclaimer,  correction,  or  explanation,  unless  the 
patentee  establishes  to  the  satisfaction  of  the  Court  that  his 
original  claim  was  framed  in  good  faith  and  with  reasonable  skill 
and  knowledge.^ 

1  This  sub-section  is  substituted  for  the  original  one  by  51  &  5a  Vict.  c.  50,  sect.  5. 
'  That  is,  that  he  intended,  in  his  original  specification,  to  claim  what  he  had 
really  invented,  and  no  more  {JiTane  v.  Boy/e,  18  R.  P.  C.  338). 


Advertisement 
of  amendment. 
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21.  Every  amendment  of  a  specification  shall  be  advertised    46 &47  vict. 
in  the  prescribed  manner. 

Compulsory  Licenses. 
2S.  [Repealed.] 

Raster  of  Patents. 
S3,  (i)  There  shall  be  kept  at  the  Patent  Office  a  book  called  Register  of 

-    patents. 

the  Register  of  Patents,  wherein  shall  be  entered  the  names  and 
addresses  of  grantees  of  patents,  notifications  of  assignments  and 
of  transmissions  of  patents,  of  licenses  under  patents,  and  of 
amendments,  extensions,  and  revocations  of  patents,  and  such 
other  matters  affecting  the  validity  or  proprietorship  of  patents 
as  may  from  time  to  time  be  prescribed. 

(2)  The  register  of  patents  shall  be  primd  facie  evidence  of 
any  matters  by  this  Act  directed  or  authorized  to  be  inserted 
therein. 

(3)  Copies  of  deeds,  licenses,  and  any  other  documents 
affecting  the  proprietorship  in  any  letters  patent  or  in  any  license 
thereunder,  must  be  supplied  to  the  Comptroller  in  the  prescribed 
manner  for  filing  in  the  Patent  Office. 

Fees. 
24.  (i)  There  shall  be  paid  in  respect  of  the  several  instru-  Fee  in 

schedule. 

ments  described  in  the  Second  Schedule  to  this  Act,  the  fees  in 
that  schedule  mentioned,  and  there  shall  likewise  be  paid,  in 
respect  of  other  matters  under  this  part  of  the  Act,  such  fees 
as  may  be  from  time  to  time,  with  the  sanction  of  the  Treasury> 
prescribed  by  the  Board  of  Trade ;  and  such  fees  shall  be  levied 
and  paid  to  the  account  of  Her  Majesty's  Exchequer  in  such 
manner  as  the  Treasury  may  from  time  to  time  direct. 

(2)  The  Board  of  Trade  may  from  time  to  time,  if  they  think 
fit,  with  the  consent  of  the  Treasury,  reduce  any  of  those  fees. 

Extension  of  Term  of  Patent. 

28.  (i)  A  patentee  may,  after  advertising  in  manner  directed  Extension  of 
by  any  rules  made  under  this  section  his  intention  to  do  so,  onpetiu^to 
present  a  petition  to  Her  Majesty  in  Council,  praying  that  his  council 
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46  &  47  Vict,    patent  may  be  extended  for  a  further  term  ;  but  such  petition 
—         must  be  presented  at  least  six  months  before  the  time  limited 
for  the  expiration  of  the  patent 

(2)  Any  person  may  enter  a  caveat,  addressed  to  the  R^^- 
trar  of  the  Council  at  the  Council  Office,  against  the  extension. 

(3)  If  Her  Majesty  shall  be  pleased  to  refer  any  such  petition 
to  the  Judicial  Committee  of  the  Privy  Council,  the  said  Com- 
mittee shall  proceed  to  consider  the  same,  and  the  petitioner  and 
any  person  who  has  entered  a  caveat  shall  be  entitled  to  be 
heard  by  himself  or  by  counsel  on  the  petition. 

(4)  The  Judicial  Committee  shall,  in  considering  their  decision, 
have  r^ard  to  the  nature  and  merits  of  the  invention  in  relation 
to  the  public,  to  the  profits  made  by  the  patentee  as  such,  and  to 
all  the  circumstances  of  the  case. 

(5)  If  the  Judicial  Committee  report  that  the  patentee  has  been 
inadequately  remunerated  by  his  patent,  it  shall  be  lawful  for  Her 
Majesty  in  Council  to  extend  the  term  of  the  patent  for  a  further 
term  not  exceeding  seven,  or  in  exceptional  cases  fourteen,  years  ; 
or  to  order  the  grant  of  a  new  patent  for  the  term  therein  men- 
tioned, and  containing  any  restrictions,  conditions,  and  provisions 
that  the  Judicial  Committee  may  think  fit 

(6)  It  shall  be  lawful  for  Her  Majesty  in  Council  to  make, 
from  time  to  time,  rules  of  procedure  and  practice  for  r^^ulating 
proceedings  on  such  petitions,  and  subject  thereto  such  proceed- 
ings shall  be  regulated  according  to  the  existing  procedure  and 
practice  in  patent  matters  of  the  Judicial  Committee. 

(7)  The  costs  of  all  parties  of  and  incident  to  such  proceedings 
shall  be  in  the  discretion  of  the  Judicial  Committee ;  and  the 
orders  of  the  Committee  respecting  costs  shall  be  enforceable  as 
if  they  were  orders  of  a  division  of  the  High  Court  of  Justice. 

Revocation, 

Revocation  of  *8.  (i)  The  proceeding  by  scire  facias  to  repeal  a  patent  is 

P**''"^-  hereby  abolished. 

(2)  Revocation  of  a  patent  may  be  obtained  on  petition  to  the 

Court. 

(3)  Every  ground  on  which  a  patent  might,  at  the  commence- 
ment of  this  Act,  be  repealed  by  scire  facias  shall  be  available 
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by  way  of  defence  to  an  action  of  infringement,  and  shall  also  be  46  &  47  vict. 
a  ground  of  revocation.  - — 

(4)  A  petition  for  revocation  of  a  patent  may  be  presented  by — 
(a)  The  Attorney-General  in  England  or  Ireland,  or  the  Lord 

Advocate  in  Scotland ; 
(6)  Any  person  authorized  by  the  Attorney-General  in  Eng- 
land or  Ireland,  or  the  Lord  Advocate  in  Scotland  ; 

(c)  Any  person  alleging  that  the  patent  was  obtained  in  fraud 

of  his  rights,  or  of  the  rights  of  any  person  under  or 
through  whom  he  claims  ; 

(d)  Any  person  alleging  that  he,  or  any  person  under  or 

through  whom  he  claims,  was  the  true  inventor  of  any 
invention  included  in  the  claim  of  the  patentee ; 
{e)  Any  person  alleging  that  he,  or  any  person  under  or 
through  whom  he  claims  an  interest  in  any  trade,  busi- 
ness, or  manufacture,  had  publicly  manufactured,  used, 
or  sold,  within  this  realm,  before  the  date  of  the  patent, 
anything  claimed  by  the  patentee  as  his  invention. 

(5)  The  plaintiff  must  deliver  with  his  petition  particulars  of 
the  objections  on  which  he  means  to  rely,  and  no  evidence  shall, 
except  by  leave  of  the  Court  or  a  judge,  be  admitted  in  proof  of 
any  objection  of  which  particulars  are  not  so  delivered. 

(6)  Particulars  delivered  may  be  from  time  to  time  amended 
by  leave  of  the  Court  or  a  judge. 

(7)  The  defendant  shall  be  entitled  to  begin,  and  give  evi- 
dence in  support  of  the  patent,  and  if  the  plaintiff  gives  evidence 
impeaching  the  validity  of  the  patent  the  defendant  shall  be 
entitled  to  reply. 

(8)  Where  a  patent  has  been  revoked  on  the  ground  of  fraud, 
the  Comptroller  may,  on  the  application  of  the  true  inventor  made 
in  accordance  with  the  provisions  of  this  Act,  grant  to  him  a 
patent  in  lieu  of  and  bearing  the  same  date  as  the  date  of  revo- 
cation of  the  patent  so  revoked,  but  the  patent  so  granted  shall 
cease  on  the  expiration  of  the  term  for  which  the  revoked  patent 
was  granted. 
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46  It  47  Vict. 
c-57. 

Patent  to  bind 
Crown. 


ST.  (i)  A  patent  shall  have  to  all  intents  Ae  like  effect  as 
against  Her  Majesty  the  Queen,  her  heirs  and  saocessors,  as  it 
has  against  a  subject 

(2)  But  the  officers  or  authorities  administering  any  depart- 
ment of  the  service  of  the  Crown  may,  by  themselves^  their  stents, 
contractors,  or  others,  at  any  time  after  the  application,  use  the 
invention  for  the  services  of  the  Crown  on  terms  to  be  before  or 
after  the  use  thereof  agreed  on,  with  the  approval  of  the  Treasury, 
between  those  officers  or  authorities  and  the  patentee,  or,  in  de- 
fault of  such  agreement,  on  such  terms  as  may  be  settled  by  the 
Treasury  after  hearing  all  parties  interested. 


Hearing  with 


Deliveiy  of 
paiticulan. 


Legal  Proceedings. 

28.  (i)  In  an  action  or  proceeding  for  infringement  or  revo- 
cation of  a  patent,  the  Court  may,  if  it  thinks  fit,  and  shall,  on  the 
request  of  either  of  the  parties  to  the  proceeding,  call  in  the  aid 
of  an  assessor  specially  qualified,  and  try  and  hear  the  case  wholly 
or  partially  with  his  assistance ;  the  action  shall  be  tried  without 
a  jury  unless  the  Court  shall  otherwise  direct 

(2)  The  Court  of  Appeal  or  the  Judicial  Committee  of  the 
Privy  Council  may,  if  they  see  fit,  in  any  proceeding  before  them 
respectively,  call  in  the  aid  of  an  assessor  as  aforesaid. 

(3)  The  remuneration,  if  any,  to  be  paid  to  an  assessor  under 
this  section  shall  be  determined  by  the  Court  or  the  Court  of 
Appeal  or  Judicial  Committee,  as  the  case  may  be,  and  be  paid 
in  the  same  manner  as  the  other  expenses  of  the  execution  of 
this  Act 

89.  (i)  In  an  action  for  infringement  of  a  patent  the  plaintiff 
must  deliver  with  his  statement  of  claim,  or  by  order  of  the  Court 
or  the  judge,  at  any  subsequent  time,  particulars  of  the  breaches 
complained  of. 

(2)  The  defendant  must  deliver  with  his  statement  of  defence, 
or,  by  order  of  the  Court  or  a  judge,  at  any  subsequent  time,  par- 
ticulars of  any  objections  on  which  he  relies  in  support  thereot 

(3)  If  the  defendant  disputes  the  validity  of  the  patent,  the 
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particulars  delivered  by  him  must  state  on  what  grounds  he  dis-   46  &  47  vicr. 

C.  ^7 

putes  it,  and  if  one  of  those  grounds  is  want  of  novelty  must  state         - — ' 
the  time  and  place  of  the  previous  publication  or  user  alleged 
by  him. 

(4)  At  the  hearing  no  evidence  shall,  except  by  leave  of  the 
Court  or  a  judge,  be  admitted  in  proof  of  any  alleged  infringe- 
ment or  objection  of  which  particulars  are  not  so  delivered. 

(5)  Particulars  delivered  may  be  from  time  to  time  amended, 
by  leave  of  the  Court  or  a  judge. 

(6)  On  taxation  of  costs  regard  shall  be  had  to  the  particulars 
delivered  by  the  plaintiff  and  by  the  defendant ;  and  they  respec- 
tively shall  not  be  allowed  any  costs  in  respect  of  any  particular 
delivered  by  them  unless  the  same  is  certified  by  the  Court  or  a 
judge  to  have  been  proven  or  to  have  been  reasonable  and  proper, 
without  regard  to  the  general  costs  of  the  case. 

80.  In  an  action  for  infringement  of  a  patent,  the  Court  or  a  Order  for  in- 
judge  may  on  the  application  of  either  party  make  such  order  for  ta^SSl.    ' 
an  injunction  inspection  or  account,  and  impose  such  terms  and 
give  such  directions  respecting  the  same  and  the  proceedings 
thereon  as  the  Court  or  a  judge  may  see  fit. 

31.  In  an  action  for  infringement  of  a  patent,  the  Court  or  a  Certificate  of 
judge  may  certify  that  the  validity  of  the  patent  came  in  question  ;  tioned^d^^ 
and  if  the  Court  or  a  judge  so  certifies,  then  in  any  subsequent  ^*^    *****"' 
action  for  infringement,  the  plaintiff  in  that  action  on  obtaining 
a  final  order  for  judgment  in  his  favour  shall  have  his  full  costs 
charges  and  expenses  as  between  solicitor  and  client,  unless  the 
Court  or  judge  trying  the  action  certifies  that  he  ought  not  to  have 
the  same. 

82.  Where  any  person  claiming  to  be  the  patentee  of  an  inven-  Remedy  in 

cflgf  of  ground' 

tion,  by  circulars  advertisements  or  otherwise  threatens  any  other  less  threats  of 
person  with  any  legal  proceedings  or  liability  in  respect  of  any  j^.  ^^ 
alleged  manufacture  use  sale  or  purchase  of  the  invention,  any 
p>erson  or  persons  aggrieved  thereby  may  bring  an  action  against 
him,  and  may  obtain  an  injunction  against  the  continuance  of 
such  threats,  and  may  recover  such  damage  (if  any)  as  may  have 
been  sustained  thereby,  if  the  alleged  manufacture,  use,  sale,  or 
purchase  to  which  the  threats  related  was  not  in  fact  an  infringe- 
ment of  any  legal  rights  of  the  person  making  such  threats: 

2  K 
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46  &  47  Vict.    Provided  that  this  section  shall  not  apply  if  the  person  makiog 
-^ — '        such  threats  with  due  diligence  commences  and  prosecutes  an 
action  for  infringement  of  his  patent 


Patent  for  one 
inventioo  only. 


Patent  on 
application  of 
representative 
of  deceased 
inventor. 


Patent  to  first 
inventor  not 
invalidated  by 
application  in 
fraud  of  him. 


Assignment 
for  particular 
places. 


Loss  or  de- 
struction of 
patent. 


Proceedings 
and  costs 
before  Law 
Officer. 


Miscellaneous. 

33.  Every  patent  may  be  in  the  form  in  the  First  Schedule  to 
this  Act,  and  shall  be  granted  for  one  invention  only,  but  may 
contain  more  than  one  claim ;  but  it  shall  not  be  competent  for 
any  person  in  an  action  or  other  proceeding  to  take  any  objection 
to  a  patent  on  the  ground  that  it  comprises  more  than  one 
invention. 

34.  (i)  If  a  person  possessed  of  an  invention  dies  without 
making  application  for  a  patent  for  the  invention,  application  may 
be  made  by,  and  a  patent  for  the  invention  granted  to,  his  legal 
representative. 

(2)  Every  such  application  must  be  made  within  six  months 
of  the  decease  of  such  person,  and  must  contain  a  declaration  by 
the  legal  representative  that  he  believes  such  person  to  be  the 
true  and  first  inventor  of  the  invention. 

30.  A  patent  granted  to  the  true  and  first  inventor  shall  not  be 
invalidated  by  an  application  in  fraud  of  him,  or  by  provisional 
protection  obtained  thereon,  or  by  any  use  or  publication  of  the 
invention  subsequent  to  that  fraudulent  application  during  the 
period  of  provisional  protection. 

36.  A  patentee  may  assign  his  patent  for  any  place  in  or  part 
of  the  United  Kingdom,  or  Isle  of  Man,  as  eflfectually  as  if  the 
patent  were  originally  granted  to  extend  to  that  place  or  part  only 

37.  If  a  patent  is  lost  or  destroyed,  or  its  non-production  is 
accounted  for  to  the  satisfaction  of  the  Comptroller,  the  Comp- 
troller may  at  any  time  cause  a  duplicate  thereof  to  be  sealed. 

38.  The  Law  Officers  may  examine  witnesses  on  oath  and 
administer  oaths  for  that  purpose  under  this  part  of  this  Act,  and 
may  from  time  to  time  make,  alter,  and  rescind  rules  regulating 
references  and  appeals  to  the  Law  Officers  and  the  practice  and 
procedure  before  them  under  this  part  of  this  Act ;  and  in  any 
proceeding  before  either  of  the  Law  Officers  under  this  part  of  this 
Act  the  Law  Officer  may  order  costs  to  be  paid  by  either  party, 
and  any  such  order  may  be  made  a  rule  of  the  Court. 
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39.  The  exhibition  ^  of  an  invention  at  an  industrial  or  inter-   46ft47VicT. 

C   K7 

national  exhibition,  certified  as  such  by  the  Board  of  Trade,  or         — -' 
the  publication  of  any  description  of  the  invention  during  the  mdustri^'or 
period  of  the  holding  of  the  exhibition,  or  the  use  of  the  inven-  SwSSon'not 
tion  for  the  purpose  of  the  exhibition  in  the  place  where  the  JSiS^  rigSs. 
exhibition  is  held,  or  the  use  of  the  invention  during  the  period 
of  the  holding  of  the  exhibition  by  any  person  elsewhere,  without 
the  privity  or  consent  of  the  inventor,  shall  not  prejudice  the 
right  of  the  inventor  or  his  legal  personal  representative  to  apply 
for  and  obtain  provisional  protection  and  a  patent  in  respect  of 
the  invention  or  the  validity  of  any  patent  granted  on   the 
application,  provided  that  bpth  the  following   conditions   are 
complied  with,  namely, — 

(a)  The  exhibitor  must,  before  exhibiting  the  invention,  give 

the  Comptroller  the  prescribed  notice  of  his  intention 

to  do  so  ;  and 
(6)  The  application  for  a  patent  must  be  made  before  or 

within  six  months  from  the  date  of  the  opening  of 

the  exhibition. 

40.  (i)  The  Comptroller  shall  cause  to  be  issued  periodically  PubUcationof 
an  illustrated  journal  of  patented  inventions,  as  well  as  reports  joumS. 

of  patent  cases  decided  by  courts  of  law,  and  any  other  infor-  "*^"^'  ®^ 
mation  that  the  Comptroller  may  deem  generally  useful   or 
important 

(2)  Provision  shall  be  made  by  the  Comptroller  for  keeping 
on  sale  copies  of  such  journal,  and  also  of  all  complete  specifica- 
tions of  patents  for  the  time  being  in  force,  with  their  accom- 
panying drawings,  if  any. 

(3)  The  Comptroller  shall  continue,  in  such  form  as  he  may 
deem  expedient,  the  indexes  and  abridgments  of  specifications 
hitherto  published,  and  shall  from  time  to  time  prepare  and 
publish  such  other  indexes,  abridgments  of  specifications,  cata- 
logues, and  other  works  relating  to  inventions,  as  he  may  see  fit. 

41.  The  control  and   management  of  the  existing  Patent  Mil^im. 
Museum,  and  its  contents  shall  from  and  after  the  commence- 
ment of  this  Act,  be  transferred  to  and  vested  in  the  Department 

»  The  provisions  of  this  section  may  be  extended  by  Order  in  Council  to  foreign 
exhibitions  under  49  A  50  Vict.  c.  37,  sect.  3,  posf,  p.  517. 


United    IC.ixie:<aom,  or  of   the  Cbanael J ^  oJ^-^-  °''  '^  ^^ 

Man,  SLnd     all    territories   and  places  unde^^r^  ^  ^^^^^^^^ 

cioafter    <l^<ix>.'e<l,  a-Tc  deemed  to  be  one  ^^^h  possession 

e  purpos.^^    of    -this    Act  ; 

LegisVatvircs  ••      ivscludes   any  person  or  person  ^^^  exerdse 

ative  auttiority-    in  the  British  possession  ;  a«.  .^^  ^^^^  ^^ 

xal  legis\^t*ar^s    as  virell   as  a  central  leg's  *^^-^::^^^g^  means  tiit 

^  legisla.tux-e^     only. 

„  #,e  a.ppli<:.a.tion  of  this   A<=t  to  Ireland,  "  J-V*  ^^^^. 

"  means   a.  c<:>nviction  under  the  Summary  }  V^  '. 

is  to  say.    ■vw^it.ix     reference   to  the  Dublin  Me,-,^^54\cfelR  K*S, 
;rirt  the     .ft^cts     regulating   the  duties  of  justi^j^SyjpQlitanTdin* 

of  the  poMoe  for-   such  district,  and  elsewhe^v^.^^^^     ,  ^    ^^jj 
tySessior>s    (.Xreland)  Act,    1851,  and  ^^^  ^'^^V^^  )^^^^ 

SCHEDULES.  ^"""' 

TKE     FIRST   SCHBDUL^^ 

FOItT«S    OF    APFLICATIOlf,   ET^::.^  _^^^ 

[The  Forms  JK.  A.,  A,,  B,  and  C  given  A"-'.  PP-    S-tS'SS  ■ 
ibstituted    for    those  originally  in  tliis  schediile.J 

FORM   D. 
Qkorm    or  PATENT.] 

Seepost,p.<fS-  .(ses.^'**^ 

,       ,.    „  FORM    E.  ^^  .,-»*s^'*** 

[FORM     01.      ArrLICAXtOW     KOR   ^S-GV^-mSW^ 

THE    THIRD     SCHEn"^^ 
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of  valuable  consideration),  and  may  be  enforced  accordingly  by   46  &  47  Vicr. 
the  Secretary  of  State  for  the  time  being.  - — 

(3)  Where  any  such  assignment  has  been  made  to  the 
Secretary  of  State,  he  may  at  any  time  before  the  application 
for  a  patent  for  the  invention,  or  before  publication  of  the 
specification  or  specifications,  certify  to  the  Comptroller  his 
opinion  that,  in  the  interest  of  the  public  service,  the  particulars 
of  the  invention  and  of  the  manner  in  which  it  is  to  be  performed 
should  be  kept  secret 

(4)  If  the  Secretary  of  State  so  certifies,  the  application  and 
specification  or  specifications  with  the  drawings  (if  any),  and 
any  amendment  of  the  specification  or  specifications,  and  any 
copies  of  such  documents  and  drawings,  shall,  instead  of  being 
left  in  the  ordinary  manner  at  the  Patent  Office,  be  delivered  to 
the  Comptroller  in  a  packet  sealed  by  authority  of  the  Secretary 
of  State. 

(5)  Such  packet  shall  until  the  expiration  of  the  term  or 
extended  term  during  which  a  patent  for  the  invention  may  be 
in  force,  be  kept  sealed  by  the  Comptroller,  and  shall  not  be 
opened  save  under  the  authority  of  an  order  of  the  Secretary 
of  State,  or  of  the  Law  Officers. 

(6)  Such  sealed  packet  shall  be  delivered  at  any  time  during 
the  continuance  of  the  patent  to  any  person  authorized  by  writing 
under  the  hand  of  the  Secretary  of  State  to  receive  the  same, 
and  shall  if  returned  to  the  Comptroller  be  again  kept  sealed 
by  him. 

(7)  On  the  expiration  of  the  term  or  extended  term  of  the 
patent,  such  sealed  packet  shall  be  delivered  to  any  person 
authorized  by  writing  under  the  hand  of  the  Secretary  of  State 
to  receive  it. 

(8)  Where  the  Secretary  of  State  certifies  as  aforesaid,  after 
an  application  for  a  patent  has  been  left  at  the  Patent  Office,  but 
before  the  publication  of  the  specification  or  specifications,  the 
application,  specification  or  specifications,  with  the  drawings  (if 
any),  shall  be  forthwith  placed  in  a  packet  sealed  by  authority 
of  the  Comptroller,  and  such  packet  shall  be  subject  to  the  fore- 
going provisions  respecting  a  packet  sealed  by  authority  of  the 
Secretary  of  State. 
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46  ft  47  Vict. 
CS7. 


Definitions 
of  patent, 
patentee,  and 
invention. 


(9)  No  proceeding  by  petition  or  otherwise  shall  lie  for 
revocation  of  a  patent  granted  for  an  invention  in  relation  to 
which  the  Secretary  of  State  has  certified  as  aforesaid. 

(10)  No  copy  of  any  specification  or  other  document  or 
drawing,  by  this  section  required  to  be  placed  in  a  sealed  packet, 
shall  in  any  manner  whatever  be  published  or  open  to  the 
inspection  of  the  public,  but  save  as  in  this  section  otherwise 
directed,  the  provisions  of  this  part  of  this  Act  shall  apply  in 
respect  of  any  invention  and  patent  as  aforesaid. 

(11)  The  Secretary  of  State  may,  at  any  time  by  writing 
under  his  hand,  waive  the  benefit  of  this  section  with  respect  to 
any  particular  invention,  and  the  specifications,  documents  and 
drawings  shall  be  thenceforth  kept  and  dealt  with  in  the  ordinary 
way. 

(12)  The  communication  of  any  invention  for  any  improve- 
ment in  instruments  or  munitions  of  war  to  the  Secretary  of 
State,  or  to  any  person  or  persons  authorized  by  him  to  investi- 
gate the  same  or  the  merits  thereof,  shall  not,  nor  shall  anything 
done  for  the  purposes  of  the  investigation,  be  deemed  use  or 
publication  of  such  invention  so  as  to  prejudice  the  g^rant  or 
validity  of  any  patent  for  the  same. 

Existing  Patents. 
46.  [Provisions  respecting  existing  patents.] 

Definitions. 

46.  In  and  for  the  purposes  of  this  Act — 

"Patent''  means  letters  patent  for  an  invention  ; 

"  Patentee "  means  the  person  for  the  time  being  entitled  to 
the  benefit  of  a  patent ; 

"Invention"  means  any  manner  of  new  manufacture  the 
subject  of  letters  patent  and  grant  of  privil^e  within  section 
six  of  the  Statute  of  Monopolies  (that  is,  the  Act  of  the  twenty- 
first  year  of  the  reign  of  King  James  the  First,  chapter  three, 
intituled  "An  Act  concerning  monopolies  and  dispensations 
with  penal  laws  and  the  forfeiture  thereof  ")f  and  includes  an 
allied  invention. 

In  Scotland  "  injunction  "  means  "  interdict." 
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[Parts  III.  and  /F".,  relating  to  Designs  and  Trade  Marks,   ^  *  47 vicr. 
are  omitted^  not  being  within  the  scope  of  this  work.]  — 

Part  V.— General.  a.d.  1883. 

Patent  Office  and  Proceedings  thereat.  GenebXl. 

82.  (i)  The  Treasury  may  provide  for  the  purposes  of  this  PfttcnToffice. 
Act  an  office  with  all  requisite  buildings  and  conveniences,  which 

shall  be  called,  and  is  in  this  act  referred  to  as,  the  Patent  Office. 

(2)  Until  a  new  Patent  Office  is  provided,  the  offices  of  the 
Commissioners  of  Patents  for  inventions  and  for  the  registration 
of  designs  and  trade-marks  existing  at  the  commencement  of 
this  Act  shall  be  the  Patent  Office  within  the  meaning  of  this 
Act. 

(3)  The  Patent  Office  shall  be  under  the  immediate  control 
of  an  officer  called  the  Comptroller-General  of  Patents,  Designs, 
and  Trade-marks,  who  shall  act  under  the  superintendence  and 
direction  of  the  Board  of  Trade. 

(4)  Any  act  or  thing  directed  to  be  done  by  or  to  the  Comp- 
troller may  ^  ...  be  done  by  or  to  any  officer  for  the  time  being 
in  that  behalf  authorized  by  the  Board  of  Trade. 

83.  (i)  The  Board  of  Trade  may  at  any  time  after  the  passing  officers  and 
of  this  Act,  and  from  time  to  time,  subject  to  the  approval  of    ^^ 

the  Treasury,  appoint  the  Comptroller-General  of  Patents,  Designs, 
and  Trade-marks,  and  so  many  examiners  and  other  officers  and 
clerks,  with  such  designations  and  duties  as  the  Board  of  Trade 
think  fit,  and  may  from  time  to  time  remove  any  of  those  officers 
and  clerks. 

(2)  The  salaries  of  those  officers  and  clerks  shall  be  appointed 
by  the  Board  of  Trade,  with  the  concurrence  of  the  Treasury, 
and  the  same  and  the  other  expenses  of  the  execution  of  this 
Act  shall  be  paid  out  of  the  money  provided  by  Parliament. 

84.  There  shall  be  a  seal  for  the  Patent  office,  and  impres-  Seal  of  Patent 

Office. 

sions  thereof  shall  be  judicially  noticed  and  admitted  in  evidence. 

86.  There  shall  not  be  entered  in  any  register  kept  under  Trust  not  to 
this  Act,  or  be  receivable  by  the  Comptroller,  any  notice  of  any  registers. 
trust  expressed  implied  or  constructive. 

*  Words  omitted  repealed  by  2  Ed.  VII.  c.  34,  s.  4. 


I  Trade    Marks  Act,  1883,  as  respects  P"*^'^^     'sj"'^  Designs, 
^se-ve^n    of  the  same  Act  as  respects  designs,  f"  >;^d  by  »^ 
t  the   e:^liibition  of  an    invention  or  design  a    ^VT"?""'^  "iuie 
cma.<:ional   exhibition,  certified  as  such  by      ^^^^^  ™4»atii  „ 
illnot   i>reJudicetherightsof  the  ''»''="'°^°'i^^^*»^^°°^  °' TlSe, 
bject  to   the  conditions  therein  mentioned.      ^^^C^^netot  tii«^;j 
e  ejchtbitor    must,  before  exhibiting   the   "^         ^"^^^  *^>Ki>.\5.^ 
tide,   or   publishing  a  description  °f  *^  Z*^' ^  d^^^^^O'i,  Aesion 
oiler  the   prescribed  notice  of  his  intention  dk^^^v<-  ft,  T^ 

And  -whereas    it  is  expedient  to  provide         .  ^^^^  5^.     * 
le  said   sections  to  industrial  and   internationaV    ^|\v^^  «J»icD,i, 
ut  of  the  XJnited  Kingdom,  be  it  therefore  ^"^  "^j,^yi5,2«.^^  '1 

It  shall  be   lawful  for  Her  Majesty,  by  0''''%,      »«^rf  ^^  j&Zto» 
ime  to  time    to    declare  that  sections  tbirty'if^     ^^   cre.«o<=«  J^ 
>fthe   I>ate.»ts.   Designs,  and  Trade  Marks  ^co   ^    and    fifty-seve 
those     sections,    shaU  apply  to  any  c^bibitioa  ^^^fj^^-^S^ " 
Order  in   xij^^  manner  as  if  it  were  an  indastna^  ^^  ,-„t.,a^^ai^-' 
exhibition    certified    by  the  Board  of  Tra<J«  aflrf  ca  P"""'f!^f'' 
the  e«Jilt,it„,  shall    be    relieved  from  the  conditions.  =P="         ., 
tha  said  sections,  of  giving  notice  to  the  Comptroller  of  h.s.»^^_ 

to  exhxt.it.   and  shall  be  so  reUeved  either  absolutely  "'     ^„  / 
terms  a.„d  conditions  as  to  Her  Majesty  in  Cooi^cil  r»ay 
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under  this  Act,  or  by  any  entry  made  without  sufficient  cause    46&47V1CT. 
in  any  such  register,  make  such  order  for  making  expunging  or        ^lEl 
varying  the  entry,  as  the  Court  thinks  fit ;  or  the  Court  may 
refuse  the  application  ;  and  in  either  case  may  make  such  order 
with  respect  to  the  costs  of  the  proceedings  as  the  Court  thinks  fit. 

(2)  The  Court  may  in  any  proceeding  under  this  section 
decide  any  question  that  it  may  be  necessary  or  expedient  to 
decide  for  the  rectification  of  a  register,  and  may  direct  an  issue 
to  be  tried  for  the  decision  of  any  question  of  fact,  and  may 
award  damages  to  the  party  aggrieved. 

(3)  Any  order  of  the  Court  rectifying  a  register  shall  direct 
that  due  notice  of  the  rectification  be  given  to  the  Comptroller. 

91.  The  Comptroller  may,  on  request  in  writing  accompanied  Power  for 
by  the  prescribed  fee,—  S'K? " 

(a)  Correct  any  clerical  error  in  or  in  connection  with  an  *^^ri«^  «"<>«• 
application  for  a  patent,  or  for  registration  of  a  design 
or  trade-mark ;  or 

(d)  Correct  any  clerical  error  in  the  name,  style  or  address  of 
the  registered  proprietor  of  a  patent,  design,  or  trade- 
mark. 

(c)  Cancel  the  entry  or  part  of  the  entry  of  a  trade-mark  on 

the  register :  Provided  that  the  applicant  accompanies 
his  request  by  a  statutory  declaration  made  by  himself, 
stating  his  name,  address,  and  calling,  and  that  he  is 
the  person  whose  name  appears  on  the  register  as  the 
proprietor  of  the  said  trade-mark. 

(d)  *  Permit  an  applicant  for  registration  of  a  design  or  trade- 

mark to  amend  his  application  by  omitting  any  particular 
goods  or  classes  of  goods  in  connection  with  which  he  has 
desired  the  design  or  trade-mark  to  be  registered. 
98.  [Alteration  of  registered  mark.] 

98.  If  any  person  makes  or  causes  to  be  made  a  false  entry  Falsification 
in  any  register  kept  under  this  Act,  or  a  writing  falsely  purport-  registers. 
ing  to  be  a  copy  of  an  entry  in  any  such  register,  or  produces 
or  tenders  or  causes  to  be  produced  or  tendered  in  evidence  any 
such  writing,  knowing  the  entry  or  writing  to  be  false,  he  shall 
be  guilty  of  a  misdemeanor. 

1  This  sub-section  is  added  by  51  &  52  Vict.  c.  50,  sect.  24. 
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46  ft  47  Vict.         94.  Where  any  discretionary  power  is  by  this  Act  given  to 

•- — ^'        the  Comptroller,  he  shall  not  exercise  that  power  adversely  to 

diacreUon  by     the  applicant  for  a  patent,  or  for  amendment  of  a  specification, 

^^^       '     or  for  registration  of  a  trade-mark  or  design,  without  (if  so 

required  within  the  prescribed  time  by  the  applicant)  giving  the 

applicant  an  opportunity  of  being  heard  personally  or  by  his 

agent 

Power  of  95.  The  Comptroller  may,  in  any  case  of  doubt  or  difficulty 

ud^directioos   arising  in  the  administration  of  any  of  the  provisions  of  this  Act, 

Qig^  apply  to  either  of  the  Law  Officers  for  directions  in  the  matter. 

Certificate  of  98-  A  Certificate  purporting  to  be  under  the  hand  of  the 

teSSd?^*''   Comptroller   as  to  any  entry,   matter,  or  thing  which    he   is 

authorized  by  this  Act,  or  any  general  rules  made  thereunder, 
to  make  or  do,  shall  htfirimd  facie  evidence  of  the  entry  having 
been  made,  and  of  the  contents  thereof,  and  of  the  matter  or 
thing  having  been  done  or  left  undone. 
AppUcaUons  W«  (i)  Any  application,  notice,  or  other  document  authorized 

^^nouces  by    ^^  required  to  be  left,  made  or  given  at  the  Patent  Office  or  to 

the  Comptroller,  or  to  any  other  person  under  this  Act,  may  be 
sent  by  a  prepaid  letter  through  the  post ;  and  if  so  sent  shall 
be  deemed  to  have  been  left  made  or  given  respectively  at  the 
time  when  the  letter  containing  the  same  would  be  delivered  in 
the  ordinary  course  of  post 

(2)  In  proving  such  service  or  sending,  it  shall  be  sufficient 
to  prove  that  the  letter  was  properly  addressed  and  put  into 
the  post 
Proviaon  as  to        98.  Whenever  the  last  day  fixed  by  this  Act,  or  by  any  rule 

days  for  leav~ 

ing  documents   for  the  time  being  in  force,  for  leaving  any  document  or  paying 
*  °  ^'  any  fee  at  the  Patent  Office  shall  fall  on  Christmas  Day,  Good 

Friday,  or  on  a  Saturday  or  Sunday,  or  any  day  observed  as  a 
holiday  at  the  Bank  of  England,  or  any  day  observed  as  a  day  of 
public  fast  or  thanksgiving,  herein  referred  to  as  excluded  days, 
it  shall  be  lawful  to  leave  such  document  or  to  pay  such  fee  on 
the  day  next  following  such  excluded  day,  or  days  if  two  or  more 
of  them  occur  consecutively. 
Declaration  bj  99.  If  any  person  is,  by  reason  of  infancy  lunacy  or  other 
&cT '  ""*  **^*   inability,  incapable  of  making  any  declaration  or  doing  anything 

required  or  permitted  by  this  Act  or  by  any  rules  made  under  the 
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authority  of  this  Act,  then  the  guardian  or  committee  (if  any)  of  46  &  47  vicr. 
such  incapable  person,  or  if  there  be  none,  any  person  appointed  -^ — ' 
by  any  Court  or  judge  possessing  jurisdiction  in  respect  of  the 
property  of  incapable  persons,  upon  the  petition  of  any  person 
on  behalf  of  such  incapable  person,  or  of  any  other  person  in- 
terested in  the  making  such  declaration  or  doing  such  thing,  may 
make  such  declaration  or  a  declaration  as  nearly  corresponding 
thereto  as  circumstances  permit,  and  do  such  thing  in  the  name 
and  on  behalf  of  such  incapable  person,  and  all  acts  done  by  such 
substitute  shall  for  the  purposes  of  this  Act  be  as  effectual  as  if 
done  by  the  person  for  whom  he  is  substituted. 

100.  Copies  of  all  specifications,  drawings,  and  amendments  Transmission 

of  certified 

left  at  the  Patent  OfSce  after  the  commencement  of  this  Act,  printed  copies 

printed  for  and  sealed  with  the  seal  of  the  Patent  Office,  shall  be  tions.  &c. 

transmitted  to  the  Edinburgh  Museum  of  Science  and  Art,  and 

to  the  Enrolments  Office  of  the  Chancery  Division  in  Ireland,  and 

to  the  Rolls  Office  in  the  Isle  of  Man,  within  twenty-one  days 

after  the  same  shall  respectively  have  been  accepted  or  allowed 

at  the  Patent  Office ;  and  certified  copies  of  or  extracts  from  any 

such  documents  shall  be  given  to  any  person  requiring  the  same 

on  payment  of  the  prescribed  fee ;  and  any  such  copy  or  extract 

shall  be  admitted  in  evidence  in  all  Courts  in  Scotland  and 

Ireland  and  in  the  Isle  of  Man  without  further  proof  or  production 

of  the  originals. 

lOL  (i)  The  Board  of  Trade  may  from  time  to  time  make  Power  for 

,1  11  ,      *  .  *  t  .   1  *.  BoardofTrade 

such  general  rules  and  do  such  thmgs  as  they  thmk  expedient,  to  make 

meral  rules 


subject  to  the  provisions  of  this  Act —  for  classifying 

(a)  For  regulating  the  practice  of  registration  under  this  Act :  ^^tlng 
(d)  For  classifying  goods  for  the  purposes  of  designs  and  pSlmToffice. 
traae-marKs ,  registiation  of 

(c)  For   making  or   requiring   duplicates  of  specifications,  Lji^p^^f^T' 

amendments,  drawings,  and  other  documents  ; 

(d)  For  securing  and  regulating  the  publishing  and  selling  of 

copies,  at  such  prices  and  in  such  manner  as  the  Board 
of  Trade  think  fit,  of  specifications  drawings  amend- 
ments and  other  documents ; 

(e)  For  securing  and  regulating  the  making  printing  pub- 

lishing and  selling  of  indexes  to,  and  abridgments  of. 
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Specifications  and  other  documents  in  the  Patent  Office ; 
and  providing  for  the  inspection  of  indexes  and  abridg- 
ments and  other  documents ; 

(/)  For  regulating  (with  the  approval  of  the  Treasury)  the 
presentation  of  copies  of  Patent  Office  publications  to 
patentees  and  to  public  authorities,  bodies,  and  insti- 
tutions at  home  and  abroad  ; 

{g)  Generally  for  regulating  the  business  of  the  Patent  Office, 
and  all  things  by  this  Act  placed  under  the  direction 
or  control  of  the  Comptroller,  or  of  the  Board  of  Trade. 

(2)  Any  of  the  forms  in  the  First  Schedule  to  this  Act  may 
be  altered  or  amended  by  rules  made  by  the  Board  as  aforesaid. 

(3)  General  rules  may  be  made  under  this  section  at  any 
time  after  the  passing  of  this  Act,  but  not  so  as  to  take  effect 
before  the  commencement  of  this  Act,  and  shall  (subject  as 
hereinafter  mentioned)  be  of  the  same  effect  as  if  they  were 
contained  in  this  Act,  and  shall  be  judicially  noticed. 

(4)  Any  rules  made  in  pursuance  of  this  section  shall  be  laid 
before  both  Houses  of  Parliament,  if  Parliament  be  in  session 
at  the  time  of  making  thereof,  or,  if  not,  then  as  soon  as  practi- 
cable after  the  beginning  of  the  then  next  session  of  Parliament, 
and  they  shall  also  be  advertised  twice  in  the  official  journal  to 
be  issued  by  the  Comptroller. 

(5)  If  either  House  of  Parliament,  within  the  next  forty  da)^ 
after  any  rules  have  been  so  laid  before  such  House,  resolve  that 
such  rules  or  any  of  them  ought  to  be  annulled,  the  same  shall 
after  the  date  of  such  resolution  be  of  no  effect,  without  prejudice 
to  the  validity  of  anything  done  in  the  mean  time  under  such  rules 
or  rule  or  to  the  making  of  any  new  rules  or  rule. 

lOS.  [Annual  reports  of  Comptroller.] 


International 
arrangements 
for  protection 
of  inventions, 
designs,  and 
trade-marks. 


International  and  Colonial  Arrangements. 

103.  (i)  If  Her  Majesty  is  pleased  to  make  any  arrangement 
with  the  Government  or  Governments  of  any  foreign  state  or  states 
for  mutual  protection  of  inventions,  designs,  and  trade-marks,  or 
any  of  them,  then  any  person  who  has  applied  for  protection  for 
any  invention^  design,  or  trade-mark  in  any  such  state,  shall  be 
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entitled  to  a  patent  for  his  invention  or  to  registration  of  his    46*47Vict. 

C»  57* 

design  or  trade-mark  (as  the  case  may  be)  under  this  Act,  in         — 
priority  to  other  applicants  ;  and  such  patent  or  registration  shall 
have  the  same  date  as  the  date  of  the  application  ^  in  such  foreign 
state. 

Provided  that  his  application  *  is  made,  in  the  case  of  a  patent 
within  twelve '  months,  and  in  the  case  of  a  design  or  trade-mark 
within  four  months,  from  his  applying  for  protection  in  the  foreign 
state  with  which  the  arrangement  is  in  force. 

Provided  that  nothing  in  this  section  contained  shall  entitle 
the  patentee  or  proprietor  of  the  design  or  trade-mark  to  recover 
damages  for  infringements  happening  prior  to  the  date  of  the 
actual  acceptance  of  his  complete  specification,  or  the  actual 
registration  of  his  design  or  trade-mark  in  this  country,  as  the 
case  may  be. 

(2)  The  publication  in  the  United  Kingdom,  or  the  Isle  of 
Man  during  the  respective  periods  aforesaid  of  any  description 
of  the  invention,  or  the  use  therein  during  such  periods  of 
the  invention,  or  the  exhibition  or  use  therein  during  such 
periods  of  the  design,  or  the  publication  therein  during  such 
periods  of  a  description  or  representation  of  the  design,  or  the 
use  therein  during  such  periods  of  the  trade-mark,  shall  not  in- 
validate the  patent  which  may  be  granted  for  the  invention,  or 
the  r^istration  of  the  design  or  trade-mark. 

(3)  The  application  for  the  grant  of  a  patent,  or  the  regis- 
tration of  a  design,  or  the  registration  of  a  trade-mark  under  this 
section,  must  be  made  in  the  same  manner  as  an  ordinary 
application  under  this  Act :  Provided  that,  in  the  case  of  trade- 
marks, any  trade-mark  the  registration  of  which  has  been  duly 
applied  for  in  the  country  of  origin  may  be  registered  under 
this  Act. 

(4)  The  provisions  of  this  section  shall  apply  only  in  the  case 
of  those  foreign  states  with  respect  to  which  Her  Majesty  shall 
from  time  to  time  by   Order  in  Council  declare  them  to  be 

^  As  amended  by  48  &  49  Vict.  c.  63,  sect  6,  post,  p.  516. 

*  That  is  an  application  to  come  mider  the  provisions  of  this  section :  British  Tanning 
Co.  V.  Groth,  8  R.  P.  C.  laa ;  Acetylene  Illuminating  Co,  v.  Un,  Alkali  Co,,  so  R.  P.  C. 
167.    It  must  be  accompanied  by  a  complete  specification,    i  Ed.  VII.  c.  x8,  sect.  i. 

*  As  amended  by  x  Ed.  VII.  c.  z8,  sect  i. 
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Provision  for 
colonies  and 
India. 


applicable,  and  so  long  only  in  the  case  of  each  state  as  the  Order 
in  Council  shall  continue  in  force  with  respect  to  that  state. 

104.  (i)  Where  it  is  made  to  appear  to  Her  Majesty  that  the 
l^islature  of  any  British  possession  has  made  satisfactory  pro- 
vision for  the  protection  of  inventions^  designs,  and  trade-marks, 
patented  or  registered  in  this  country,  it  shall  be  lawful  for  Her 
Majesty  from  time  to  time,  by  Order  in  Council,  to  apply  the 
provisions  of  the  last  preceding  section,  with  such  variations  or 
additions,  if  any,  as  to  Her  Majesty  in  Council  may  seem  fit,  to 
such  British  possession. 

(2)  An  Order  in  Council  under  this  Act  shall,  from  a  date  to 
be  mentioned  for  the  purpose  in  the  Order,  take  effect  as  if  its 
provisions  had  been  contained  in  this  Act ;  but  it  shall  be  lawful 
for  Her  Majesty  in  Council  to  revoke  any  Order  in  Council 
made  under  this  Act 


Offences. 

Penalty  on  106.  (i)  Any  person  who  represents  that  any  article  sold  by 

senUng^art^es  him  is  a  patented  article,  when  no  patent  has  been  g^ranted  for 
to  be  patent   .  ^^  same,  or  describes  any  design  or  trade-mark  applied  to  any 

article  sold  by  him  as  registered  which  is  not  so,  shall  be  liable 
for  every  offence  on  summary  conviction  to  a  fine  not  exceeding 
five  pounds. 

(2)  A  person  shall  be  deemed,  for  the  purposes  of  this  enact- 
ment, to  represent  that  an  article  is  patented  or  a  design  or  a 
trade-mark  is  roistered,  if  he  sells  the  article  with  the  word 
"patent,"  "  patented,"  "  registered,"  or  any  word  or  words  express- 
ing or  implying  that  a  patent  or  registration  has  been  obtained 
for  the  article  stamped,  engraved,  or  impressed  on,  or  otherwise 
applied  to,  the  article. 

106.  [Penalty  on  unauthorized  assumption  of  Royal  arms.] 


Saving  for 
Courts  in 
Scotland. 


Scotland^  Ireland,  &c. 

107.  In  any  action  for  infringement  of  a  patent  in  Scotland 
the  provisions  of  this  Act,  with  respect  to  calling  in  the  aid  of  an 
assessor,  shall  apply,  and  the  action  shall  be  tried  without  a  jury, 
unless  the  Court  shall  otherwise  direct,  but  otherwise  nothing  shall 
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affect  the  jurisdiction  and  forms  of  process  of  the  Courts  in  Scot-        ^'57- 
land  in  such  an  action  or  in  any  action  or  proceeding  respecting 
a  patent  hitherto  competent  to  those  Courts. 

For  the  purposes  of  this  section  "  Court  of  Appeal "  shall  mean 
any  Court  to  which  such  action  is  appealed. 

108.  In  Scotland  any  offence  under  this  Act  declared  to  be  Summary 

^  proceedings 

punishable  on  summary  conviction  may  be  prosecuted  in  the  m  Scotland. 
Sheriff  Court. 

109.  (i)  Proceedings  in  Scotland  for  revocation  of  a  patent  Proceedings 

-  ,  r       %        '  «.  f  for  revocation 

shall  be  in  the  form  of  an  action  of  reduction  at  the  instance  of  of  patent  in 
the  Lord  Advocate,  or  at  the  instance  of  a  party  having  interest 
with  his  concurrence,  which  concurrence  may  be  given  on  just 
cause  shown  only. 

(2)  Service  of  all  writs  and  summonses  in  that  action  shall  be 
made  according  to  the  forms  and  practice  existing  at  the  com- 
mencement of  this  Act 

110.  All  parties  shall,  notwithstanding  aniyihing  in  this  Act.  Reservation 

'^  .  r  r  of  remedies 

have  in  Ireland  their  remedies  under  or  m  respect  of  a  patent  as  in  ireUnd. 
if  the  same  had  been  granted  to  extend  to  Ireland  only. 

lU.  (i)  The  provisions  of  this  Act  conferring  a  special  juris-  General 
diction  on  the  Court  as  defined  by  this  Act,  shall  not,  except  so  l^s^ction 
far  as  the  jurisdiction  extends,  affect  the  jurisdiction  of  any  Court  °^^®"^*^' 
in  Scotland  or  Ireland  in  any  proceedings  relating  to  patents  or 
to  designs  or  to  trade-marks ;  and  with  reference  to  any  such 
proceedings  in  Scotland,  the  term  ''  the  Court "  shall  mean  any 
Lord  Ordinary  of  the  Court  of  Session,  and  the  term  "  Court  of 
Appeal "  shall  mean  either  Division  of  the  said  Court ;  and  with 
reference  to  any  such  proceedings  in  Ireland,  the  terms  "the 
Court "  and  "  the  Court  of  Appeal "  respectively  mean  the  High 
Court  of  Justice  in  Ireland  and  Her  Majesty's  Court  of  Appeal 
in  Ireland. 

(2)  If  any  rectification  of  a  register  under  this  Act  is  required 
in  pursuance  of  any  proceeding  in  a  Court  in  Scotland  or  Ireland, 
a  copy  of  the  order,  decree,  or  other  authority  for  the  rectification, 
shall  be  served  on  the  Comptroller,  and  he  shall  rectify  the  register 
accordingly. 

112.  This  Act  shall  extend  to  the  Isle  of  Man,  and —  isieofMan. 

(i)  Nothing  in  this  Act  shall  affect  the  jurisdiction  of  the 
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46  &  47  Vict.  Courts  in  the  Isle  of  Man,  in  proceedings  for  infringement  or  in 
—  any  action  or  proceeding  respecting  a  patent,  design,  or  trade- 
mark  competent  to  those  Courts  ; 

(a)  The  punishment  for  a  misdemeanor  under  this  Act  in 
the  Isle  of  Man  shall  be  imprisonment  for  any  term  not  exceed- 
ing two  years,  with  or  without  hard  labour,  and  with  or  without 
a  fine  not  exceeding  one  hundred  pounds,  at  the  discretion  of 
the  Court; 

(3)  Any  offence  under  this  Act  committed  in  the  Isle  of  Man 
which  would  in  England  be  punishable  on  summary  conviction 
may  be  prosecuted,  and  any  fine  in  respect  thereof  recovered  at 
the  instance  of  any  person  aggrieved,  in  the  manner  in  which 
offences  punishable  on  summary  .conviction  may  for  the  time 
being  be  prosecuted. 


Repeal^  Transitional  Provisions^  Savings, 

Repeal  and  113.  The  enactments  described  in  the  Third  Schedule  to 

^t^optfation   this  Act  are  hereby  repealed.      But  this  repeal  of  enactments 

ofrepoJed  ^%    n        . 

enactmcnts,&c.    Shall  not — 

{a)  Affect  the  past  operation  of  any  of  those  enactments,  or 
any  patent  or  copyright  or  right  to  use  a  trade-mark 
granted  or  acquired,  or  application  pending,  or  ap- 
pointment made,  or  compensation  granted,  or  order  or 
direction  made  or  given,  or  right,  privilege,  obligation, 
or  liability  acquired,  accrued,  or  incurred,  or  anything 
duly  done  or  suffered  under  or  by  any  of  those  enact- 
ments before  or  at  the  commencement  of  this  Act ;  or 

(b)  Interfere  with  the  institution  or  prosecution  of  any  action 
or  proceeding,  civil  or^criminal,  in  respect  thereof,  and 
any  such  proceeding  may  be  carried  on  as  if  this  Act 
had  not  been  passed ;  or 

{c)  Take  away  or  abridge  any  protection  or  benefit  in  relation 
to  any  such  action  or  proceeding. 
Fonner  114.  (i)  The  registers  of  patents  and  of  proprietors  kept 

reg^ters  to 

be  deemed        under  any  enactment  repealed  by  this  Act  shall  respectively  be 

continued.  ,  ,  ^    ,  ,       ,  i  .  j.  « 

deemed  parts  of  the  same  book  as  the  register  of  patents  kept 
under  this  Act. 
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(2)  The  registers  of  designs  and  of  trade-marks  kept  under   46  &  47  vict. 
any  enactment  repealed  by  this  Act  shall  respectively  be  deemed         - — ^^ 
parts  of  the  same  book  as  the  register  of  designs  and  the  register 
of  trade-marks  kept  under  this  Act. 

116.  All  general  rules  made  by  the  Lord  Chancellor  or  by  saving  for 

1         A         existing 

any  other  authority  under  any  enactment  repealed  by  this  Act,  rules. 
and  in  force  at  the  commencement  of  this  Act,  may  at  any  time 
after  the  passing  of  this  Act  be  repealed  altered  or  amended  by 
the  Board  of  Trade,  as  if  they  had  been  made  by  the^Board 
under  this  Act,  but  so  that  no  such  repeal  alteration  or  amend- 
ment shall  take  effect  before  the  commencement  of  this  Act ; 
and,  subject  as  aforesaid,  such  general  rules  shall,  so  far  as  they 
are  consistent  with  and  are  not  superseded  by  this  Act,  con- 
tinue in  force  as  if  they  had  been  made  by  the  Board  of  Trade 
under  this  Act. 

116.  Nothing  in  this  Act  shall  take  away  abridge  or  preju-  Saving  for 
dicially  affect  the  prerogative  of  the  Crown  in  relation  to  the 
granting  of  any  letters  patent  or  to  the  withholding  of  a  grant 
thereof. 

General  Definitions. 

117.  (i)  In  and  for  the  purposes  of  this  Act,  unless  the  con-  General 

definitions. 

text  otherwise  requires, — 

"  Person  "  includes  a  body  corporate  ; 

"  The  Court "  means  (subject  to  the  provisions  for  Scotland, 
Ireland,  and  the  Isle  of  Man)  Her  Majesty's  High  Court  of 
Justice  in  England ; 

"Law  Officer"  means  Her  Majesty's  Attorney-General  or 
Solicitor-General  for  England ; 

"  The  Treasury  "  means  thef  Commissioners  of  Her  Majesty's 
Treasury ; 

"  Comptroller  **  means  the  Comptroller-General  of  Patents, 
Designs,  and  Trade-marks  ; 

"  Prescribed  "  means  prescribed  by  any  of  the  Schedules  to 
this  Act,  or  by  general  rules  under  or  within  the  meaning  of 
this  Act ; 

"  British  possession "  means  any  territory  or  place  situate 
within  Her  Majesty's  dominions,  and  not  being  or  forming  part 

2  L 
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46  *  47  Vict,  ©f  the  United  Kingdom,  or  of  the  Channel  Islands,  or  of  the 
—  Isle  of  Man,  and  all  territories  and  places  under  one  legislature, 
as  hereinafter  defined,  are  deemed  to  be  one  British  possession 
for  the  purposes  of  this  Act ; 

"  Legislature  "  includes  any  person  or  persons  who  exercise 
legislative  authority  in  the  British  possession ;  and  where  there 
are  local  legislatures  as  well  as  a  central  legislature,  means  the 
central  legislature  only. 

In  the  application  of  this  Act  to  Ireland,  "  summary  convic- 
tion "  means  a  conviction  under  the  Summary  Jurisdiction  Acts, 
that  is  to  say,  with  reference  to  the  Dublin  Metropolitan  Police 
District  the  Acts  regulating  the  duties  of  justices  of  the  peace 
and  of  the  police  for  such  district,  and  elsewhere  in  Ireland  the 
Petty  Sessions  (Ireland)  Act,  185 1,  and  any  Act  amending  it 

SCHEDULES. 
THE   FIRST  SCHEDULE. 

FORMS  OF  APPLICATION,   ETC. 

[The  Forms  A,  A„  A,,  B,  and  C  given  post,  pp.  S45-551,  are 
substituted  for  those  originally  in  this  schedule.] 

FORM   D. 
[form  of  patent.] 
See  post,  fi.  569. 

FORM  E. 
[form  of  application  for  registration  of  design.] 

FORM   F. 
[form  of  application  for  registration  of  trade-mark.] 

THE    SECOND  SCHEDULE. 
fees  on  instruments  for  obtaining  patents  and 

RENEWAL. 

[Fees  substituted  by  the  Patents  Rules,  1903,  are  set  out  post,  p,  542.] 

THE   THIRD    SCHEDULE. 

[enactments  REPEALED.] 
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THE   PATENTS,   DESIGNS,  AND  TRADE   MARKS 

(AMENDMENT)   ACT,  1885. 

(48  &  49  Vict.  c.  63.) 

An  Act  to  amend  the  Patents,  Designs,  and  Trade  Marks  Act,      a.d.  1885. 

1883.  [14/A  August,  1885.] 

Be  it  enacted,  &c. 

1.  This  Act  shall  be  construed  as  one  with  the  Patents,  Construction 
Designs,  and  Trade  Marks  Act,  1883  (in  this  Act  referred  to  as  *°  *  °*^   *    ' 
the  principal  Act). 

This  Act  may  be  cited  as  the  Patents,  Designs,  and  Trade 
Marks  (Amendment)  Act,  1885,  and  this  Act  and  the  principal 
Act  may  be  cited  tc^ether  as  the  Patents,  Designs,  and  Trade 
Marks  Acts,  1883  and  1885. 

8.  Whereas  sub-section  two  of  section  five  of  the  principal  Act  Amendment 
requires  a  declaration  to  be  made  by  an  applicant  for  a  patent  to  46  &  47  v?ct. 
the  effect  in  that  sub-section  mentioned,  and  doubts  have  arisen  ^  ^^' 
as  to  the  nature  of  that  declaration,  and   it  is  expedient  to 
remove  such  doubts :  Be  it  therefore  enacted  that : 

The  declaration  mentioned  in  sub-section  two  of  section  five 
of  the  principal  Act  may  be  either  a  statutory  declaration  under 
the  Statutory  Declarations  Act,  1835  (5  &  6  W.  4,  c.  62),  or  not, 
as  may  be  from  time  to  time  prescribed. 

8.  Whereas  under  the  principal  Act,  a  complete  specification  Amendment 
is  required  (by  section  eight)  to  be  left  nine^  months,  and  (by  andia'of' 
section  nine)  to  be  accepted  within  twelve  months,  from  the  date  c.  57. 
of  application,  and  a  patent  is  required  by  section  twelve  to  be 
sealed  within  fifteen  months  from  the  date  of  application,  and  it 
is  expedient  to  empower  the  Comptroller  to  extend  in  certain 
cases  the  said  times :  Be  it  therefore  enacted  as  follows : 

^  This  period  is  now  six  months  by  3  Ed.  VII.  c.  34,  sect.  i. 
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48  ft  49  Vict.         A  complete  specification  may  be  left  and  accepted  within 

C  6^ 

J —         such  extended  times,  not  exceeding  one  month  and  three  montfas 
respectively  after  the  said  nine^  and  twelve  months  respectively 
as  the  Comptroller  may  on  payment  of  the  prescribed  fee  allow, 
and  where  such  extension  of  time  has  been  allowed,  a  (uitber 
extension  of  four  months  after  the  said  fifteen  months  shall  be 
allowed  for  the  sealing  of  the  patent ;  and  the  principal  Act 
shall  have  effect  as  if  any  time  so  allowed  were  added  to  the 
said  periods  specified  in  the  principal  Act. 
Specifications.         4.  Where  an  application  for  a  patent  has  been  abandoned,  or 
pubUshed         become  void,  the  specification  or  specifications  and  drawings  (if 
UoQMceptM!    any)  accompanying  or  left  in  connection  with  such  application, 

shall  not  at  any  time  be  open  to  public  inspection  or  be  published 
by  the  Comptroller. 
Power  to  grant        5.  Whereas  doubts  have  arisen  whether  under  the  principal 

patents  to 

several  persons  Act  a  patent  may  lawfully  be  granted  to  several  persons  jointly, 

some  or  one  of  whom  only  are  or  is  the  true  and  first  inventors 

or  inventor ;  be  it  therefore  enacted  and  declared  that  it  has  been 

and  is  lawful  under  the  principal  Act  to  grant  such  a  patent. 

Amendment  6.  In  sub-section  oue  of  section  one  hundred  and  three  of  the 

46&*47  Vwt'    principal  Act,  the  words  "date  of  the  application"  shall  be  sub- 

c-  57.  stituted  for  the  words  "  date  of  the  protection  obtained." 

>  This  period  is  now  six  months  by  a  Edw.'  VII.  c.  34,  sect  i. 
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THE  PATENTS  ACT,  1886. 
(49  &  so  Vict.  c.  37). 

An  Act  to  remove  certain  doubts  respecting  the  construction  oi      a.d.  x886. 
the  Patents,  Designs,  and  Trade  Marks  Act,  1883,  so  far  as 
respects  the  drawings  by  which  specifications  are  required 
to  be  accompanied,  and  as  respects  exhibitions. 

[2S/A  yune,  1886.] 

Whereas  by  section  five  of  the  Patents,  Designs,  and  Trade  46&47Vict. 
Marks  Act,  1883,  specifications,  whether  provisfonal  or  complete, 
must'  be  accompanied  by  drawings  if  required,  and  doubts  have 
arisen  as  to  whether  it  is  sufficient  that  a  complete  specification 
refers  to  the  drawings  by  which  the  provisional  specification  was 
accompanied,  and  it  is  expedient  to  remove  such  doubts : 

Be  it  therefore  enacted,  &c. 

1  This  Act  may  be  cited  as  the  Patents  Act,  1886,  and  shall  Short  title  and 

"^  construction. 

be  construed  as  one  with  the  Patents,  Designs,  and  Trade  Marks 
Acts,  1883  (46  &  47  Vict,  c:  57)  and  1885  (48  &  49  Vict.  c.  63), 
and,  together  with  those  Acts,  may  be  cited  as  the  Patents, 
Designs,  and  Trade  Marks  Acts,  1883  to  1886. 

8.  The  requirement  of  sub-section  four  of  section  five  of  the  T^e  same 

''  drawings  may 

Patents,  Designs,  and  Trade  Marks  Act,  1883,  as  to  drawings  accompany 

both  specifica- 

shall  not  be  deemed  to  be  insufficiently  complied  with  by  reason  tions. 
only  that  instead  of  being  accompanied  by  drawings  the  complete 
specification  refers  to  the  drawings  which  accompanied  the  pro- 
visional specification.  And  no  patent  heretofore  sealed  shall  be 
invalid  by  reason  only  that  the  complete  specification  was  not 
accompanied  by  drawings  but  referred  to  those  which  accom- 
panied the  provisional  specification. 
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49  &  50  Vict. 
C.37. 

Protection 
of  patents 
and  designs 
exhibited  at 
international 
exhibitions. 


3.  Whereas  by  section  thirty-nine  of  the  Patents,  Designs, 
and  Trade  Marks  Act,  1883,  as  respects  patents,  and  by  section 
fifty-seven  of  the  same  Act  as  respects  designs,  provision  is  made 
that  the  exhibition  of  an  invention  or  design  at  an  industrial  or 
international  exhibition,  certified  as  such  by  the  Board  of  Trade, 
shall  not  prejudice  the  rights  of  the  inventor  or  proprietor  thereof, 
.subject  to  the  conditions  therein  mentioned,  one  of  which  is  that 
the  exhibitor  must,  before  exhibiting  the  invention,  design,  or 
article,  or  publishing  a  description  of  the  design,  give  the  Comp- 
troller the  prescribed  notice  of  his  intention  to  do  so : 

And  whereas  it  is  expedient  to  provide  for  the  extension  of 
the  said  sections  to  industrial  and  international  exhibitions  held 
out  of  the  United  Kingdom,  be  it  therefore  enacted  as  follows : 

It  shall  be  lawful  for  Her  Majesty,  by  Order  in  Council,  from 
time  to  time  to  declare  that  sections  thirty-nine  and  fifty-seven 
of  the  Patents,  Designs,  and  Trade  Marks  Act,  1883,  or  either  of 
those  sections,  shall  apply  to  any  exhibition  mentioned  in  the 
Order  in  like  manner  as  if  it  were  an  industrial  or  international 
exhibition  certified  by  the  Board  of  Trade,  and  to  provide  that 
the  exhibitor  shall  be  relieved  from  the  conditions,  specified  in 
the  said  sections,  of  giving  notice  to  the  Comptroller  of  his  intention 
to  exhibit,  and  shall  be  so  relieved  either  absolutely  or  upon  such 
terms  and  conditions  as  to  Her  Majesty  in  Council  may  seem  fit 
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PATENTS,  DESIGNS,  AND  TRADE  MARKS  ACT,  1888. 

(51  &  52  Vict.  c.  50.) 

An  Act  to  amend  the  Patents,  Designs,  and  Trade  Marks  Act,      a.d.  1888. 

1883.  [24/A  Dec,  1888.] 

Whereas  it  is  expedient,  &c. 
Be  it  therefore  enacted,  &c. 

1. — (i)  After  the  ist  day  of  July,  1889,  a  person  shall  not  Register  of 
be  entitled  to  describe  himself  as  a  patent  agent,  whether  by  ^  °  ^*° 
advertisement,  by  description  on  his  place  of  business,  by  any 
document  issued  by  him,  or  otherwise,  unless  he  is  registered  as 
a  patent  agent  in  pursuance  of  this  Act. 

(2)  The  Board  pf  Trade  shall,  .as  soon  as  may  be  after  the 
passing  of  this  Act,  and  may  from  time  to  time,  make  such 
general  rules  as  are  in  the  opinion  of  the  Board  required  for 
giving  effect  to  this  section,  and  the  provisions  of  section  loi  of 
the  principal  Act  shall  apply  to  all  rules  so  made  as  if  they  were 
made  in  pursuance  of  that  section. 

(3)  Provided  that  every  person  who  proves  to  the  satisfaction 
of  the  Board  of  Trade  that  prior  to  the  passing  of  this  Act  he  had 
been  bond  fide  practising  as  a  patent  agent  shall  be  entitled  to  be 
registered  as  a  patent  agent  in  pursuance  of  this  Act. 

(4)  If  any  person  knowingly  describes  himself  as  a  patent 
agent  in  contravention  of  this  section  he  shall  be  liable  on  sum- 
mary conviction  to  a  fine  not  exceeding  ;£'20. 

(5)  In  this  section  "  patent  agent "  means  exclusively  an  agent 
for  obtaining  patents  in  the  United  Kingdom. 

2.  For  section  seven  of  the  principal  Act  the  following  section  Amendments 

of  46  &  47 

shall  be  substituted,  namely : —  vict.  c  57, 

S    7    ftH  to 

{The  substituted  section  is  inserted  ante,  p.  487.)  applications. 
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SI  &  $2  Vict. 
c  sa 

s.  9,  as  to 

disclosure  of 
reports  of 
examiners. 

s.  II,  as  to 

opposition 
to  grant  of 
patent. 


s.  87,  as  to 
entiV  of  assign- 
ments, &c. 


s.  88,  as  to 
inspection. 


s.  90,  as  to 

rectification 
of  register. 


s.  91,  as  to 
correction  of 
errors. 


Construction 
of  principal 
Act 


3.  In  sub-section  five  of  section  nine  of  the  principal  Act  the 
words  "other  than  an  appeal  to  the  Law  Officer  under  this  Act" 
shall  be  omitted. 

4.  In  sub-section  one  of  section  eleven  of  the  principal  Act  the 
words  from  "or  on  the  ground  of  an  examiner"  to  "a  previous 
application/'  both  inclusive,  shall  be  omitted,  and  there  shall  be 
added  in  lieu  thereof  the  following  words,  namely : — 

(  TAe  substituted  words  are  inserted  ante,  p.  489.) 

6.  For  sub-section  ten  of  section  eighteen  of  the  prindpal  Act 
the  following  sub-section  shall  be  substituted,  namely  : — 

(The  substituted sub'Sectian  is  inserted ante^p,  492.) 

\Sections  six  to  twenty  relating  to  Design  and  Trade  Marks 
are  omitted^ 

SI.  In  section  eighty-seven  of  the  principal  Act,  after  the  words 
"  subject  to,"  shall  be  added  the  words  "  the  provisions  of  this  Act 
and  to." 

{Inserted  ante,  p,  504.) 

82.  In  section  eighty-eight  of  the  principal  Act,  after  the  words 
"  subject  to,"  shall  be  added  the  words  "  the  provisions  of  this  Act 
and  to." 

{Inserted  ante]  p,  504.) 

23.  In  section  ninety  of  the  principal  Act,  after  the  words  ''of 
the  name  of  any  person,"  shall  be  added  the  words  ''or  of  any 
other  particulars." 

{Inserted  ante,  p.  504). 

24.  To  section  ninety-one  of  the  principal  Act  the  following 
sub-section  shall  be  added  ;  namely, 

"  (d)  Permit  an  applicant  for  registration  of  a  design  or  trade- 
mark to  amend  his  application  by  omitting  any  par- 
ticular goods  or  classes  of  goods  in  connection  with 
which  he  has  desired  the  design  or  trade-mark  to  be 
registered." . 

{Inserted  ante,  p.  505.) 

25.  [Proceedings  of  Board  of  Trade.] 

26.  [Jurisdiction  of  Lancashire  Palatine  Court  as  to  Trade 
Marks.] 

27.  The  principal  Act  shall,  as  from  the  commencement  of 
this  Act,  take  effect  subject  to  the  additions,  omissions,  and 
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substitutions  required  by  this  Act,  but  nothing  in  this  Act  shall  51  &  5a  Vict. 
affect  the  validity  of  any  act  done,  right  acquired,  or  liability         — 
incurred  before  the  commencement  of  this  Act. 

28.  This  Act  shall,  except  so  far  as  is  by  this  Act  otherwise  Commence- 

•   11  '11  1  '    .  .•  A^x.      mentofAct. 

specially  provided,  commence  and  come  into  operation  on  the 
first  day  of  January,  one  thousand  eight  hundred  and  eighty-nine. 

29.  This  Act  may  be  cited  as  the  Patents,  Designs,  and  Trade  Short  title. 
Marks  Act,  i888»  and  this  Act  and  the  Patents,  Designs,  and  Trade 
Marks  Act,  1883  to  1886,  may  be  cited  collectively  as  the  Patents, 
Designs,  and  Trade  Marks  Acts,  1883  to  1888. 
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THE  PATENTS  ACT,  1901. 
(I  Ed.  VII.  c  18.) 

4 

A.D.  1901.     An  Act    to  amend  the  law  with  reference  to  International 

Arrangements  for  Patents.  [17/A  Au^.^  1901.] 

Be  it  enacted,  &a 
International  1.  (i)  In  the  first  proviso  to  sub-section  one  of  section  103  of 

arrangements,    ^^  Patents,  Designs,  and  Trade  Marks  Act,  1883,  [46  &  47  Vict 

c  57]  (which  section  relates  to  the  time  for  making  applications 
for  protection  under  International  arrangements),  the  words 
"twelve  months"  shall  be  substituted  for  the  words  ''seven 
months/' 

(2)  An  application  under  that  section  shall  be  accompanied 

by  a  complete  specification,  which,  if  it  be  not  accepted  within 

the  period  of  twelve  months,  shall,  with  .the  drawings  (if  any),  be 

open  to  pubhc  inspection  at  the  expiration  of  that  period. 

Short  title,  &c,         2. — (i)  This  Act  may  be  cited  as  the  Patents  Act,  iQCi^and 

may  be  cited  and  shall  be  construed  as  one  with  the  Patents, 
Designs,  and  Trade  Marks  Acts,  1880  to  1888. 

(2)  This  Act  shall  come  into  operation  on  the  ist  day  of 
January,  1902. 
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THE  PATENTS  ACT,  1902. 

(2  Ed,  VII.  c.  34.) 

Be  it  enacted,  &c  a.d.  190a. 

1. — (i)  Where  an  application  for  a  patent  has  been  made  and  ExaminaUon 

«  /•  -         -  f,  t_       of  previous 

a  complete  specification  has  been  deposited  by  the  applicant,  the  specifications 
examiner  shall  forthwith,  in  addition  to  the  inquiries  which  he  is  Kingdom  on 
directed  to  make  by  the  Patents,  Designs,  and  Trade  Marks  Act,  S^'pScnuf 
1883,  [46  &  47  Vict.  c.  57]  (in  this  Act  referred  to  as  the  principal 
Act),  make  a  further  investigation  for  the  purpose  of  ascertaining 
whether  the  invention  claimed  has  been  wholly  or  in  part  claimed 
or  described  in  any  specification  (other  than  a  provisional  specifi- 
cation not  followed  by  a  complete  specification)  published  before 
the  date  of  the  application,  and  deposited  pursuant  to  any  appli- 
cation for  a  patent  made  in  the  United  Kingdom  within  fifty 
years  next  before  the  date  of  the  application. 

(2)  If  on  investigation  it  appears  that  the  invention  has  been 
wholly  or  in  part  claimed  or  described  in  any  such  specification, 
the  applicant  shall  be  informed  thereof,  and  the  applicant  may,  • 
within  such  time  as  may  be  prescribed,  amend  his  specification, 
and  the  amended  specification  shall  be  investigated  in  like  manner 
as  the  original  specification. 

(3)  The  examiner  shall  report  to  the  Comptroller  the  result  of 
his  investigations  in  such  manner  as  the  Board  of  Trade  may 
direct 

(4)  The  provisions  of  sub-section  five  of  section  nine  of  the 
principal  Act,  as  amended  by  any  subsequent  enactment,  shall 
apply  to  reports  under  this  section. 

(5)  If  the  Comptroller  is  satisfied  that  no  objection  exists  to 
the  specification  on  the  ground  that  the  invention  claimed  thereby 
has  been  wholly  or  in  part  claimed  or  described  in  a  previous 
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3  Ed.  VII.     specificatioii  as  before  mentioned,  he  shall,  in  the  absence  of  any 
—         other  lawful  ground  of  objectiou,  accept  the  spedficatioiL 

(6)  If  the  Comptroller  is  not  so  satisfied,  he  shall,  after  hearing 
the  applicant,  and  unless  the  objecticm  be  removed  by  amending 
the  specification  to  the  satisfaction  of  the  Comptroller,  determine 
whether  a  reference  to  any,  and,  if  so,  what,  prior  specifications 
ought  to  be  made  in  the  specification  by  way  of  notice  to  the 
public. 

(7)  An  appeal  shall  lie  from  the  decision  of  the  Comptroller 
under  this  section  to  the  Law  Officer. 

(8)  Section  eight  of  the  principal  Act  [46  &  47  VicL  c  57] 
and  section  three  of  the  Patents,  Designs,  and  Trade  Marks 
(Amendment)  Act,  1885  [48  &  49  Vict  c.  63J  (which  regulate 
the  time  for  depositing  a  complete  specification),  ^all  have  effect 
as  if  references  therein  to  the  period  of  nine  months  were  refer- 
ences to  the  period  of  six  months. 

(9)  The  investigations  and  reports  required  by  this  section 
shall  npt  be  held  in  any  way  to  guarantee  the  validity  of  any 
patent,  and  no  liability  shall  be  incurred  by  the  Board  of  Trade 
or  any  officer  thereof  by  reason  of,  or  in  connection  with,  any 
such  investigation  or  report,  or  any  proceeding  consequent 
thereon. 

(10)  The  Board  of  Trade,  with  the  sanction  of  the  Treasuiy, 
may  prescribe  an  additional  fee  not  exceeding  one  pound  in 
respect  of  the  investigation  mentioned  in  this*section,  which  shall 
be  payable  on  the  sealing  of  the  patent 

(11)  This  section  shall  come  into  operation  at  such  date  as 
the  Board  of  Trade  may  by  order  direct,  and  shall  apply  only  to 
applications  made  after  that  date,  and  the  order  shall  be  laid 
before  both  Houses  of  Parliament 

Limitation  as  2.  An  invention  covered  by  any  patent  granted  on  an  applica- 

to  anticipatioo. 

tion  to  which  section  one  of  this  Act  applies  shall  not  be  deemed 
to  have  been  anticipated  by  reason  only  of  its  publication  in  a 
specification  deposited  pursuant  to  an  application  made  in  the 
United  Kingdom  not  less  than  fifty  years  before  the  date  of  the 
application  for  a  patent  therefor,  or  of  its  publication  in  a 
provisional  specification  of  any  date  not  followed  by  a  complete 
specification. 
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3.  [Amendment  of   law   relating    to   compulsory   licences,      a  ed.  vii. 
Omitted:]  — 

4.  In  sub-section  four  of  section  eighty-two  of  the  principal  Performance 
Act^  (which  relates  to  the  performance  of  the   duties  of  the  troUer's  duties. 
Comptroller  by  other  officers  under  the  direction  of  the  Board  of 

Trade)  the  words  "in  his  absence"  shall  be  repealed. 

5.  This  Act  may  be  cited  as  the  Patents  Act,  1902,  and  may  Short  title 
be  cited  and  shall  be  construed  as  one  with  the  Patents,  Designs,  tion. 
and  Trade  Marks  Acts,  1883  to  1901. 

*  Ante^  p.  503. 
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By  virtue  of  the  provisions  of  the  Patents,  Designs,  and  Trade 
Marks  Acts,  1883  to  1902,  the  Board  of  Trade  do  hereby  make 
the  following  Rules  : — ^ 

Short  Title. 

Short  title.  I.  These  Rules  may  be  cited  as  the  Patents  Rules,  1903. 

Commencement. 

Commence-  ^*  These  Rules  shall  come  into  operation  from  and  imme- 

mcnt.  diately  after  the  12th  day  of  January,  1903. 

Interpretation. 

interpreution.         3*  In  the  construction  of  these  Rules — 

"  United  Kingdom  "  includes  the  Isle  of  Man  ; 

**  Foreign  Application  **  means  an  application  by  any  person 
for  protection  of  his  invention  in  a  Foreign  State  or  British 
Possession  to  which  by  any  Order  in  Council  for  the  time  being 
in  force  the  provisions  of  section  103  of  the  Act  of  1883  ^ 
amended  by  any  subsequent  Act  have  been  declared  applicable ; 

**  Convention  Application "  means  an  application  in  the 
United  Kingdom  under  the  provisions  of  section  103  of  the 
Act  of  1883  as  amended  by  any  subsequent  Act 

Save  as  aforesaid  any  words  herein  used  defined  by  the  said 
Acts  shall  have  the  meanings  thereby  assigned  to  them 
respectively. 

Fees. 

First  Schedule.        4.  The  fees  to  be  paid  under  the  said  Acts  shall  be  those 

specified  in  the  list  of  fees  in  the  First  Schedule  to  these  Rules. 

1  Those  dealing  with  matters  outside  the  scope  of  this  work  {i.e.  rules  69-75)  ar 
omitted. 
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Forms.  patents 

Rules,  1903. 

5.  The  Forms  contained   in   the   Second  Schedule  to  these  sccon~ 
Rules  may,  as  far  as  they  are  applicable,  be  used  in  any  pro-  Schedule, 
ceedings  under  the  said  Acts  or  under  these  Rules  and  so  far 
as  they  relate  to  the  same  subject-matter  shall  be  substituted 
for  the  forms  in  the  First  Schedule  to  the  Act  of  1883. 


Applications  for  Patents. 

6.  In  the  case  of  an  application  for  a  patent  by  the  legal  repre-  Application  by 

.  represeDtative 

sentative  of  a  person  who  has  died  possessed  of  an  invention,  of  deceased 
the  probate  of  his  will,  or  the  letters  of  administration  granted  '°^^  ^^' 
of  his  estate  and  effects,  or  an  official  copy  of  such  probate  or 
letters,  shall  be  produced  at  the  Patent  Office  in  proof  of  the 
applicant's  title  as  such  legal  representative,  and  must  be  sup- 
ported by  such  further  evidence  as  the  Comptroller  may  require. 

7.  Every  application  for  a  patent  shall  be  accompanied  by  a  Address  for 
statement  of  an  address  (hereinafter  referred  to  as  **  the  address 

for  service")  to  which  all  notices,  requisitions,  and  communi- 
cations of  every  kind  may  be  sent  by  the  Comptroller  or  by  the 
Board  of  Trade,  and  such  statement  shall  thereafter  be  binding 
upon  the  applicant  until  a  substituted  address  for  service  shall  be 
furnished  by  him  to  the  Comptroller.  The  Comptroller  may  in  . 
any  particular  case  require  that  the  address  for  service  be  in  the 
United  Kingdom. 

8.  Applications  for  patents  sent  through  the  post  shall,  as  far  Order  of 

recording 

as  may  be  practicable,  be  opened  and  numbered  in  the  order  in  appUcations. 
which  the  letters  containing  the  same  have  been  respectively 
delivered  in  the  ordinary  course  of  post 

Applications  left  at  the  Patent  Office  otherwise  than  through 
the  post  shall  be  in  like  manner  numbered  in  the  order  of  their 
receipt  at  the  Patent  Office. 

9.  Where  a  person  making  application  for  a  patent  includes  AppiicaUon 

for  separate 

in  his  specification  by  mistake,  inadvertence,  or  otherwise,  more  patents  by  way 
than  one  invention,  he  may,  with  the  consent  of  the  Comptroller, 
at  any  time  before  the  date  allowed  for  the  acceptance  of  his 
complete  specification,  amend  the  same  so  as  to  apply  to  one 
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Extension  of 
time  for 
leavinr  and 
accepting; 
complete 
speciBcatlon. 


Notice  and 
advertisement 
of  acceptance. 


Inspection 
of  complete 
specification. 


invention  only,  and  may  make  application  for  a  separate  patent 
for  each  invention  accordingly. 

Every  such  application  shall,  if  the  applicant  notify  his  desire 
to  that  effect  to  the  Comptroller,  bear  the  date  of  the  first 
application  and  shall,  together  therewith,  be  proceeded  with  in 
the  manner  prescribed  by  the  said  Acts  and  by  these  Rules,  as  if 
every  such  application  had  been  originally  made  on  that  date. 

10.  An  application  for  extension  of  time  for  leaving  or  ac- 
cepting a  complete  specification  shall  be  made  on  Form  U  or  on 
Form  V,  as  the  case  may  require,  and  shall  state  in  detail  in  what 
circumstances  and  upon  what  grounds  such  extension  is  applied 
for,  and  the  Comptroller  may  require  the  applicant  to  substantiate 
such  allegations  by  such  proof  as  the  Comptroller  may  think 
necessary. 

11.  On  the  acceptance  of  a  provisional  or  complete  specifica- 
tion the  Comptroller  shall  give  notice  thereof  to  the  applicant, 
and  shall  advertise  the  acceptance  of  every  complete  specification 
in  the  official  journal  of  the  Patent  Office. 

12.  Upon  such  acceptance  in  the  case  of  a  complete  specifica- 
tion, the  application  and  specification  or  specifications  with  the 
drawings  (if  any)  may  be  inspected  at  the  Patent  Office  upon 
payment  of  the  prescribed  fee. 


Convention 
applications. 


•  Applications  under  the  International  Convention. 

13.  Every  Convention  application  shall  contain  a  declaration 
that  foreign  application  has  been  made  for  protection  of  the  in- 
vention to  which  such  Convention  application  relates,  and  shall 
specify  all  the  Foreign  States  or  British  Possessions  in  which 
such  foreign  applications  have  been  made,  and  the  official  date 
or  dates  thereof  respectively.  The  application  must  be  made 
within  twelve  months  from  the  date'of  the  first  foreign  applica- 
tion, and  must  be  accompanied  by  a  complete  specification,  aod 
signed  by  the  person  or  persons  by  whom  such  first  foreign 
application  was  made.  If  such  person,  or  any  of  such  persons 
be  dead,  the  application  must  be  signed  by  the  legal  representa- 
tive of  such  dead  person,  as  well  as  by  the  other  applicants,  if 
any. 
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14.  Every  Convention  application,  in  addition  to  the  specifi-    ^  patents 
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cation  left  therewith,  must  be  accompanied  by  a  copy  or  copies        . — 

Forcifi[n 

of  the  specification,  and  drawings  or  documents  filed  or  deposited  specification, 
by  the  applicant  in  the  Patent  Office  of  the  Foreign  State  or  accompany 
British  Possession  in  respect  of  the  first  foreign  application,  duly  *^^  »«^^»o"- 
certified  by  the  official  chief  or  head  of  the  Patent  OfHce  of  such 
Foreign  State  or  British  Possession  as  aforesaid,  or  otherwise 
verified  to  the  satisfaction  of  the  Comptroller.     If  any  specifica- 
tion or  other  document  relating  to  the  application  is  in  a  foreign 
language,  a  translation  thereof  shall  be  annexed  thereto  and 
verified  by  statutory  declaration  or  otherwise  to  the  satisfaction 
of  the  Comptroller. 

15.  If  the  complete  specification  left  with  the  application  be  Public 
not  accepted  within  twelve  months  from  the  date  of  the  first 
foreign  application,  it  shall,  with  the  drawings,  if  any,  be  open 

to  public  inspection  at  the  expiration  of  that  period. 

16.  Save  as  aforesaid  and  as  provided  by  Rule  52  all  pro-  Proceedings. 
ceedings  in  connection  with  a  Convention  application  shall  be 

taken  within  the  times  and  in  the  manner  prescribed  by  the  said 
Acts  or  these  Rules  for  ordinary  applications. 

Size,  &a,  of  Documents. 

17.  All  documents  and  copies  of  documents,  except  drawings,  Size,  &c.,  of 
sent  to  or  left  at  the  Patent  Office  or  otherwise  furnished  to  the 
Comptroller  or  to  the  Board  of  Trade  shall  be  written  or  printed 

in  the  English  language  (unless  otherwise  directed)  in  large  and 
legible  characters  upon  strong  paper  and,  except  in  the  case  of 
statutory  declarations  and  affidavits,  on  one  side  only,  of  a  size 
of  13  inches  by  8  inches,  leaving  a  margin  of  two  inches  on  the 
left-hand  part  thereof,  and  the  signatures  thereto  must  be  written 
in  a  large  and  legible  hand.^  Duplicate  documents  shall  at  any 
time  be  leflt,  if  required  by  the  Comptroller. 


Drawings  accompanying  Specifications.^ 

18.  Drawings,  when  furnished,  should   accompany  the  pro-  General. 
visional  or  complete  specification  to  which  they  refer,  except  in 

1  The  several  sheets  should  be  pinned  together  at  the  top  left-hand  corner. 
*  A  specimen  drawing  may  be  obtained  on  application  to  the  Patent  Office,   25, 
Southampton  Buildings,  Chancery  Lane,  London,  W.C. 

2   M 
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•atents      the  oa^t^   provided  for   by    ILxxIg    24.       No  drawing  q^  ^^^  such 
LK^903.    ^   iRTould     require    the    preparation   for  the  prii^ter  of  a  spedal 


in    ttie  letterpress     ox    «ic:    ^pecificatfofl  wien 
printed    should  appear  in  the  s^>ccific3Ltion  its^if 
^uu^nts  i^.    lOratMrings  must  be  made  on  pure  white,  hot-pressed,  roUed, 

^^  ^^lendered  drawing  paper  of  smooth  sur/ac^,  good  qua%,  and 
'"^^^^^"^   ^*^»<^^ness.      Mounted    draxuringrs,   and   drawings  on  toned 
P^*^^^*     ^^   Bristol  or  other  board,  must  not  be  used 
rJtogs  and  ^^  •"a^w^ings  must  be  on  sheets  ivhich  measure  13  inches itom top 

^^ent     to  l>ot:t:oncx,  and  are  either  8  inches  or  16  inches  wide,  the  narrower 
L>rd^    ^^**^S  preferable,     Kach  sheet  should  be  piovlded m^lki ^ 

fi™.^^  L*r^  ^^^^   ^"^  ^"^""^  ^~™  ^^  ^^^^    ^^    the  pa^t,  ^xv4  ti^^t 
^     J^^sl^ould  be  placed  in   an   upright  posit|^„ 


I>«-«fer««tf  !    ^*^'  ,*^°  °'"  "*°''*  °^  *^^^  ^^^'^  ^oaJd  be  used     ) 


allj^  lar^«^^  to  employing  the  lar^erer  sf ze.  vw.e„  an  exct^jidoT.- 
''e^ivtent  sh  f ''*"^  required,  it  should  b^  continued  on  sab- 
ma-v  V»**  »_  ^^.   *      "^l^ere  is  no  limit  to  the  number  of  sheets  thaX 


..-c^i^ssg^,^^  **      ***'  **^*  "°  more  sheets  should  be  employed  than  aie 
throvio-*,^  *^*****    '**®     fig^ures    should    be  nutttt>ere<J    cxtnsecutively 


Drawing*  W  — _^     xjrs*txri 

^^^fon*    '^«F»rcKiuoi-s^r*"^*  «nust  be  of  such  a  character  as  to  be  suitable  for 


C«*">    Tv,  ^  '■^duced  scale.      To  meet  this  requirement — 

(^N    -^      ^  nnust  l>e  executed  with  absolutely  black  Indian  ink. 

*"*'    *ttvist  be  firmly    and   evenly    dra^vn,    sharply 


(«r)     g         .     **^'J>   a.nd  of  the  same  strength  througrhout. 

*^  »on   lines,    lines  for  effect,  and  shading  lines  should  be 
<«r>     Sij^         .    ^^  F»ossible,  and  must  not  be  closely  drawn. 

^'^e    lines    must  not  contrast  too     nauch    in    thickness 
<«">     Se^i         *^**^   Senerallines  of  the  drawing. 

ions  a.nci  shading  should  not  be  represented  by  solid 
^  t>lack  or  washes 

iTXr  ^*"^^1^  be  on  a  scale  sufficic^^^^Vy  \^-S«  ^  ^''Z^^ 

maoK^'"*^   -l-"ly.  -d  only  so  <^^^^  ^^^^  "^*^ 
"Machine    /&-         /    ,.  ^^^StecVs.  >2k»s.  V"«=fV=*se-    *' 

**»e  scal«   -         '  ®^°"^**  *PP^"  '^  ^.xaLwn,  and  not  denoted 
Re.*-  t.y   WcJJ.'^  ^'^^"'  •'  «^°"ld  be  ^ 


^''"^•■^r.^^'T^:::^^-  ^^^    ^x^merals   used  in 

^  and  figures,  and   in 


letter. 
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conjunction  therewith,  must  be  bold,  distinct,  not  less  than  one-      patents 
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eighth  of  an  inch  in  height :  the  same  letters  should  be  used  in         — 
different  views  of  the  same  parts.    Where  the  reference  letters 
are  shown  outside  the  figure,  they  must  be  connected  with  the 
parts  referred  to  by  fine  lines. 

21.  Drawings  must  bear  the  name  of  the  applicant  (and,  in  the  Drawings  to 
case  of  drawings  left  with  a  complete  specification  after  a  pro-  applicant. 
visional  specification,  the  number  and  year  of  the  application)  descriptive') 
in  the  left-hand  top  corner ;  the  number  of  sheets  of  drawings  "**"*^- 
sent,  and  the  consecutive  number  of  each  sheet,  in  the  right- 
hand  top  comer  ;  and  the  signature  of  the  applicant  or  his  agent 

in  the  right-hand  bottom  comer.  Neither  the  title  of  the  inven- 
tion nor  any  descriptive  matter  should  appear  on  the  drawings. 

22.  A  facsimile  or  "tme  copy"  of  the  original  drawings  Copies  of 

dra  wi  n  ff  s* 

must  be  filed  at  the  same  time  as  the  original  drawings,  pre- 
pared strictly  in  accordance  with  the  above  Rules  (except  with 
r^ard  to  the  reference  letters  and  figures,  which  should  be  in 
blacklead  pencil). 

The  words  "  original "  or  "  tme  copy  "  must  in  each  case  be  Marking  of 
marked  at  the  right-hand  top  comer,  under  the  numbering  of  u^e  copies. 
the  sheet. 

23.  Drawings  must  be  delivered  at  the  Patent  Office  free  from  Delivery  of 

-  ,j      -         1  drawings. 

folds,  breaks,  or  creases. 

24.  If  an  applicant  desires  to  adopt  the  drawings  lodged  with  Provisional 
his  provisional  specification  as  the  drawings  for  his  complete  for  complete 
specification,  he  should  refer  to  them  in  the  complete  specifica- 
tion as  those  left  with  the  provisional  specification. 


Statutory  Declarations  and  Affidavits. 

25.  The  statutory  declarations  and  affidavits  required  by  these  Form,  &c., 
Rules,  or  used  in  any  proceedings  thereunder,  shall  be  headed  in  deciaratkm 
-  the  matter  or  matters  to  which  they  relate,  and  shall  be  drawn  up  ^"^  affidavit. 
in  the  first  person,  and  shall  be  divided  into  paragraphs  consecu- 
tively numbered,  and  each  paragraph  shall  so  far  as  possible  be 
confined  to  one  subject.     Every  statutory  declaration  or  affidavit 
shall  state  the  description  and  tme  place  of  abode  of  the  person 
making  the  same,  and  shall  be  written  or  printed  bookwise,  and 
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Patents      shall  bear  the  name  and  address  of  the  person  leaving  it,  and  shall 
—         state  on  whose  behalf  it  is  left 
Manner  in  26.  The  statutoiv  declarations  and  affidavits  required  by  the 

which,  and  '  ^ 

persons  before  said  Acts  and  these  Rules,  or  used  in  any  proceedings  thereunder, 
tionor  affidant  shall  be  made  and  subscribed  as  follows : — 

(a)  In  the  United  Kingdom,  before  any  justice  of  the  peace, 
or  any  commissioner  or  other  officer  authorized  by  law 
in  any  part  of  the  United  Kingdom  to  administer  an 
oath  for  the  purpose  of  any  1^^  proceeding ; 

{£)  In  any  other  part  of  His  Majesty's  dominions,  before  any 
Court,  judge,  justice  of  the  peace,  or  any  officer  autho- 
rized by  law  to  administer  an  oath  there  for  the  purpose 
of  a  legal  proceeding  ;  and 

(c)  If  made  out  of  His  Majesty's  dominions,  before  a  British 
Minister,  or  person  exercising  the  functions  of  a  British 
Minister,  or  a  Consul,  Vice-Consul,  or  other  person 
exercising  the  functions  of  a  British  Consul,  or  before 
a  notary  public,  or  before  a  judge  or  magistrate. 


Industrial  or  International  Exhibitions. 

industnaior  ^7-  '^^Y  pcrson  dcsirous  of  exhibiting  an  invention  at  an 

exh?bit[onsr^  industrial  or  international  exhibition,  or  of  publishing  any  de- 
scription of  the  invention  during  the  period  of  the  holding  of  the 
exhibition,  or  of  using  the  invention  for  the  purpose  of  the  exhi- 
bition in  the  place  where  the  exhibition  is  held,  may,  after  the 
Board  of  Trade  have  issued  a  certificate  that  the  exhibition  is  an 
industrial  or  international  one,  give  to  the  Comptroller  notice  on 
Form  O  of  his  intention  to  exhibit,  publish,  or  use  the  invention, 
as  the  case  may  be.  For  the  purpose  of  identifying  the  invention 
in  the  event  of  an  application  for  a  patent  being  subsequently 
made  the  inventor  shall  furnish  to  the  Comptroller  a  brief  descrip- 
tion of  his  invention,  accompanied,  if  necessary,  by  drawings 
and  such  other  information  as  the  Comptroller  may  in  each  case 
require. 
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Exercise  of  Discretionary  Powers  by  the  Comptroller,   ^patents 
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28.  Before  exercising  any  discretionary  power  given  to  the  Exercise  of 

discrctioosurv 

Comptroller  by  the  said  Acts  or  these  Rules  adversely  to  the  powers  by 
applicant  for  a  patent  or  for  amendment  of  a  specification,  the  NodoTof "' 
Comptroller  shall  give  ten  days'  notice,  or  such  longer  notice  as  ^^^^^fi- 
he  may  think  fit,  to  the  applicant  of  the  time  when  he  may  be 
heard  personally  or  by  his  agent  before  the  Comptroller. 

29.  Within  five  days  from  the  date  when  such  notice  would  be  Notice  by 

applicant. 

delivered  in  the  ordinary  course  of  post,  or  such  longer  time  as 
the  Comptroller  may  appoint  in  such  notice,  the  applicant  shall 
notify  in  writing  to  the  Comptroller  whether  or  not  he  intends  to 
be  heard  upon  the  matter. 

30.  Whether  the  applicant  desires  to  be  heard  or  not,  the  ComptroUer 

^^  ,.  .  •       ,  .  «       .  may  require 

Comptroller  may  at  any  time  require  him  to  submit  a  statement  statement,  &c 
in  writing  within  a  time  to  be  notified  by  the  Comptroller,  or  to 
attend  before  him  and  make  oral  explanations  with  respect  to 
such  matters  as  the  Comptroller  may  require. 

31.  The  decision  or  determination  of  the  Comptroller  in  the  Decision  to  be 

^  ,  ,  *^  notified  to 

exercise  of  any  such  discretionary  power  as  aforesaid  shall  be  parties. 
notified  by  him  to  the  applicant,  and  to  any  other  person  who 
appears  to  him  to  be  affected  thereby. 


Opposition  to  Grants  of  Patents. 

32.  A  notice  of  opposition  to  the  grant  of  a  patent  shall  be  on  Notice  of 
Form  D,  and  shall  state  the  ground  or  grounds  on  which  the  °^^^* 
person  giving  such  notice  (hereinafter   called    the   opponent) 
intends  to  oppose  the  grant,  and  must  be  signed  by  him.     Such 
notice  shall  state  his  address  for  service  in  the  United  Kingdom, 

and  shall  be  accompanied  by  an  unstamped  copy,  which  copy  Copy  for 
shall  be  transmitted  by  the  Comptroller  to  the  applicant.  *^^  **^" ' 

33.  Where  the  ground  of  an  opposition  is  that  the  applicant  Evidence  in 
has  obtained  the  invention  from  the  opponent,  or  from  a  person  allegation  that 
of  whom  such  opponent  is  the  legal  representative,  unless  evidence  teerTobtained 
in  support  of  such  allegation  be  left  at  the  Patent  Office  within  fro«»°PPO'»«'^^ 
fourteen  days  after  the  expiration  of  two  months  from  the  date 
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of  the  advertisement  of  the  acceptance  of  the  applicant's  complete 
specification,  the  opposition  shall  be  deemed  to  be  abandoned. 

34.  Where  the  ground  of  an  opposition  is  that  the  applicant 
has  obtained  the  invention  from  the  opponent,  or  from  a  person 
of  whom  such  opponent  is  the  l^al  representative,  the  Comp- 
troller may  request  or  allow  any  person  who  has  made  a  statutory 
declaration  in  the  matter  to  which  the  opposition  relates  to  attend 
before  him  at  the  hearing  of  the  case  and  make  oral  explanations 
with  respect  to  such  matters  as  the  Comptroller  may  require. 

35.  Where  the  ground  or  one  of  the  grounds  of  opposition  is 
that  the  invention  has  been  patented  in  this  country  on  the  appli- 
cation of  prior  date,  the  number  and  date  of  such  prior  application 
shall  be  specified  in  the  notice. 

36.  Except  in  the  case  provided  for  in  Rule  33,  statutory 
declarations  need  not  be  left  in  connection  with  an  opposition, 
but  the  opponent  may  within  fourteen  days  after  the  expiration 
of  two  months  from  the  date  of  the  advertisement  of  the  accept- 
ance of  the  applicant's  complete  specification,  leave  at  the  Patent 
Office  statutory  declarations  in  support  of  his  opposition,  and  on 
so  leaving  shall  deliver  to  the  applicant  copies  thereof. 

37.  Within  fourteen  days  from  the  delivery  of  such  copies,  the 
applicant  may  leave  at  the  Patent  Office  statutory  declarations  in 
answer,  and  on  so  leaving  shall  deliver  to  the  opponent  copies 
thereof,  and  within  fourteen  days  of  such  delivery  the  opponent 
may  leave  at  the  Patent  Office  his  statutory  declarations  in  reply, 
and  on  so  leaving  shall  deliver  to  the  applicant  copies  thereof. 
Such  last-mentioned  declarations  shall  be  confined  to  matters 
strictly  in  reply. 

38.  If  the  opponent  does  not  leave  statutory  declarations  in 
support  of  his  opposition,  the  applicant  may  (if  he  desires  so  to 
do)  within  three  months  from  the  date  of  the  advertisement  of  the 
acceptance  of  his  complete  specification,  leave  at  the  Patent  Office 
statutory  declarations  in  support  of  his  application,  and  on  so 
leaving  shall  deliver  to  the  opponent  copies  thereof. 

39.  Within  fourteen  days  from  the  delivery  of  such  copies,  the 
opponent  may  leave  at  the  Patent  Office  statutory  declarations 
in  answer,  and  on  so  leaving  shall  deliver  to  the  applicant  copies 
thereof,  and  within  fourteen  days  from  such  delivery  the  applicant 
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may  leave  at  the  Patent  Office  his  statutory  declarations   in      patents 
reply,  and  on  so  leaving  shall  deliver  to  the  opponent  copies      ^^^^903- 
thereof.     Such  last-mentioned  declarations  shall  be  confined  to  ^ly!*^  *" 
matters  strictly  in  reply. 

40.  No  further  evidence  shall  be  left  on  either  side  except  by  closing  of 
leave,  or  on  the  requisition,  of  the  Comptroller.  evidence. 

41.  On  completion  of  the  evidence  (if  any),  or  at  such  other  Hearing, 
time  as  he  may  see  fit,  the  Comptroller  shall  appoint  a  time  for 

the  hearing  of  the  case,  and  shall  give  the  parties  ten  days'  notice 
at  the  least  of  such  appointment  If  either  party  does  not  desire 
to  be  heard  he  shall  as  soon  as  possible  notify  the  Comptroller  to 
that  effect.  If  either  party  desires  to  be  heard  he  must  leave 
Form  E  at  the  Patent  Office.  The  Comptroller  may  refuse  to 
hear  either  party  who  has  not  left  Form  £  prior  to  the  date  of 
hearing.  If  either  party  intends  to  refer  at  the  hearing  to  any 
publication  other  than  a  specification  mentioned  in  the  notice  of 
opposition,  he  should,  unless  the  same  has  been  referred  to  in  a 
statutory  declaration  already  filed,  give  to  the  other  party  and  to  the 
Comptroller  five  days'  notice  at  the  least  of  his  intention,  together 
with  details  of  each  publication  to  which  he  intends  to  refer- 
After  hearing  the  party  or  parties  desirous  of  being  heard  or  if 
neither  party  desires  to  be  heard,  then  without  a  hearing  the 
Comptroller  shall  decide  the  case  and  notify  his  decision  to  the 
parties. 

Amendment  of  Specification. 

42.  A  request  for  leave  to  amend  a  specification  must  be  signed  Request  for 
by  the  applicant,  and  shall  contain  an  address  for  service  in  the  amend? 
United  Kingdom.    When  not  made  in  pursuance  of  an  order  of 

the  Court  or  a  judge  the  request  must,  where  a  patent  has  been 
sealed,  also  contain  a  statement  that  no  action  for  infringement 
nor  proceeding  for  revocation  of  the  patent  is  pending.  The 
request  must  be  accompanied  by  a  duly  certified  copy  of  the 
original  specification  and  drawings,  showing  in  red  ink  the  pro- 
posed amendment,  and  shall  be  advertised  by  publication  of  the 
request  and  the  nature  of  the  proposed  amendment  in  the  official 
journal  of  the  Patent  Office,  and  in  such  other  manner  (if  any)  as 
the  Comptroller  may  in  each  case  direct. 
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43.  Where  a  request  for  leave  to  amend  is  made  in  pursuance 
of  an  order  of  the  Court  or  a  judge,  an  office  copy  of  the  order 
shall  be  left  with  the  request  at  the  Patent  Office. 

44.  A  notice  of  opposition  to  the  amendment  shall  be  on 
Form  G,  and  shall  state  the  ground  or  g^unds  on  which  the 
person  giving  such  notice  (hereinafter  called  the  opponent)  in- 
tends to  oppose  the  amendment,  and  must  be  signed  by  him. 
Such  notice  shall  state  his  address  for  service  in  the  United 
Kingdom,  and  shall  be  accompanied  by  an  unstamped  copy, 
which  copy  shall  be  transmitted  by  the  Comptroller  to  the 
applicant 

45.  Within  fourteen  days  after  the  expiration  of  one  month 
from  the  first  advertisement  of  the  application  for  leave  to  amend, 
the  opponent  may  leave  at  the  Patent  Office  statutory  declarations 
in  support  of  his  opposition,  and  on  so  leaving  shall  deliver  to  the 
applicant  copies  thereof. 

46.  Upon  such  declarations  being  left,  and  such  copies  being 
delivered,  the  provisions  of  Rules  37, 40  and  41  shall  apply  to  the 
case,  and  the  further  proceedings  therein  shall  be  regulated  in 
accordance  with  such  provisions  as  if  they  were  here  repeated. 

47.  If  the  opponent  does  not  leave  statutory  declarations  in 
support  of  his  opposition,  the  applicant  may  (if  he  desires  so  to 
do)  within  two  months  from  the  date  of  the  first  advertisement 
of  the  application  for  leave  to  amend  leave  at  the  Patent  Office 
statutory  declarations  in  support  of  his  application,  and  on  so 
leaving  shall  deliver  to  the  opponent  copies  thereof. 

48.  Upon  such  declarations  being  left,  and  such  copies  being 
delivered,  the  provisions  of  Rules  39,  40,  and  41  shall  apply  to 
the  case,  and  further  proceedings  therein  shall  be  regulated  in 
accordance  with  such  provisions  as  if  they  were  here  repeated. 

49.  Where  leave  to  amend  is  given  the  applicant  shall,  if  the 
Comptroller  so  require,  and  within  a  time  to  be  limited  by  him, 
leave  at  the  Patent  Office  a  new  specification  and  drawings  as 
amended,  to  be  prepared  in  accordance  with  Rules  17  to  23, 

50.  Every  amendment  of  a  specification  shall  be  advertised 
forthwith  by  the  Comptroller  in  the  official  journal  of  the  Patent 
Office,  and  in  such  other  manner  (if  any)  as  the  Comptroller  may 
direct. 
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Register  of  Patents.  patents 

Rules,  1903. 

51.  Upon  the  sealing  of  a  patent  the  Comptroller  shall  cause  Entry  of  gram. 
to  be  entered  in  the  Register  of  Patents  the  name,  address,  and 

calling  of  the  patentee  as  the  grantee  thereof,  and  the  title  of  the 
invention,  together  with  the  address  for  service. 

52.  The  patent  granted  on  any  Convention  application  shall  Entry  in 
be  entered  in  the  register  as  dated  of  the  date  on  which  the  first  Convention 

_       .  ...  «  «     1  f  t  r  application. 

foreign  application  was  made,  and  the  payment  of  renewal  fees, 
and  the  expiration  of  the  patent,  shall  be  reckoned  as  from  the 
date  of  the  first  foreign  application. 

53.  If  a  patentee  send  to  the  Comptroller  on  Form  R  notice  Alteration  of 
of  an  alteration  in  his  address,  the  Comptroller  shall  cause  the 
register  to  be  altered  accordingly,  and  may  require  the  altered 
address  to  be  in  the  United  Kingdom. 

54.  Where  a  person  becomes  entitled  to  a  patent,  or  to  any  Request  for 

entry  of  sub* 

share  or  mterest  therein,  by  assignment,  or  by  transmission,  or  sequent  pro- 
other  operation  of  law,  a  request  for  the  entry  of  his  name  in  ^"*  °"  *^' 
the  register  as  such  complete  or  partial  proprietor  of  the  patent, 
or  of  such  share  or  interest  therein,  as  the  case  may  be,  shall  be 
addressed  to  the  Comptroller,  and  left  at  the  Patent  OfGce. 

55.  Such  request  shall  be  on  Form  L,  and  shall  in  the  case  of  Form  and 
individuals  be  made  and  signed  by  the  person  requiring  to  be  rc^^^ty^  ° 
registered  as  proprietor,  or  by  his  agent  duly  authorized  to  the 
satisfaction  of  the  Comptroller,  and  in  the  case  of  a  body  corporate 

by  its  agent,  authorized  in  like  manner. 

56.  Every  such  request  shall  state  the  name,  address,  and  Particulars  to 

,,.  -    ,  1    .     .        .      t  .  1     «  «  be  stated  in 

calling  of  the  person  claiming  to  be  entitled  to  the  patent,  or  to  request. 
any  share  or  interest  therein,  as  the  case  may  be,  and  the  parti- 
culars of  the  assignment,  transmission,  or  other  operation  of  law, 
by  virtue  of  which  he  claims  to  be  entered  in  the  register  as 
proprietor,  so  as  to  show  the  manner  in  which,  and  the  person 
or  persons  to  whom,  the  patent,  or  such  share  or  interest  therein 
as  aforesaid,  has  been  assigned  or  transmitted. 

57.  Every  assignment,  and  every  other  document  containing.  Production  of 

..  iv  1.  •«  r    %      ^  ••/•  documents  of 

givmg  effect  to,  or  being  evidence  of,  the  transmission  of  a  patent  title  and  other 
or  aflfecting  the  proprietorship  thereof  as  claimed  by  such  request,  ^^^ ' 
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except  such  documents  as  are  matters  of  record,  shall,  unless  the 
Comptroller  in  his  discretion  otherwise  directs,  be  produced  to 
him  together  with  the  request,  and  such  other  proof  of  title  as 
he  may  require  for  his  satisfaction. 

As  to  a  document  which  is  a  matter  of  record,  an  official  or 
certified  copy  thereof  shall  in  like  manner  be  produced  to  the 
Comptroller. 

58.  There  shall  also  be  left  with  the  request  an  attested  copy 
of  the  assignment  or  other  document  or  copy  above  required  to 
be  produced. 

59.  A  body  corporate  may  be  registered  as  proprietor  by  its 
corporate  name. 

6a  Where  an  order  has  been  made  by  His  Majesty  in  Council 
for  the  extension  of  a  patent  for  a  further  term  or  for  the  grant 
of  a  new  patent,  or  where  an  order  has  been  made  for  the  revo- 
cation of  a  patent  or  the  rectification  of  the  register  under  section 
90  of  the  Act  of  1883,  or  otherwise  affecting  the  validity  or 
proprietorship  of  the  patent,  the  person  in  whose  favour  such 
order  has  been  made  shall  forthwith  leave  at  the  Patent  Office 
an  office  copy  of  such  order.  The  roister  shall  thereupon  be 
rectified  or  the  purport  of  such  order  shall  otherwise  be  duly 
entered  in  the  register,  as  the  case  may  be. 

61.  Upon  the  issue  of  a  certificate  of  payment  under  Rule  68 
the  Comptroller  shall  cause  to  be  entered  in  the  register  a  record 
of  the  date  of  payment  of  the  fee  on  such  certificate. 

62.  If  a  patentee  fails  to  make  any  prescribed  payment  within 
the  prescribed  time,  or  any  enlargement  thereof  duly  gp^nted, 
there  shall  be  duly  entered  in  the  register  a  notification  of  such 
failure. 

63.  An  attested  copy  of  every  license  granted  under  a  patent, 
or  of  any  other  document  purporting  to  affect  the  proprietorship 
of  a  patent,  shall  be  left  at  the  Patent  Office  with  a  request  on 
Form  M  that  a  notification  thereof  may  be  entered  in  the  register* 
The  accuracy  of  such  copy  shall  be  certified  as  the  Comptroller 
may  direct,  and  the  original  document  shall  at  the  same  time 
be  produced  and  left  at  the  Patent  Office  if  required  for  further 
verification. 

64.  The  register  of  patents  shall  be  open  to  the  inspection  of 


REGISTER  OF  PATENTS.  539 

the  public  on  every  week  day  except  Sunday  between  the  hours      patents 

'^  •  •  I-  ^  Rules,  1903. 

of  ten  and  four,  and  on  Saturday  between  the  hours  of  ten  and         — 

.  Hours  of 

one,  except  on  the  days  and  the  times  following : —  inspection  of 

(a)  Christmas  Day,  Good  Friday,  the  day  observed  as  His 
Majesty's  birthday,  days  observed  as  days  of  public  fast 
or  thanksgiving,  and  days  observed  as  holidays  at  the 
Bank  of  England ;  or 
{b)  Days  which  may  from  time  to  time  be  notified  by  a 
placard  posted  in  a  conspicuous  place  at  the  Patent 
Office; 
{c)  Times  when  the  register  is  required  for  any  purpose  of 

official  use. 
65.  Certified  copies  of  any  entry  in  the  register,  or  certified  certified 
copies  of,  or  extracts  from,  patents,  specifications,  disclaimers,  documents, 
affidavits,  statutory  declarations,  and  other  public  documents  in 
the  Patent  Office,  or  of  or  from  registers  and  other  books  kept 
there,  may  be  furnished  by  the  Comptroller  on  payment  of  the 
prescribed  fee. 


Payment  of  Fees  for  Continuance  of  Patent. 

66.  If  a  patentee  intends  at  the  expiration  of  the  fourth  year  Payment  of 

#A^c  fop 

from  the  date  of  his  patent  to  keep  the  same  in  force,  he  shall  continuance 
before  the  expiration  of  the  fourth  and  each  succeeding  year  °  p*^®*^^- 
during  the  term  of  the  patent,  pay  the  prescribed  fee.     The 
patentee  may  pay  the  whole  or  any  portion  of  the  aggregate  of 
such  prescribed  annual  fees  in  advance. 

The  Form  J  in  the  Second  Schedule,  duly  stamped,  should  be 
used  for  the  purpose  of  this  payment. 

67.  An  application  for  an  enlargement  of  the  time  for  making  Enlargement 
a  prescribed  payment  shall  state  in  detail  the  circumstances  in  ^ymaits.*^ 
which  the  patentee   by  accident,  mistake,  or  inadvertence  has 

failed  to  make  such  payment,  and  the  Comptroller  may  require 
the  patentee  to  substantiate  by  such  proof  as  he  may  think  neces- 
sary the  allegations  contained  in  the  application  for  enlargement. 

68.  On  due  compliance  with  the  terms  of  Rule  66,  and  as  soon  Certificate  of 
as  may  be  after  such  respective  periods  as  aforesaid,  or  any  en-  ^ 
largement  thereof  respectively  duly  granted,  the  Comptroller 
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shall  issue  a  certificate  that  the  prescribed  payment  has  been 
duly  made. 

[RuUs  69-75  r dating  to  Compulsory  Licenses  and  Revocation 
of  Patents  are  omitted^ 
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General. 

76.  Any  document  for  the  amending  of  which  no  special  pro- 
vision is  made  by  the  said  Acts  may  be  amended,  and  any 
irregularity  in  procedure,  which  in  the  opinion  of  the  Comptroller 
may  be  obviated  without  detriment  to  the  interests  of  any  person, 
may  be  corrected,  if  and  on  such  terms  asl  the  Comptroller  may 
think  fit 

^^.  The  times  prescribed  by  these  Rules  for  doing  any  act, 
or  taking  any  proceeding  thereunder,  other  than  the  times  for 
lodging  evidence  referred  to  in  Rule  33  or  in  the  procedure  in 
these  Rules  relating  to  compulsory  licenses  and  revocation  of 
patents,  may  be  enlarged  by  the  Comptroller  if  he  think  fit,  and 
upon  such  notice  to  other  parties,  and  proceedings  thereon,  and 
upon  such  terms,  as  he  may  direct 

78.  Where,  under  these  Rules,  any  person  is  required  to  do 
any  act  or  thing,  or  to  sign  any  document,  or  to  make  any  declara- 
tion on  behalf  of  himself  or  of  any  body  corporate,  or  any  docu- 
ment or  evidence  is  required  to  be  produced  to  or  left  with  the 
Comptroller,  or  at  the  Patent  Office,  and  it  is  shown  to  the  satis- 
faction of  the  Comptroller  that  from  any  reasonable  cause  such 
person  is  unable  to  do  such  act  or  thing,  or  to  sig^  such  document, 
or  make  such  declaration,  or  that  such  document  or  evidence 
cannot  be  produced  or  left  as  aforesaid,  it  shall  be  lawful  for  the 
Comptroller,  with  the  sanction  of  the  Board  of  Trade,  and  upon 
the  production  of  such  other  evidence,  and  subject  to  such  terms 
as  they  may  think  fit,  to  dispense  with  any  such  act  or  thing, 
document,  declaration,  or  evidence. 

79.  The  Patent  Office  shall  be  open  to  the  public  every  week- 
day except  Saturday  between  the  hours  of  ten  and  four,  and  on 
Saturday  between  the  hours  of  ten  and  one,  except  on  the  days 
following : — 

Christmas  Day,   Good   Friday,  the  day  observed   as  His 
Majesty's  birthday,  the  days  observed  as  days  of  public     ^ 
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England,  and  days  which  may  from  time  to  time  be         — 
notified  by  a  placard  posted  in  a  conspicuous  place  at 
the  Patent  Office. 
80.  Any  application,  notice,  or  other  document  authorized  or  Leaving 

documents. 

required  to  be  left,  made,  or  given  at  the  Patent  Office,  or  to  the 
Comptroller,  or  to  any  other  person  under  these  Rules,  may  be 
sent  by  a  prepaid  letter  through  the  post,  and  if  so  sent  shall  be 
deemed  to  have  been  left,  made,  or  given  at  the  time  when  the 
letter  containing  the  same  would  be  delivered  in  the  ordinary 
course  of  post.  In  proving  such  service  or  sending  it  shall  be 
sufficient  to  prove  that  the  letter  was  properly  addressed  and  put 
into  the  post. 


Agency. 

81.  With  the  exception  of  the  signing  of  the  following  docu-  Agency, 
ments,  namely,  applications  for  patents,  requests  for  leave  to 
amend  applications,  specifications,  or  letters  patent,  authorizations 
of  agents,  notices  of  oppositions,  requests  for  issue  of  duplicate 
letters  patent,  notices  of  abandonment  of  or  of  intention  not  to 
proceed  with  applications,  surrenders  of  letters  patent,  and  petitions 
for  compulsory  license  and  revocation  of  patent,  all  communica- 
tions to  the  Comptroller  under  the  said  Acts  and  these  Rules  may 
be  signed  by  and  all  attendances  upon  the  Comptroller  may  be 
made  by  or  through  an  agent  duly  authorized  to  the  satisfaction 
of  the  Comptroller,  and,  if  he  so  require  it,  resident  in  the  United 
Kingdom.  The  Comptroller  shall  not  be  bound  to  recognize  as 
such  agent,  or  to  receive  further  communications  from  any  person 
whose  name,  by  reason  of  his  having  been  adjudged  guilty  of 
disgraceful  professional  conduct,  has  been  erased  from  the  register 
of  patent  agents,  kept  under  the  provisions  of  the  Patents,  Designs, 
and  Trade  Marks  Act,  1888,  relating  to  the  registration  of  patent 
agents,  and  not  since  restored.  In  any  particular  case,  the  Comp- 
troller may,  if  he  think  fit,  require  the  personal  signature  or 
presence  of  an  applicant,  opponent,  or  other  person. 
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Repeal —  ^^'  '^^  general  rules  relative  to  patents  heretofore  made  by 

the  Board  of  Trade  under  the  Patents,  Designs,  and  Trade  Marks 
Acts,  1883  to  1901,  and  in  force  on  the  12th  day  of  January, 
1903,  shall  be  and  they  are  hereby  repealed  as  from  that  date, 
without  prejudice,  nevertheless,  to  anything  done  under  such 
rules,  or  to  any  application  or  other  matter  then  pending. 

Dated  the  12th  day  of  January,  1903. 

G.  W,  BALFOUR, 
President  of  the  Board  of  Trade. 


THE  FIRST  SCHEDULE. 


List  of  Fees  payable  on  and  in  connection  with  Letters  Patent. 

£    s,  d.    £    s,  d. 

1.  On  application  for  provisional  protection       ...     i    o    o 

2.  On  filing  complete  specification  3    o    o 


o    o 


or 

3.  On  filing  complete  specification  with  first  application    ...      400 

4.  On  appeal  from  ComptroUer  to  Law  Officer.  By  appellant      300 

5.  On  notice  of  opposition  to  grant  of  patent.     By  opponent      o  10    o 

6.  On   hearing  by   Comptroller.     By   applicant   and    by 

opponent  respectively      100 

On  application  to  amend  specification  : — 

7.  Up  to  sealing.    By  applicant     i  10    o 

8.  After  sealing.    By  patentee        300 

9.  On  notice  of  opposition  to  amendment.    By  opponent ...      o  10    o 

10.  On    hearing    by   Comptroller.      By  applicant  and  by 

opponent  respectively       100 

11.  On  application  to  amend  specification  during  action  or 

proceeding.    By  patentee  300 

12.  On  application  to  the  Board  of  Trade  for  a  compulsory 

license.    By  persons  applying i    00 

13.  On  opposition  to  grant  of  compulsory   license.     By 

opponent    ...        •••        ...        ...        ...        ...        ...       100 

On  certificate  of  renewal : — 

14.  Before  the  expiration  of  the  4th  year  from  the  date  of 

the  patent  and  in  respect  of  the  5th  year    500 

15.  Before  the  expiration  of  the  5th  year  from  the  date  of 

the  patent  and  in  respect  of  the  6th  year     600 

16.  Before  the  expiration  of  the  6th  year  from  the  date  of 

the  patent  and  in  respect  of  the  7th  year     7    00 
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17- 
1 8. 

19- 

20. 
21. 
22. 

23- 


24. 
25- 

26. 

27. 
28. 

29. 

30. 
31. 

32. 

33 

34. 

35. 
36. 

38. 
39. 


40. 
41. 
42. 


» 


>> 


On  certificate  of  renewal  {continued)  : — 
Before  the  expiration  of  the  7th  year  from  the  date  of 

the  patent  and  in  respect  of  the  8th  year     

Before  the  expiration  of  the  8th  year  firom  the  date  of 

the  patent  and  in  respect  of  the  9th  year    

Before  the  expiration  of  the  9th  year  from  the  date  of 

the  patent  and  in  respect  of  the  loth  year 

Before  the  expiration  of  the  loth  year  from  the  date  of 

the  patent  and  in  respect  of  the  1  ith  year 

Before  the  expiration  of  the  i  ith  year  from  the  date  of 

the  patent  and  in  respect  of  the  12th  year 

Before  the  expiration  of  the  12th  year  from  the  date  of 

the  patent  and  in  respect  of  the  13th  year 

Before  the  expiration  of  the  13th  year  from  the  date  of 

the  patent  and  in  respect  of  the  14th  year 

On  enlargement  of  time  for  payment  of  renewal  fees  : — 

Not  exceeding  one  month  

two  months        ... 
three  months 

For  every  entry  of  an  assignment,  transmission,  agree- 
ment, license,  or  extension  of  patent     

For  duplicate  of  letters  patent        each 

On  notice  to  Comptroller  of  intended  exhibition  of  a 

patent  under  section  39 

Search  or  inspection  fee       each 

For  office  copies        every  100  words 

(but  never  less  than  one  shilling) 
For  office  copies  of  drawings,  cost  according  to  agreement 
For  certifying  office  copies,  MSS.  or  printed      ...    each 

On  postal  request  for  printed  specification  

On  request  to  Comptroller  to  correct  a  clerical  error  : — 
Up  to  sealing 
After  sealing 

For  certificate  of  Comptroller  under  section  96 

For  altering  address  in  register      

For  enlargement  of  time  for  filing  complete  specification, 

not  exceeding  one  month 

For  enlargement  of  time  for  acceptance  of  complete  speci- 
fication ." — 

Not  exceeding  one  month         

two  months 
three  months 


w 


£    s,   d. 


800 


900 


10    o    o 


II     o     o 


12    o    o 


13    o    o 


14    o 
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I 

3 
5 

o 

2 

o 
o 
o 


o 
o 

o 
I 
o 
o 


» 


2 

4 
6 


o 
o 
o 

10 
o 

10 

I 
o 


I 
o 

5 

o 

5 
5 


o 
o 
o 


G.  W.  BALFOUR, 
President  of  the  Board  of  Trade. 


1 2th  January,  1903. 


Approved  : 


H.  T.  ANSTRUTHER, 
H.  W.  FORSTER, 
Lords  Commissioners  of 

His  Majesty's  Treasury, 


o 
o 
o 

o 
o 

o 
o 

4 


o 

8 

o 
o 
o 
o 


200 


o 
o 
o 
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Forms. 


A. — Form  of  Application  for  Patent  

„  „  communicated  from  Abroad 


Ai.— 

n 

A2.— 

» 

B.— 

n 

C- 

99 

Ci.— 

>i 

D  — 

» 

E.— 

»> 

F.— 

1} 

G.— 

71 

H.— 

t« 

Par 
545 

547 


Application  for  Patent  under  International  and  Colonial 

Arrangements         549 

Provisional  Specification        550 

Complete  „  ...        ...        ...        ...        ...    ^$1 

Postal  Request  for  Printed  Specification     552 

Opposition  to  Grant  of  Patent  $53 

Notice  that  Hearing  will  be  attended  554 

Application  to  amend  Specification 555 

Opposition  to  Amendment  of  Specification 556 

Application  for  Grant  of  Compulsory  License    or    Re- 
vocation of  Patent  {omiited). 
Hi. —    „      Petition  for  grant  of  Compulsory  License  or  Revocation 

of  Patent  {omitted). 
L —       „      Opposition  to  Petition  for  Grant  of  Compulsory  License 

or  Revocation  of  Patent  {omitted). 
Application  for  Certificate  of  Payment  or  Renewal  ...    557 

Application    for  Enlargement  of   Time  for  Payment  of 

A\CIlC<V^nl  f  CC..  *•*  ...  .••  ••«  ...  ...       jj^ 

Request  to  enter  Name  upon  the  Register  of  Patents      ...  5S9 
„           „          Notification  of  License  or  other  Document 

in  Register   ...        ...        ...        ...        ...        ...         ...  5^ 

Application  for  Duplicate  of  Patent 561 

Notice  of  Intended  Exhibition  of  Unpatented  Invention  ...  562 

Request  for  Correction  of  Clerical  Error     563 

Certificate  of  Comptroller        S^ 

Notice  for  Alteration  of  an  Address  in  Register      $^5 

Application  for  Entry  of  Order  of  Privy  Council  in  Register 
(omitted). 

Appeal  to  Law  Officer 566 

Application  for  Extension  of  Time  for  leaving  a  Complete 

Specification  ...        ...        ...        ...        ...        ...  5^7 

V. —    „      Application  for  Extension  of  Time  for  acceptance  of  Com- 
plete Specification 5^ 

^V.*"""   )y      X  ateni      •••        ...        f^.        ...        .,.        «..        •*.        ...  5^9 


J— 

»> 

K.— 

V 

L.— 

>» 

M.- 

>f 

N.— 

)} 

O.— 

9) 

P.— 

1) 

Q— 

)} 

R.— 

l» 

S.— 

» 

T.— 

99 

U  — 

If 
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THE  SECOND  SCHEDULE. 


PATENTS,  DESIGNS,  AND  TRADE-MARKS  ACTS,  1883  TO  1902. 

Form  A. 
( To  be  accompanied  by  two  copies  of  Form  B  or  of  Form  C.) 


APPLICATION  POB  PATENT. 


(^)L 


. Patents 
Rules,  1903. 


PATENT. 


\a)  Here  insert 
{in  full)  name, 
address,  and 
calling  of 
applicant  or 
applicants. 


declare  that, 
is  {b) 


.   _  do  hereby 

in  possession  of  an  invention  the  title  of  which 


(b)  Here  insert 
title  of  inven- 


tion. 


that  (r) 


claim  to  be  the  true  and  first  inventor. 


(c\  In  the  case 

*u        c         J  *!.  *    or  more  than 
thereof;  and  that   one  applicam. 

,  .  ^   .  ,  ^,  *.      -.1.      u    ^   ***te  whether 

the  same  is  not  m  use   by  any  other   person  or  persons  to    the  best  all.  or  if  not, 

who  is  or  are 
of knowledge  and  belief;  and humbly  pray  that  a  the  inventor 

or  inventors. 
Patent  may  be  granted  to 

Dated 


.for  the  said  invention. 
day  of_      


19 


W_ 


Note. — One  of  the  two  forms  on  the  back  hereof  or  a  separate  authori- 
zation of  agent  should  be  signed  by  the  applicant  or  applicants. 

To  the  Comptroller^ 

The  Patent  Office^  25,  Southampton  Buildings^ 
Chancery  Lane^  London^  JV.C 

2  N 


{d)  To  be 
signed  by 
applicant  or 
applicants. 
In  the  case  of 
a  Firm,  each 
member  of  the 
Firm  must 
sign. 


C  I  -)     t^h^9-e  e*pplzc4Uion  is  madt  throHgk  an  Agtnt  {RuU  8 


—hereby  appoint  _ 


to  »ct  as ^Agent  in  respert  of  the  within  applV 

a.t«nt,     and     request     that    all  notices,  requisitions,  and  con 
relating  thereto  may  be  sent  to  such  Agent  at  the  above  addrc. 

day  of 


<a->    WA^e, 


^AP^tCtUi 


''■««  is  made  -uHthout  an  Agent 


<;  I  .)     H^A^t-e  afiipiecatiim  is  made  Ikrougk  ait  Agiid  {RuU 


_  hereby  a.ppoint_ 


_  Agent  in  respect  of  the  within  api* 


to    act    as 

latent,     and     request    that    aU    notices,  requisitions,  and  cm 
relating  thereto  may  be  sent  to  such  Agent  at  the  above  addrt 


(a.)  To  be 

applicant  or 
flppUcanli. 


Ci.)  Wfc^,  , 


'APa^Mi„„  i,  ^^  ^„^,  ^^  ^^^^ 


_  hereby 


'"•     n  «PpUcation  may  b,  seat  t 


{t)  To  he 

signed  by 

npplicflnw- 


-^ay  of  _ 


T"**  l>c   issued  with  Form  A  or  Ai. 
PATENTS,  DESIGNS.    AND     TRADE-MARKS  ACTS,    1883  TO  .go* 
Form  B. 


pBOvisxoaa-uij, 


SPSCIFICATIOliT. 
In  DapUoftte.) 


PATENTS,      DESIGNS,   AND    TRADE- MARKS  ACTS, 
1883  TO  1902. 


^  ^■^TrMBT   vast.  FBTBTEBD  SE"ICIF1CATHW 


^"■f    /■**  ContptrolUr-Geiural. 
Ptose  .end  or^e  copy  of  Specification,  No. 


Patents, 
7K 


'■*'  0=., 


■''W»*-o/A»-.C™^«/, 


Patents       PATENTS,  DESIGNS,  AN  D      TItA. DE-MARKS  ACTS,  iMi  "«  "r 


FOBM  or  HOnCS  T^LA^n?      -gy-iBA-PTTq-f^  SEFOSX   TBS  C07 


Oppositions  to  the  Gras^tt    o^    Patents  or  to  Amendmexts. 


PATENTS,  DESIGNS,    AND    TRADE-MARKS  ACTS,  1883  TO  I9<w- 

RULES,  1903-  ^„„    ^ 


romcoFOPPOBiTOoir  ToAUKirDKEiraorBP**^^^*'*'"***' 


tro  be  accotnpanUihy  an.  unstamftd  coPf-'^ 


(a)  Here  Mate 
{In  (dU)  name 
tmd  addreis  o( 
oppoocnL 


PATENTS,  DESIGNS,    AND  TRADE-MARKS  ACTS,  1883  to  1902. 
Form  K. 


lOBlI  OF    AI^n^CA.'TOOir  FOB  KNUBOK*"^   *^ 


H  Thedr 

muitbeiu 
indetaU;  ; 
Ruled?. 


Sir, 

I  HKXt.KBv  apply  for  an  enlargement  otumeto 

which  to  make  1.1a*..  c 

**** payment  of — • 

upon  my  Pat*sttt^   ISTo.^ of  i 


*■*•*"  ces  in  which  the  payment  was  omitted  are  as  i"' 


Voor  obedient  ^^ 


>40  SCHEDULE  OF  FORMS. 


r» 


V '*.?^!L  ■      n-^err  ^f^icaHfm  is  wmde  ikr^i^  am  Agmi  {Rule  Z\\ 


MX  JES Accflt  ia  respect  of  tlie  within  applicatHm  for  a 

mmd  iMfm  tint  all  notices  reqvisitiQns  auid  communications 

to  snch  A|pent  at  the  above  address. 


day  oC 19 


£    Tc  he  (*' 


l^ip£lCUC&. 


(2.^  U'k€re  ^^ip&mii^  is  mmde  wiikami  tm  Agemi  {RmU  7\ 


hereby  reqoest  that  afl  notices,  reqoisidons^  and 


commonications  in  respect  of  the  widiin  application  may  be    sent   to 

at 

_day  oC 19 


(*)  To  be  ^*^ 

signed  by 
applicam  or 
appScants. 
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547 


PATENTS,  DESIGNS,  AND  TRADE-MARKS  ACTS,  1883  TO  1902.       Patents 

Rules,  1903. 

Form  A  i.  

( To  be  accompanied  by  two  copies  of  Form  B  or  of  Form  C) 


AFFUCATION  FOB  PATENT  FOB  LM  V JflMTiOITS  COMMUNI- 
CATED FBOM  ABBOAD. 


PATENT. 


I  ia) 


of 


county  of. 


am  in  possession  of  an  invention  the  title  of  which  is  ((}  _. 


{a)  Here  in- 
sert (iVf>//) 

in  the   name,  address, 

and  calling  of 

.do  hereby  declare  that  I   applicant. 


{b)  Here  in- 
sert title  of 
invention. 


which  invention  has  been  communicated  to  me  by  (r) 


{c)  Here  in- 
sert name, 
address,  and 
calling  of 
communicator. 


that  I  claim  to  be  the  true  and  first  inventor  thereof;  and  that  the  same 
is  not  in  use  within  the  United  Kingdom  of  Great  Britain  and  Ireland  and 
the  Isle  of  Man  by  any  other  person  or  persons  to  the  best  of  my  knowledge 
and  belief ;  and  I  humbly  pray  that  a  Patent  may  be  granted  to  me  for  the 
said  invention. 


Dated 


day  of. 


19- 


W— 


.„  {d)  To  be 
signed  by  ap- 

plicant  or 

applicants. 


NoTE.~One  of  the  two  forms  on  the  back  hereof  or  a  separate  authori- 
zation of  agent  should  be  signed  by  the  applicant  or  applicants. 


To  the  Comptroller^ 

The  Patent  Office^  25,  Southampton  Buitding^^ 
Chancery  lume,  London,  IV.C, 
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( [.)  Where  applkoHon  ts  made  through  an  Agent  {Rule  81). 


hereby  appoint. 


of 


to  act  as 


Agent  in  respect  of  the  within  application  for  a 

Patent,  and  request  that  all   notices,  requisitions,  and  conununications 
relating  thereto  may  be  sent  to  such  Agent  at  the  above  address. 


day  of. 


19 


(a)  To  be 
signed  by 
applicant  or 
applicants. 


W- 


(2.)  Where  amplication  is  made  without  an  Agent  {Rule  ;)• 


hereby  request  that  all  notices,  requisitions,  and  communi- 


cations in  respect  of  the  within  application  may  be  sent  to. 


.at_ 


day  of. 


19 


{b)  To  be 
signed  by 
applicant  or 
applicants. 


(*). 
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PATENTS,  DESIGNS,  AND  TRADE-MARKS  ACTS,  1883  to  1902.       Patents 
'  '  >        J  ^^       Rules,  1903. 


Fonn  A2. 
{To  be  accompanied  by  two  copies  of  Form  C.) 


AFPUCATIOK  FOB  FATXINT  UUDSB  INTBBNATIOKAL 
Ain>  COIiONIAIi  ABSJLSQfXMJSBm. 


PATENT. 


{a) 


(a)  Here  in- 
sert (in  full) 
name,  address, 
and  calling  of 
applicant,  or  of 
each  of  the 

do  hereby  declare  that  I  (or  we)  have  made  applications  for  protection  of  applicants. 

my  (or  our)  invention  of  ib)  (*)  Here  in- 

■^  sert  title  of 

invention. 


in  the  following  Foreign  States  and  on  the  following  official  dates,  viz. :  (c) 


and  in  the  following  British  Possessions  and  on  the  following  official  dates, 
viz.:  {d) 


That  the  said  invention  was  not  in  use  within  the  United  Kingdom  of 
Great  Britain  and  Ireland  and  the  Isle  of  Man  by  any  other  person  or 
persons  before  the  {e) 

to  the  best  of  knowledge,  information,  and  belief,  and  humbly 

pray  that  a  patent  may  be  granted  to  for  the  said  invention  in 

priority  to  other  applicants,  and  that  such  patent  shall  have  the  date  (/) 


(^)- 


[c)  Here  in* 
sert  the  name 
of  each 
Foreign  State, 
followed  by 
the  ofiicial  date 
of  the  appli- 
cation in  each 
respectively. 

[d)  Here  in- 
sert the  name 
of  each 

British  Posses- 
sion, followed 
by  the  official 
date  of  the 
application 

in  each 
respectively. 

[e)  Here  in- 
sert the  official 
date  of  the 
earliest  foreign 
application. 

(/)  Here  in- 
sert the  official 
date  of  the 
earliest  foreign 
application. 

(i}  Signature 
of  applicant  or 
of  each  of 
applicants. 


Note.  —If  the  application  be  made  through  an  agent  a  proper  authorisation  should  be 
supplied  :  if  not,  an  address  for  service  to  which  communications  may  be  sent  should  be 
funiished. 

To  the  Comptroller y 

The  Patent  Office^  25,  Southampton  Buildin^s^ 
Chancery  Lane^  London^  IV,C, 
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To  be  issued  with  Form  A  or  Ai. 
PATENTS,  DESIGNS,  AND  TRADE-MARKS  ACTS,  1883  to  1902. 

Form  B. 


PBOVmiOVAIa  SFECmCATIOK. 
(1V>  b«  ftumished  in  Daplioata.) 


{a)  Herein- 
sent  title 
vertMiUy  agree- 
ing with  that 
in  the  applica- 
tion form. 


(«). 


(^)  Here  in- 
sert {iM/$tI/) 
name,  address, 
and  calling  of 
applicant  or 
applicants  as 
in  application 
form. 


W- 


{c)  Here  begin   do  hereby  declare  the  nature  of  this  inveution  to  be  as  follows: — (c) 

description  of 
the  nature  of 

the  invention.      — 

The  continua- 
tion of  the  .. 

specification 
should  be  upon 

wide-ruled 

paper  of  the 

same  size,  on 

one  side  only, 

with  a  margin        

of  two  inches  ~~ — 

on  the  left 

hand  of  the ___. 

paper.    The 

specification  

and  the 
duplicate 

thereof  must 

be  dated 

(thus) :  

•  •  Dated  this       " 
day  of 

.  •  '9  . 
and  signed  at 
the  end. 
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PATENTS,  DESIGNS,  AND  TRADE-MARKS  ACTS,  1883  TO  1902. 


Where  provisional  specifi- 
cation has  been  left,  quote 
No.  and  date. 

Na 


Date 


Form  C. 


COlCFIiBTB  SFBOmCATION. 
(To  be  ftimiahad  in  Ihiplleata    one  unstamped.) 


W. 


Patents 
RULBS,  1903. 


PATENT. 


(a)  Here  in 
sert  title 
verbally  agri 
ing  with  that 
in  the  applica- 
tion form. 


(«- 


(d)  Here  in- 
sert (in/viJ) 
name,  address, 
and  calling  of 
applicant  or 
applicants  as 
in  application 
form. 


do  hereby  declare  the  nature  of  this  invention  and  in  what  manner  the  same 
is  to  be  performed,  to  be  particularly  described  and  ascertained  in  and  by 
the  following  statement : — 

^  fulldescnp- 

• tion  of  inven- 
tion.   The 

continuation 

of  the  specifi- 
cation should 

be  upon  wide- 
ruled  paper  of 

the  same  size, 

on  one  side 

^ . only,  with  a 

margin  of  two 
inches  on  the 

left  hand  of 

the  paper. 

_^ 1 The  comple- 
tion of  the 

description 

should  be 
followed  by 
the  words : 
"  Having  now  particularly  described  and  ascertained  the  nature  of  my  said  Invention,  and  in  what 

manner  the  same  is  to  be  performed,  I  declare  that  what  I  claim  is  :  "    Alter  which  should  be  written  the 

daim  or  claims  numbered  consecutively.    The  specification  and  the  duplicate  thereof  must  be  dated 

(thus) :  "  Dated  this  day  of  .19    ,"  and  signed  at  the  end. 
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SCHEDULE  OF  FORMS. 


Patents 
Rules.  1903. 


PATENTS,  DESIGNS,  AND  TRADE-MARKS  ACTS, 

1883  TO  1902. 

Form  C*. 


POSTAL  BBQUIBST  FOB  FBZNTED  8FECIFICATIOH. 


To  the  CamptrolUr-General. 


Please  send  one  copy  of  Specification,  No.. 


to 


Patents, 


{Name  infull\ 
{Address) 


Year. 


The  Comptroller-General^ 


The  Paieni  Office, 


25,  Southampton  Buildings^ 


London,  W,C. 
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PATENTS,  DESIGNS,  AND  TRADE-MARKS  ACTS,  1883  to  1902.       Patents 
'  I        •/  :^         Rules,  1903. 

Form  D. 


FOBM  OF  OFPOSmOlT  TO  GBANT  OF  PATESNT. 


ITo  be  accompanied  by  an  unstamped  copy,"] 


(a)  I 


PATENT. 


(a)  Here  state 
(in  fiiU)  name 
and  address. 


hereby  give  notice  of  my  intention  to  oppose  the  grant  of  Letters  Patent 
upon  application  No. of ,  applied  for  by 


upon  the  ground  (b) 


.  -     {b)  Here  state 
upon  which  of 

- —    the  grounds  of 
opposition  per- 
-    mitted  by  sec- 
tion II  of  the 

—  Act  of  1883,  as 
amended  by 
—  section  4  of 
the  Act  of  1888. 
the  grant  is 
opposed. 


(Signed)  (it) 


My  address  for  service  in  the  United  Kingdom  is  :— 


[c)  To  be 
signed  by  op- 
ponent. 


To  the  Comptroller^ 

The  Patent  Office^  25,  Southampton  Buildings^ 
Chancery  Lane^  London^  W,C. 
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SCHEDULE  OF  FORMS. 


Patents       PATENTS,  DESIGNS,  AND  TRADE-MARKS  ACTS,  1883  to  1902. 
Rules,  1903, 

Fonn  E. 


PATENT. 


FORM  OF  NOnOB  THAT  HXABINa  BEFOBE  THE  COHP- 

TBOIiIiEB  WILL  BE  ATTENDED. 


Oppositions  to  the  Grant  of  Patents  or  to  Amendments. 


Sir, 


{a)  Here  insert 
address. 


.Of(fl) 


hereby  give  notice  that  the  hearing  in  reference  to. 


will  be  attended  by  myself  or  by  some  person  on 


my  behalf. 


Sir, 


Your  obedient  Servant 


(Signed). 


To  the  CamptrolUry 

The  Patent  Office^  25,  Southampton  Buildings^ 
Chancery  LaiUy  London^  JV.C. 
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PATENTS,  DESIGNS,  AND  TRADE-MARKS  ACTS,  1883  to  1902.       Patents 

Rules.  1903. 

Form  F.  


FOBM  OF  APFUCATIOir  FOB  AMENDMXNT  OF 

SFlSCIFICATIOir. 


PATENT. 


W- 


(a)  Here  state 
(in  full)  name 
and  address  of 
applicant  or 
patentee. 


seek  leave  to  amend  the  specification  d  Letters  Patent  No. 

of  I  ,  as  shown  in  red  ink  in  the  certified  copy  of  the  original 

specification  hereunto  annexed. 

(^)  I  declare  that  no  action  for  infringement  or  proceeding  for  revocation 
of  the  Letters  Patent  in  question  is  pending. 

My  reasons  for  making  this  amendment  are  as  follows  (r) 


(Signed)  (^. 


My  address  for  service  in  the  United  Kingdom  is  :— 

To  the  Comptroller^ 

The  Patent  Office^  25,  Southampton  Buildings^ 
Chancery  Lane^  London^  1V.C. 


N.B. — No  amendment  is  permissible  that  would  make  the  invention  substantially 
larger  or  substantially  diiferent  (section  18  of  the  Act  of  1883) ;  nor.  so  lonf^:  as  any 
action  for  infringement  or  proceeding  for  revocation  of  a  patent  is  pending,  may 
the  application  be  made  except  by  leave  of  the  Court  or  a  Judge  under  section  19 
of  the  Act  of  1883.  If  the  application  is  made  by  such  leave,  this  should  be  stated, 
and  an  oflSce  copy  of  the  Order  of  the  Court  or  Judge  should  accompany  the 
application. 


{d)  These 
words  are  to  be 
struck  out  when 
Letters  Patent 
have  not  been 
sealed,  or 
when,  if  Let- 
ters Patent 
have  been 
sealed,  the 
application  is 
made  in  pur- 
siuince  of  an 
order  of  the 
Court  or  a 
Judge. 

{c)  Here  state 
reasons  for 
seekingamend- 
ment ;  and 
where  the  ap- 
plicant is  not 
the  patentee, 
state  what  in- 
terest he  pos- 
sesses in  the 
Letters  Patent. 

{if)  To  be 
signed  by 
applicant. 


5S6  SCHEDULE  OF  FORMS. 


Patents       PATENTS,  DESIGNS,  AND  TRADE-MARKS  ACTS,  1883  TO  1902. 
Rules,  1903. 

FORM  G. 


PATENT. 


L 


FORM  OF  OFPOSinOir  TO  AKSNBKENT  OF  SPECIFICATION. 


[To  be  accompanied  by  an  unstamped  copy.'\ 


(a)  Here  state  (^)- 

(in  fall)  name 

andaddreuof      -  

opponent 


hereby  give  notice  of  objection   to   the  proposed   amendment    of  the 
specification  of  Letters   Patent   No. of  1 for  the 


(^)Heresute    Allowing  reason  :  (^X 

reason  of 

opposition. 


(Signed). 


My  address  for  service  in  the  United  Kingdom  is : — 


To  the  Comptroller y 

The  Patent  Office,  25,  Southampton  Buildings, 
Chancery  Lane,  London,  W,C. 


SCHEDULE  OF  FORMS. 
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[Forms  H,  H 1,  and  I,  relating  to  Comptdsory  Iiioenae  and 

.    Bavooation  are  omitted.] 


Patents 
Rules,  1903. 


[When  stamped  this  Form  must  be  sent  at  once  to  the  Patent  Office.] 

PATENTS,  DESIGNS,  AND  TRADE-MARKS  ACTS,  1883  TO  1902. 

Form  J. 


AFFUCATION  FOB  CBBTIFICATE  OP  PAYMENT   OB 


of(^l) 
of 


hereby  transmit  the  fee  prescribed  for  the  continuation  in  force 
Patent  No. ,  of  i for  a  further  period 

Name  {b) _  _  .  .      _     _      . 

Address .  _   .  _  


To  the  Comptroller, 

The  Patent  Office,  Southampton  Buildings, 
Chancery  Lane,  London,  IV.C. 


{a)  Here  in- 
sert name  of 
patentee. 

(^)  Here  in- 
sert name  and 
full  address. 


[This  part  of  the  Form  to  be  filled  in  at  the  Patent  Office.] 
CEBTIPIOATE  OF  PAYMENT   OB  BENEWAIi. 


Letters  Patent  No. 


of  I 


did  this. 


This  is  to  certify  that__ 

of 19 ,  make  the  prescribed  payment  of  £. 


PATENT. 


.day 


in  respect  of  a  period  of_ 


jfrom. 


.and  that  by  virtue 

of  such  payment  the  rights  of  the  patentee  remain  in  force.* 

17  of  the 
Patents,  De- 
signs, and 
Trade  Marks 
Act,  1883. 

The  Patent  Office,  London. 
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SCHEDULE  OF  FORMS. 


Patents       PATENTS,  DESIGNS,  AND  TRADE-MARKS  ACTS,  1883  to  1902. 
Rules,  1903. 

Form  K. 


PATENT. 


FOBM  OF  APFUCATION   FOB  ^aSOJ^BOEMSST    OF 

FOB  FAYKEZTF  OF  BXSNSWAIa  FEB. 


Sir, 


I  HEREBY  apply  for  an  enlai^ement  of  time  for. 


.month     in 


which  to  make  the^ 


.payment  of. 


upon  my  Patent,  No. 


of  I 


{a)  The  cir- 
cumstanoes 
must  be  stated 
in  detail ;  ser 
Rule  67. 


The  circumstances  in  which  the  payment  was  omitted  are  as  follows  (a) : — 


I  am. 
Sir, 
Your  obedient  Servant, 


(^)  Here  insert 
full  address  to 
which  receipt 
is  to  be  sent. 


W- 


To  the  Comptroller^ 

The  Patent  Office,  25,  Southampton  Buildings^ 
Chancery  Lane,  London,  W,C 
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PATENTS,  DESIGNS,  AND  TRADE-MARKS  ACTS,  1883  TO  1902.       Patents 

Rules,  1903. 

Form  L. 


FOBM  OF  BBQinSBT  TO  JdM'i'JUt  IT AKB  UPON  THE 

OF  FATBNT8. 


PATENT. 


IW. 


hereby  request  that  you  will  enter  {b). 
of  Patents  : — 


name 


(d) 


claim  to  be  entitled  (e). 


of  the  Patent  No.. 


of  I         ,  granted  to  (/). 


the  title  of  which  is  Of). 


.    .     _     (tf)  Or  We. 

Here  insert 
(in  full)  name, 

address,  and 
description. 

(c)'\Ti  the  Register   /m  lAyoroox, 

lc\  Ornames. 


{d)  I  or  We. 
\e)  Here  insert 
the  nature  of 
the  claim,  e.g. 
as  Assignee. 
(/)  Here  give 
name  and  ad- 
dress of  person 
to  whom  Patent 
was  granted. 
{g\  Here  insert 
title  of  the 
invention. 


by  virtue  of  (A). 


(h\  Here  spe- 
citv  the  parti- 
culars of  such 
document,  giv- 
ing its  date,  and 
the  parties  to 
the  same,  and 
showing  how 
the  claim  here 
made  is  sub- 
stantiated. 


And  in  proof  whereof  I  transmit  the  accompanying  (0. 


_with  an  attested  copy  thereof. 

I  am, 
Sir, 
Your  obedient  Servant, 


(»')  Here  insert 
the  nature  of 
the  document. 


To  the  Comptroller, 

The  Patent  Office,  25,  Southampton  Buildings, 
Chancery  Lane,  London,  IV.C, 
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SCHEDULE  OF  FORMS. 


Patents       PATENTS,  DESIGNS,  AND  TRADE-MARKS  ACTS,  1883  TO  1902. 
Rules,  1903. 

Form  M. 


PATENT. 


FOBM  OF  KBQUEBT  TO  ISNTER  NOTIFICATION  OF 
OB  OTHEB  DOCUICENT  IN  THIS  KBGISTEB  OF  PAT 


{a)  Here  in- 
sert a  descrip- 
tion of  the 
nature  of  the 
document. 


I  HEREBY  transmit  an  attested  copy  of  (a) 


under  Patent  No. of  i        ,  as  well  as  the  original  document  for 

verification,  and   I  have  to  request  that  a  notification  thereof  may  be 
entered  in  the  Register. 

I  am, 
Sir, 
Your  obedient  Servant, 


(Signed)_ 


{d)  Here  in 
sert  full  ad- 
dress. 


W     - 


To  the  Comptroller y 

The  Patent  Office^  25,  Southampton  Buildings^ 
Chancery  Lane^  London^  W,C. 
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PATENTS,  DESIGNS,  AND  TRADE-MARKS  ACTS,  18S3  TO  1902.       Patents 

Rules,  1903. 

Form  N. 


APPLICATIOir  FOB  DUFIJCA1«B  OV  FATXVT. 


PATENT. 


Date 


Sm, 


I  REGRET  to  have  to  inform  you  that  the  Patent  dated  {a) 


No. 


granted  to 


(a)  Here  insert 
cSate,  number, 
full  name,  and 
addresser 
grantee. 


for  an  invention  the  title  of  which  is  (Ji) 


{b)  Here  insert 
title  of 
invention. 


has  been  (c) 


I  beg  therefore  to  apply  for  the  issue  of  a  duplicatej^of  such  Patent.  (^ 


(Signature  of  Patentee.) 


{c)  Here  insert 
the  word 
"destroyed"  or 
"lost,"  as  the 
case  may  be, 
and  state,  in 
full,  the  cir- 
cumstances of 
the  case,  which 
must  be  veri- 
fied by  statu- 
tory declaia- 
tion. 

i^d)  Here  state 
mterest  pos- 
sessed by  ap- 
Plicant  in  the 
atent. 


To  the  Comptroller^ 

The  Patent  Office^  25,  Southampton  Buildings^ 
Chancery  Lane^  London^  W,C 


2  O 
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SCHEDULE  OF  FORMS. 


Patejcts 
Kl'Les.  19D3, 


PATENTS,  DESIGNS,  AND  TRADE-MARKS  ACTS,  1883  TO  1902, 


Form  O. 


PATENT. 


HOTiCJB  OV  IBTJfiHDED 


-».«:it:i 


OH  OF  JLS 


TED 


la)  Here  state 
(in  foil)  name 
and  address  of 
applicant. 


(«)- 


hereby  ghre  notice  of  my  intention  to  exhibit  a 
of L_at  the 


of. 


19 


(^)  Sute  Exhibition,  which  (^) .     _     _ 

••opened"  or 

"is  to  open."     under  the  provisions  of  the  Patents,  Designs,  and  Trade  Marks  Acts, 

1883  to  1902. 


{c)  This  de- 
scription of 
invention 
should  be  ac- 
companied by 
drawings  if 
necessary. 


(c). 


.herewith  enclose  a  brief  description  of  my  invention 


(Signed) 


To  the  Comptroller^ 

The  Patent  Office,  25,  Southampton  Buildings, 
Chancery  Lane,  London,  IV, C. 


SCHEDULE  OF  FORMS. 
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PATENTS,  DESIGNS,  AND  TRADE-MARKS  ACTS,  1883  TO  1902.       Patents 

RlXES,  1903. 

Form  P. 


FOBM  OF  BEQUEST  FOB  COBBECTION  OF  CLEBICAL 


PATENT. 


Sir, 


I  HEREBY  request  that  the  following  clerical  error  (a). 


{a)  or  errors. 


in  the  {61 


No.. 


. (^)  Here  state 

wnether  in 
application, 

of  I ,  may  be  corrected  in  the  manner  shown  in  red  ink  o^^e°" 


in  the  certified  copy  of  the  original  (^). 


herennto  annexed. 


Sig^ture.  .. 
Full  Address. 


To  the  Comptroller^ 

The  Patent  Office^  25,  Southa$npton  Buildings, 
Chancery  Lane^  London,  IV.C. 
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SCHEDULE  OF  FORMS. 


CBBTinCATS   or   COKPEBOUiKK-aXmaAIh 


The  Patent  Office, 

London, 


,  Comptroller- General  of  Fatents, 


Designs,  and  Trade-marks,  hereby  certify 
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565 


PATENTS,  DESIGNS,  AND  TRADE-MARKS  ACTS,  1883  TO  1902.       Patents 

Rules,  1903. 
Form  R.  


POBM  OF  NOTICE  FOB  AI/TEBATIOir  OF  AN 

IN  BBOISTEB. 


Sir, 


W. 


PATENT. 


la)  Here  state 
(in  full)  name 
or  names  and 
address  of 
applicant  or 
applicants. 


hereby  request  that, 
as  follows  : — 


.address  now  upon  the  Register  may  be  altered 


W- 


{d)  Here  in- 
sert full  ad- 
dress. 


Sir, 
Yoiu:  obedient  Servant, 


To  the  Comptroller^ 

The  Patent  Office^  25,  Southampton  Buildings^ 
Chancery  Lane^  London^  W,C. 


PATENTS,  DESIGNS,  AND  TRADE-MARKS  ACTS,  1883  TO  1902. 

Form  S. 

[Form  of  Application  for  Entry  of  Order  of  Privy  Council  in  Begister 

omitted.] 
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PATENTS       PATENTS,  DESIGNS,  AND  TRADE-MARKS  ACTS,  1883  to  1902 

Rules,  1903. 

Form  T. 


PATENT. 


FOBM  OF  AFFBAIi  TO  IiAW  OFFICER. 


(a)  Here  in- 
sert (in  full) 
name  and  ad- 
dress  of  appel- 
lant. 


I.  (a). 


{d)  Here  in- 
sert ••  the  de- 
cision "  or 
"that  part  of 
the  decision," 
as  the  case 
may  be. 


hereby  give  notice  of  my  intention  to  appeal  to  the  Law  Officer  from  (d) 


of  the  Comptroller  of  the 


day  of. 


{c)  Here  in- 
sert "refused 
[or  allowed] 
application  for 
Intent,"  or 
"  refused  [or 
allowed]  ap- 
plication for 
leave  to  amend 
Patent,"  or 
otherwise,  as 
the  case  may 
be. 

{({)  Insert 
number  and 
year. 


19       ,  whereby  he  (c). 


No.  (//). 


.of  the  year  i 


(^) 


Signature. 


Date. 


N.B.— This  notice  must  be  sent  to  the  Comptroller-General  at  the 
Patent  Office,  London,  W.C,  and  a  copy  of  the  same  to  the  Law  Officers' 
Clerk  at  Room  549,  Royal  Courts  of  Justice,  London. 


I 


SCHEDULE  OF  FORMS. 


567 


PATENTS,  DESIGNS,  AND  TRADE-MARKS  ACTS,  1883  TO  1902.       patents 

Rules,  1903. 
Form  U.  


OF  APPLICATION  FOB  EXTMNBlOTSf  OF  TIME  FOR 

iiEAvnra  a  comfiiEtb  sfxsoificatiok. 


PATENT. 


Sir, 


dated. 


hereby,  in  respect  of  application  No. 


,  apply  for  one  month's  extension  of  time  in 


which  to  leave  a  Complete  Specification. 


The  circumstances  in  and  grounds  upon  which  this  extension  is  applied 
for  are  as  follows  (a) : — 


{a)  The  cir- 
cumstances 
and  grounds 
must  be  stated 
in  detail ;  see 
Rule  10. 


Sir, 
Your  obedient  Servant, 


W- 


[d)  To  be 
signed  by 
applicant  or 
applicants  or 
his  or  their 
agent. 


To  the  ComptrolUr^ 

The  Patent  Office ^  25,  Southampton  Buildings^ 
Chatuery  Lane^  London^  IV,C, 
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Patents       PATENTS,  DESIGNS,  AND  TRADE-MARKS  ACTS,  1883  TO  1902, 
Rules.  1903. 

Form  V. 


PATENT. 


]>OBH  OF  APFIilCATIOir  FOB  ISZTENSION  OF  TUCE  FOR 
ACOBFTAKCE  OF  A  COMFIiETE  SFECIFICATIOir. 


Sir, 


hereby  apply  for. 


months'  extension  of  time 


for   the    acceptance  of    the    Complete    Specification   upon    application 


No.. 


.dated 


The  circumstances  in  and  grounds  upon  which  this  extension  is  applied 


(a)  The  cir-  for  are  as  follows  (a)  : — . 
cumstances 

and  grounds 

miist  be  stated 

in  detail ; 

j«  Rule  10*         


Sir, 
Your  obedient  Ser\'ant, 


{6)  To  be 
signed  by 
applicant  or 
applicants  or 
his  or  their 
agent. 


W- 


To  the  Comptroller y 

The  Patent  Office^  25,  Southampton  Buildings^ 
Chancery  Lane,  London^  fV,C. 


SCHEDULE  OF  FORMS.  569 


Form  W.  Patents 

Rules,  1903. 


FOBM  OF  PATENT. 


Edward  VII.,  by  the  Grace  of  God,  of  the  United  Kingdom  of  Great 
Britain  and  Ireland  and  of  the  British  Dominions  beyond  the  Seas  King, 
Defender  of  the  Faith,  Emperor  of  India  :  To  all  to  whom  these  presents 
shall  come  greeting : 

Whereas 
hath  declared  that  he  is  in  possession  of  an  invention  for 

that  he  is  the  true  and  first  inventor  thereof,  and  that  the  same  is  not  in  use 
by  any  other  person  to  the  best  of  his  knowledge  and  belief : 

And  whereas  the  said  inventor  hath  humbly  prayed  that  a  patent  might 
be  granted  unto  him  for  the  sole  use  and  advantage  of  his  said  invention  : 

And  whereas  the  said  inventor  (hereinafter  together  with  his  executors, 
administrators,  and  assigns,  or  any  of  them,  referred  to  as  the  said  patentee) 
hath  by  and  in  his  complete  specification  particularly  described  the  nature 
of  his  invention : 

And  whereas  We,  being  willing  to  encourage  all  inventions  which  may 
be  for  the  public  good,  are  graciously  pleased  to  condescend  to  his  request : 

Know  ye,  therefore,  that  We  of  our  especial  grace,  certain  knowledge, 
and  mere  motion  do  by  these  presents,  for  us,  our  heirs  and  successors,  give 
and  grant  unto  the  said  patentee  our  especial  license,  full  power,  sole 
privilege,  and  authority,  that  the  said  patentee  by  himself,  his  agents,  or 
licensees,  and  no  others,  may  at  all  times  hereafter  during  the  term  of  years 
herein  mentioned,  make,  use,  exercise,  and  vend  the  said  invention  within 
our  United  Kingdom  of  Great  Britain  and  Ireland,  and  Isle  of  Man,  in  such 
manner  as  to  him  or  them  may  seem  meet,  and  that  the  said  patentee  shall 
have  and  enjoy  the  whole  profit  and  advantage  from  time  to  time  accruing 
by  reason  of  the  said  invention  during  the  term  of  fourteen  years  from  the 
date  hereunder  written  of  these  presents :  And  to  the  end  that  the  said 
patentee  may  have  and  enjoy  the  sole  use  and  exercise  and  the  full  benefit 
of  the  said  invention.  We  do  by  these  presents  for  us,  our  heirs  and  successors, 
strictly  command  all  our  subjects  whatsoever  within  our  United  Kingdom  of 
Great  Britain  and  Ireland,  and  the  Isle  of  Man,  that  they  do  not  at  any 
time  during  the  continuance  of  the  said  term  of  fourteen  years  either  directly 
or  indirectly  make  use  of  or  put  in  practice  the  said  invention,  or  any  part  of 
the  same,  nor  in  anywise  imitate  the  same,  nor  make  or  cause  to  be  made 
any  addition  thereto  or  subtraction  therefrom,  whereby  to  pretend  them- 
selves the  inventors  thereof,  without  the  consent,  license  or  agreement  of  the 
said  patentee  in  writing  under  his  hand  and  seal,  on  pain  of  incurring  such 
penalties  as  may  be  justly  inflicted  on  such  offenders  for  their  contempt  of 
this  our  Royal  command,  and  of  being  answerable  to  the  patentee  according 
to  law  for  his  damages  thereby  occasioned : 


570 


SCHEDULE  OF  FORMS. 


Patents 
Rui.KS.  1903. 


Provided  that  these  our  letters  patent  are  on  this  condition,  that,  if  at 
any  time  during  the  said  term  it  be  made  to  appear  to  us,  our  heirs,  or 
successors,  or  any  six  or  more  of  our  Privy  Council,  that  this  our  grant  is 
contrary  to  law,  or  prejudicial  or  inconvenient  to  our  subjects  in  general, 
or  that  the  said  invention  is  not  a  new  invention  as  to  the  public  use  and 
exercise  thereof  within  our  United  Kingdom  of  Great  Britain  and  Irdand, 
and  Isle  of  Man,  or  that  the  said  patentee  is  not  the  first  and  true  inventor 
thereof  within  this  realm  as  aforesaid,  these  our  letters  patent  shall  forth- 
with determine,  and  be  void  to  all  intents  and  purposes,  notwithstanding 
anything  hereinbefore  contained :  Provided  also,  that  if  the  said  patentee 
shall  not  pay  all  fees  by  law  required  to  be  paid  in  respect  of  the  grant  of 
these  letters  patent,  or  in  respect  of  any  matter  relating  thereto  at  die  time 
or  times,  and  in  manner  for  the  time  being  by  law  provided  ;  and  also  if 
the  said  patentee  shall  not  supply  or  cause  to  be  supplied,  for  our  service 
all  such  articles  of  the  said  invention  as  may  be  required  by  the  officers  or 
commissioners  administering  any  department  of  our  service  in  such  mainner, 
at  such  times,  and  at  and  upon  such  reasonable  prices  and  terms  as  shall  be 
settled  in  manner  for  the  time  being  by  law  provided,  then,  and  in  any  of 
the  said  cases,  these  our  letters  patent,  and  all  privileges  and  advantages 
whatever  hereby  granted  shall  determine  and  become  void  notwithstanding 
anything  hereinbefore  contained:  Provided  also  that  nothing  herein  con- 
tained shall  prevent  the  granting  of  licenses  in  such  manner  and  for  such 
considerations  as  they  may  by  law  be  granted :  And  lastly,  We  do  by  these 
presents  for  us,  our  heirs  and  successors,  grant  unto  the  said  patentee  that 
these  our  letters  patent  shall  be  construed  in  the  most  beneficial  sense  for 
the  advantage  of  the  said  patentee. 

In  witness  whereof  We  have  caused  these  our  letters  to  be  made  patent 
and  to  be  sealed  as  of  the 

one  thousand  nine  hundred 
and 


•  Herelis  lo 
be  inserted  the 
name  of  the 
Comptroller- 
General. 


Comptroller- General  of  Patents,  Designs, 
and  Trade-marks. 


G.  W.  BALFOUR, 
President  of  the  Board  of  Trade. 


1 2th  January,  1903. 
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RULES   REGULATING  THE    PRACTICE  AND    PRO- 
CEDURE ON  APPEALS  TO  THE  LAW  OFFICERS. 

I.  When  any  person  intends  to  appeal  to  the  Law  Officer  from 
a  decision  of  the  Comptroller  in  any  case  in  which  such  appeal  is 
given  by  the  Acts,  he  shall  within  fourteen  days  from  the  date  of 
the  decision  appealed  against  file  in  the  Patent  Office  a  notice  of 
such  his  intention. 

II.  Such  notice  shall  state  the  nature  of  the  decision  appealed 
against,  and  whether  the  appeal  is  from  the  whole,  or  part  only, 
and  if  so,  what  part  of  such  decision. 

III.  A  copy  of  such  notice  of  intention  to  appeal  shall  be  sent 
by  the  party  so  intending  to  appeal  to  the  Law  Officers*  clerk,  at 
room  549,  Royal  Courts  of  Justice,  London  ;  and  when  there  has 
been  an  opposition  before  the  Comptroller,  to  the  opponent  or 
opponents  ;  and  when  the  Comptroller  has  refused  to  seal  a  patent 
on  the  ground  that  a  previous  application  for  a  patent  for  the 
same  invention  is  pending,  to  the  prior  applicant. 

IV.  Upon  notice  of  appeal  being  filed,  the  Comptroller  shall 
forthwith  transmit  to  the  Law  Officers'  clerk  all  the  papers  relating 
to  the  matter  of  the  application  in  respect  of  which  such  appeal 
is  made. 

V.  No  appeal  shall  be  entertained  of  which  notice  is  not  given 
within  fourteen  days  from  the  date  of  the  decision  appealed  against, 
or  such  further  time  as  the  Comptroller  may  allow,  except  by 
special  leave  upon  application  to  the  Law  Officer. 

VI.  Seven  days'  notice,  at  least,  of  the  time  and  place  appointed 
for  the  hearing  of  any  appeal,  shall  be  given  by  the  Law  Officers' 
clerk,  unless  special  leave  be  given  by  the  Law  Officer  that  any 
shorter  notice  be  given. 

VII.  Such  notice  shall  in  all  cases  be  given  to  the  Comptroller 
and  the  appellant ;  and,  when  there  has  been  an  opposition  before 
the  Comptroller,  to  the  opponent  or  opponents ;  and,  when  the 
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Comptroller  has  refused  to  seal  a  patent  on  the  ground  that  an 
application  for  a  patent  for  the  same  invention  is  pending,  to  the 
prior  applicant 

VI IL  The  evidence  used  on  appeal  to  the  Law  Officer  shall  be 
the  same  as  that  used  at  the  hearing  before  the  Comptroller ;  and 
no  further  evidence  shall  be  given,  save  as  to  matters  which  have 
occurred  or  come  to  the  knowledge  of  either  party,  after  the  date 
of  the  decision  appealed  against,  except  with  the  leave  of  the  Law 
Officer  upon  application  for  that  purpose. 

IX.  The  Law  Officer  shall,  at  the  request  of  either  party,  order 
the  attendance  at  the  hearing  on  appeal,  for  the  purpose  of  being 
cross-examined,  of  any  person  who  has  made  a  declaration  in  the 
matter  to  which  the  appeal  relates,  unless  in  the  opinion  of  the 
Law  Officer  there  is  good  ground  for  not  making  such  order. 

X.  Any  person  requiring  the  attendance  of  a  witness  for  cross- 
examination  shall  tender  to  the  witness  whose  presence  is 
required  a  reasonable  sum  for  conduct  money. 

XL  Where  the  Law  Officer  orders  that  costs  shall  be  paid  by 
any  party  to  another,  he  may  fix  the  amount  of  such  costs,  and 
if  he  shall  not  think  fit  to  fix  the  amount  thereof,  he  shall  direct 
by  whom  and  in  what  manner  the  amount  of  such  costs  shall  be 
ascertained. 

XII.  If  any  costs  so  ordered  to  be  paid  be  not  paid  within 
fourteen  days  after  the  amount  thereof  has  been  so  fixed  or  ascer- 
tained, or  such  shorter  period  as  shall  be  directed  by  the  Law 
Officer,  the  party  to  whom  such  costs  are  to  be  paid  may  apply  to 
the  Law  Officer  for  an  order  for  payment  under  the  provisions 
of  section  38  of  the  Act 

XIII.  All  documentary  evidence  required,  or  allowed  by  the 
Law  Officer  to  be  filed,  shall  be  subject  to  the  same  regulations, 
in  all  respects,  as  apply  to  the  procedure  before  the  Comptroller, 
and  shall  be  filed  in  the  Patent  Office,  unless  the  Law  Officer 
shall  order  to  the  contrary. 

XIV.  Any  notice  or  other  document  required  to  be  given  to 
the  Law  Officers'  clerk,  under  these  rules,  may  be  sent  by  a  prepaid 
letter  through  the  post 

HENRY  JAMES,  A.-G. 
FARRER  HERSCHELL,  S.-G. 
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FORM  OF  REPLY  SENT  TO  INVENTORS  BY  THE 

ADMIRALTY. 


It  is  requested  that  in  Juiy  further 
commnninifion  on  thu  subject  the 
above  letters  aod  numbers  may  be 

J  looted,  and  the  Letter  addressed  as 
o»ows»- 
"The  Secretary  of  the  Admiralty, 
•'WhitehaU. 


ion." 


Admiralty,  S.W., 
190 


Sir, 

In  reply  to  your  letter  of  the  , 

I  am  commanded  by  my  Lords  Commissioners  of  the  Admiralty 
to  acquaint  you  that  if  you  will  comply  with  the  Instructions  con- 
tained in  the  accompanying  *'  Memorandum  for  Inventors,"  dated 
1st  April,  1895,  and  containing  Regulations  for  the  reception  of 
Inventions  submitted  to  this  Office,  your  proposal  shall  be  duly 
considered. 

2.  In  the  event  of  your  desiring  to  submit  your  proposal  in 
accordance  with  the  Memorandum,  it  is  necessary  that  sufficient 
particulars  should  be  given  to  enable  the  same  to  be  fully  con- 
sidered, including  any  evidence  you  may  have  of  the  usefulness  of 
the  Invention  obtained  by  actual  previous  experiment 

3.  Should  it  be  considered  desirable  to  try  your  Invention  in  a 
Dockyard  or  elsewhere,  the  provision  of  the  article  and  all  expenses 
connected  with  carriage,  fitting  up  and  removing  it  will  have  to  be 
borne  by  you. 

4.  I  am  at  the  same  time  to  inform  you  that  if  any  plans,  models, 
or  papers,  which  form  an  essential  part  of  the  description  of  your 
Invention,  are  forwarded  to  this  Office,  they  will  be  retained  by 
their  Lordships  for  future  reference,  and  cannot  therefore  be  re- 
turned to  you. 

I  am.  Sir,  &c. 
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MEMORANDUM    FOR   INVENTORS   ISSUED   BY   THE 

ADMIRALTY  AND  WAR  OFFICE, 

Notc^-When  the  wards  in  square  brackets  are  substituted  for  those  printed  in 
italics  the  circular  is  identical  with  thai  of  the  War  Office, 


Admiralty,  \  ^^  |War  Office, 

iJ/7ir/K,  1895,/       \  istjune^i^u 


In  consequence  of  the  numerous  claims  for  compensation  for 
loss  of  time,  and  for  expenses  incurred  by  private  individuals  in 
working  out  inventions  of  various  kinds,  as  well  as  for  rewards  in 
consequence  of  the  use  of  such  inventions,  the  Lards  Camfnissianers 
of  the  Admiralty  consider  [the  Secretary  of  State  for  War  considers] 
it  necessary  to  make  known  the  following  Regulations : — 

1.  By  Section  27  of  the  '^  Patents,  Designs,  and  Trade-Marks  Act,  1883,"  it  is 
enacted  as  follows  : — 

'*  A  Patent  shall  have  to  all  intents  the  like  efifect  as  against  Her  Majest\* 
the  Queen,  her  Heirs,  and  Successors,  as  it  has  against  a  subject. 

"  But  the  Officers  or  Authorities  administering  any  Department  of  the  service 
of  the  Crown,  may  by  themselves,  their  agents,  contractors,  or  others,  at 
any  time  after  the  application,  use  the  invention  for  the  service  of  the 
Crown,  on  terms  to  be  before  or  after  the  use  thereof  agreed  on,  with  the 
approval  of  the  Treasury,  between  those  Officers  or  Authorities  and 
the  Patentee,  or,  in  default  of  such  agreement,  on  such  terms  as  may  be 
settled  by  the  Treasury,  after  hearing  all  parties  interested." 

2.  Persons  who  desire  to  submit  any  invention  for  consideration, 
should  do  so  by  letter  addressed  to  the  Secretary  of  the  Admiralty 
[Under-Secretary  of  State  for  War].  The  letter  should  state  the 
nature  of  the  invention  ;  whether  patented  or  not ;  if  patented,  it 
should  quote  number  and  date  of  patent  It  should  also  state 
whether  the  person  who  offers  it  for  consideration  desires  to  make 
any  claim  for  remuneration  in  connection  with  it  In  the  absence 
of  such  a  statement  it  will  be  assumed  that  no  such  remuneration  is 
expected. 
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3.  Expenses  or  loss  of  time  incurred  before  or  after  the  sub- 
mission of  an  invention  will  give  no  claim,  unless  authority  for  such 
expenses  has  been  previously  given  by  letter  signed  by  tlie  Secretary 
of  tlie  Admiralty  [one  of  the  Under-Secretaries  of  State  or  the 
Director-General  of  Ordnance] ;  and  the  liability  will  be  strictly 
confined  to  the  limits  of  expenditure  authorized  in  such  letter. 

4.  Should  the  invention  be  adopted  into  the  Service,  the  person 
or  persons  who  submitted  the  same  may  be  required  to  furnish  two 
copies  of  all  designs,  drawings,  or  particulars  relating  to  the  in- 
vention, which  may  be  desired  by  the  Admiralty  [War  Department], 
as  well  as  any  patterns  which  may  be  considered  necessary ;  and  it 
is  to  be  understood  that  all  such  drawings,  designs  and  patterns 
will  be  absolutely  at  the  disposal  of  H.M.'s  Government  for  all 
purposes  whatever.  Reasonable  prices  will  be  paid  by  the  Admiralty 
[War  Department]  for  the  designs,  drawings,  and  patterns  supplied. 

5.  No  claim  for  reward  for  an  invention  will  be  held  to  be 
established,  unless  the  invention  has  been  adopted  into  the  Service  ; 
and  all  designs,  drawings,  patterns  and  particulars  required  by  the 
Admiralty  [War  Department]  have  been  supplied  under  the  con- 
ditions mentioned  above. 

6.  All  claims  for  remuneration  will  be  carefully  considered  ;  but 
any  award  which  may  be  made  will  only  be  payable  to  the  claimant 
when  approved  by  the  Treasury,  and  money  is  available  from  funds 
voted  by  Parliament  for  such  purposes. 

7.  The  above  rules  do  not  apply  to  inventions  patented  by  such 
Government  employes  as  are  required  to  obtain  ofHcial  permission 
before  taking  out  a  patent,  with  regard  to  whom  special  regulations 
are  in  force. 
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INTERNATIONAL    CONVENTION     FOR     THE     PRO- 
TECTION OF  INDUSTRIAL  PROPERTY. 

Signed  at  Paris,  March  20,  1 883. 

(As  modified  ^  by  an  Additional  Act,  which  was  signed  at  Brussels, 

Dec.  14,  1900.) 

I. 

International  Convention. 

Sa  Majesty  le  Roi  des  Beiges,  Sa  Majesty  I'Empereur  du  Brdsil, 
Sa  Majesty  le  Roi  d'Espagne,  le  Pr&ident  de  la  R^ublique 
Fran^aise,  le  President  de  la  R^publique  de  Guatemala,  Sa  Majesty 
le  Roi  d'ltalie,  Sa  Majesty  le  Roi  des  Pays-Bas,  Sa  Majesty  le  Roi 
de  Portugal  et  des  Algarves,  le  President  de  la  R^ublique  de 
Salvador,  Sa  Majesty  le  Roi  de  Serbie  et  le  Conseil  F^d^ral  de 
la  Conf(£d^ration  Suisse, 

Egalement  animus  du  d^sir  d'assurer,  d'un  common  accord,  une 
complete  et  efficace  protection  4  Tindustrie  et  au  commerce  des 
nationaux  de  leurs  Etats  respectifs  et  de  contribuer  k  la  garantie 
des  droits  des  inventeurs  et  de  la  loyaut^  des  transactions 
commerciales,  ont  rdsolu  de  conclure  une  Convention  k  cet  efTet 
et  ont  nomm6  pour  leurs  Pldnipotentiaires,  savoir,  &c.' 

Lesquels,  apr^s  s'^tre  communique  leurs  pleins  pouvoirs 
respectifs,  trouv^s  en  bonne  et  due  forme,  sont  convenus  des 
Articles  suivants : — 

^  The  modifications  as  regards  inventions  consist  in  the  addition  of  Aitide  IV.  Hs,  and 
Article  X.  bis^  and  the  words  in  italics  in  other  Articles,  and  in  the  omissioD  of  words  printed 
between  square  brackets.  The  Governments  of  St.  Domingo  and  Seivia  have  not  yet  ratified 
the  amended  convention,  and  are,  therefore,  only  bound  by  the  earlier.  Germany  and  AQStna> 
Hungary  have  announced  their  adhesion  to  the  Convention  from  zst  May,  1909,  and  isi 
Jan.,  1904,  respectively. 

<  The  names  and  titles  of  the  plenipotentiaries  are  here  omitted. 
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Article  I. 

Les  Gouvernements  de  la  Belgique,  du  Br^sil,  de  TEspagne,  de 
la  France,  du  Guatemala,  de  Tltalie,  des  Fays-Bas,  du  Portugal, 
du  Salvador,  de  la  Serbie  et  de  la  Suisse  sont  constitu^s  ^  T^tat 
d'Union  pour  la  protection  de  la  Propri^t^  Industrielle,^ 

Article  11. 

Les  sujets  ou  citoyens  de  chacun  des  Etats  Contractants 
jouiront,  dans  tous  les  autres  Etats  de  F Union,  en  ce  qui  conccme 
les  brevets  d'invention,  les  dessins  ou  modules  industriels,  les 
marques  de  fabrique  ou  de  commerce  et  le  nom  commercial,  des 
avantages  que  les  lois  respectives  accordent  actuellement  ou 
accorderont  par  la  suite  aux  nationaux. 

En  consequence,  ils  auront  la  m£me  protection  que  ceux-ci  et 
le  mdme  recours  l^gal  contre  toute  atteinte  port^e  k  leurs  droits, 
sous  reserve  de  Taccomplissement  des  formalit^s  et  des  conditions 
imposes  aux  nationaux  par  la  legislation  int^rieure  de  chaque 
Etat 

Article  TIL 

Sont  assimil^s  aux  sujets  ou  citoyens  des  Etats  Contractants 
les  sujets  ou  citoyens  des  Etats  ne  faisant  pas  partie  de  T  Union 
qui  sont  domicili^s  ou  ont  des  etablissements  industriels  ou 
commerciaux  effectifs  et  sirieiix  sur  le  territoire  de  Tun  des  Etats 
de  rUnion. 

ArHcle  IV. 

Celui  qui  aura  r^guli^rement  fait  le  dep6t  d'une  demande  de 
brevet  d'invention,  d'un  dessin  ou  module  industriel,  d'une  marque 
de  fabrique  ou  de  commerce,  dans  Tun  des  Etats  Contractants, 
jouira,  pour  effectuer  le  dipdt  dans  les  autres  Etats,  et  sous  reserve 
des  droits  des  tiers,  d'un  droit  de  priority  pendant  les  d^lais 
determines  ci-apr^s. 

En  consequence,  le  depdt  ulterieurement  opere  dans  Tun  des 
autres  Etats  de  TUnion  avant  Texpiration  de  ces  deiais  ne  pourra 

1  The  States  and  British  Colonies  now  acceding  to  the  Convention  and  constituting  the 
Union  are  given,  poit,  p.  596,  par.  22. 

2    P 


».s    -A,  B,  C  and   C^ 
^<=es  : 

I     :Cost  Office,  E-C 
"V^^liitechapel  Road,  WE. 
^^o«-ougrh  High  Stress- 

OflEices    in 


^C>  oxx<:aster, 
^'^  o»"<=  hester. 


*^a.t:esliead. 
<^la.seow. 

^a-Hfaic 

*^  ajtlepool. 
5^vid.dersfiel<l 

»<iclerminster 
C^*>aresbro'. 
^*»Utsford. 
^SL»iark. 

^'°"   may  be 


NortliaUert) 

Northampto 

Nottingham 

Nuneaton. 

Oldbxiry. 

Oldham. 

Paisley. 

Pa-tringtOTi 

Perth. 
PlymovitVx. 
■pont.e*r; 


Wanington, 


k:;;ssi 


f       «S3»* 
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modules  industriels,  ainsi  qu'aux  marques  de  fabrique  ou  de 
commerce,  pour  les  produits  qui  figueront  aux  Expositions  Inter- 
nationales officielles  ou  officiellement  reconnues,  organisies  sur  le 
territoires  de  Vune  (Telles. 


Article  XII. 

Chacune  des  Hautes  Parties  Contractantes  s'engage  k  ^tablir  un 
service  special  de  la  Propri^t^  Industrielle  et  un  d6pdt  central,  pour 
la  communication  au  public  des  brevets  d'invention,  des  dessins  ou 
modMes  industriels  et  des  marques  de  fabrique  ou  de  commerce. 

ArtUle  XIII. 

Un  office  international  sera  organist  sous  le  titre  de  "  Bureau 
International  de  T  Union  pour  la  Protection  de  la  Propri^t6 
Industrielle." 

Ce  bureau,  dont  les  frais  seront  support^s  par  les  Administrations 
de  tous  les  Etats  Contractants,  sera  plac^  sous  la  haute  autorit^ 
de  I'Administration  Sup^rieure  de  la  Confederation  Suisse,  et 
fonctionnera  sous  sa  surveillance.  Les  attributions  en  seront 
d^termin^es  d'un  commun  accord  entre  les  Etats  de  F  Union. 

Article  XIV. 

La  pr^sente  Convention  sera  soumise  k  des  revisions  p^riodiques 
en  vue  d'y  introduire  les  ameliorations  de  nature  k  perfectionner  le 
systfeme  de  TUnion. 

A  cet  effet,  des  Conferences  auront  lieu  successivement,  dans 
Fun  des  Etats  Contractants,  entre  les  D^iegu^s  des  dits  Etats. 

[La  prochaine  reunion  aura  lieu  en  1885,  ^  Rome.] 

Article  XV. 

II  est  entendu  que  les  Hautes  Parties  Contractantes  se  r^servent 
respectivement  le  droit  de  prendre  s^parement,  entre  elles,  des 
arrangements  particuliers  pour  la  protection  de  la  Propriety 
Industrielle,  en  tant  que  ces  arrangements  ne  contreviendraient 
point  aux  dispositions  de  la  pr^sente  Convention. 
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ArticU  XVL 

Les  Etats  qui  n'ont  point  pris  part  4  la  pr^sente  Convention 
seront  admis  i  y  adherer  sur  leur  demande. 

Cette  adhesion  sera  notifi^e  par  la  voie  diplomatique  au 
Gouvemement  de  la  Conf(id^ration  Suisse,  et  par  celui-ci  a  tous 
les  autres. 

Elle  emportera,  de  plein  droit,  accession  4  toutes  les  clauses 
et  admission  k  tons  les  avantages  stipules  par  la  pr&ente 
Convention,  et  produira  ses  effets  un  mots  apris  Venvoi  de  la 
notification  faite  par  le  Gouvemement  Suisse  aux  autres  Etats 
unionistes,  d  moins  qu^une  date  postirieure  n^ait  iti  indiquie  par 
F^tat  adh/rent. 

ArticU  X  VII. 

Uexdcution  des  engagements  r&:iproques  contenus  dans  la 
pr^sente  Convention  est  subordonn^e,  en  tant  que  de  besoin,  k 
Taccomplissement  des  formalit^s  et  r^les  ^tablies  par  les  lois 
constitutionnelles  de  celles  des  Hautes  Parties  Contractantes  qui 
sont  tenues  d'en  provoquer  Tapplication,  ce  qu*elles  s'obligent  k 
faire  dans  le  plus  bref  d^lai  possible. 

Article  XVIII. 

La  pr^sente  Convention  sera  mise  k  execution  dans  le  d^Iai 
d'un  mois  k  partir  de  T^hange  des  ratifications  et  demeurera  en 
vigueur  pendant  un  temps  ind^termin^,  jusqu'i  Texpiration  d'une 
ann^e  k  partir  du  jour  ob  la  d^nonciation  en  sera  faite. 

Cette  d^nonciation  sera  adress^e  au  Gouvemement  chaig^  de 
recevoir  les  adhesions.  Elle  ne  produira  son  effet  qu'^  T^ard  de 
TEtat  qui  Taura  faite,  la  Convention  restant  ex&utoire  pour  les 
autres  Parties  Contractantes. 

Article  XIX. 

La  pr^sente  Convention  sera  ratifi^e,  et  les  ratifications  en 
seront  ^chang^es  k  Paris,  dans  le  d^lai  d'un  an  au  plus  tard. 
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En  foi  de  quoi  les  Pl^nipotentiaires  respectifs  Tont  sign^e  et 
y  ont  appose  leurs  cachets. 

Fait  i  Paris,  le  20  Mars,  1883. 

(Signd) 
(L.S.)        Beyens. 

(L.S.)  ViLLENEUVE. 

(L.S.)  Due  DE  Fernan-Nunez. 

(L.S.)  p.  Challemel-Lacour. 

(L.S.)  Ch.  HfeRissoN. 

(L.S.)  Ch.  Jagerschmidt. 

(L.S.)  Crisanto-Medina. 

(L.S.)  Ressman. 

(L.S.)  Baron  de  Zuylen  De  Nyevelt. 

(L.S.)  Jose  da  Silva  Mendes  Leal. 

(L.S.)  F.  D'AzEVEDO. 

(L.S.)  J.-M.  TORRES-CA'iCEDO. 

(L.S.)        SiMA  M.  Marinovitch. 

(L.S.)        Lardy. 
(L.S.)       J.  Weibel. 


{Translation,)^ 

His  Majesty  the  King  of  the  Belgians,  His  Majesty  the 
Emperor  of  Brazil,  His  Majesty  the  King  of  Spain,  the  President 
of  the  French  Republic,  the  President  of  the  Republic  of 
Guatemala,  His  Majesty  the  King  of  Italy,  His  Majesty  the  King 
of  the  Netherlands,  His  Majesty  the  King  of  Portugal  and  the 
Algarves,  the  President  of  the  Republic  of  Salvador,  His  Majesty 
the  King  of  Servia,  and  the  Federal  Council  of  the  Swiss 
Confederation, 

Being  equally  animated  with  the  desire  to  secure,  by  mutual 
agreement,  complete  and  effectual  protection  for  the  industry  and 
commerce  of  their  respective  subjects  and  citizens,  and  to  provide 

^  The  official  translation  here  given  is  that  of  the  Convention  as  modified  on  14th  Dec. , 
ipoOb  The  differences  in  phrases  are  so  many  that  identification  of  them  as  in  the  original 
above  would  create  confusion.  Additions  of  substance  are  Arts.  IV.  (Hs)  and  X.  (bis),  and 
passages  printed  in  italics. 
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a  guarantee  for  the  rights  of  inventors,  and  for  the  loyalty  of 
commercial  transactions,  have  resolved  to  conclude  a  Convention 
to  that  effect,  and  have  named  as  their  Plenipotentiaries,  that  is  to 
say,  &a^ 

Who,  having  communicated  to  each  other  their  respective  full 
powers,  found  in  good  and  due  form,  have  agreed  upon  the 
following  Articles : — 

ArticU  L 

The  Governments  of  Belgium,  Brazil,  Spain,  France,  Guate- 
mala, Italy,  Holland,  Portugal,  Salvador,  Servia,  and  Switzerland 
constitute  themselves  into  a  Union  for  the  protection  of  Industrial 
Property." 

Article  II. 

The  subjects  or  citizens  of  each  of  the  Contracting  States 
shall,  in  all  the  other  States  of  the  Union,  as  regards  patents, 
industrial  designs  or  models,  trade-marks  and  trade  names,  enjoy 
the  advantages  that  their  respective  laws  now  grant,  or  shaU  here- 
after grant,  to  their  own  subjects  or  citizens. 

Consequently,  they  shall  have  the  same  protection  as  the  latter, 
and  the  same  legal  remedy  against  any  infringement  of  their  rights^ 
provided  they  observe  the  formalities  and  conditions  imposed  on 
subjects  or  citizens  by  the  internal  legislation  of  each  State. 

Article  III. 

The  subjects  or  citizens  of  States  which  are  not  Parties  to  the 
Union  shall  be  assimilated  to  the  subjects  or  citizens  of  the 
Contracting  States,  provided  that  they  are  domiciled  in,  or  have 
industrial  or  commercial  establishments,  real  and  effective^  in  the 
territory  of  one  of  the  States  of  the  Union. 

Article  IV. 

Any  person  who  shall  have  duly  applied  for  a  patent,  industrial 
design,  or  model  or  trade-mark  in  one  of  the  Contracting  States, 
shall  enjoy,  in  order  to  admit  of  such  request  beii^  lodged  in  the 

1  It  is  unnecessary  to  insert  the  names  and  titles  of  the  plenipotentiaries. 
*  The  countries  and  British  Colonies  that  have  joined  the  Union  are  set  out,  post,  p^  596, 
par.  22. 


THE  INTERNATIONAL  CONVENTION.  583 

other  States,  during  the  periods  of  time  mentioned  below,  a  right 
of  priority,  the  rights  of  third  parties  being  reserved. 

Consequently,  subsequent  registration  in  one  of  the  other  States 
of  the  Union  before  the  expiration  of  such  periods  shall  not  be 
invalidated  by  any  acts  accomplished  in  the  interval, — either,  for 
instance,  by  another  registration,  by  the  publication  of  the  inven- 
tion, or  by  the  working  of  it,  by  the  sale  of  patterns  of  the  design 
or  model,  or  by  use  of  the  trade-mark. 

The  above-mentioned  periods  of  time  during  which  priority  is 
guaranteed  shall  be  twelve  months  for  patents  with  respect  to 
inventions,  and  four  months  for  patents  for  industrial  designs  or 
models  as  well  as  for  trade  or  merchandise  marks. 

ArticU  IV,  {bis). 

Patents  applied  for  in  the  various  Contracting  States  by  persons 
admitted  to  the  benefits  of  the  Convention  in  the  terms  of  Articles 
II.  and  III.  shall  be  independent  of  the  patents  obtained  for  the 
same  invention  in  the  other  States,  whether  such  States  be  or  be 
not  parties  to  the  Union. 

This  stipulation  shall  apply  to  patents  already  existing  at  the 
time  when  it  shall  come  into  effect. 

The  same  stipulation  shall  apply,  in  the  case  of  the  accession 
of  new  States,  with  regard  to  patents  in  existence,  either  on  one 
side  or  the  other,  at  the  time  of  accession. 

Article  V. 

The  introduction  by  the  patentee  into  the  country  where  the 
patent  has  been  granted  of  objects  manufactured  in  any  of  the 
States  of  the  Union  shall  not  entail  forfeiture. 

Nevertheless,  the  patentee  shall  remain  bound  to  work  his 
patent  in  conformity  with  the  laws  of  the  country  into  which  he 
introduces  the  patented  objects.^ 

Article  X.  {bis). 

Persons  resorting  to  the  countries  referred  to  in  the  Convention 
(Articles  II.  and  III.)  shall  enjoy  in  all  the  States  of  the  Union  the 
protection  accorded  to  nationals  against  dishonest  competition. 

^  Articles  VI.  to  X.  do  not  relate  to  patents,  and  are  therefore  omitted. 
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Article  XL 

The  High  Contracting  Parties  shall,  in  conformity  with  the 
legislation  of  each  country^  accord  temporary  protection  to  inventions 
susceptible  of  being  patented,  and  to  industrial  designs  or  models, 
as  well  as  to  trade-marks  or  merchandise  marks,  in  respect  of 
products  which  shall  be  exhibited  at  official  or  officially  recognized 
International  Exhibitions  held  in  the  territory  of  one  of  them. 

Article  XIL 

Each  of  the  High  Contracting  Parties  agrees  to  establish  a 
special  Government  Department  for  industrial  property,  and  a 
central  office  for  communication  to  the  public  of  patents,  industrial 
designs  or  models,  and  trade-marks. 

Article  XIIL 

An  international  office  shall  be  organized  under  the  name  of 
'*  Bureau  International  de  TUnion  pour  la  Protection  de  la  Pro- 
pridt^  Industrielle "  (International  Office  of  the  Union  for  the 
Protection  of  Industrial  Property). 

This  office,  the  expense  of  which  shall  be  defrayed  by  the 
Governments  of  all  the  Contracting  States,  shall  be  placed  under 
the  high  authority  of  the  Central  Administration  of  the  Swiss 
Confederation,  and  shall  work  under  its  supervision.  Its  func- 
tions shall  be  determined  by  agreement  between  the  States  of 
the  Union. 

Article  XIV. 

The  present  Convention  shall  be  submitted  to  periodical 
revisions  with  a  view  to  the  introduction  of  amendments  calculated 
to  improve  the  system  of  the  Union. 

For  this  purpose  Conferences  shall  be  held  successively  in  one 
of  the  Contracting  States  between  the  Delegates  of  the  said  States. 

Article  XV. 

It  is  agreed  that  the  High  Contracting  Parties  respectively 
reserve  to  themselves  the  right  to  make  separately,  as  between 
themselves,  special  arrangements  for  the  protection  of  Industrial 
Property,  in  so  far  as  such  arrangements  do  not  contravene  the 
provisions  of  the  present  Convention. 
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Article  XVL 

States  which  are  not  parties  to  the  present  Convention  shall 
be  allowed  to  accede  to  it  upon  their  request 

The  accession  shall  be  notified  through  the  diplomatic  channel 
to  the  Government  of  the  Swiss  Confederation,  and  by  the  latter 
to  aU  the  other  states.  It  shall  entail,  as  a  matter  of  right, 
accession  to  all  the  clauses,  as  well  as  admission  to  all  the  advantages 
stipulated  in  the  present  Convention,  and  shall  take  effect  one  month 
after  the  despatch  of  the  notification  by  the  Swiss  Government  to  the 
other  States  of  tlte  Union^  unless  a  subsequent  date  Jiave  been  indicated 
by  the  exceeding  State. 

Article  XV IL 

The  execution  of  the  reciprocal  engagements  contained  in  the 
present  Convention  is  subordinated,  in  so  far  as  necessary,  to  the 
observance  of  the  formalities  and  rules  established  by  the  Consti- 
tutional laws  of  those  of  the  High  Contracting  Parties  who  are 
bound  to  procure  the  application  of  the  same,  which  they  engage 
to  do  with  as  little  delay  as  possible. 

Article  XVIIL 

The  present  Convention  shall  come  into  operation  one  month 
after  the  exchange  of  ratifications,  and  shall  remain  in  force  for 
an  unlimited  time,  till  the  expiry  of  one  year  from  the  date  of 
its  denunciation.  This  denunciation  shall  be  addressed  to  the 
Government  commissioned  to  receive  adhesions.  It  shall  only 
affect  the  denouncing  State,  the  Convention  remaining  in  opera- 
tion as  regards  the  other  Contracting  Parties. 

Article  XIX. 

The  present  Convention  shall  be  ratified,  and  the  ratifications 
exchanged  in  Paris,  within  one  year  at  the  latest. 

In  witness  whereof  the  respective  Plenipotentiaries  have  signed 
the  same,  and  have  affixed  thereto  their  seals. 
Done  at  Paris  the  20th  March,  1883. 

(Signed) 
(L.S.)  BEYENS,  &c. 
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II. 

Final  Protocol.^ 

Au  moment  de  proc^der  a  la  signature  de  la  Convention  conclue, 
k  la  date  de  ce  jour,  entre  les  Gouvemements  de  la  Belgique,  du 
Br^sil,  de  TEspagne  de  la  France,  du  Guatemala,  de  Tltalie,  des 
Pays-Bas,  du  Portugal,  du  Salvador,  de  la  Serbie,  et  de  la  Suisse, 
pour  la  protection  de  la  Propri^t^  Industrielle,  les  P16nipoteQtiaires 
soussign^  sont  convenus  de  ce  qui  suit : 

1.  Les  mots  "Propri6t6  Industrielle"  doivent  £tre  entendus 
dans  leur  deception  la  plus  large,  en  ce  sens  qu'ils  s'appliquent 
non  seulement  aux  produits  de  Tindustrie  proprement  dite,  mais 
^galement  aux  produits  de  Tagriculture  (vins,  grains,  fruits, 
bestiaux,  &c.),  et  aux  produits  min^raux  livr^s  au  commerce 
(eaux  min^rales,  &a). 

2.  Sous  le  nom  de  "Brevets  d'Invention"  sont  comprises  les 
diverses  esp^ces  de  brevets  industriels  admises  par  les  l^islations 
des  Etats  Contractants,  telles  que  brevets  d'importation,  brevets 
de  perfectionnement,  &c. 

3.  II  est  entendu  que  la  disposition  finale  de  I'Article  II  de 
la  Convention  ne  porte  aucune  atteinte  k  la  l^slation  de  chacun 
des  Etats  Contractants,  en  ce  qui  concerne  la  procedure  suivie 
devant  les  Tribunaux  et  la  competence  de  ces  Tribunaux. 

3  (its).  Le  brevet^,  dans*chaque  pays,  ne  pourra  ^tre  frapp6  de 
d^ch^ance  pour  cause  de  non-exploitation  qu'apr^  un  d^lai 
minimum  de  trois  ans,  k  dater  du  d^pdt  de  la  demande  dans  le 
pays  dont  il  s'agit,  et  dans  le  cas  ou  le  brevet^  ne  justifierait  pas 
des  causes  de  son  inaction.^ 

7.  Le  present  Protocole  de  Cldture,  qui  sera  ratifi6  en  meme 
temps  que  la  Convention  conclue  k  la  date  de  ce  jour,  sera  con- 
sid^rd  comme  faisant  partie  int^rante  de  cette  Convention,  et 
aura  m^mes  force,  valeur  et  dur^e. 

En  foi  de  quoi,  les  Pl^nipotentiaires  soussign^s  ont  dresse  le 

present  Protocole. 

(Signi)  BEYENS,  &C 

^  Portions  not  relating  to  patents  are  omitted. 
*  Added  by  the  Additional  Act  of  Dec.  14,  1900. 
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(Translation.) 

On  proceeding  to  the  signature  of  the  Convention  concluded 
this  day  between  the  Governments  of  Belgium,  Brazil,  Spain, 
France,  Guatemala,  Italy,  the  Netherlands,  Portugal,  Salvador, 
Servia,  and  Switzerland,  for  the  protection  of  Industrial  Property, 
the  undersigned  Plenipotentiaries  have  agreed  as  follows : — 

1.  The  words  "Industrial  Property"  are  to  be  understood  in 
their  broadest  sense ;  they  are  not  to  apply  simply  to  industrial 
products,  properly  so  called,  but  also  to  agricultural  products 
(wines,  com,  fruits,  cattle,  &c.),  and  to  mineral  products  employed 
in  commerce  (mineral  waters,  &c.). 

2.  Under  the  word  "  patents  "  are  comprised  the  various  kinds 
of  industrial  patents  recognized  by  the  legislation  of  each  of  the 
Contracting  States,  such  as  importation  patents,  improvement 
patents,  &c. 

3.  The  last  paragraph  of  Article  II.  does  not  affect  the  legis- 
lation of  each  of  the  Contracting  States  as  regards  the  procedure 
to  be  followed  before  the  Tribunals,  and  the  competence  of  those 
Tribunals.* 

3  {bis).  The  patent,  in  each  country,  shall  not  be  liable  to  for- 
feiture on  account  of  failure  to  utilize  it,  until  after  the  expiration 
of  at  least  three  years  from  the  date  of  the  deposit  of  the  applica- 
tion in  the  country  concerned,  and  only  provided  the  patentee 
cannot  show  reasonable  cause  for  his  inaction.' 

7.  The  present  Final  Protocol,  which  shall  be  ratified  together 
with  the  Convention  concluded  this  day,  shall  be  considered  as 
forming  an  integral  part  of,  and  shall  have  the  same  force,  validity, 
and  duration  as  the  said  Convention. 

In  witness  whereof  the  undersigned  Plenipotentiaries  have 
drawn  up  the  present  Protocol. 

(Signed)  BEYENS,  &c. 

>  Paragraphs  4-6  relate  to  trade-marks  and  the  establishment  of  the  International  Office. 
'  Added  by  the  Act  of  Dec.  14,  1900. 
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INSTRUCTIONS  TO  APPLICANTS   FOR  PATENTS. 
{Issued  by  the  Patent  Office  far  Inventors'  Guidance,) 

I.  Mode  of  Proceeding  to  obtain  Patents  for  Inventions  in  the 
United  Kingdom. — 

Sub-sections  (i.)  to  (v.)  (general),  ante^  p.  107. 

,,  (vi.)   to  (viii.)   (provisional  specification),  anie^ 

p.  106. 
„  (ix.)    and    (x.)    (complete    specification),    ante^ 

p.  III. 
„  (xi.)  (title),  ante^  p.  106. 

„  (xii.)  (same  as  Rule  17,  ante^  p.  529,  with  the 

additional  information  that  "  the  several 

sheets  should  be  fastened  together  at  the 

top  left-hand  comer.") 
„  (xiiL)  (drawings,  same  as  Rules  18-24,  cutte^ 

PP-  529-531.) 
2.  Patent  Forms  and  Fees. — (i.)  Forms  are  not  supplied  by  the 

Patent  Office,  but  can  be  purchased  on  personal  application  at  the 
Inland  Revenue  Office,  Royal  Courts  of  Justice  (Room  No.  6), 
Strand,  London,  W.C,  or,  at  a  few  days'  notice  and  upon  pre- 
payment of  the  value  of  the  stamp,  at  any  Money  Order  Office  in 
the  United  Kingdom. 

If  it  should  not  be  convenient  to  apply  in  either  of  the  ways  above  specified, 
the  stamped  forms  can  be  ordered  by  post  from  the  Controller  of  Stamps, 
Room  5,  Inland  Revenue  Office,  Somerset  House,  London,  W.C.  In  this  case 
a  bankers'  draft  or  a  Money  or  Postal  Order  payable  to  the  Commissioners  of 
Inland  Revenue  and  crossed  Bank  of  England,  to  cover  the  value  of  the  stamp 
and  the  cost  of  transmitting  the  Form  in  a  registered  envelope  by  post,  must  be 
forwarded  to  Somerset  House  with  the  application  for  the  Form.  Cheques  will 
not  be  accepted. 
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Form  A. — Application  for  Patent          100 

A^. —  „  ^  for  invention  communicated  from 

abroad     ...        ...        ...        *..  100 

A*. —  „  ,,  mider  International  and  Colonial 

arrangements     ...        ...        •..  100 

B. — Provisional  Specification      No  fee. 

C. — Complete  Specification         ...        ...        ...        ...        •..  300 

O. — On  Postal  Request  for  printed  copy  of  specification  {Jor 

use  in  the  United  Kingdom  only)           ••  008 

D.— On  notice  of  opposition  to  grant  of  Patent.    By  opponent  o  10    o 
£. — On  hearing  by  Comptroller.    By  applicant  and  by  op- 
ponent respectively           100 

F. — On  application  to  amend  specification.    Up  to  sealing  ...  i  10    o 

„                       „                       After  sealing    ...  300 

G. — On  notice  of  opposition  to  amendment.    By  opponent  ...  o  10    o 
H  (with  H^). — On  application  to  the  Board  of  Trade  for  a 

compulsory  license ...        ...        .*•        •••        •*•        ...  100 

I. — On  opposition  to  grant  of  compulsory  license      100 

J. — On  certificate  of  payment  of  renewal  fee: — 
Before  the  expiration  of  the  4th  year  from  date  of  Patent,  and 

in  respect  of  the  5th  year  500 

5th                „                 6th    ),  600 

6th                „                  7th    „  700 

7th                 „                  8th    „  800 

8th                 „                  9th    „  900 

9th                „                loth    „  10    o    o 

loth                ^                nth    ,,  II    o    o 

nth                y,                I2th    „  12    o    o 

I2th                y,                13th    „  13    o    o 

13th                „                14th    „  14    o    o 

>9     K. — On  enlargement  of  time  for  payment  of  renewal  fees : — 

Not  exceeding  i  month  100 

n                     99                     99               99          2  months  300 

99                     99                     99              99          3      99  5    o    o 

L. — For  every  entry  of  name  upon  Register  of  Patents         ...  o  10    o 

M.— For  every  entry  of  notification  of  License o  10    o 

N.— For  duplicate  of  Letters  Patent       200 

O. — On  notice  to  Comptroller  of  intended  exhibition  of  un- 
patented invention o  10    o 

P. — On  request  to  Comptroller  to  correct  a  clerical  error. 

Up  to  sealing  050 

„                      „                      „                After  sealing  100 

Q. — For  certificate  of  Comptroller          050 

R. — For  altering  address  in  register       050 

S. — For  every  entry  of  an  Order  of  Privy  Council      010    o 

T. — On  appeal  from  Comptroller  to  Law  Officer        300 

U. — On  enlaigement  of  time  for  leaving  complete  specifica- 
tion : — Not  exceeding  i  month 200 

V. — On  enlargement  of  time  for  acceptance  of  complete  speci- 
fication after  12  months  :— Not  exceeding  i  month    ...  2    o    o 

„               2  months  ...  400 
„               3      «        ...600 


99 
99 
99 

99 
99 


99 
99 
99 
99 
99 

99 


99 

99 

99 

99 

99 

99 

99 

99 

99 

99 

99 

99 

99 

99 

99 

99 

99 

99 
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(H.)  Forms  A,  B,  C,  and  C^  are  usually  kept  an  sale  at  the  under- 
mentioned places : — 


London  General  Post  Office,  E.C. 
Post  Office,  19s,  Whitechapel  Road,  E. 

239,  Borough  High  Street, 
S.E. 

Charing  Cross,  W.C. 


i» 


» 


Post  Office,  Lombard  Street,  E.C. 

28,  Eversholt  Street,  Cam- 
den Town,  N.W. 
12,     Parliament     Street, 


» 


}) 


S.W., 


and  the  chief  Post  Offices  in  the  towns  in  the  United  Kingdom 
named  below : — 


Aberdeen. 

Derby. 

Leeds. 

Rotherham. 

Accrington. 

Dewsbury. 

Leicester. 

Rugby. 

Altrincham. 

Doncaster. 

Leith. 

Salford. 

Ashton-under- 

Dorchester. 

Lichfield. 

St.  Helens. 

Lyne. 

Driffield. 

Limerick. 

Scarborough. 

Bamsley. 

Droitwich. 

Lincoln. 

Sedgeley. 

Barrow-in-Furness.  Dublin. 

Liverpool. 

Sheffield. 

Bath. 

Dudley. 

Londonderry. 

Southampton. 

Bedford. 

Dumbarton. 

Macclesfield. 

Stafford. 

Belfast. 

Dundalk. 

Manchester. 

Stalybridge. 

Beverley. 

Dundee. 

Middlesbrough. 

Stockport 

Birkenhead. 

Durham. 

Nantwich. 

Stoke-on-Trent. 

Birmingham. 

Edinburgh. 

Newcastle. 

Stourbridge. 

Blackburn. 

Exeter. 

Newport  (Mon.). 

Stourport. 

Bolton. 

Galway. 

Northallerton. 

Sunderland. 

Bradford. 

Gateshead. 

Northampton. 

Swansea. 

Brighton. 

Glasgow. 

Nottingham. 

Tamworth. 

Bristol. 

Goole. 

Nuneaton. 

Truro. 

Bromsgrove. 

Greenock. 

Oldbury. 

Tunstall. 

Burnley. 

Greenwich. 

Oldham. 

Wakefield. 

Burslem. 

Guildford. 

Paisley. 

Walsall. 

Burton-on-Trent. 

Halifax. 

Patrington. 

Warrington. 

Bury. 

Hartlepool. 

Perth. 

Waterford. 

Cambridge. 

Huddersfield. 

Plymouth. 

Wednesbury. 

CardiflF. 

HuU. 

Pontefract. 

West  Bromwich. 

Carlisle. 

Inverness. 

Portsmouth. 

Wexford. 

Chatham. 

Ipswich. 

Prescot. 

Whitby. 

Chester. 

Keighley. 

Preston. 

Widnes. 

Clitheroe. 

Kendal. 

Reading. 

Wigan. 

Congleton. 

Kidderminster. 

Redditch. 

Wolverhampton 

Cork. 

Knaresbro'. 

Renfrew. 

Wolverton. 

Coventry. 

Knutsford. 

Richmond  (Yorks) 

.  Woolwich. 

Crewe. 

Lanark. 

Ripon. 

Worcester. 

Croydon. 

Lancaster. 

Rochdale. 

York. 

Darlaston. 

Leamington. 

3.  opposition  to  the  Grant  of  a  Patent, — Under  section  11  of  the 
Act  of  1883,  opposition  may  be  made  to  the  grant  of  a  patent  at 
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any  time  within  two  months  from  the  date  of  the  advertisement  in 
the  Illustrated  Official  Journal  of  the  acceptance  of  the  complete 
specification,  by  any  person  ;  on  the  ground  of  the  applicant  having 
obtained  the  invention  from  him,  or  from  a  person  of  whom  he  is 
the  legal  representative ;  or  on  the  ground  that  the  invention  has 
been  patented  in  this  country  on  an  application  of  prior  date ;  or 
on  the  ground  that  the  complete  specification  describes  or  claims 
an  invention  other  than  that  described  in  the  provisional  specifica- 
tion and  that  such  other  invention  forms  the  subject  of  an  application 
made  by  the  opponent  in  the  interval  between  the  leaving  of  the 
provisional  specification  and  the  leaving  of  the  complete  specifica- 
tion ;  but  on  no  other  ground.     See  par.  2,  Form  D,  ante^  p.  553. 

4.  Amendment  of  Specification. — Under  section  18  of  the  Act,  a 
complete  specification  may  be  amended  by  way  of  disclaimer,  cor- 
rection, or  explanation,  but  no  amendment  will  be  allowed  that 
would  make  the  specification  as  amended  claim  an  invention  sub- 
stantially larger  than  or  substantially  different  from  the  invention 
claimed  by  the  specification  as  it  stood  before  amendment.  A 
request  for  leave  to  amend  must  be  made  and  signed  by  the  applicant 
or  the  registered  proprietor  of  the  patent,  and  must  be  accompanied 
by  a  certified  printed  copy  of  the  specification  shewing  clearly  in 
red  ink  the  proposed  amendments.  A  printed  copy  of  any  published 
specification  may  be  obtained  from  the  Patent  Office,  25,  South- 
ampton Buildings,  W.C,  price  8^/.,  including  inland  postage  (see 
par.  2$,  post,  p.  598).  The  fee  for  certifying  the  printed  copy  is  one 
shilling.  Care  should  be  taken  to  indicate  clearly  what  part  of  the 
printed  description  it  is  propSsed  to  omit,  and  at  what  point  inter- 
lineations are  to  be  inserted.  Additional  matter  which  cannot  be 
written  upon  the  printed  copy  should  be  written  upon  a  separate 
sheet  and  attached  to  the  print.     See  par.  2,  Forms  F  and  P,  ante, 

pp.  555,  563.  588. 

It  should  be  remembered  that  the  proposed  amendments, 
whether  allowable  or  not,  are  made  public  and  advertised,  and  that 
this  publication  may  be  a  bar  to  obtaining  a  valid  patent  for  matter 
disallowed  by  way  of  amendment.  No  amendment  of  a  provisional 
specification  is  allowed  under  section  18  ;  but  clerical  errors  therein 
may  be  corrected. 

5.  Payment  of  Renewal  Fees  for  Continuance  of  Patent, — Every 
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patent  is  granted  for  the  term  of  fourteen  years  from  the  date  of 
application,  subject  to  the  pajonent,  before  the  expiration  of  the 
fourth  and  each  succeeding  year  during  the  term  of  the  patent,  of 
the  prescribed  fee.  The  patentee  may  pay  all  or  any  of  such 
prescribed  annual  fees  in  advance. 

Payment  must  be  made  by  way  of  Form  J  duly  stamped,  which 
must  be  sent  to  the  Patent  Office  for  entry  of  the  payment  in  the 
register.  The  production  of  Letters  Patent  at  the  Patent  Office  on 
payment  of  these  fees  is  not  required.    See  par  2,  Form  J,  ante^ 

p.  Sn^ 

As  the  payment  of  these  renewal  fees  is  regulated  by  Act  of 

Parliament,  a  fee  cannot  be  received  a  sin^^/e  day  after  it  is  due ; 

but  if  by  accident,  mistake,  or  inadvertence  the  payment  has  been 

omitted,  application  may  be  made  to  the  Comptroller,  on  Patent 

Form  K,  for  an  enlargement  of  time  to  make  such  payment,  but 

no  enlargement  can  be  allowed  beyond  three  months.    See  par.  2, 

Form  K,  ante^  p.  558,  and  par.  6. 

Table  showing  Amount  of  Renewal  Fees  payable  Year  by  Year. 


Yearinwhicfa 

the  PMent 

is  dated. 

Amount  payable  in  Respective  Years. 

1903. 

1904. 

1 
1905, 

1906. 

■  •907- 
I 

1908. 

1909. 

19x0. 

1 
191X. 

Z9ia. 

19K3- 

I 

C 

'        1 

JL 

I 

I 

< 

1890 

14 

1 

1                                > 

189I 

13 

14 

1 

t 

1892 

12 

13 

14 

1893 

II 

12 

13 

'4            % 

1 

1894 

10 

II 

12 

13         14 

1895 

9 

10 

II 

12         13 

14 

1896 

8 

9 

10 

II         12 

13 

14 

1897 

7 

8 

9 

10         II 

12 

13 

14 

1898 

.     6 

7 

8 

9    10 

II 

12 

13 

14 

1899 

•   1     5 

6 

7 

8  1   2 

10 

II 

12 

13 

14 

1900 

5 

6 

7  1     8 

9 

10 

II 

12 

13 

14 

I90I 

5 

6  1     I 

8 

9 

10 

II 

12 

13 

1902 

S        6 

7 

8 

9 

10 

II 

12 

1903 

5 

6 

7 

8 

9 

ID 

II 

6.  Enlargement  of  T/w^.— Applications  for  enlai^ement  of  time 
must  state  in  detail  in  what  circumstances  and  upon  what  grounds 
the  enlargement  is  applied  for.  See  par  2,  Forms  K,  U,  and  V, 
ante,  pp.  558,  567,  568. 
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7.  Assignments^  Licenses^  &c. — Deeds  of  assignment  of  patents, 
and  other  documents  aflfecting  the  proprietorship  of  patents,  h'censes 
to  manufacture  or  use  patented  inventions,  are  required  by  section 
23  of  the  Act  to  be  entered  in  the  Register  at  the  Patent  Office. 
No  document  can,  however,  be  recorded  until  the  patent  affected 
has  been  actually  sealed.  Every  document  sent  for  registration 
must  be  duly  stamped  in  accordance  with  the  provisions  of  the  Stamp 
Act,  1 89 1,  and  must  be  accompanied  by  an  attested  copy  written 
upon  foolscap  paper  (on  one  side  only)  and  bearing  a  shilling  im- 
pressed stamp,  and  by  the  stamped  Form  of  Request.  See  par.  2, 
Form  L  and  Form  M,  ante,  pp.  559,  560.  Names  of  individual 
members  of  Firms  should  be  set  out  on  the  Form  of  Request. 

8.  Exhibition  of  Unpatented  Inventions, — Any  person  may  exhibit 
an  unpatented  invention  at  an  exhibition  certified  by  the  Board  of 
Trade  as  industrial  or  international,  without  prejudice  to  his  subse- 
quent patent  rights,  provided  {a)  that  he  gives  the  prescribed  notice 
to  the  Comptroller  of  his  intention  so  to  exhibit  it,  and  {b)  that  the 
application  for  a  patent  be  made  within  six  months  from  the  date 
of  the  opening  of  the  exhibition.  See  par.  2,  Form  O,  ante,  p.  562. 
In  the  case  of  exhibitions  held  out  of  the  United  Kingdom,  no  notice 
of  intention  to  exhibit  is  required  to  be  given  to  the  Comptroller. 

9.  Comptroller's  Certificate. — Any  one  wishing  to  be  informed  as 
soon  as  a  complete  specification  is  accepted,  or  an  application  for 
amendment  is  entered,  should  forward  a  copy  of  Form  Q  with  a 
request  for  such  information.  See  par.  2,  Form  Q,  ante,  p.  564. 
An  applicant  for  a  patent,  however,  is  duly  notified  of  the  accept- 
ance of  his  complete  specification  at  the  address  for  service  given 
with  his  application. 

10.  Provisional  Protection, — Provisional  protection,  which  is  con- 
ferred by  the  acceptance  of  an  application,  entitles  an  applicant  to 
use  and  publish  his  invention  without  thereby  prejudicing  his  patent- 
rights,  but  it  does  not  protect  him  from  infringement.  The  right 
to  sue  for  infringement  does  not  arise  until  a  patent  is  sealed,  and 
then  only  in  respect  of  such  infringements  as  have  been  committed 
after  the  acceptance  and  publication  of  the  complete  specification. 
The  certificate  of  receipt  issued  when  an  application  is  lodged  does 
not  confer  provisional  protection. 

11.  Searches,  Office  Copies,  iS*^.— Searches  cannot  be  undertaken 

2  Q 
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by  the  Patent  Office,  but  must  be  made  by  the  person  requiring 

information,  or  by  his  solicitor  or  agent     See  par.  2$,  post,  p.  598. 

The  following  fees  are  charged : — 

£  s.  d. 

For  inspection  of  original  documents      each    010 

For  office  copies  ...        every  100  words  (but  never  less  than  u.)    004 

For  certifying  office  copies,  MS.  or  printed       each    010 

An  additional  stamp  duty  of  one  shilling  is  also  charged  under  the  Stamp 
Act  upon  certified  copies  of  Registers,  or  of  stamped  legal  documents. 
For  office  copies  of  drawings,  cost  according  to  size  and  character  of  drawings. 

12.  Information  by  Post. — Any  person  wishing  to  know  whether 
a  particular  patent  is  still  in  force,  the  name  of  the  present  proprietor 
of  a  patent,  or  any  similar  Retails,  may  obtain  an  extract  from  the 
Register  of  Patents  upon  stating  the  number  and  year  of  the  patent 
and  forwarding  the  fee  of  one  shilling  by  postal  order.  No  infor- 
mation with  reference  to  unpublished  applications  can  be  given  to 
others  than  the  applicant  or  applicants. 

13.  Date  of  printing  Specification  and  sealing  Patent. — Specifi- 
cations are  printed  fifteen  days  after  the  advertisement  of  the 
acceptance  of  the  complete  specification.  The  patent  is  usually 
sealed  about  ten  weeks  after  the  acceptance  of  the  complete  specifi- 
cation, i.e,  about  ten  days  after  the  expiration  of  the  period 
allowed  for  opposition.     See  par.  3,  ante,  p.  590. 

14.  Documents  not  Open  to  Inspection, — The  provisional  specifi- 
cation (if  any)  and  the  complete  specification  are  not  open  to  public 
inspection,  for  searches  or  for  copying,  until  after  the  acceptance  of 
the  complete  specification.  The  specifications  of  abandoned  or  void 
applications  are  not  printed  or  open  to  inspection. 

1 5.  Use  of  the  Word  "  Patent^ — ^Any  person  who  represents  that 
an  article  sold  by  him  is  a  patented  article  when  no  patent  has  been 
granted  for  it  is  liable  for  every  offence  on  summary  conviction  to 
a  fine  not  exceeding  five  pounds.  In  a  case  decided  by  a  police 
magistrate  it  was  held,  however,  that  a  person  was  entitled  to  mark 
goods  with  the  word  "  patent "  after  the  complete  specification  had 
been  accepted.  See  sect.  105  of  the  Act,  and  Reports  of  Patent 
Cases,  vol.  13,  p.  265.^ 

1  The  cases  decided  in  Police  Courts  are  not  in  agreement.  Representing  goods  to  be 
the  subject  of  an  existing  patent  when  they  are  not  is  also  an  offence  against  the  Merchandise 
Marks  Act,  1887.  The  two  enactments  are  not  identical.  The  points  are  fully  discussed  in 
Kerly  on  Trade  Marks,  pp.  $70,  579. 
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16.  Advice  on  Patent  Matters^  Opinions  as  to  the  Merit  or  Novelty 
of  Inventions,  the  Infringement  or  Fraudulent  Appropriation  of 
Inventions,  &c.—(d)  The  Patent  Office  does  not  undertake  to  give 
l^al  advice  or  opinions  on  any  subject  connected  with  Patent  Law, 
which,  like  other  laws,  is  left  to  the  interpretation  of  professional 
men ;  nor  does  the  Patent  Office  examine  specifications  or  other 
documents  before  they  are  filed. 

(^)  No  official  search  is  at  present  made  as  regards  novelty, 
sect.  I  of  the  Patents  Act,  1902  (ante,  p.  523),  which  provides  for 
an  examination  of  prior  British  specifications,  being  not  yet 
(October,  1903)  in  operation,  consequently,  British  patents  are 
taken  out  at  the  risk  of  applicants,  who  are  expected  to  cause 
a  search  to  be  made  as  to  the  novelty  of  their  inventions  either 
before  they  make,  or  before  they  complete,  their  applications.  Nor 
does  the  Patent  Office  report  as  to  the  patentability  of  an  alleged 
invention  unless  its  use  is  contrary  to  law  or  morality,  or  unless  it 
is  of  a  frivolous  nature  or  does  not  relate  to  a  manner  of  manu- 
facture. 

{c)  It  is  left  to  every  person  to  protect  his  rights  by  opposition 
or  otherwise.  See  par.  3,  ante,  p.  590.  A  patent  is  granted  upon 
an  application  which  passes  the  prescribed  stages  and  is  unopposed, 
whether  the  invention  be  novel  or  not. 

{d)  The  Patent  Office  cannot  recommend  any  particular  patent 
agent  for  employment  by  applicants,  but  a  List  of  Registered 
Patent  Agents  may  be  obtained  from  Messrs.  Eyre  and  Spottis- 
woode.  East  Harding  Street,  Fleet  Street,  E.C.,  and  32,  Abingdon 
Street,  Westminster,  S.W.,  or  through  any  bookseller.  Price  (in- 
cluding postage),  i^.  id, 

17.  Application  for  Assistance,  Reduction  of  Fees,  &c. — It  is  not 
within  the  power  of  the  Comptroller  to  comply  with  any  of  the 

following  requests : — 

For  pecuniary  assistance  to  obtain  patents. 
„    reduction  or  remission  of  any  of  the  fees  required  by  the  Patent  Law. 
„    purchase  or  acquirement  of  any  interest  in  patented  or  other  inventions 
„    recommendation  of  any  invention  for  purchase  or  use  by  a  Government 
Department  or  by  the  public. 

18.  Mechanical  Inventions  not  protected  by  Registration,— Ks 
many  inventors  imagine  that  mechanical  inventions  can  be  protected 
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by  registration  as  designs,  it  may  be  stated  that  improvements  in 
the  construction,  arrangement,  or  application  of  machinery  can  only 
be  protected  by  a  patent. 

19.  Patent  Medicines. — Communications  with  respect  to  the  pre- 
paration and  supply  of  medicine  stamps  appropriated  to  a  particular 
medicine,  or  as  to  the  liability  to  stamp  duty  of  so-called  ''  patent 
medicines,"  should  be  addressed  to  the  Secretary  (Stamps  and 
Taxes),  Inland  Revenue,  Somerset  House,  W.C. 

The  use  oi  medicine  stamps  does  not  have  the  eflfect  of  Letters 
Patent. 

20.  Full'Siu  Copies  of  Drawings. — Full-size  copies  of  drawings 
printed  by  photolithography  may  be  obtained  at  the  undermen- 
tioned rates : — 


No  of  Copies. 


Single  copies 
Not  exceeding   6  copies 

12 

25 


19 


n 
I) 


Whole  sheets 

Imperial 

C30  X  aa). 


Half-sheeu 
Imperial, 
(rs  X  as.J 


S,  d. 

2$  O 

28  O 

30  O 

32  O 


18 
20 
22 


O 
O 

o 
o 


Foolscap  Site. 
(13  X  16.) 


S.  d. 

15  O 

17  o 

18  6 
20  o 


Half-foolscap 

Sue. 

(«3  X  8.) 


10 
12 

13 
15 
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If  a  satisfactory  photograph  cannot  be  obtained  from  the  original  drawing, 
an  extra  charge  will  be  made  to  cover  the  expense  of  making  a  tracing. 

When  the  original  drawings  are  coloured  there  will  also  be  an  extra  charge 
for  colouring  the  copies. 

21.  Patents^  &c.^  in  the  British  Colonies  and  Foreign  States. — 
Applications  for  colonial  or  foreign  patents,  &c.,  must  be  made  to 
the  Government  of  the  colony  or  foreign  State  in  which  protection 
is  desired.  A  collection  of  colonial  and  foreign  patent,  design,  and 
trade-mark  laws  and  rules  may  be  seen  in  the  Free  Library  of  the 
Patent  Office. 

22.  International  and  Colonial  Arrangements. — ^An  International 
Convention  for  the  protection  of  industrial  property  exists  between 
the  following  States : — 


Austria-H  ungary  .* 

Belgium. 

Brazil. 


Denmark  with  the  Faroe  Germany.^ 

Islands.  Great  Britain  with  New 

France  with  Algeria  and  Zealand  and  Queens- 
colonies,  land. 


'  Will  join  from  January  i,  1904. 

*  Has  announced  adhesion  from  May  z,  1902,  but  Order  in  Council  not  yet  issued 
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Italy.  Norway.  Sweden. 

Japan.  Portugual   with   the  Switzerland. 

Netherlands    with    the        Azores  and  Madeira.  Tunis. 

Dutch     East    Indies,  Santo  Domingo.'  United  States  of 

Surinam,   and    Cura-  Servia.*  America, 

goa.  Spain. 

A  copy  of  the  text  of  the  Convention,  published  by  Messrs. 
Eyre  &  Spottiswoode,  may  be  purchased  for  2d.  through  any 
bookseller.     (See  antet  p.  576.) 

Under  this  Convention,  an  applicant  for  a  patent  in  any  one  of 
the  contracting  States  may  obtain  priority  in  any  of  the  other 
States. 

Similar  arrangements,  for  the  mutual  protection  of  inventions, 
designs,  and  trade-marks,  have  been  made  between  Great  Britain 
on  the  one  side,  and  each  of  the  following  States  and  Colonies  on 
the  other : — 

Ecuador  (designs  and  trade-marks  only).  Greece  (designs  and  trade-marks 
only).  Honduras.  Mexico.  Paraguay.  Roumania  (designs  and  trade- 
marks only).    Tasmania.    Uruguay.    Western  Australia. 

An  application  in  the  United  Kingdom  fora  patent  having  priority 
of  date  under  the  international  and  colonial  arrangements  must  be 
made  within  twelve  months  from  the  date  oith^  first  foreign  applica- 
tion, and  must  be  accompanied  by  a  complete  specification  and  signed 
by  the  person  or  persons  by  whom  the  first  foreign  application 
was  made.  It  must  be  made  upon  Form  A^  (see  ante,  p.  549)>  and 
in  addition  to  the  specification  must  be  accompanied  by— 

(i)  A  copy  or  copies  of  the  specification  and  drawings  as  filed  in  the  Patent 
Office  of  the  foreign  State  or  British  possession  in  respect  of  the  first 
foreign  application  duly  certified  by  the  official  chief  of  such  Patent 
Office,  or  otherwise  verified  to  the  satisfaction  of  the  Comptroller ;  and 

(2)  If  the  specification  be  in  a  foreign  language,  by  a  translation  thereof, 
verified  by  statutory  declaration  or  otherwise  to  the  satisfaction  of  the 
Comptroller. 

An  International  Office,  in  connection  with  the  Convention,  has 
been  established  at  Berne,  Switzerland,  which  publishes  a  monthly 
periodical,  entitled  La  Propriiti  Indmtrielle.  The  yearly  subscrip- 
tion (including  postage)  for  all  countries  within  the  Postal  Union 

u  These  Goveraments  have  not  yet  agreed  to  the  Convention,  as  amended  September  14, 
X902,  but  adhere  to  it  in  the  original  form. 
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is  5  francs  60  centimes,  and  should  be  forwarded  by  money  order 

to  L'lmprimerie  Co-operative,  Berne. 

23.  Patent  Museum^  South  Kensington. — This  museum  was  in 
1883  placed  under  the  management  of  the  Department  of  Science 
and  Art  It  no  longer  forms  a  separate  section,  but  has  been  in- 
corporated with  the  general  Science  Collections  of  the  South 
Kensington  Museum.  All  communications  relating  thereto  should 
be  addressed  to  the  Secretary,  Science  and  Art  Department,  South 
Kensington,  London,  S.W.  The  Science  Collections  are  open  to 
the  public /r^^  daily,  from  lO  a,m,  to  10  p.m.  on  Mondays,  Tuesdays, 
and  Saturdays ;  and  from  10  a.m  to  4,  5,  or  6  p.m.  on  other  days  of 
the  week  according  to  the  season.  A  number  of  the  models  may 
be  seen  in  motion  from  1 1  a.m.  to  the  hour  of  closing.  Entrance — 
Exhibition  Road. 

24.  Patent  Office  Library. — The  reading-rooms  of  the  Free 
Public  Library  of  the  Patent  Office  are  open  daily,  from  10  a.m.  till 
10  p.m.,  except  on  Sundays,  Christmas  Day,  Good  Friday,  and 
Bank  Holidays.  On  the  day  observed  as  His  Majesty's  birthday, 
Christmas  Eve,  Easter  Eve,  and  Whitsun  Eve,  the  library  is  closed 
at  4  p.m. 

In  addition  to  the  printed  specifications,  indexes,  and  other 
publications  of  the  Patent  Office,  the  library  contains  a  collection  of 
the  leading  British  and  Foreign  Scientific  Journals,  Transactions  of 
Learned  Societies,  and  text-books  of  Science  and  Art,  and  the  full 
or  abridged  Patent  Specifications  of  the  following  countries: — 
Argentine  Republic,  Austria,  Barbados,  Belgium,  Canada,  Cape 
Colony,  Denmark,  Finland,  France,  Germany,  Grenada,  Hungary, 
Italy,  Japan,  Mauritius,  Natal,  New  South  Wales,  New  Zealand, 
Norway,  Portugal,  Queensland,  Russia,  St.  Lucia,  St  Vincent, 
Straits  Settlements,  Sweden,  Switzerland,  Trinidad,  United  States 
of  America,  Victoria,  Western  Australia. 

25.  Patent  Office  Publications} — These  may  be  consulted  daily  at 
the  Free  Public  Library  of  the  Patent  Office ;  at  the  Science  and 
Art  Department,  South  Kensington ;  and  at  the  Free  Libraries, 
&c.,  named  post,  pp.  600-603.  They  are  also  on  sale  at  the  Patent 
Office,  25,  Southampton  Buildings,   Chancery  Lane,   W.C,  and 

1  The  list  of  these  is  not  inserted  in  this  work.    It  may  be  seen  at  most  of  the  places 
mentioned  below,  or  can  be  obtained  by  writing  to  the  Patent  Office. 
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will  be  forwarded  by  post  on  receipt  of  the  price  and  of  the  postage 
(if  any  is  charged).  Sums  amounting  to  is,  or  more  must  be  remitted 
by  Postal  or  Post  Office  Order  payable  to  the  Comptroller-General. 
Postage  stamps  sent  in  payment  of  any  amount  exceeding  \\d,  will 
be  returned.  Deposit  accounts  may  be  opened,  the  minimum 
deposit  being  £2, 

In  ordering  specifications,  the  price  of  which  is  8^/.  each,  the 
number  and  year  of  the  patent  must  be  given.  In  searching  for 
the  invention  of  any  particular  person,  the  Name  Indexes, 
published  as  part  of  the  Illustrated  Official  Journal  of  Patents, 
should  be  consulted.  In  searching  as  to  the  novelty  of  any  par- 
ticular invention,  or  as  to  the  patents  which  have  been  granted  in 
connection  with  a  particular  subject,  the  Abridgment  Class  and  Index 
Key  should  first  be  consulted  to  ascertain  where  the  subject-matter 
is  classified  in  the  Patent  OfHce  publications.  The  corresponding 
volumes  of  Abridgments  of  Specifications,  each  of  which  is  furnished 
with  Name  and  Subject-Matter  Indexes,  should  then  be  examined. 
In  the  case  of  recent  specifications  for  which  abridgment  volumes 
have  not  yet  been  published,  the  annual  and  monthly  Subject- 
Matter  Indexes  and  Illustrated  Official  Journal  must  be  consulted. 
Such  searches  cannot  be  undertaken  by  the  Patent  Office.  See 
par.  II,  ante,  p.  593. 

Specifications  or  other  publications  cannot  be  returned  by  the 
purchasers,  unless  a  wrong  number  has  been  supplied  through  an 
error  on  the  part  of  the  Patent  Office. 

26.  Specifications  of  Foreign  and  Colonial  Patents. — Specifica- 
tions of  foreign  and  colonial  patents  are  not  sold  by  the  Patent 
Office.  Applications  for  these  should  be  made  to  the  Patent 
Office  of  the  country  in  which  the  patent  was  granted. 

27.  Lists  of  Places  receiving  Donations  of  Patent  Office  Works. — 
S^Qpostj  pp.  600-603. 

28.  Lists  of  Patent  Office  Publications. — (Omitted.) 
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List  of  Places  receiving  Donations  of  Patent  Office 

Publications. 

The  publications  relating  to  Patents  supplied  are  denoted  as 
follows : — 

All,       =  All  publications,  including  speciBcations. 
Abr.      =  Abridgments  of  British  specifications. 
your.    =  Official  Illustrated  Journal  of  Patents. 
Social  =  Selected  publications  only. 

Am.  This  denotes  that  copies  of  United  States  Specifications  are  also 

kept  in  the  local  library. 

In  the  United  Kingdom,  Isle  of  Man,  and  Channel  Islands. 


Aberdeen — Public  Library.    Abr.t/our. 

Accrin^on — Mechanics'  Institution,     /our. 
Public  Library.    Abr,^  Jour. 

Airdhe — Free  Public  Library.    Abr,^  Jour. 

Alloa — Public  Library.    Abr.^  Jour. 

Alnwick— Scientific  and  Mechanical  Institu- 
tion.   Abr, 

Altrincham— Free   Library    and    Technical 
School.    Jour, 

Arbroath — Public  Library.    Jour. 

Armagh— Natural  History  and  Philosophical 
Society.    Abr, 

Ashton  -  under  -  Lyne  —  Heginbottom    Free 
Library.    Abr,,  Jour. 

Aston,     near    Birmingham — ^Aston     Manor 
Ihiblic  Library.    Abr, ,  Jour, 

Ayr— Carnegie  Public  Library.    Abr. 

Hacup — Mechanics'  Institution.    Abr. 
Banbury — Mechanics*  Institute.    Abr, 
Bamsley — Free  Library.     Abr,,  Jour, 
Barnstaple — North  Devon  Athenaeum.    Abr, 
Barrow-m-Furness — Free  Public  Library  and 

Museum.    Abr,,  Jour, 
Basingstoke— Mechanics'  Institute  and  Club. 

Abr. ,  Jour, 
Belfast— Free  Public  Library.    AU. 
Linen  Trade  Board — Special. 
Queen's  College.    Jour. 
Birkenhead — Free    Public    Library.     Abr,, 

Jour. 
Birmingham  —  Cycle    Engineers'    Institute. 

Jour, 
Mason  CoUe^.    Special, 
Reference    Library,    Patent   Department, 

Eden  Place.    All,,  Am. 
Blackburn — Free  Library  and  Museum.  Abr, 

Jour, 
Blackpool— Free  Library.    Jour, 
Blackrock    (Co.    Dublin) — Public    Library. 

Jour, 
Blyth — Mechanics'  Institution.    Abr, 
Bodmin — Literary  Institution.    Abr, 
Bolton — Little  Bolton  Library.    All, 
Bootle — Free  Public  Library.    Abr,,  Jour, 
Bradford,  Yorkshire — Free  Library,   Darley 

Street    All, 


Braintree — Braintreeand  Bocking  Mechanics' 

Institute.    Abr. 
Brechin — Public  Library.    Jour, 
Brighton — Public   Library,  Royal  Pavilion. 

Abr,  t  Jour, 
Bristol — Literary   and   Philosophical    Qub. 

Jour. 
Public  Libraries,  HotweUs  Branch  Library. 

All. 
School  of  Sdenoe,  Merchants'  Hall.    Jour, 
Burnley — CcMrporation  Free  Library,    Jour. 

Mechanics' Institution.  Abr. ,  Jour, 
Burslem  ^Wedgwood  Institute.  yfM 
Bury   St.    Edmund's — ^Athenaeum    Library, 

Abr. 
Buiy — Public  Library.    Jour, 

Cambridge — Free  Library.    Jour. 
Philosophical  Library.    Jour. 
University  Library.    Jour. 
Canterbury — Free  Library.    Abr.,  Jour. 
Cardiff— Central    Free    Library.    Reference 

Department.    All. 
South  Wales  Institution  of  Engineers,  Park 

Place.    Abr, 
Carlisle--PubUc  Library.  Tullie  House.    AU. 
Carmarthen — literary  and  Scientific  Institute. 

Abr, 
Carnarvon — Free  Library.    Abr.^  Jour. 
Chatham — Dockyard.    Jour. 
Cheltenham— Public  Library.    Abr, 
Chester — Free    Library,    St    John    Street 

Abr,t  Jour. 
Chorley — Free  Public  Library.    Jour. 
Colchester — Public  Libraiy.    Abr. 
Cork — Free  Library,  Nelson  Place.    Abr,, 

Jour. 
Coventry — Free  Libnuy.    Abr. 
Crewe — Mechanics'  Institution.    Abr.^  Jour. 
Croydon— Central  Free  Public  Library.  Jour. 

Darlington — Edward  Pease  Public  Libnuy. 
Jour, 
Technical  College.    Jour, 
Darwen — Public  Library.     Abr,,  Jour. 
Denbigh — Free  Reading  Room.    Jour, 
Derby — Public  Library  and  Museum.    All, 
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Devoaport — Free  Public  Library.  Ahr. ,  /our. 
Dewslmry — Free  Public  Librarv.    Ah'. ,  /tmr. 
Doncaster — Free  Library.    A  or., /our. 
Dublin — Kinsf  s  Inns*  Library,    /our. 
Law  Libraiv,  Four  Courts,    /our. 
National    Library    of    Ireland,    Kildare 

Street.    Ail 
Public  Record  Office.    A  I/. 
Dudley — Free  Library,    /our. 
Dumbarton — Free    Public    Library.     A  dr., 

/our. 
Dundalk — Free  Library,    /our. 
Dundee— Public   Library,   Albert    Institute. 
All. 

Ebbw  Vale — Literary  and  Scientific  Institute. 

Adr. 
Edinburgh — Advocates'  Library,    /our. 
Museum  of  Science  and  Art.    Ail.t  Am, 
Public  Library,    /our. 
Elgin — Library,    /our. 
Enfield — Small  Arms  Factory,    /our. 
Exeter— Albert  Memorial  Museum  and  Free 
Library.    Ah".,  /our. 

Falkirk — Public  Library,    /our. 
Falmouth — Free  Public  Library,    /our. 
Frome — Literary  and  Scientific  Institution. 

Mechanics'  Institution.    Ah'. 

Galashiels — Public  Library,    /our. 
Glasgow — Athenaeum.    A  dr. ,  /our. 

Institution  of  Engineers  and  Shipbuilders 
in    Scotland.   207,   Bath  Street.    A  dr., 
/our. 
Kelvingrove  Museum.     Adr. 
Library   of  the    Faculty  of   Procurators. 

/our. 
Philosoph  ical  Society.     A  dr. ,  /our. 
Stirling's    and    Glasgow    Public    Library, 

Miller  Street.     All.  Am, 
West  of  Scotland  Iron  and  Steel  Institute. 
Adr. 
Gloucester— Free  Library,  Guildhall.    Adr.^ 

/our, 
Gravesend — Public  Library,    /our, 
Guernsey  —  Guille-Allfe    Library,    Market 
Place.    Adr. 

Halifax  —  Mechanics'    Institute,     Crossley 
Street.    Adr. 
Public  Library.  Akroyd  Park.   All. 

Hanley — Public  Free  Library.   Adr.,  /our. 

Harrogate — Public  Library,    /our. 

Hawick — Public  Library,    /our. 

Hebden   Bridge  —  Mechanics'    Institution, 
Commercial  Street.    Adr. 

Heywood— Public  Free  Library.    Adr.,  /our. 

High  Wycombe — Free  Library,    /our. 

Holyhead — Public  Library,    /our, 

Horwich — Mechanics'  Institute  Library.  All., 
Ant. 

Hough ton-le-Spring — Church  Institute,  /our, 

Huddersfield — Lockwood  Mechanics'   Insti- 
tution,   /our. 
Technical  School.    Adr. 
Town  Hall.    All. 

Hull — Public  Libraries.     AIL 


Inverness — ^The  Public  Library.    Adr.,  /our. 
Ipswich — Free  Library,  High  Street.    All, 
Isle  of  Man— Castletown,  Rolls  Office.    All. 

Jersey—  Public  Library.    A  dr. ,  /our. 

Keighley — Mechanics'  Institute,  North  Street. 

All.,  Am. 
Kettering— Church    Institute   and  Working 

Men's  Club.    Adr. 
Kidderminster— Free  Library.     Adr, 
Kilmarnock— Public  Library.    Adr. 

Lancaster —Public  Library,  Storey  Institute. 

Adr. 
Leamington  Spa— Free  Library,  Town  Hall 

Adr.,  /our. 
Leeds  —  Association    of    Engineers.    Adr., 

/our. 
Church  Institute.     Adr. 
Free  Public  Library.    All.,  Am. 
Philosophical  and  Literary  Society.    Adr. 
Yorkshire  College.     Adr. 
Leek,  Staffordshire— Literary  and  Mechanics 

Institution.     Adr. 
The  Nicholson  Institute.    Special. 
Leicester— Free  Public  Library,  Wellington 

Street.    All, 
Lincoln — Public  Library,    /our. 
Liverpool — Admiralty.    Special. 
Chemical  Laboratory,  University  College. 

Special. 
Free  Library,  William  Brown  Street.   All. 
Llanelly — Mechanics'  Institution,    /our. 
London — Acton  Public  Library,    /our. 
Admiralt]^.     Special. 
Aeronautical  Society,    /our. 
Austrian  Embassy,    /our. 
Bar  Library,  Royal  Courts  of  Justice,  /our, 
Battersea  Public  Librair,  Lammas  Hall, 

Bridge  Road  West.    jour. 
Battersea  Public  Library,  Lavender  Hill. 

/our. 
Battersea  Public  Library,  Lurline  Gardens, 

Victoria  Road.    /our. 
Bethnal    Green— Free    Library,    London 

Street  (from  x888).     All. 
Bishopsgate  Institute,    /our. 
Bckard  of  Trade,    /our. 
Borough    Road    Polytechnic    Institution. 

/our. 
Bow  Library,    /our, 
British  Horological  Institute.     Special. 
British  Museum.     All. 
Brixton  Oval,  Tate  Central  Library.   Adr., 

/our. 
Camberwell    Central    Library,    Peckham 

Road,  S.E.    Adr.,  /our. 
Canning  Town  Free  Public  Library,  Bark- 
ing Road,  E.    Adr., /our. 
Central  Young  Men's  Christian  Associa- 
tion, 186,  Aldersgate  Street,    /our. 
Chelsea  Public  Library.     Adr, 
Clerkenwell  Public  Library,    /our. 
Coach    Builders    and  Wheelwrights*  Art 

Journal,    /our. 
Cold   Storage  and   Ice  Trades    Review* 

/our, 
Ealing  Free  Public  Library,    /our. 
East  Ham — Plashet  Library,    /our. 
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Edmonton  Public  Library.    Jour, 

Electrician.    Jour. 

Federated  Institutes  of  Brewing.     Special. 

Feilden's  Magazine.    Jifur. 

Fulham  Free  Public  Library.    Jour, 

Fulbam  Free  Public  Library,  Wandsworth 

Bridge  Road  Branch.    Jour, 
G.P.O.  Telegraph  Branch.    Jour, 
German  Embassy.    Jour. 
Goldsmiths  Company's  Technical  Institute, 

New  Cross,  S.E.    Jour. 
Guildhall  Library,  E.C.    Abr.,  Jour. 
Haggerston  —  Kingsland  Road   Library. 

Jour. 
Hammersmith  Free  Public  Library.   Jour. 
Hampstead     Public     Libraries,     Kilbum 

Branch.    Jour. 
Harlesden  Public  Library.  Jour. 
Home  Office.     Special. 
Hoxton — Pitfield  Street  Library.    Jour. 
Imperial  Institute.     Abr.,  Jour, 
Incorporated  Law  Society,  Chancery  Lane. 

Abr.,  Jour. 
India  Office.     Jour. 
Inland  Revenue  Department.    Jour. 
Inner  Temple  Library.     Abr.,  Jour. 
Institute  of  British  Carriage  Manufacturers. 

Special. 
Institute  of  Patent  Agents,  Southampton 

Buildings,  Chancery  Lane.     Abr,,  Jour. 
Institution  of  Civil  E<ngineers,  Gt.  George 

Street.     Abr.,  Jour. 
Institution  of  Electrical  Engineers.  Special, 
Institution     of     Mechanical     Engmeers, 

Storey's  Gate,  St.  James's   Park,  S.W. 

Abr. 
Institution  of  Naval  Architects.    Special, 
Iron  and  Steel  Institute.     S fecials 
Journal  of  Gas  Lighting.    Jour. 
Kensington  Free  Public  Library,  Notting 

Hill.    Jour, 
Kilbum  Public  Library.    Jour. 
Lewisham  Public  Libraries.    Jour, 
London  Chamber  of  Commerce.    Jour. 
London      Institution,     Finsbury     Circus. 

Abr.,  Jour, 
Microscopical  Society.     Special, 
Mile  End  Public  Library.    Jour, 
Newington     Public    Library,    Walworth 

Road,  S.E.     Abr.,  Jour. 
Old  Brompton  Road  Free  Public  Library. 

Jour. 
Page's  Magazine.    Jour. 
People's  Palace,  Mile  End  Road,  £.  Abr., 

Jour. 
Pharmaceutical  Society  of  Great  Britain. 

Jour. 
Photographic  Society.    Special. 
Polytechnic,  Recent  Street.    Jour. 
Poplar  Public  Library.    Jour. 
Postal  Stores,   Mount  Pleasant,  Clerken- 

well.    Jour. 
Privy  Council.    Jour, 
Rotherhithe  Public  Library.    Jour. 
Royal  Historical  Society.    Jour. 
Royal  Institution.    Jour. 
St  Bride  Foundation  Institute.    Special, 
Science      Library  —  South      Kensington 

Museum.     All. 
Sir  John  Cass's  Technical  Institute.    Jour. 


Society  of  Arts.     Abr. ,  Jour. 
Society  of  Chemical  Industry.     Special* 
Society  of  Patent  Agents.    Jour. 
Southwark,  St  George's  Public   Library, 

Borough  Road,  S.E.    Abr.,  Jour. 
Stoke  Newington  PuUic  Library.     Jour» 
Surveyors'  Institution.    Special. 
Tate  Library,  Streatham.    Jour. 
Tottenham  Public  Library.    Jomr. 
Tottenham    Public    Library,    St.     Ann's 

Road  Branch.    Jour. 
Toynbee  Hall.    Jour. 
Treasury.    Jour. 

Walthamstow  Public  Library.  Abr.,  Jour, 
Wandsworth  Public  Library.     Abr,^  Jour, 
War  Office,  Pall  MaU.     Abr,,  Jour. 
West    Ham    Public    Library,    Stratford. 

Abr.,  Jour. 
Westminster  Free  Public  Library.  Great 

Smith  Street.    Ahr.,  Jour. 
Whitechapel  Free  Public  Library.    Jour. 
Willesden  Green  Public  Library.    Jour, 
Wimbledon  Free  Public  Library.    Abr.^ 

Jour. 

Loughborough— Public  Library.  s4br..  Jour. 
Lowestoft — Public  Library.     Abr. 

Macclesfield — Free     Library,    Town     Hall. 
Jour. 

Manchester — Chemical  Club.     Abr.,  Jour. 
Association  of  Engineers.    Jour, 
Free  Library,  Deansgate.    All.  Am, 
Moss  Side  Public  Library.     Abr.,  Jour, 
Municipal  Technical  SchooL    Special, 
Owen's  College.    Abr. 
Society  of  Dyers  and  Colorists.    Special. 

Mansfield— Free  Public  Library.  Abr,,  Jour. 

Merthyr  Tydfil — Free  Library.    Abr.,  Jour. 

Middlesborough — Public  Free  Libcary.  Abr., 
Jour, 

Middleton,  Manchester — Free  Library.  Abr,, 
Jour. 

Nelson — Free  Library.    Jour. 

Nenagh — ^Town  HalL    Jour. 

Newburgh,  Fife — Laing  Free  Library.  Jour. 

NewcasUe-on-Tyne — Institution  of  Engineers 

and  Shipbuilders.    Jour, 
North  of  England  Institute  of  Mining  and 

Mechanical  Engineers.    Abr.,  Jour, 
Public  Library,  New  Bridge  Street.    All. 
Newport,    Mon. — Chamber   of   Commerce. 

Jour. 
Free  Library.    All, 
Newport,  Salop—Literary  Institute.   Jour, 
Northampton — Public  Library.    Jour. 
North  Shields — Free  Library.    Abr,,  Jour. 
Northwich — Brunner  Free    Public   Library. 

Abr.,  Jour. 
Norwich — Free  Library.    Abr.,  Jour. 
Nottingham— Mechanics'  Institution.    Abr,, 

Jour, 
Central  Free  Public  Library.    All, 
Oldbury — Public  Library.    Jottr, 
Oldham — Free  Library,  Union  Street.    All,, 

Am. 
Oswestry — Free    Public  Library,  Guildhall 

Abr. 
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In  the  United  Kingdom,  etc.— i 

Oxford — Bodleian  Library.    Jour, 
Public  Library.    Jour, 

Pembroke — Dockyard.    Jour, 
Peozance — Free  Library.    Abr.^  Jour, 
Perth — Sandemao    Public    Library.    Abr,^ 

Jour. 
Peterhead — Public  Library.    Abr„  Jour, 
Plymouth — Free  Public  Library.  Abr,^  Jour, 
Pontypridd— Free  Library.    Abr„  Jour, 
Portsmouth — Dockyard.    Abr,^  Jour, 
Public    Free    Library,    Central   Library, 

Town  HalL    Abr,^  Jour, 
Preston — Harris   Free   PubUc   Library  and 

Museum.    All, 

Rawtenstall— Technical  School.    Jour, 
Reading — Free  Public  Library,  Museum,  and 

Art  Gallery.    Abr,^  Jour, 
Redditch — Literary  and  Scientific  Institution. 

Abr, 
Redruth — Free  Public  Library.  Abr,,  Jour, 
Richmond,   Surrey — Free   Public    Library. 

Abr,^  Jour, 
Rochdale — Free  Public  Library,  Esplanade. 

All, 
Rotherbam — Free  Public  Library.    Abr, 
Rothwell — Public  Library.    Jour, 
Ryde,  Isle  of  Wight — Young  Men's  Christian 

Association  and  Literary  Institute,  Lind 

Street.    Abr. 

Saf&on  Walden— Literary  and  Scientific  In- 
stitution.   Abr. 

Salford— Free  Library.  Peel  Park.    All. 

St.  Helens — Free  Public  Library,  the  Gamble 
Institute.    Abr,,  Jour, 

Scarborough — Mechanics'  and  Literary  In- 
stitute, Vernon  Place.    Abr. 

Sheemess— Dockyard.    Jour, 

Sheffield — Chamber  of  Commerce.    Jour, 
Free  Public  Library,  Surrey  Street.     All,, 
Am, 

Shipley— Salt  Schools.    Abr, 

Shrewsbury — Free     Public     Library.    Abr.^ 
Jour, 

Soutbend-on-Sea — Institute.    Abr, 

Southport — Atkinson  Free  Ubrary.    Jour, 

South  Shields— Public  Free  Library.     Abr,, 
Jour. 

Spalding — Christian  Young  Men's  Associa- 
tion.   Abr, 

Stafford — Free  Library.    Abr,,  Jour. 

Stockton-on-Tees — Free  Library.    Abr, 

Stockport— Central  Free  Library.    All, 

Stony  Stratford — Church  Institute.    Jour. 


continued. 

Stowmarket — ^Thc  Institute.     Abr. 

Stroud — Free  Librarjr.    Jour, 

Sudbury,  Suffolk — Literary  and  Mechanics' 
Institute.     Abr. 

Sunderland— Equitable    Industrial    Society, 
Limited.    Jour. 
Public  Free  Library.    Jour. 

Swansea — Public  Library.    All. 
Royal  Institution  of  South  Wales.    Abr,, 
jour, 

Swindon,  New — G.W.R.   Mechanics'  Insti- 
tution.   Abr.,  Jour. 

Thetford — Mechanics'  Institution.    Jour, 
Thomaby-on-Tees — Public  Library.    Jour. 
Todmorden — Free  Library.    Jour, 

Uttoxeter— Reading  Room  and  Library.  Abr, 

Wallsend — Industrial  Co-operative  Society. 

Jour, 
Walsall — Free  Library.    Abr. ,  Jour, 
Waltham  Abbey — Special. 
Warrington — Municipal     Museum.       Abr., 

Jour. 
Watford — Public  Library.    Jour, 
Wednesbury — Free  Library.     Abr.,  Jour. 
Wellington — Young  Men's  Christian  Associa- 
tion.   Abr. 
West  Bromwich — Free  Library.    Abr.,  Jour. 
West    Hartlepool — Public    Library.    Abr., 

Jour. 
Weston-super-Mare — Free    Public    Library. 

Abr.,  Jour. 
Whitby — Museum.     Abr. 
Whitchurch — Mechanics'  Institute.    Jour. 
Whitehaven — Free    Public    Library.     Abr., 

Jour. 
Wigan — Corporation  Library.    Jour^ 
Wolverhampton — Free  Library.     All. 
Wolverton— L.  &  N.  W.  R.  Library.    Jour. 
Woolwich— Explosives  Committee.    Special. 
Ordnance  Committee.     Special. 
Ordnance  Factories.     Abr.,  Jour. 
Public  Library.    Jour, 
Royal  Artillery  Institution.    Jour, 
Royal  Gun  Factory.    Jour. 
Worcester— Public  Library, Victoria  Institute. 

Abr,,  Jour, 
Workington— Public  Library  and   Reading 

Room.    Abr,,  Jour, 
Wrexham — Free  Public  Library.    Jour, 

York — Institute    of    Art,     Literature,    and 
Science,  Free  Library.    Jour, 


In  British  Colonies  and  Possessions. 
Australia  and  Tasmania, 


Adelaide  (S.  Aus.)— Colonial  Institute.    All. 

Patent  Office  (from  1878).    All, 
Ballarat  (Vic.)— ^hool  of  Mines.    Abr, 
Brisbane  (QU.)— Patent  Office.    All. 
Hobart  (Ta.)— General  Register  Office.    All. 
Melbourne  (Vic.) — Institute  of  Patent  Agents. 
Jour, 

Department  of  Mines.    Joun 


Melbourne  (Vic.)— Patent  Office.    All. 

Public  Library.    All. 
Perth  (W.  Aus.)— Patent  Office  (from  1898). 
All, 
Victoria  Library.    Abr, 
Sydney  (N.S.W.)— Engineering  Association. 
Jour, 
Patent  Office.    All, 


6o4  CIRCULAR  OF  INFORMATION. 

CufULdom 

Kingston  (Ont.) — School  of  Mining,    /our.  Toronto    (Ont) — Burean    of    Agriculture. 

Montreal  (Que.) — Council  of  Arts  and  Manu-  /our, 

factures  of  Quebec.    Ail.  Canadian  Institute,    /our. 

Society  of  Civil  Engineers.    A^r.  Public  Library.    AH, 

Ottawa  (Ont. )— Exchequer  Court    /our.  Winnipeg  (Man.)— Library  of   Parliament 

Patent  Oflbce.    AU,  /our. 

Public  Library.    A^r,,  /our. 

Denurara  {^British  Guiana). 
Georgetown— Govt.  Secretary's  Office,    /our. 

India  and  Ceylon. 

Bombay— Indian  Textile  Journal  Co.    /our.  Colombo — Government  Office,    /our. 

Patent  Office  Secretariat.    AIL  Ishapore      (Beng.)— Gunpowder      Factory. 
Calcutta—"  Indian  and  Eastern  Engineer."  /our. 

/our.  Madras— Psoent  Office  Secretariat.    All. 

Patent  Office,  Imperial  Secretariat.    AIL 

Malta. 
Valetta— Chief  Secretary's  Office.  Abr.^  /our. 

Mauritius. 
Colonial  Secretary's  Office.    Abr.,  /our. 

New  Zealand. 

Auckland— Free     Public     Library.      Abr.,      Wellington— Patent  Office.    All. 
/our. 

South  Africa. 

Cape    Town — Colonial    Secretary's    Office.      Pretoria — Patent  Office,    /our. 

Abr. ,  /our.  Salisbury — Patent  Office,    /our. 

Kimberley — Public  Library,    /our. 

Trinidad. 
Government,    /our. 

r 

In  Foreign  Countries. 
Argentine  Republic. 

Buenos  Ayres — Patent  Office,    /our.  Buenos  Ayres — "  Revista  de  Patentes  y  Mar 

cas."    /our, 

A  ustria- Hungary. 

Budapest — Patent  Office,    /our.  Vienna — "Austrian  Trade  Journal."    /our. 

Prague— Deutsche  Technische  Hochschule.  "  Der  Electro  Techniker."    /our. 

/our.  Handelsministerium  (from  1898).    All, 

Belgium. 

Brussels— Association   de   la   Presse   Tech-      Brussels— Minist^  de  I'lndustrie.    All. 
nique.    /our.  Society  of  Electricians,    /our. 

"L'lndustrie."    /our. 

Denmark, 
Copenhagen— Patent  Office  (from  1893).    All. 
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France. 


Marseilles— Soci^t^  Scientifique  Industrielle. 

Jour, 
Paris — ^Association  des  Chemistes.    Jour, 
Bibliotb^ue  Nationale.    All, 
British  Chamber  of  Commerce.    Abr. 
"  L'Eclairage  Electrique."    Jour. 
"  L'EIectricien."    Jour, 
"  Le    Mois    Scientifique    et    Industriel." 
Jour, 


Paris—"  Les  Brevets  dc  Sucrerie."    Jour, 
Office  National  des  Brevets  d'Invention  et 

des  Marques  de  Fabrique.    AIL 
"Revue    G^n^rale    des    Mati^res-Color- 

antes."    Jour, 
Soci^t^  Anonyme  de  Publications  Indiis- 

trielles.    Jour. 
Soci^t^  Nationale  d' Agriculture.    Jour. 


Germany, 


Aachen— KdniglicheTechnische  Hochschule. 

All. 
Berlin— "  Der  Grossbetrieb."    Jour, 
Kaiserliches  Patentamt.    All, 
Kaiserliches  Statistischeamt.    AIL 
K5nigliche  Bibliotbek.     AIL 
Zeitsdirift   flir   Werkzeugmaschinen    und 
Werkzeuge.    Jour. 
Carlsruhe — ^Technische     Hochschule    (from 
X876).    AIL 


Dresden — Polvtechnische  Schule.    All. 
Gotha — Ducal  Friedenstein  Collection.   Abr, , 

Jour. 
Hanover — Pol]rtechnische  Schule.    AIL 
MUhlhausen — Soci^t6  Industrielle.    All, 
Munich — Polytechnische  Verein.    AIL 
Strasburg — Imperial  and  Provincial  Library 

of  the  University.    Abr, 
Stuttgart  —  Bibliotbek     der     Musterlagers. 

Jour, 


Italy, 

Naples — Royal     Institution     (from      185s).    Rome— Ufficio   delle    Privative    Industriali 
AIL  AIL 

Turin — La  Propriety  Industriale.    Jour, 

Japan, 

Tokio— Patent  Office  (from  1884).    AIL 

Netherlands. 
Delft— Polytechnic  School.    Abr, 

Norway, 
Christiana— Patent  Office  (from  1884).    All, 

Peru, 

Lima — Escuela  de  Ingenieros.    Abr.^  Jour, 


Riga— Polytechnic  School.    AIL 


Russia, 

St.  Petersburg — Bibliotheque  Imperiale.  All, 


Spain, 

Madrid.    AIL 

Sweden, 
Stockholm— Patent  Office.    All, 


Switzerland, 

Berne— Bureau  de  la  Propri^t^  Intellectuelle.  de    la    Propri^t^    Industrielle.      Abr,, 

Jour,  Jour. 

bureau  International  pour  la   Protection       Zurich— Federal  Polytechnic  School.    Abr, 
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United  States  of  America, 


Albany  (N.Y. )-^tate  Library.    All, 
Baltimore  (My.)— Peabody  Institute.    AIL 
Boston  (Mass.)— American  Academy  of  Arts 
and  Sciences.    Ahr, 
Free  Public  Library.    AIL 
Chicai^  (III.) — Free  Public  Library.    AIL 
Cincinnati  (Ob.) — Public  Library.     AIL 
Crawfordsville  (Ind.) — ^Wabash  College.  Abr. 
Denver  (CoL),  State  Library.    Jour, 
Detroit     (Mich.) — Public    Library.      Ahr.^ 

Jour. 
Harrisburg  (Penn. ) — State  Library  of  Penn- 

svlvania.    Jour, 
Ithaca  (N.Y.)— Cornell  University.    AIL 
Lansing     (Mich.) — State    Library.      Abr,^ 

Jour, 
Madison  (Wi.) — Historical  Sodety.     AIL 
Milwaukee  (Wi.)— Public    Library.      Abr.^ 

Jour. 
Newark  (N.J.) — Free  Public  Library.     Abr,^ 

Jour, 
New  York — ^Astor  Library.    All, 
American  Institute  of  Electrical  Engineers. 

Jour, 
American  Institute  of  Mining  Engineers. 

Abr.^  Jour. 
American  Society  of  Civil  Engineers.  Ahr,^ 

Jour. 


New  York — ^American  Railway  Association. 
Jour, 
••India  Rubber  World."    Jour. 
Municipal  Journal  and  Engineer.    Jottr. 
•  •  Scientific  American. "    Jour. 
Philadelphia  (Penn.) — Engineers'  Club,  1122. 
Girsurd  Street.    Abr. 
Franklin  Institute.    AIL 
Law  Association.    Abr, 
Pittsburg  (  Penn. ) — Cameeie  Library.     A  //. 
Engineer's  Society  of  West  Pennsylvania. 

Jour, 
Mercantile  Library  Assoctaiion.    Abr, 
St  Louis  (Miss.) — Mercantile  Library.     AIL 
St.     Paul    (Min.)  —  Minnesota     Historical 

Society.    Abr. 
San  Frandsoo   (Ca.) — Mechanics'  Insutiite. 

AIL 
Scranton  (Penn.) — ^Young  Men's   Christian 

Association.    Abr. 
Springfield   (Mass.) — City  Library  Assoda- 

tion.     Abr. 
Tenre  Haute  (Ind.) — Rose  Polytechnic  In- 
stitute.   Abr. 
Urbana  ( III. ) —  University  of  Illinois.     A br, 
Washington  (D.C.)— Patent  Office.     AU^ 
Smithsonian  Institution.    Jour, 
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Note  on  Disconformity. 

Although  the  decisions  have  gone  on  the  grounds  mentioned  in 
the  text,  ante,  pp.  64-71,  yet  under  the  Act  of  1883  another  con- 
sideration presents  itself,  namely,  the  position  and  interests  of 
members  of  the  public  who  discover  the  same  additional  invention 
and  use  it  openly  without  applying  for  protection. 

The  monopoly  now  dates  from  the  application,  and  nine  months 
are  allowed  under  the  Act  of  1883  (reduced  to  six  under  the  Act 
of  1902)  before  the  complete  specification  need  be  lodged.  This 
enables  the  question  of  disconformity  to  be  approached  from  another 
point  of  view.  Members  of  the  public  who  are  possible  rival  in- 
ventors have  an  interest  in  an  applicant  not  being  granted  a  patent 
for  anything  he  had  not  substantially  invented  at  the  date  of  his 
application.  On  the  other  hand,  the  public  have  a  right  to  a  full 
disclosure  of  all  improved  methods  of  carrying  out  the  invention 
known  to  the  inventor  at  the  date  of  the  complete  specification.* 

The  few  months'  interval  between  these  times  is  the  source 
of  the  difficulty ;  for  an  applicant  may  not  have  discovered  the 
additional  invention  or  development  until,  say,  five  months  after 
his  application ;  meanwhile  a  rival  inventor  may  discover  it,  say, 
one  month  after  the  application  made  by  the  former  inventor.  Now, 
if  the  additional  invention  be  such  that  the  original  applicant  can 
include  it  in  his  specification,  he  can  forestall  another  person  who 
has  in  fact  made  the  discovery  or  invention  three  months  earlier. 
For  illustration,  suppose  a  similar  case  to  the  Cyanide  Case  {ante, 
pp.  68,  369),  in  which  the  state  of  public  knowledge  was  such  that 
another  person  might  independently  hit  on  the  additional  invention 
(the  use  of  the  dilute  solution  of  cyanide),  say,  one  month  after  the 
application  and  four  months  before  the  first  applicant  discovered  it. 
If  that  other  person  does  not  disclose  it  the  case  is  covered  by  the 
rule  {ante,  p.  49)  that  an  inventor  who  keeps  a  discovery  secret  loses 
all  the  benefit  of  it  as  against  a  subsequent  patentee ;  but  if  he  give 
it  to  the  public,  and  he  and  others  use  it  commercially,  it  is  hard 
on  them  to  have  to  pay  royalties  to  one  who  independently 
invents  the  improvement  some  months  later,  and  includes  it  in  his 

*  3ee  ante^  p.  73. 
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claims  as  a  "  fair  development*'  of  something  described  in  his  earlier 
provisional. 

The  interests  of  the  public  and  rival  inventors  were  recognized 
in  the  early  case  of  Crossley  v.  Beverley  (9  Ba.  &  Cr.  63),  in  which 
the  rule  of  full  disclosure  was  first  laid  down.  Lord  Tenterden^  C  J. 
(at  p.  64),  said :  "  I  am  at  a  loss  to  know  for  what  reason  a  patentee 
is  allowed  time  to  disclose  his  invention,  unless  it  be  for  the  purpose 
of  enabling  him  to  bring  it  to  perfection.  If  in  the  intermediate 
time  anotlier  person  were  to  discover  the  improvements  for  so  much 
of  the  machine  t/te  patent  would  not  be  available,''  That  case  was 
decided  in  1829,  at  a  period  when  the  conflict  of  interests  here 
discussed  could  not  have  arisen,  for  until  1852  the  monopoly  only 
commenced  from  the  sealing  of  the  patent  {ante,  p.  53).  From 
1852  to  1883  it  was  in  the  discretion  of  the  Law  Officer  to  date  the 
patent  as  of  any  date  not  earlier  than  the  application,  and  not  laf  er 
than  that  of  the  actual  sealing  of  the  patent,  and  in  that  manner 
protection  was  afforded  to  the  public. 

Under  the  present  Act  the  only  apparent  remedy  is  by  opposi- 
tion to  the  grant  by  a  rival  inventor  who  has  himself  invented  the 
additional  invention  and  applied  for  a  patent  for  it ;  ^  but  no 
opposition  can  be  raised  by  another  inventor  who  is  actually  first 
in  point  of  time  as  regards  the  additional  invention,  uses  it 
commercially  and  gives  it  to  the  public. 

The  conclusion  to  be  drawn  from  the  foregoing  considerations 
is  that  it  is  in  the  public  interest,  since  1883,  to  apply  more  strictly 
against  the  patentee  the  rule  as  to  disconformity,  and  in  cases  of 
doubt  to  require  the  additional  matter  to  be  cut  out  under  sect  9 
of  the  Act  of  1883  as  not  being  "substantially  the  same"  as  that 
which  is  described  in  the  provisional  specification. 

Under  the  third  ground  of  opposition  {ante^  p.  152)  the  opponent 
must  show  not  only  that  the  alleged  disconformity  is  something 
more  than  a  fair  development  or  improvement  of  what  is  outlined 
in  the  applicant's  provisional  specification,  but  that  he  also  in- 
vented it  and  applied  for  protection  after  the  original  application 
and  before  the  complete  was  lodged.  In  making  such  independent 
invention  the  opponent  either  (i)  knew  of  or  invented  substantially 
something  included  in  the  applicant's  provisional,  or  (2)  arrived  at 
his  invention  by  paths  of  experiment  and  research  other  than  those 
described  in  the  applicant's  provisional. 

Consider  the  former  case  first.  The  opponent  may  have  devised 
the  same  invention  as  the  applicant,  but  before  him,  and  neglected 
to  apply  for  a  patent  so  that  the  applicant  secured  priority;  or 
he  may,  in  fact,  have  devised  the  invention  after  the  applicant  and 
by  reason  of  quicker  working  arrived  at  the  addition  constituting 
the  alleged  disconformity  before  the  original  applicant  did.  In 
either  case  he  is  simply  a  later  inventor. 

But  the  case  assumes  quite  a  different  aspect  if  the  opponent 

*  51  &  Sa  Vict.  c.  so,  sect.  4,  anie^  pp.  152,  489. 
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can  prove  that  he  arrived  at  the  invention  alleged  as  constituting 
the  disconformity  by  some  course  of  research  apart  from  that  covered 
by  the  applicants  provisional  specification.  Such  a  case  is  clearly 
contemplated  by  the  Act  The  question  at  once  arises  whether 
this  does  not  aiford  the  inventor  a  guide  by  which  the  risk  of 
disconformity  may  be  avoided.  Can  it  be  said  that  an  invention 
independently  arrived  at  is  not  such  a  large  step  in  advance  as  to 
constitute  a  further  distinct  invention  ? 

Suppose  the  test  be  applied  to  cases  of  the  class  of  Nuttall  v. 
Hargreaves  {ante,  p.  334),  and  Cera  Light  Co.  v.  Dobbie  {ante,  p.  71), 
in  which  the  novelty  of  the  invention  lay  entirely  in  the  additional 
matter.  In  such  the  test  is  obviously  satisfied,  for  others,  knowing 
of  the  anticipations,  could  have  made  the  additional  inventions  as 
well  as  the  patentees. 

Another  class  of  cases  are  those  like  The  Castner-Kellner  Alkali 
Co.  V.  Commercial  Development  Corp.  {ante,  p.  436),  in  which  the 
provisional  has  a  comparatively  narrow  ambit  owing  to  the  exist- 
ence of  other  somewhat  similar  inventions.  The  method  introduced 
there  as  a  *'  modification/'  and  constituting  the  disconformity  might 
have  been  independently  invented  or  developed  from  some  of  the 
similar  inventions  or  methods  known  at  the  date  of  the  application. 
On  the  other  hand,  where,  owing  to  the  novel  principle  or 
arrangement  employed,  the  provisional  has  a  wider  ambit,  as  in 
Woodward  v.  Sansum  {ante,  p.  300),  in  which  the  alleged  discon- 
formity consisted  in  alteration  of  the  relative  action  of  the  parts, 
one  cannot  see  how  an  independent  inventor  could  devise  the  alleged 
disconform  device  without  at  the  same  time  devising  the  arrange- 
ment shown  in  the  provisional,  or  at  least  the  principle  of  it 

In  order  to  aid  the  inventor  to  decide  whether  to  include  a 
certain  improvement  or  make  it  the  subject  of  a  separate  appli- 
cation it  may  be  useful  to  apply  the  test  here  suggested.  If, 
considering  the  state  of  public  knowledge  at  the  date  of  the  pro- 
visional, it  be  possible  for  one  to  devise  or  invent  the  additional 
invention  without  knowing  of  or  inventing  what  is  described  in  the 
provisional,  it  will  be  safer  to  make  a  separate  application  for  the 
improvement 

This  test  appears  to  be  satisfied  in  all  the  reported  cases  in  the 

House  of  Lords  and  Court  of  Appeal  with  the  following  exceptions : — 

In  Goulard  &  Gibbs'  Patent,  in  the  Court  of  Appeal,  disconformity 

was  found  under  circumstances  {ante,  p.  3)  in  which  this  test 

would  fail ;  but  the  House  of  Lords  did  not  approve  of  the 

finding  on  that  issue. 
In  Lane  Fox  V.  Kensington,  &c.  {ante,  p.  349),  the  Court  of  Appeal 

followed  their  own  decision  in  the  case  of  Gaulard&  Gibbs* 

Patent,  but  found  the  patent  invalid  on  other  grounds. 
In  Cassel,  &c.  v.  Cyanide  the  Court  of  Appeal  held  the  patent 

to  be  invalid  on  another  ground,  viz.  want  of  novelty  in 

another  claim.    Ante,  p.  369. 

2  R 
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RefertHces  are  given  to  cases  under  the  headings  of  the  subject-'ntaiter  of  the 

patents  in  question, 

Abaadonment  of  application.      See  Application 
of  opposition.    See  Opposition 

Abridgments  of  specifications,  places  where  accessible,  600-606 

Aooeptanoe  of  provisional  specification,  109 
protection  afforded  by,  117,  490 
of  complete  specification,  117,  487 
advertisement  of,  117,  4^,  528 
effect  of,  117,  490 
request  for  acknowledgment,  593 
time  for,  488 

request  for  extension  of,  528 
Form  for  :  Form  V.,  568 

Achromatio  glasses  {Dolhnd*s  Patent)^  50 

Act  of  1902.    See  New  Fractioe 

Address  of  applicants  to  be  left  at  Patent  Office,  105,  527 
in  Register,  537 

notice  of.  Form  R.,  565 

Admiralty  memorandum  for  inventors,  573,  574 

Advantages  of  invention  not  to  be  claimed,  61 

Advertisement  of  acceptance  of  specification,  117,  488,  528 
of  amendments,  161,  491,  493,  536 
See  Complete  Specification 

Agent,  employment  of  (P.O.R.  81),  104,  541 
of  incapable  person,  104,  506 
for  searching  for  anticipations,  loi,  594 
of  foreign  inventors,  176 

cannot  avail  himself  of  convention,  177 
Register  of  Patent  Agents,  519,  595 

Alien  enemy,  grant  of  patent  to,  49 

Ambiguity  in  specification  avoids  patent,  59 

See  Complete  Specification,  Sufficiency  of  Specification 
in  directions,  construction  of  [Maxim  v.  Anderson^  94 
^^  Benevolent  Construction 
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Amnndmunt  of  application  for  patent  107,  487,  527 
of  doounents  by  Comptroller,  540 

AnMWidmiit  of  Bpertflofttlona^  591 
Patents  Roles  as  to,  53s.  556 
occasiotw  for  amendment,  160 
Act  of  1883  (sect  18),  161-163,  491,  492 

general  conditions  affecting,  163 

cases  of  refusal  of,  164 
of  allowance  of,  167 
of  allowance  in  part,  169 
Act  of  1902  (sect.  I),  116,  523 
advertisement  of  amendment,  161,  493,  536 
appeal  to  Law  Officer  firom  Comptroller,  162,  163 
application,  who  to  make,  163 

liow  to  be  made^  535 

acknowledgment  of,  593 
form  for,  555 
cases  illustrating,  164-172 
of  claims,  is  permisstble,  136 

not  allowed  as  of  course,  113 
Lord  Daoty  on,  474  (if.) 
IHustratioH^  473 
of  clerical  errors  by  Comptroller.  505 

form  of  request  for  (Form  P.),  563 
Comptroller,  when  required  by,  107,  108,  1 1 5,  160,  487 
constroction  of.    Ste  Constnution  of  Spacifloations 
of  Convention  patents,  procedure  on,  178 
description  may  be  amended,  136 
disconformity,  amendment  to  avoid,  115 
in  the  interests  of  applicant  and  public,  103 
legal  proceedings,  durii^,  172,  492 

leave  of  Court,  when  necessary,  172 

terms  usually  imposed,  173.  174 
lUustratums^  174-176 

recovery  of  damages  after,  492 
object  of  (under  sect.  18X  164 

opposition,  in  cases  of.    5<ar  Diflclaimer  and  Oppositioii  to  grants 
opposition  to  amendments,  i6l,  162,  491,  536 

form  for  (Form  G.),  556 

notice  to  attend  (Form  E.),  554 
provisional  specification,  115 

See  also  Applioatioii 
title,  rule  as  to  amending,  115,  136 

Anohors,  raising  ships  {Hastings  v.  Brown)^  75 

Anthracite  ooal  in  smelting  {Crane  "w,  Priee\  17,  195 

Aniline.    .S^Dyes 
Anisoline.    SeeI>yeB 

Anticipation,  definition  of,  19,  20 
abandoned  experiments  are  not,  23 
a  failure  is  not  an,  27 
See 
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Antloipation — continued, 

by  documents.    See  Prior  Publication 
disclosure  necessary  for,  27 

of  invention  without  mode  of  performing  it,  28 
amendments  to  aToid,  116 
limit  to  anticipating  specification,  26,  524 

Appeal  to  Law  Officers,  Rules  for,  571,  572 
form  for  :  Form  T.,  566 
no  appeal  from  Law  Officer,  10 1 
See  also  Amemdment  of  BpeoifloationSt  Application,  Opposition 

Application  of  old  things  to  new  use. 
See  Invention  and  Mannfaoture 

Application  for  patents,  100-105 
statutory  provisions,  486-488 
Patents  Rules  as  to,  527,  528 
Forms,  545 
applicant,  address  of,  105,  527 

who  may  be  an,  104,  486 

Sfe  True  and  First  Inventor 

representative  of  deceased  inventor,  104,  498,  527 
of  person  under  disability,  104,  506 

responsible  for  proper  claims,  136 

See  also  Agent 
with  provisional  specification,  106 

abandonment  of,  106,  1 10 

acceptance  of,  109 

amendments  in,  108,  487,  527 

complete  specification,  time  for,  1 10,  487 

drawings  to  be  supplied  if  required,  107,  486 

reference  to  examiner,  108,  115,  486 

title  of  invention,  106 

when  important,  100 
with  complete  specification,  no- 1 13 

acceptance  of,  117,  488,  528 

reference  to  examiner,  108,  114,  115,  486 

when  abandoned,  no,  487 

amendment  of,  109 
appeal  to  Law  Officer,  115,  487 
contemporary  applications,  158 
priority  of  applicants,  49,  158 
refusal  o(  103,  487,  504 
subject  of  application— 

a  manufacture,  2,  3,  102,  502 

one  invention  only,  107,  108, 498 

not  contrary  to  law  or  morality,  2,  3,  103,  504 

Assignments  of  Patents— 
for  particular  districts,  498 
of  inventions  relating  to  war,  117,  500 
.registration  of,  493,  504,  537i  593 

Assistance,  pecuniary,  not  given  by  Patent  Office,  595 
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Authority  of  precedents  (per  Lord  Balslmry,  L-C.)*  I79 

facts  of  cases  no  authority  as  to  invention  (per  Lord  Halshury^  L.C.)>  393 
facts  compared,  208,  212,  221,  243,  28S,  424 

AatomAtio   Stoker  {.Proctor  v.  Benms\  32,  30S 

weighing-machine  (Aut.  Wtighing^  6^.  v.  Knigki)^  13 

Balaaoe-wheel,  invention  o(  7 

Beer-barxel  Ups  {Nuttail  v.  ffargreaves),  334 

Bells*  electric,  battery  for  {Crampton  ▼.  JhUaUs,  &*e.),  66 

Belting  for  machinery  {Gandy  v.  Reddaway\  60,  292 

Benevolent  oonetmotion  in  cases  of  ambiguity,  93 
rule  sUted  by  Parke^  B^  188 
rule  sUted  by  Jessd^  M.R.,  257-259,  288 
limits  of  rule,  by  Jtssd,  M.R.,  257 

by  Lord  Daoey^  94,  259 

by  Lord  AhersUmi^  M.R.,  259 
Illustrahons^  94 

Neilson's  patent  supported,  190 

claim  read  to  support  patent  by  Fry^  J.,  275 

claim  read  to  support  patent  by  Lord  Davey^  374 

principle  followed  by  Pomer^  L.J.,  and  Lord  Daveyy  482,  483 
when  equivalents  are  exduded,  98 

* 'equivalents'*  narrowed,  240  («.) 

equivalents  excluded,  216,  418, 482, 483 
applied  to  directions  to  workmen,  94)  4'^ 

Bioyole, 

driving-chain  and  step  {Osmcnds  v.  Balmoral),  60,  70, 418 
lamp,  clip  for  {Mil/er  v.  Scar/^  Barker),  67 

on  axle  {Lucas  v.  Miller),  65 
handles  for  {Cocper  v.  Baedeker),  44,  431 
saddle-connections  {Brooks  v.  Lamplugk),  70,  407,  410 

See  also  TjrreB 

Bleaching  process  {Tennanfs  Case),  21,  51,  182 

Board  of  Trade,  to  make  rules,  &c,  507 
as  to  patent  agents,  519 

Bobbins,  protecting  flanges  ot  {Wilson  v.  Wiison),  463 

Boiler,  casting  hothouse  {Ormson  v.  Clarke),  46 

expanding  tubes  oi  {Dudgeon  v.  Tkomson),  13,  263 

Book.    ^  Prior  Publication 

Bottles,  mineral-water  {Beavis  v.  RyUmds),  442 

straw  coverings  for  {Pat.  BottU,  dr*f .  v.  Seymer),  45 

Bread-making  {Pooley  v.  Poinion),  77 

Brick-making  machine  {Murray  v.  Clayton),  249 

Brashes,  cutting  and  trimming  {Moore  v.  Bennett),  90,  289 

Bustles,  clamping  wire  of  {American  Braided  Wire  Co,  v.  Thomson),  43,  319 
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O-spiixigs  for  carriages.    See  Carriage-sprixigB 

Cables,  layii^  telegraph  .(iV2wa// v.  EUioti)^  65,  201 

CandlestiokSy  sockets  for  (Carter  v.  Leyson),  68 

Capanles,  manofacture  of  (Betts  ▼.  Neiison)^  58,  64,  217,  220 

"  Carbon  gas,"  use  of  term  {Edison  v.  Woodhouse)^  79,  297 

Cairiage-Bprings  (Morgan  v.  Windcver\  35,  323 

Caaee,  reports  of  patent,  499 

See  also  Autbority  of  precedents 

Centriftaififal  force  in  flyers  (Seed  v.  Higgins),  98,  212 
equivalents  excluded,  98,  216 
in  separators  (Benno  Jaffi^  ^c,\  97,  356 
equivalent  for,  97,  357 

Certificate  of  Comptroller,  Form  Q,  564 
is  evidence,  506 

Cbemioal  Eqiiivalenta,  96.    See  Equivalents 

Claims,  origin  of,  and  compared  with  title,  53 
office  of,  to  define  the  monopoly,  46,  55,  57 

per  Lord  Chelmsford^  253 
for  pioneer  inventions,  62 
drafting  of,  difficulties  in,  113,  114 
should  not  add  to  description  of  invention,  57 
should  not  include  a  Wantages,  61 
to  be  included  in  specification,  55 

absence  of,  does  not  invalidate,  59 

per  Lord  HcUsbury^  L.C.,  328,  46 1 
per  Lord  Hersckell^  328 
per  Lord  Davey,  462 
amendment  of.   See  Amendment  of  Specifications  and  Opposition  to  grants 

construction  of.    See  Construction  of  Specifications 
Essentials  Jor  validity  in  claims — 

only  to  include  what  patentee  is  entitled  to,  93 
for  a  manufacture  and  not  a  principle,  9 

what  is  a  claim  for  a  principle  (Alderson^  B.),  189 
not  to  exceed  actual  invention,  91 
per  Lord  Cottenham^  L.C.,  193 
See  also  IMsconfbnnity 
must  not  curtail  trade  of  public,  19,  46,  63 
per  Lord  Cottetiham^  L.C.,  195 
per  Lindley,  L.J.,  355 
must  not  be  embarrassing,  60,  420 
must  be  confined  to  new  discovery,  19,  20,  31,  59 
per  Lord  Mansfield,  180 
per  Lord  Eldon,  L.C.,  184 
Illiistrations — 

condensation  of  sulphuric  acid,  95,  428 

construction  of  iron  ships,  31,  243 

double  wicks  in  lamps,  257  (».  i) 

lace-making,  180 

prevention  of  *'cold  short''  in  smelting,  184 

producing  stripes  in  woven  materials,  31 

wet  spinning  of  flax,  45,  190 
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Claims— <^ii/r>r<Mi/. 

For  CombinatwHS^  57,  58 

parts  to  be  assomeJ  to  be  old,  90 

per  Lord  Cairns^  L.C.,  263 

liihtsiraiwm — Hone-clippers,  262 
cUim  to  be  for  something  novel,  17,  39 

per  Lord  Wesibury,  L.C.,  228 

per  Lord  Hatkerley^  229 
novel  parts,  how  to  be  distinguished,  59 

per  Bawen^  L.J.,  254 

per  Cotton^  L.J.,  229,  307 

per  Romer^  J.,  229,  311 

€^.  brush-trimming  machine,  292 
novelty  may  be  indicated  in  specification,  254 

per  LindUyy  L.J.,  229 
principal  and  sabsidiary  claims  defined,  58 
See  also  Sabsidiary  Claim 

Clergyman  may  be  patentee,  49 

Colonias,  applications  from,  176-178 
parties  to  the  Convention,  $96,  597 
specifications  from,  in  Patent  Office  Library,  598 
See  International  Convention 

Comb,  for  coiffure  (Parker  v.  SatckweU)^  64 
for  hats  (JSavage  v.  ffarrie),  38 

Combinations,  16,  38,  57 

application  of  old  things  to  new  use,  40,  57 
sulx>rdinate  integers  of,  58 

may  be  claimed  separately,  58,  162 
when  patentable,  39 

per  Tindalf  C.J.,  196 
inventive  ingenuity  necessary,  39 

may  be  in  the  mere  idea,  39 
per  Rigby,  L.J.,  388,  397 

simplicity  no  bar,  40,  328 

.S^v  Invention,  Inventive  Ingenuity 
novelty  of  the  manufacture  essential,  39 

dictum  of  Tindal,  C.J.,  196 

Lord  Westbury,  L.C.,  on,  228,  229 

See  also  Claims 
novelty  may  be  in  combination  itself,  60,  383 

per  Lord  Caims^  L.C.,  252 

IllustraiioH — cycle  valve,  381 
test  of  novelty  of.    See  Svidenoe  of  novelty 
identity  of  combinations,  30 

See  Identity  of  Inventions 
Illustrations  of  patentable  combinations  ^  41-44 

mechanical  combinations  of  old  elements,  41 

combinations  and  rearrangement  of  processes,  42 

applications  of  old  things  to  new  purposes,  43 

selections  from  known  things  or  processes,  43 
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lUustraHoHs  of  nan-patentabU  comHncUumSy  44-46 
combinations  of  old  elements,  44 
new  modes  of  manufacture,  44 
new  uses  of  old  means  and  processes,  45 
new  uses  that  are  not  manufactures,  45 
insufficiency  of  invention  in  results,  46 

Committee,  communication  to  colleague  is  publication,  35 

Company,  application  for  patent  by,  104 

CompariBon  of  inventions.    See  Identity  of  Inventions 

Complete  8i>eolfioation,  56-83 
functions  and  object  of,  3,  54,  56 

per  Lord  Halsbury^  L.C.,  460 
to  describe  extent  of  invention,  56,  59,  1 10,  486 

case  of  real  invention  not  described,  292,  293 

ambiguity  in,  avoids,  59 
Turnery,  Winter^  181 

claims  necessary,  486 

See  also  ClaimB 
to  describe  mode  of  performance,  56,  72,  1 10,  486 

See  Suffloienoy  of  BpeclficationB 
acceptance  of,  117,  487 

i^flf  Aooeptance 
amendment,  required  by  Comptroller,  107,  108,  115,  160,  487 

See  Amendment  of  BpeoifioationB 
application  with,  1 10,  1 1 1 
contents  of,  1 1  i-i  z  2 

beginning  with  title,  56,  11 1,  486 
.S^  Title  of  Bpeoifioations 

objects  of  the  invention,  112 

prior  knowledge,  statement  of,  112 

theories  in,  60,  112 
5^^  Theory 

variance  with  provisional,  examination  for,  487 
See  Disoonformity 
drawings,  when  required,  486,  517 

5<flf  Drawings 
examination  of,  in  Patent  Office,  115,  486 
form  of,  in  different  cases,  112 
form  for :  Form  C,  551 
kept  secret  in  certain  cases,  117,  500,  501 
protection  afforded  by,  117,  490 
time  for  leaving,  55,  1 10,  487,  528 

extension  of,  no,  515,  516 

application  form  for :  Form  U,  567 

under  New  Practice,  no,  523 

Compound  Winding  of  dynamos.  See  Dynamo 

ComptroUer-Gleneral,  jurisdiction  of,  101-103 
administrative  and  judicial  duties,  loi 
advice,  does  not  give,  595 
agents,  does  not  recommend  particular,  595 
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ComptroUisr'QeitLevnX-'ConiinMid. 

assistance  to  applicants,  does  not  give  pecuniary,  595 

certificate  of,  is  eridence,  506 

deputies  for,  503,  525 

discretionary  powers,  exercise  of,  506,  533 

under  direction  of  Law  Officer,  506 
evidence  before.    St€  Svidenoe 
manufacture,  decides  if  invention  be  a,  102 
novelty,  does  not  generally  inquire  into,  102 

under  Act  of  1902,  102 

Stf  New  Fraotloe 
powers  of,  general,  540 

See  under  various  htads^  Acceptanoo,  Amexidment,  Opposition*  &o. 
publisher  of  Patent  Office  Journals,  Reports,  &c.,  499 
refers  specifications  to  examiners,  487 
refusal  of  application  by,  103,  487,  504 
validity,  does  not  decide  on,  102,  1 18 

Consideration  for  patent  (per  Lord  Halsbury,  L.C.)>  460 
failure  of,  in  part,  invalidates  patent,  63,  181,  185 

Construotion  of  .E^peoiflcations,  84-99 
a  question  of  law  always,  85 

per  Parke^  B.,  189,  190 

per  Lord  Chelmsford ^  L.C.,  241 

**  nature  of  invention  *'  is,  87 
reference  to  provisional  inadmissible,  99 
whole  document  to  be  considered,  57,  87 

per  Lord  Halshury^  L.C.,  460 

drawings  to  be  included,  87 

per  Lord  Aherstone^  M.R.,  436 
e,g^  of  essence  of  invention  in,  362 

title  included,  54 
to  be  read  fairly  in  a  practical  way,  88 

per  Lord  Blackburn^  219,  268 

e»g.  an  ungrammatical  specification,  453 

See  also  Benevolent  Construotion 
terms  to  be  taken  in  a  commercial  sense,  88 

ff.  **  dry  arsenic,"  88,  244 
«« carbon  gas,**  88,  299 
"soluble,"  367 
critical  examination  when  result  old  (Cottott^  L.J.)i  239,  310 

of  mechanical  arrangements  {Smi'tA,  L.J.)i  414 
knowledge  of  the  time  to  be  considered,  86 

per  ParJke,  B.,  200 

per  Lord  Alverslone,  M.R.,  444 
construction  before  inquiry  as  to  infiringement,  84,  85 

necessity  of,  illustrated,  2x6 

modem  practice,  per  Lord  Ahersione^  L.C  J.,  85 
essential  feature  to  be  looked  to,  87 

per  Lord  Calms,  L.C.,  267 

per  Lord  ffalsbury,  L.C.,  460 

not  necessarily  so  described,  269 

e.g.  bolts  in  drawing  of  door,  362 
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Constmotioii  of  BpeoifloationB— rm/twifMi/. 
amended  spedfication,  99 

Lord  Davey  on,  474  («.)»  4^ 
onamended,  considered,  per  Lord  Cairns^  L.C.,  267 
per  Lord  Blackburn^  76g 
per  Lord  fVa/s0U,  376 
disclaimers,  effect  of,  87,  91 
per  Lord  Cranworth,  2 16 
Sa  also  IMiiclalmer 
references  to  proportions,  89--90 
combinations,  claims  to,  90 

for  subordinate  integers  (Lord  Cairns^  L.C.),  252 
Sttalso  daixna 
Construction  of  CkdnUy  89-93 
define  monopoly,  57,  91 
coextensive  with  invention,  91,  95 
per  Lord  Chelmsford^  253 
per  Lord  Halsbury^  L.C«,  461 
amended  claims,  constmction  of,  99 
per  Lord  Watson^  376 
per  Lord  Davey ^  484 
wide  claims  to  pioneer  inventions,  62 
e,g,  electric  glow-lamp,  62,  91,  297 
incandescent  mantles,  62,  390 
including  equivalents.    See  SquiTaleiits 
narrow  claims,  91 

result  of  disclaimer,  91 

Illustrations^  92 
See  DisolaimerB 
to  improvements,  62,  95,  96 
to  old  results,  62 
when  drafted  narrowly,  91 

per  Lord  Hersckell^  397f  398 
e,g,  incandescent  mantle,  391 

** soluble  **  excludes  "insoluble,**  367 
other  illiistrations,  95 
when  amended — ^per  Lord  Davey,  484 
effect  of  claims  on  each  other  :  illustration^^  92,  93 

effect  of  claims  for  subordinate  integers  (Lord  Cairns^  L.C.)»  253 
one  claim  not  limited  by  another  (per  Smith,  L.J.),  369 
per  Lord  Ahferstone^  M.R.,  369, 436 
per  Ri^,  LJ.,  436 

Contemporaneous  applications,  158,  159 
both  may  bye  granted,  159,  490 
first  applicant  deemed  first  inventor,  49 
joint  grants,  when  made,  125,  126 

one  grantee  must  be  inventor,  516 
withdrawal  of  second  application,  159,  487 

See  Biyal  Inventors 

Convention.    See  International  Convention 

Costs  of  hearing  before  Law  Officer,  157,  498 
amount  of,  rule  as  to  fixing,  572 
pf  prolix  declarations  not  allowed,  I2q 
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recovciy  of,  157,  498,  572 

Cotton,  roTing  of,  with  centrifugal  flyer  {Seedy,  ^ggins),  98,  212 

Crane  used  on  works  an  anticipation  {Adams(m*s  Patgnfiy  24 

Crown,  bound  by  grant  of  patent,  496 

saving  of  prerogative  of,  in  Act  of  1883,  513 
false  representation  to.    See  False  Suggestion 

Cyanide  process  of  gold  recovery.    See  Qold  Beooveiy 

Dangeroua  invention,  railway  signals  {Easterbro^  v.  C.  fV,  Ry,  C^?.),  83 

Date  of  application  and  patent,  50,  490 

under  the  convention,  48,  177,  509 
alteration  o(  by  Comptroller,  487 

Death  of  applicant.    See  Application 

Deoeaaed  inventor.    See  Application 

Deolarationa»  with  application,  105 
in  opposition  cases,  120 
may  be  statutory,  or  as  prescribed,  515 

forms  of,  and  modes  of  making,  531,  532 
of  incapable  persons,  104,  506 

Definitiona  (in  Act  of  1883),  513 

Delay  (see  Sealing  of  Patent),  i$8 

Demand.    See  Evidence  of  invention 

DiagramB.    See  Drawings 

Disclaimers,  origin  and  use  of,  53,  63 

to  excise,  or  narrow,  claims,  87,  91,  92 

not  to  include  new  discovery,  87,  92,  216,  217,  230 

application  for  making,  to  Patent  Office  (sect.  18,  1883},  491,  49^ 

during  legal  proceedings,  172,  492 

See  Amendment  of  Si)ecifloations 

effect  of,  on  construction  and  claims,  87,  91 

a  question  of  construction  (Lord  Cheimrfard)^  216 

to  be  considered  before  claim  (Lord  Halslmry^  L.C.),  393 

lUustraticns^  92 

of  general  principle  left  a  good  claim,  212 

per  Lord  CroHwortk,  216 
claim  widened  by  mode  of  making,  92,  392,  393 
left  claim  more  general  and  invalidated  patent,  92,  228 
abuse  of,  in  claiming  a  new  discovery,  92,  230 
enlargement  of  claim  by,  (per  Lord  Cairns),  367  (if.)i  268 

In  cases  of  opposition^  138-145 

object  of  insertion  of,  138,  139 
Webster^  A.G.,  on,  142 
when  may  be  required  {Finlay^  S.G.),  141 
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In  cases  of  opposition — continued, 
modes  of  inserting,  139 

per  Pinlayy  S.G.,  141 
general  rules  as  to  allowing,  141 

cases  illustrating,  142-144 
allowed  in  cases  of  doubt,  124 

consideration  of  public  interests  (per  Webster^  A.G.)}  142 
General  Reference  to  prior  claims,  139 

in  actual  words  of  prior  claim,  140 

distinguished  from  Specific  Reference  by  Webster^  A.G.,  144 
Specific  Reference,  form  and  advantages  of,  139 

objections  to,  139 

when  granted  (per  IVebsftr,  A.G.),  145 

to  master  patents,  when  justified,  139,  140 

IHsoloBurey  full,  in  specification.     See  Suffloienoy 

DiBoonformity,  64-72 

rule  as  to  invalidity  for,  64 

as  stated  by  Lord  Blackburn^  273 
by  lAndUy^  LJ.,  355 
by  Smithy  LJ.,  356 
inclusion  of  improvements  (per  JJndUyt  L.J.)f  274 
per  Cottony  L.J.,  304,  305 
examination  for,  by  examiner  in  Patent  Office,  115,  487 
opposition,  when  a  ground  for,  152 

how  tested  in  opposition  cases,  153 
testing,  rules  for,  71,  72 

complete  read  first,  then  provisional,  204,  274 

instances  of,  204,  282 
real  invention  to  be  considered  (per  Smithy  L.J.),  356 
rough  test  for  inventors,  607-9 
Illustrations  of  additions  constituting  fair  devehpmentSy  65-69 
bearings  for  screw-propellers,  65 
cables,  rings  to  prevent  kinks  in,  65,  204 
candlesticks,  small  prongs  in,  68 
electric  bell,  indicator  for,  66 
extending  tip-waggon  to  four  wheels,  65 
false  theory,  striking  out,  67,  329 
forgings,  addition  to  lever  for  turning,  66,  328 
gas-holders,  tensional  gearing  for,  67,  354 
gold,  use  of  dilute  cyanide  to  recover,  68,  367 
lamps  for  cycles,  double  screw  for,  67 

addition  of  washers  for,  65 
mattress,  claim  for  complete  article,  66 
pencil-case,  new  movement  in,  66,  304 
pneumatic  tyres,  Welch's  patent,  68,  424 

new  attachment  for  covers,  69 
ship's  telegraphs,  additional  sounding  device,  69 
Additions  and  modifications  causing  invalidity y  69-71 
beer- tap,  strainer  added  to,  71,  336 
commutator,  extra  insulating  segments  on,  69 
cycle-saddle,  modified  attachment  for,  70,  413 
cycle-step,  addition  of,  70,  420 
electrolysis,  modified  arrangement  for,  71,  44^ 
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Addiiums  and  modiJUoHons  crtatimg  invalidity — t^niinued, 
lamps  for  ships,  additional  soldering  of  tube,  71 
malt,  drying  instead  of  preparing,  186 
phonograph,  included  in  telephone  specification,  69,  282 
pnenmatic  tyre,  air-tight  fastening,  71 
preserving  meat,  use  of  bisulphite  of  lime  alone,  69,  272 

Diflooveiy,  distinguished  from  Invention,  34 
per  UstdUy^  L.J.,  350 
patentable  only  when  a  manufacture,  14,  35 
per  Tittdal^  C.J.,  197 
per  Lord  Crastwartk^  230,  231 
t,g,  new  use  for  magnet  is  not,  4S3 

Disinlbotor  {Lym  v.  Ccddard),  358 
new  principle  in,  10,  32 
novelty  described  in  drawings  only,  60 
strengthening,  constituted  invention,  3^ 

DoouniAnts— 

correction  of  errors  in,  by  Comptroller,  540 

delivery  of,  5o6»  541 

size  of,  with  application,  529 

Door-handles  {fCaye  v.  ChM)^  ^t  315 

DrawiBgB— 

anticipation  by,  27 
/^.  Reis'  telephone,  282 

Sprague*s  Motor,  435 

rule  stated  by  Lord  Atverstone^  M.R.,  436 
essence  of  Invention  in,  60,  362 
obtaining  from  Patent  Office,  596 
production  of  original,  before  Law  Officer,  155 
rules  as  to  preparation  of,  529-531 
specifications,  to  be  read  as  part  of,  87 

required  for  provisional,  may  be,  56,  107,  486 

required  for  complete,  486 

same,  for  both,  5^7 

Dress  Improvers  (Am.  Braided  Wire  Co,  v.  Thonison)y  319 
Dy< 


Aniline  (Simpson  v.  Holliday\  61,  244 

Anisolines  (Afonnei  v.  Beck),  401 

Fast  Red  B.T.  (Bad,  AniUn  v.  Levinstein)^  31  z 

Mikado  Colours  (Leonkardt  v.  ICalii),  362 

Rhodamine  base  (Monnel  v.  Beck),  29,  401 

Rhodamine  6  G.  (Bad,  An,  v.  La  Soc,  Chimique,  &*c,\  405 

Sun  Yellow  (Leonkardt  v.  Kalli),  362 

curtailing  process,  invention  in,  34,  362 

directions  as  to  heating  omitted,  244 

shades  may  be  left  to  experiment,  79 
per  Lord  HersckeU,  314 
per  Romer,  J.,  366 

use  of  term  "  dry,"  88,  245 

use  of  vessel  in  manufacture,  78^  405 
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false  theory  invalidating  patent,  61,  401 

because  claimed— (per  IVilist  J.)  405 
form  of  specification  for,  112 

Illustratumsy  363,  405 
pare  dye,  claim  for,  91,  407 
utility,  commercial,  not  the  test,  82 
per  Lords  Halsbury^  L.C.,  and  Hcrscheily  314 

Dynamite  {British  DynamiU  Co.  ▼.  Krebs\  274 
ignition  of,  subsidiary  claim  for,  59,  275-277 
no  directions  as  to  proportions,  78,  276 

Dynamo  {King  v.  Ang,  Am,  Brush  Corp\  29,  340 
insulating  segments  in  commutator,  70 
anticipation  of  compound  winding,  86,  344,  345 


Eleotrio  Iiamp — standardising  and  rolling  filaments  {Edison  v.  Hollands^  ^2,  317 
shaping  filament  {Edison  v.  Woodhouse^  No.  i),  37,  293 

pioneer  invention,  62,  91,  293 
standardising  {Edison  v.  Woodhouse^  No.  2),  88,  297 

J51eotrio  T£j6/t&t^Chamberlain  and  Hookham  v.  Bradford)^  467 

SSleotrioity,  three-wire  system  {Hopkinson  v.  Kensington)^  28 
storage  batteries  {Lane  Fox  v.  Kensington)^  78,  83,  345 
distributing  by  transformers  {Goulard  6f*  Gibbs'  Pat,\  32,  38,  45,  61,  67,  329 

XSleotrolysiB  {Castner-Kellner  Alhali  Co,  v.  Com.  Dev,  Corp,)^  71,  98,  436 

£&Dibo88in^  Fabrics  {Ralston  v.  Smith)^  230 

Smployer  and  workman's  inventions,  50 

Equivalents,  96-99 

when  to  be  mentioned  in  specifications,  77 

use  of  term  in  specification  ( fVaod^  V.C.)i  239,  240 
rule  as  to  inclusion  of,  96 
per  Parke,  B.,  200 
per  Vaughan  Williams,  L.J.,  311 
old  and  new  results,  242,  243 

per  Cotton,  LJ.,  243,  307,  308,  310 
per  Lord  Herschell,  374 
per  Smith,  L.J.,  414 
in  combinations,  97,  98 
for  part  of  a  process,  97,  357 
considered  by  Law  Officer,  133 
exclusion  of,  96,  98 

claims  for  particular  machinery  (Lord  Cranworth),  242 
per  Lord  Westbury,  L.C.,  240,  241 
e,g.  casting  steel,  97,  200 

centrifugal  flyer,  98,  216,  217 
incandescent  mantles,  97,  391 
electrolytic  machine,  97,  436 
condenser,  98 
smokeless  powder,  98*  367 
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intentional,  in  specification  invalidates,  77 
how  far  allowable,  73,  76,  77 

e,g,  in  gas-engine  slide,  79,  284,  288 
term  '*  carbon  gas,"  79,  299 
clerical,  corrected  by  Comptroller,  505 

form  of  request  for  (Form  P),  563 


Bvidenoe 

in  appeals  before  Law  Officer,  156,  498 

rules,  498,  572 
of  copies  of  documents  in  Patent  Office,  504 
of  matters  in  Register  of  Patents.     See  Baffister  of  Patents 
in  opposition  cases,  120-122 

rules  as  to  declarations,  531,  532 
first  ground  of  opposition,  124 
second  ground  of  opposition,  148 
power  of  Comptroller  to  dispense  with,  540 
of  sending  documents  by  post,  506 
Seal  of  Patent  Office  received  in,  503 
of  Invention^  35,  37 

invention  a  question  of  fact,  34,  324 
per  Blackburnj  J.,  207 
per  Lord  Halshury^  L.C.,  393 
state  of  knowledge  to  be  considered  (Lord  Ahtrstone^  M.R.),  444 
of  experts  as  to,  37 

Lord  Herschell  on,  396,  397 
length  of  research  does  not  prove  (Tindal,  C.J.),  197 
meeting  a  want,  38 

per  JJndleyt  L.J.,  387 
per  Smith,  L.J.,  410 
e.g,  device  for  taming  forgings,  41,  329 
rolling  dovetailed  rims,  381 
printing  late  news,  42, 449, 450 
large  sale  not  conclusive,  38 
e,g,  hat-combs,  38 

apparatus  for  distribution  of  electricity,  38,  329 
cycle-handles,  38,  44,  433 
cycle-saddles,  410 
results  are  (per  Tindai,  C.J.),  196 

^pttjessel^  M.R.,  257 
overcoming  difficulties  is  (per  Undiey,  L.J.),  355 
by  comparing  art  before  and  after  {Romer^  L.J.),  449 
Novelty,  of 

patentee's  experiments  not  necessarily,  394 
prior  publications,  26,  339 

See  also  Prior  PablicatioiiB 
tested  in  combinations  by  functions  of  parts,  31,  33, 39 
per  Lord  Hatkerley^  L.C.,  248 
per  Lord  Hahbury,  L.C.,  449 
State  of  knowledge,  of 

important  in  construing  specifications,  86 
per  Lord  Blackburn,  219 
per  Lord  Aherstone,  M.R.,  444 
e.g.  as  to  meaning  of  terms,  86,  219 


INDEX.  625 


Evidence — ttmtinued. 

State  of  knowledge^  of—continued, 

when  expert  evidence  unnecessary,  86 
e.g.  directions  as  to  heating,  86,  245 
description  of  hat-comb,  86 
before  Comptroller,  12 1 

examination  of  equivalents,  133 
SufficUfuy^  of 

workman's,  is  best,  73 

per  Lord  Cairns^  L.C.,  275 
per  lAndley^  L.}.,  299 

Bxamination  of  applications.    See  Application,  New  Practice 
Sxaminer,  reference  to.    See  Application 

EzhibitionB,  protection  of  inventors  at,  29,  499,  503 
out  of  the  United  Kingdom,  29,  518 
procedure  to  be  adopted,  532 
form  of  notice  :  Form  O,  562 

Experiments,  abandoned,  do  not  anticipate,  23 
before  completing  the  specifications,  169 
during  contract  not  anticipation  {Neivall  v.  Eiliott)^  203,  204 
See  Anticipation,  Novelty,  Prior  Publication 


advice  as  to  anticipations,  loi 
to  assist  Law  Officers,  149,  150,  489 
See  also  Evidence 

EzplOflivee— Ballistite  {Nobel  v.  Anderson),  366 

equivalents  excluded,  98 

use  of  term  "soluble  nitrocellulose,'*  88 
'^\\\Xt{Lan€ashire  Explosives  Co,  v.  Roburite^  ^c,\  394 

claim  intentionally  limited,  91,  397 
Dynamite — {British  Dynamite  Co,  v.  Krebs\  274 
Maxim's  {Maxim  Nordenfelt  v.  Andersofi)^  417 
Koburite  {Lancashire  Explosives  Co,  v.  Roburite,  <Sr*r.),  42,  397 

Extent  of  patent.    See  Patent 

Eyeglaseea    See  Pince-nea 

Eyelets  for  boots  (Thierry  ▼.  Riehmann),  46,  391 


Failure  of  part  of  invention  avoids  patent,  181, 185 
of  alleged  anticipations,  27,  28 
does  not  avoid  patent,  211,  212 
e.g,  in  gas-purification,  210 

circular  wick  in  lamp,  28,  257 
door-fastener,  28,  317 
brick-making  machine,  249 
flushing  drains,  41,  371 
in  opposition  cases,  127,  152 
turned  to  success  shows  invention,  36 
per  Jessel,  M.R.,  257 
e.g,  Duckett  v.  Whitehead ,  371 
and  illustrations  above. 
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Fair  Development.    Sec  Disoonformity 

False  Bepreeentation  as  to  article  "  patented,"  2,  510^  594 

False  Suggestion  to  the  Crown  invalidates  patent,  50,  81,  181 

per  Park€^  B.,  185 

per  Ahboli,  C.J.,  186 
causing  ambiguity,  181 
as  to  utility,  80,  81 

Falsifloation  of  entries  in  Register,  505 

Fast  Bed B.T.    Sce'DjBB 

Fees,  prescribed  by  Board  of  Trade,  493 
payment  of,  for  renewal,  539 
extension  of  time  for,  491 
application  for  certificate  of;  (Form  J),  5S7 
list  of  fees  payable,  $42,  589 
not  reduced  nor  remitted,  595 

Ferrules  ( mUon  Bnts.  v.  WUson  ^  Co.\  463 
no  invention  in  attaching,  44,  466 
claims  for,  too  wide,  91,  466 

Fireproof  buildings  {HartUys  PaUnt)^  9 
floors  {Fawcetty,  JSotman),  383 
lintels,  novelty  of  function,  33,  387 
claim  for,  how  construed,  90,  388 

Firm  cannot  apply  for  patent,  105 

Fish-plates  for  rails  {Harwoodv.  G,  N.  Ry.  Co.),  45,  204 

Flax,  wet-spinning  {fCay\,  Marshall) ^  13,  45, 190 

use  of  pirns  in  spinning  {PirrU  v.  York  Si.,  <&*f.),  43 
Floors.    Sef  Fireproof  floors 

Flyer  for  roving  cotton  (Aw/ v.  ff^gins),  36,  212 

Foreign  Application.    See  International  Convention 

Foreign  Publication  on  same  ground  as  British,  222 
sale  of  (Lang  v.  Gisdome),  221 
See  Prior  Publication 

Foreign  Specifications  in  Patent  Office  Library,  loi,  598 

Foreign  Vessels^  inventions  used  on,  500 

Foreigner  may  be  patentee,  48 
alien  enemy,  49 
See  International  Convention 

ForgingSy  apparatus  for  turning  {Siddell  v.  Vkkers)^  324 
invention  met  a  want,  36,  328 

proof  of  ingenuity,  41,  329 
alleged  disconformity  in  specification,  66,  324,  328 

Forms,  list  of,  544 

where  obtained,  588*  590 
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Fraud  of  earlier  applicant  on  later,  159,  498 
in  obtaining  amendments,  163 

Fiinotion,  claim  read  in  light  of,  89,  388 
discharged,  evidence  of  principle,  31 

per  Lord  Chelmsford^  L.C.,  241,  242 

per  Lord  Haiherley^  248 

per  Lord  ffalsbury^  L.C.,  449 

per  Lord  Davey^  483 

per^i^rty,  L.J.,  388 

per  Romer^  J.,  400 
Different  functions  of  parts— 

in  fireproof  floors,  33,  42,  383 

in  gig-miJl,  41 »  37^ 

in  hoists,  41,  371 

in  gas-lamps,  42,  336 

in  glass  iiimace,  42,  245 

in  fiax-spinning,  43 
Same  functions  of  parts — 

flax-spinning  machine,  41,  190 

mincing  machines,  44 

pince-nez,  44,  39^ 

valves  for  tyres,  33,  425 

Gas  Apparatus,  condenser  in  (Crossiey  v.  Beverley),  78 

Gtos-engine  (Otto  v.  Linford),  10,  283 

error  in  drawings  of,  79,  284 
Qasholders,  jointe  of  {Norton  v.  Mabon\  221 

levelling  automatically  [Gadd  v.  Manchester),  351 
novelty  of  application,  43 

Lindley,  L.J.,  on,  355 
fair  development  in,  67 
lAndley,  LJ.,  on,  355 
Smith,  LJ.,  on,  356 
Qas-lamps  (Wenham  Gas  Co.  v.  Champion,  dr»f.),  42,  33^ 

Gkus-purifloation  (HilU  v.  London  Gas  Light  Co.),  208 
principle  of  invention,  10,  2ii 
invention  in  selection  of  oxide,  43>  212 
use  of  lime  in  {PatUrson  v.  Gas,  Light  6*  Coke  Co,),  22 

General  Beferenoe.    See  Disclaimer  in  cases  of  opposidon 

GermaxL  Specifloation,  anticipation  by  {Harris  v.  Rothwell),  27 

Gig-mill,  new  arrangement  of  {Moser  v.  Marsden),  41,  374 

Glasses,  achromatic  {Dollond*s  Patent),  50 

Glass-blowing  (Cannington  v.  Nuttall),  93,  24$ 

Gold-reoovery  by  cyanide  process  {Cassel  Gold,  dfc,  v.  Cyanide,  6*^.),  3^7 
invention  in  dilution  of  solution,  37,  369 

a  fair  development,  68 
construction  of  specification,  93 

per  Smith,  L  J.,  369 
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Ooveming  Patent.    See  Master  Patent 

Orant  of  Patent,  conditions  for,  52-83 

See  DiBOonfbrmity,  Bpeoiiloation,  Sufficiency,  Utility 

person  to  whom  granted.    See  Tme  and  Timt  liiventor,  and  Application 

refusal  of,  in  certain  cases,  3,  504 

to  two  jointly.    See  Contemporaneous  applications 

Ouns,  toQchholes  in  {Manion  v.  Parker)  82 

Handles,  felt  {Cooper  v.  Baedeker),  44>  431 

Hats,  comb  for  {Savage  v.  Harris\  38 

Heating,  omission  to  mention  {Simpson  v.  HolUday)^  83 

Hoists  with  friction  clutch  {Morris  y.  Young\  371 
new  function  of  parts  in,  41,  43 
construction  of  claim  for,  94,  374 

Holidays  at  Patent  Office,  506 

Horse-clippers  {Clark  v.  Adie\  259 
claim  for  combination,  90,  262 
invention,  the  machine  only,  12,  13,  263 

Hot  Blast.    See  Smelting 


Identity  of  Inventions,  30-33 
considered  under  new  practice,  30 
comparison  of  invention  and  anticipation,  30 

by  evidence  (per  Lord  Westhury^  L.C.),  219 

steps  in  comparing,  30 

e.g»  claims  including  what  was  old,  31 
introduction  of  new  principle,  31 
test  of  difference  of  function,  31 

inventions  of  like  form,  different  in  principle,  32 

inventions  of  different  form,  same  in  principle,  32 
combinations,  comparison  of,  32,  33,  39 

per  Lord  Ha^ierley^  L.C.,  248 

per  Lord  Jfalsbury,  L.C.,  449 

e,g.  difference  of  functions,  33 

application  of  same  principles,  33 
See  also  Function 

Importer  of  inventions.    See  Tme  and  first  inventor 

Improvements,  patents  for,  14,  15 
may  be  "master''  patents,  15 
must  be  for  manufactures,  14 

per  Lord  CrantuortA,  230 

per  Lord  Halshury^  L.C.,  428 

per  Lord  Davey^  430,  484 
must  be  capable  of  being  specified,  14 

per  Lord  Cairns^  L.C.,  268 
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Improvements— f<w/r>rMA/. 

how  distiDguished  in  specification,  59 
per  BulUr,  J.»  180 
pci  Lord  IVestbury,  L.C.,  228 
by  reference  to  prior  patents,  59 
e.g.  Ilarmar  v.  Playtu^  182 
per  Xx>rd  ffalsbury^  L.C.,  461 
on  provisional  constituting  disconformity,  71 
See  Bisoonfonnity 

Inoandeeoents,  false  theory  as  to  {.DelliMs  Pat.)y  61 

Incandesoent  Mantles  {Incandescent^  ^c.  v.  De  Mare),  388 
a  pioneer  invention  and  wide  claim,  62,  94,  390 
but  limited  {Welsbach,  &*c.  v.  Daylight),  62,  89,  91,  94,  97,  391 

Incapable  Persons,  declarations  by,  104,  506 

Tiidia»  protection  of  inventions,  510 
6:0?  International  Convention 

Infimts,  applications  by,  104,  506 

Infiringement>  validity  tested  in  action  for,  4,  18,  84 
of  combination  (per  Lord  Cairns,  L.C.),  268 

per  Lord  Field,  274 
no  action  for,  before  sealing  of  patent,  117,  490 
question  of,  not  within  jurisdiction  of  Comptroller,  131 

Inspection  of  specifications  after  acceptance,  594 
Insnfflcienoy.    See  Sufficiency  of  Specifications 

International  Convention,  text  of,  576 
translation  of,  581 

application  of,  to  firitish  Possessions  oversea,  177 
foreign  countries  under,  596,  597 
procedure  under,  1 76- 178 

^ent  cannot  apply,  177 

application,  with  specification,  177,  508,  522,  528,  597 
amendments,  178 

'' convention  application"  defined,  526 

corporation  may  apply,  177 

date  of  foreign  application,  48,  177,  509 

date  of  registration,  178,  537 

death  of  applicant,  177,  528 

"foreign  application"  defined,  526 

opposition,  no  locus  standi  in,  178 

time  for,  limit  of,  178,  509,  522,  529,  597 

International  Office,  597 
International  Bzhibitions.    See  Exhibitions 
Interpretation  of  Specifications.    See  Construction 
Invalidity.    5"^  Validity 
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InventionB,  defined  by  statute,  2,  502 
as  claimed,  must  be  considered,  46 
must  be  manufactures,  2,  6 

when  patentable,  2,  3 

per  TinJa/,  C.J.,  196 

two  classes  of,  8 

analysis  of,  7 
distinguished  from  principles,  9 

illustrations  of,  I0|  11 
distinguished  from  objects  and  results,  1 1 

means,  not  object,  patentable  ( IVifoJ,  V.C.),  239 

illustrations  of,  12,  13 
mere  uses  and  applications  to  new  purposes  are  not,  12 

per  Smithy  L.J.,  410 

e.^,  claim  for  an  old  use,  13 
illustrations,  44-46 

See  also  Manofkoture 
Identity  of  inventions.    See  Ideiitlty  of  InyBntionB 
' '  Inyention  **  meaning  inventive  ingenuity,  34 

distinguished  from  discovery,  34 
per  Undleyy  LJ.,  350 

^dr^ventiTe  Ingenuity 
to  be  described  in  specification,  57,  i  to,  486 

.S^r  Complete  Bpeolfloation 
communicated  from  abroad,  48 

See  True  and  First  Inventor 
Patent  Office  does  not  deal  in,  595 

See  also  Pioneer  Invention 

Inventive  Ingenuity- 
addition  to  public  knowledge,  34 
want  of,  invalidates  patent,  20,  34,  35 
per  Lord  Dawy,  393 
per  JJndley,  LJ.,  35s 
is  a  question  of  fact  and  d^^ree,  34,  324 

proved  by  evidence  (Lord  Halsbmry^  L.C.),  393 
See  Bvldenoe  of  Invention 
may  be  very  little,  36 
^xjessd^  M.R.,  257 
or  very  simple,  40,  328 
may  be  in  the  mere  idea  of  a  combination,  39 
per  Lindley^  L.}.,  387 
per  Rigby,  L.J.,  388,  397 
Modes  of  invention — 

alteration  of  shape  or  strength,  35,  36 
of  shape  of  flyer,  36,  212 

of  pavement  lights,  32,  279 
of  carbon  filaments,  37,  297 
of  strength  of  disinfector,  36,  362 
of  position  of  parts,  41,  370 

in  a  glass  furnace,  42,  245 
substituting  round  wick  for  flat,  257  (».) 
alteration  of  physical  conditions,  36,  37 
of  proportions  and  temperature,  37 
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Inventive  Ingenuity — continued. 
Modes  of  invention— conHnued, 
heating  air,  37,  187 
dilution  of  solvent,  37,  369 
stopping  a  process  at  earlier  sUge,  34,  365 
by  selection,  43 

of  oxides  in  gas-purification,  43,  208,  211,  212 
of  substances  in  making  paraffin,  44 
application  of  old  things  to  new  uses,  43,  289 
per  Blackburn^  J.,  207 
per  Lord  IVestbury,  L.C.,  207,  ao8 
e,g.  clamping  braided  wire,  43,  323 
friction-clutch  in  hobts,  43,  371 
gas  to  singeing  lace,  41,  186 
levelling  device  to  gasholders,  43,  354 
paper  tubes  to  wet  spinning,  43 
Illustrations  of  want  of— 

alteration  of  reach  in  wet  spinning,  45,  374 
bobbins,  ferrules  on,  44,  463 
casting  of  boiler  in  one  piece,  46 
carriage-springs,  new  application  of,  35,  323 
cutting  swansdown  linings,  46,  421 
embossing  fabrics,  46,  430 
eyelets  for  boots,  46,  362 
fish-plates  for  rails,  45,  204 
friction-brushes  for  yams,  45 
handles,  for  racquets,  44 

grooving  of  felt,  44,  431 
indenting  bottle-necks,  443 
mincing-machine,  44 
pince-nez,  placquets  for,  44,  400 
reels  with  hooks,  44,  333 
selecting  best  magnet  for  meters,  484 
straw  cases  for  bottles,  45 
transformers,  new  use  of,  45,  332 
transmission  sheet  for  typewriter,  46,  431 

Inventor,  true  and  first,  to  be  patentee,  48 
or  one  of  them,  516 

See  True  and  First  Inventor 
deceased.    See  Application 
assistance  of  workman,  51 
rights  of  subsequent,  47,  607-609 
takes  risk  of  validity,  4 

See  also  Bival  Inventor 

Ireland,  remedies  reserved  in,  511  ' 

Iron.    See  Smelting 

Isle  of  Han,  application  of  Acts  to,  19,  511,  512 

Joint  Grants.    See  Contemporaneous  applications 

Journal,  Patent  Office,  Ii7f  499 
places  supplied  with,  600-605 
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Jurisdiotion  of  Comptroller  and  Law  Officers,  101-103 

Knowledge 

of  reader  of  specification,  73 

construction  of  specifications  in  light  of  public,  85 

in  cases  of  opposition,  146 

of  consulting  experts,  loi 

Public  knowledge — 

that  of  rival  inventor  is  not,  24,  354 
evidence  of,  before  Comptroller,  133 
rule  of  Webster^  A.G.,  148,  149 
addition  to,  essential  to  validity,  34 
a  combination  itself  may  be,  42 
See  Inventive  Ingenuity 


I,  singeing  {Hall  v.  Jdrvit)^  41,  186 

I«0Unp,  on  wheel  of  cycle  (Lucas  v.  Miller)^  65 
clips  for  {Miller  v.  SearU  Barker),  67 
paraffin  {ffinks  v.  Safety  UgkHng  G'.)*  254 

circular  wick,  failure  of,  28,  256 

insufficiency  of  description,  77,  257 
ships*  {Cera  Ligkt  Co,  v.  Dobbie\  71 
^<ar  o/a?  Eleotrio  laamp 

Lanolin,  manufacture  of  {Benno  Jajfi^  6*r.  v.  Rickardson)^  356 

Iiaw  Offloersy  jurisdiction  of,  loi,  102 
no  appeal  from,  X02 
do  not  inquire  into  validity,  118 
proceedings  before,  498 
Rules  as  to,  571 
See  Appeal,  Opposition  to  grants 

Legal  Proceedings  (Act  of  1883,  sections  28-32),  496 

Letters  Patent,  defined,  2 

Library,  prior  publication  by  books  in,  26,  27 
of  Patent  Office,  598 

search  at,  lOO 
supplied  with  Patent  Office  Publications,  600-^06 

Licenses,  registration  of,  493,  538,  593 

Lock  on  gate  {Carpenter  v.  Smith),  21 
LunatiOy  application  for  patent  by,  104,  506 

Machine  not  used  no  anticipation,  22 
claimed  instead  of  process,  45 
illustrations  of  new,  41,  42 
form  of  specification  for,  112 

Manufocture,  term  as  used  in  Patent  Law,  6-17 
what  may  be  a,  3 

per  Tindal,  CJ.,  196 
per  Jesself  M.R.,  288 
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Manufacture— ^<?M//Vy«A/. 
improTements  may  be,  14 

e^,  combinations  constituting,  41 

re-arranged  processes,  42 
applications  of  old  tilings  to  new  use  may  be,  40 

per  Lindley,  LJ.,  355 
introducing  new  mechanism  may  be  (per  Lord  W<Uson\  376 
pioneer  inventions,  15 
without  sale,  may  anticipate,  21 

per  Lord  Chdmsfordy  L.C.,  220 
mere  novel  use  or  application  b  not,  12 
per  Lord  Cranvforih,  230 
per  Lindley,  L.J.,  355 
per  WilUs^  J.,  207 
per  Lord  Westbury^  L.C.,  207,  208 
e.g,  bottle-casings,  45 
brushes  for  yams,  45 
grooving  fish-plates,  45,  204 
using  transformers,  45,  329 
wet  spinning  of  flax,  45,  190 

per  Fry^  LJ.,  195 
embo^ing  fabrics,  46,  230 
cutting  with  band-knife,  46,  420 
use  of  old  magnets  in  a  meter,  484 
new  manufactures,  not  patentable  (cases),  44 
Comptroller  may  reject  application,  if  not  for  a,  102 
See  also  InventionB  and  ImprovementB 

Mariner's  Ck>mpa8B»  liquid  brake  in  ( Thomson  v.  BaUy\  79 

Master  Patent^  defined,  15 

may  also  be  for  an  improvement,  15 
specific  references  to,  139 

See  Disdaimer  in  opposition  cases 

Mattresses,  weaving  {Dowling  v.  Billington\  66 

Meat,  solutions  for  preserving  {Bailey  v.  Roherton)^  69 

Meohanioal  Equivalents,  96.    See  Equivalents 

Meohanioal  Inventions,  principles  of,  10 

Merit  of  invention  considered  in  construing  specification,  89 

Metal,  new  rolled  (Betts  v.  Men»ies\  28 

Meters,  electric  {Chamberlain  &»  Hoohham  v.  Bradford)^  467 

Methods  may  be  patented,  8 
how  compared,  31 

Mikado  Colotirs.    J^^Dyes 

Minolng  Machine,  want  of  invention  in  ( Williams  v.  Nye\  44 

Models  for  Museum,  500 

Monopolies,  statute  of  (21  Jac  i.  c.  3),  i,  18,  19,  20 
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Monopoly  limited  by  claims,  46,  57 
unaffected  by  subsidiary  claim,  63 
dates  from  application,  51,  55,  490 
dated  from  sealing  before  1852,  53 

Motors  {£/,  C(ftts,  Corp,  v.  Imperial  Tramways  CV?.)i  93»  433 


Nature  of  Invwitioii.    .S^  Ck>nBtruotloii  and  Provisional  Speciflcatioii 

Neoktie  linings,  cutting  {Dredge  v.  Pameil),  46,  420 

Nagleot  of  patentee  to  experiment,  109,  245  (».) 

New  Manufkotures,    .S^  Manufkotnre 

New  Praotioe  under  Act  of  1902,  102,  116,  523 
comparison  of  inventions  by  applicant,  4,  30 
examination  of  specifications,  103 
and  second  ground  of  opposition,  116,  151,  152 

Novelty,  want  of,  invalidates,  20 

See  Prior  Publication  and  Prior  User 
no  search  for,  in  office,  595 

until  new  practice  introduced,  1 16,  523 
in  claims.    See  Claims 
in  combinations.    See  GombinationB 
proof  of.    See  XSvidenoe  of  Novelty 

Object,  distinguished  from  Invention.    See  Inventions 

Office  Copies  of  documents  in  Patent  Office,  593,  594 

Opposition  to  grants,  1 18-155,  590,  591 
grounds  of  opposition,  1 19,  488 

See  Mow 
connection  with  Revocation,  1 19 
questions  to  be  decided  in,  121 

validity  not  in  issue,  118,  121,  14S 
notice  of,  to  applicant,  119,  533 
Form  D,  553 

signed  by  opponent,  120,  153 
particulars  required  in,  120,  534 
copy  for  applicant,  120,  534 
hearing,  time  for,  119,  489 

notice  of  attending :  Form  E,  535,  554 
abandonment  of,  lao,  121,  533,  534 
Amendments  generally — 

in  title,  description,  or  claims,  136 
when  not  allowed,  136 
as  an  alternative  to  rejection,  124,  133,  135 
rule  by  Finlay^  S.G.,  135,  136 
subject-matter  then  considered,  133,  135 

in  claims,  113  j 

in  public  interest,  103,  135  ' 

See  also  btlow 
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Opposition  to  grants — continued, 
Effidence — 

by  declarations,  r20 

costs  of  prolix,  120 
applicants*  and  opponents'  time  for,  1 21,  534 
where  opponent  does  not  give,  121,  534 
farther,  by  leave,  121,  535 
of  state  of  knowledge,  121 

where  no  evidence  of,  122 
(See  also  below  under  Several  Grounds  of  Opposition) 
First  Ground  of  Opposition^  122 
abandonment  of,  533 
interest  of  opponent  in  patent,  122-124 
"l^;al  representative,"  meaning  of,  123 
joint  grants,  when  made,  125, 126 
no  inquiry  into  transactions  abroad,  126 
questions  in  issue,  124 
evidence  required,  124 

time  for  leaving  declarations,  120,  534 
copies  for  applicant,  120,  534 
oral  explanations,  534 
Second  Ground  of  Opposition 
object  of  allowing,  129,  130 
independent  of  first  ground,  131 
condition  of  an  earlier  claim,  127,  128,  142 
of  opponents*  interest,  I28'I3 1 
Webster^  A.G.,  on,  130 
classification  of  cases  under,  131 
refusal  of  grant  in  clear  case,  134 

per  Webster^  A.G.,  132 
grant  allowed  in  doubtful  case,  135 

per  iVAsUry  A.G.,  137 
amendments,  general  rule  as  to,  141 
when  allowed,  or  not  allowed,  136 
illustrations,  137,  1 38 
to  protect  earlier  patent,  146 
See  Diaolaimers 
Effect  of  Act  of  1902  on,  152 
questions  at  issue,  148 
evidence,  time  for  leaving,  120,  533 
oral  explanations,  121,  534 

absence  of,  decision  given  on  specifications  alone,  148 
of  state  of  knowledge  (per  Webster^  A.G.),  14^ 
in  difficult  cases,  149-151 
Third  Ground  of  Opposition — 

disconformity,  connection  with,  152 
doubtful  cases,  sealing  allowed,  153,  154 
provisional  specification,  construction  of,  155 
Appeal  to  Law  Officer— 

notice  to  be  filed,  155,  571 

to  whom  copies  sent,  156,  571 
of  cross  appeals,  155 
agent's  signature,  155 
opponent's  appeal,  notice  to  applicant,  156 
documents  by  post,  156,  572 
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Oppositkm  to  grants— <MUtrmM/. 
Appeal  to  Law  0/uer-~c9uHmtid. 

limit  of  time,  extensioo  of,  156,  571 
notice  of  bemring,  156,  571,  572 
parties  to  be  beard,  157,  489 
evidence,  wben  additional,  156,  572 

attendance  for  cross-examination,  157,  572 
expert  assistance,  149,  489 
costs,  IS7.  57* 
Set  also  fteallng  of  P^^tent 

Paper  Antlfllpation,  defined,  ao  (m.) 
.S^  Prior  Pubiieation  iy  doamumts 

'Pm.pBt,  drying  {Cfvmpttm  v.  Maijffm)^  75 

sulphite  pulp  {Barti^gtom  v.  Hartl^ool)^  22 

Parsffln*  mannfiictnie  of  (  Vmtig  ▼.  Ferme\  44 

PfttentaUe  InTvntion  defined,  4 

Patant^  definition  of  term,  2,  502 
nae  of  term  "  patent,"  2 

penalties  for  improper,  2,  510,  594 
for  combinations.     5«flrGoBibiBations 
duration  of^  490 

.StfDate 
extension  of  term  o^  493,  494 
form  of :  Form  W,  569 

of  application  for  duplicate,  561 
for  improvements.    Set  Improvements 
register  of.    See  Beglster 
renewal  of,  490,  491,  539,  S9i 

fees  for,  542,  592 

application  to  enlarge  time,  558 

certificate  of^  557 
subjects  of,  3 

for  one  invention  only,  56,  107,  108,  498 

5^  aiso  Master  Patent,  and  Healing 

Patent  Mediolneg  not  under  Patent  Office,  596 
Patent  Mnaemn,  499,  598 

Patent  OfHoe,  establishment  and  control  of,  503 
advice  not  given  by,  595 
copies  of  documents  in  evidence,  504 
does  not  recommend  particular  agents,  595 

nor  give  financial  aid,  595 
forwarding  documents  to,  541 
hours  of  business  at,  540 
publications  of,  598,  599 

where  to  be  seen,  600-605 
replies  by  post  from,  594 
sale  of  drawings  at,  596 
seal  of,  loi 

received  in  evidence,  503 
search  undertaken  by,  594 

See  New  Praotioe,  Searoh 
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Patentee,  definition  of,  under  Act  of  1883,  502 
importer  of  inTention  may  be,  48 
true  and  first  inventor,  49 
See  Applieatioii,  Inventor,  True  and  First  Inventor 

Pavement  Idi^bte  {ITajrmard  ▼.  HamiU<m\  rji 
alteration  of  shape  is  inrention,  36 
new  principle  in,  10,  33 


Payment  of  Fees.    See  Fees  and  Patent 
Penoil-oaeee,  drop  action  in  ( Woodward  v.  Sansum\  66,  300 
Petition  for  Bevoeetion,  validity  tested  by,  84 
Phonograph  {United  Telephone  Co,  ▼.  Harrison)^  69 
Pluytography,  daguerreotjrpe  process  {Beard  v.  Egerton),  78 

Pioneer  Invention  defined,  15 
eg.  Edison  lamp,  62,  297 

incandescent  mantles,  63,  3S8,  390 
claims  for,  are  wide,  62 

per  Undley^  L.J.,  319 

construction  of,  94 


helical  springs  {PUkard  t.  Prescoti)^  339 
pivoted  placquets  ( IVood  v.  Raphael),  44,  399 


Polishing  yams  {Brooke  t.  Aston\  45 

Po6t»  sending  documents  by,  506,  541 

Powder.    See  Explosive 

Praotieal  Directions.    See  Bnlfioienoy  of  Bpeciflcations 

Preservation  of  meat  {Bailey  v.  Roberton),  270 

Principles  distinguished  from  Inventions,  7,  9 
e.g.  dtsinfector,  10,  358,  361,  362 

gas-engine,  10,  288 

hot  blast,  10,  189 

pavement  prisms,  10,  277,  280 

purification  of  gas,  10,  208,  211 
importance  of  distinguishing,  11 

in  comparing  inventions,  31,  33 

See  Identity  of  Inventions 
of  chemical  inventions,  1 1 
of  mechanical,  10 
not  patentable,  9 
claim  to  all  forms  is  claim  to,  89 

per  Alderson,  B.,  189 

Printing,  copper-plate  {Sturtz  v.  De  la  Rue\  75 

publication  by  use  of  machine  for  {Hoe  v.  FosterS^  25 
stop-press  news  {Taylor  v.  Annand),  42,  93,  445 

Prior  Orant,  ground  of  invalidity,  20,  51 
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I,  patentable,  8 
comparison  of,  31 
rearrangements  constitnting  manufactures,  43 

altering  temperature,  37 
Lord  HerscheU  on,  190 

cyanide  extraction  of  gold,  37,  369 

explosive,  42,  394 

gas-lamps,  42,  336 

gas-purification,  43,  208 

glass  furnace,  42,  245 

selecting  materials,  etc,  43,  44 

waterproofing,  42 
machine  claimed  instead  of,  45,  195  (m.) 

Proftesioiial  assiBtanoe,  when  of  value,  loi 

Proportlon8,  mention  of,  in  specification,  88 
of  metals  for  alloy,  89 

per  Lord  Wcstbury^  210 
of  ingredients  in  dynamite,  276 
dye,  giving  examples  (per  Romer^  J.),  366 
when  limiting  claim,  89 

ingredients  in  smokeless  powder,  89 

Lord  HerscheU  on,  418 
in  incandescent  mantles,  89 
Romer^  J.,  on,  39 1 

Froviflioiial  Speoifleation,  form  of,  550 
origin  and  object  of,  54,  55 
to  describe  nature  of  invention,  55,  64,  336,  486 
not  details  (per  ByUs^  J.),  204 
per  Lord  Caimsy  L.C.,  272 
per  CoUon^  L.J.,  304 
substitute  for  older  title,  56,  106 
to  commence  with  title,  56,  106,  486 
should  be  drawn  wide,  106 
drawings  for,  if  required,  56,  107,  486 
for  one  invention  only,  56,  107,  108,  498 
not  referred  to  in  construing  complete,  99 

See  also  Applioatlon 
Provisional  Protection  aflbrded,  490,  593 

Pablio,  rights  of  the,  19 

Pablio  Interest,  patents  granted  in,  i 
amendments  of  specifications  in,  103 

Pablio  Knowledge.    See  Knowledge 

Public  Policy  requires  utility,  80 
invalidates  for  secret  user,  21,  79 

Publication,  none  of  inventions  required  by  War  Office,  117 
of  anticipations.     See  Prior  Publication 

Publications  of  Patent  Office.    See  Patent  Office 

Purification  of  gas.    See  Gas-purification 


640  INDEX. 

BAilway  Signals,  useless  {Easterhrook  v.  G,  W.  Ry,  Co.),  83 

Rimlin,  extent  of  the,  z,  19,  490 

BeelB  with  hooks  {LoH^fiottom  v.  Shcm\  44,  333 

Relbrenoe  to  earlier  patents  in  Public  Interest,  102,  116,  524 
without  disclaimer  useless,  146 
Sa  also  DiBolaixner,  Opposition  to  Grants 

BaMgoratom,  equivalents  in  {.Hocking  v.  Hoeking\  99 

Begistor  of  Patents  to  be  kept,  493 
includes  those  before  1883,  51a 
matters  to  be  registered,  493 

assignments,  Ac,  493,  504,  537,  593 

Convention  application,  date  of,  178,  537 

fees,  on  certificates,  538 
failure  to  pay,  538 

grant,  address  of  patentee,  537 
alteration  of  address,  537,  565 

notification  of  licence,  538 

not  trusts,  503 

orders  of  Privy  Council,  538 
evidence  of  matters  therein,  493,  504,  539 
inspection  of,  504,  538,  539 
rectification  of,  by  the  Court,  504 
request  for  entry  of  licence,  538,  560 
request  for  entry  of  partnership,  537 

Form  L,  537,  559 

proof  of  title,  537,  538 

Bagistration  cannot  protect  mechanical  inventions,  595 
Benewal  of  Patent.    See  Patent 

Besnlts,  old,  specification  narrowly  construed,  339 
illustrations  of  no  invention  in,  46 
See  Invention,  Inventive  Ingenuity,  Kanufkctore 

Revocation,  petition  for,  validity  tested  in,  4 
connection  of,  with  grounds  of  Opposition,  119 
proceedings  for,  494,  495 

Bhodaxnina    See  Dyes 

Bival  Inventor,  knowledge  of,  not  public,  24 
position  of,  47,  607-609 

under  Act  of  1852,  54 
first  applicant  succeeds,  49 
See  True  and  First  Inventor,  Contemporaneous  Applicatioos 

Boiler  Skate  {Plimpton  v.  Spiiier),  258 
subsidiary  claim  to  fastener,  58,  64,  95 

Bovlng  Cotton,  centrifugal  presser  for  (Seed  v.  ffiggins),  212 

Bules,  Board  of  Trade  to  make,  507,  519 
set  out,  526-544 
regulating  appeals  to  Law  Officers,  571,  572 
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8aeeliaxi2ie  (Sacekarine  Corp.^  ^c.  v.  Chemicals^  6^.)9  37 

8addl«»  connectioDS  for  (Brooks  v.  Lampiugh\  70, 407,  410 

Sale,  articles  deposited  for  (^MuUins  v.  Har()^  24 

larige  sale  as  evidence  of  invention.    Ste  Svidonoe 

Sflunples,  publication  of  {Hancock  v.  Somcrvdl)^  24 

Bootland,  legal  procednre  in,  510,  511 

Sorew-propeUers,  bearings  in  {Penn  v.  Bibby)^  65 

Seal  of  Patent  Office,  loi 
received  in  evidence,  503 

Sealing  of  Patent^  158,  489 
date  of,  490 

under  Act  of  1852,  54 
when  usually  sealed,  594 
time  allowed  for,  158,  489,  515 
refused  in  clearest  cases  only,  132 

per  WebsUr^  A.G.,  132,  137 

Seaxeh,  by  inventor  at  Patent  OfBce,  100 
fees  for  copies  of  documents,  594 
officials  do  not  act  for  inventor,  594 
for  specifications,  how  made,  599 
by  officials,  under  new  practice,  116,  523,  524 

Secret  user  by  patentee,  21,  79,  80 
Lord  CampbcU^  C.J.,  on,  218 
Tennants  Case,  182 
Sec  Prior  User 

Selection,  invention  by.    See  Inventive  Ingenuity 

Sewing-machine  (JFoxwdl  ▼.  Bostock),  225 
claim  too  wide,  60 

Sharpener  for  knives  {Fdton  v.  Greaves)^  77 

Shearing-machine,  brush  on  {Lewis  v.  Marling,  76 

Ship's  frames  {ydrdan  ▼.  Moore),  243 
construction  of  claims  for,  31,  92 

Shop,  open  manufacture  in  shop  (Humpherson  vi  Syer\  24 

Shore  Groynes  {Case  v.  Crcssy\  450 

Simplicity  of  combination,  may  mislead,  40,  328 
.S^^  Inventive  Ingenuity 

Skate.    ^^^BoUer  Skate 

Skilled  Workman.    See  Workman 

Smelting,  equivalents  in  {Heath  v.  Unmn\  97,  200 
preventing  cold  short  (//«//  v.  Thompson),  183 
heating  of  blast  {NcUson  v.  Harford),  10,  37, 187 
anthracite  and  hot  blast  {Crane  v.  Price),  17,  195 

Smokeless  powder.    See  Bxplosives 
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Spaeiiletlon,  reasons  for  a,  3,  52 

per  Lord  Halshtry^  L.C.,  460 
origin  of  Provistonal  Specification,  54.    See  Pxovisional  Specification 
invention  to  be  described  in,  56,    .Sr^  Ck>iiipl6to  Bpeoifloation 
to  whom  addressed*  73.    See  Oanstmction  of  Speoiflcatioiis 
amendment  oil    5^  Amendmaoat  of  Speoifloatioiis 
when  printed  and  on  sale,  $94 

liow  obtained  from  Patent  Office,  591,  599 

postal  request  for:  Form  C,  55a 
libraries  sc^lied  by  Patent  Office,  507,  600-605 
foreign  and  Colonial  at  Patent  Office,  loi,  598 
American,  where  may  be  seen,  600-605 

Bpeeillo  Balbrenoe.    See  Disclaimer 
Bpinnixig  Machinery  (Curtis  v.  Plati\  97,  231 
Btampinc  of  docaments  for  registration,  593 
Statute  of  HonopoUee  (sect.  6),  i,  19,  ao 
Steam-engine,  separate  condenser  (Boultan  v.  BuU^^  9,  12 
Stenoil-eheet  for  typewriter  {Dick  v.  Ellam's,  6*^.),  46,  91,  430 
Step  of  bicycle  {Oswionds  v.  Bahnoral^  6v.)>  60,  418 
Stone,  artificial  (O^oen's  PaientS^  75 

Storage  Battery.    See  Sleotrioity 

SaU^ot-matter  defined,  6,  102 
sabjects  of  patents,  2,  3 

See  various  kmds^  Bicycle,  I>3res,  Blectricity,  &c. 
must  be  a  manufacture,  6 

introduction  of  new  mechanism  is,  376 
See  Mannfkotare 
must  exhibit  invention,  20 

per  Rigiy,  LJ^  324 
See  Svidence  of  invention,  InTantUm,  Inventive  Ingenuity 
considered,  by  Comptroller,  102 

in  opposition  cases,  133, 135 

Sabordtnate  Integers.    .S^  Combinations,  Construction  of  Claims 

Subsequent  Inventors,  rights  of,  47,  607-609 

Subsidiary  Claim,  defined,  58 
object  of,  59 

small  amount  of  utility  will  support  (per  Bcwen^  L.J-)>  289 
Illustrations  of— 

for  brush  in  shearing-machine,  58,  64,  76 
for  fastening  hinged  comb,  64 
for  igniting  dynamite,  58,  64 

per  Lords  Cairns,  L.C.,  and  Hatherley,  275 
for  magnets  in  a  meter,  482,  484  ^ 

for  particular  use  of  patented  metal,  58,  64 

per  Lord  Wesibury^  221 
for  securing  skate-runner,  58,  64 
per  Jamesy  L.J.,  258 
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Snflloienoy  of  SpedfleationSy  72-79 
most  give  foil  directions,  72,  73 
reader*s  knowledge  supposed,  73 

in  improvement  cases  (/>  Blanc^  J.,  and  Lord  RlUnborougky  C.J.)t  1S3 
specification  addressed  to  skilled  persons,  73 
to  practical  workman  (per  Parke^  B.),  188 
to  skilled  person  (per  Cotton  and  UndUy^  L.JJ*)>  318 
amount  of  detail  required,  73,  74 

all  sources  of  error  need  not  be  noted,  73,  76 

per  Cotton^  L*J*»  24$ 
obvious  errors  do  not  invalidate,  73,  77 
e^,  slide  in  gas-engine,  2S4  {n,\  288 
in  anticipating  specification.    See  Trior  Publioation  fy  docufttents 
evidence  of  workman,  73 
per  Lord  Caims^  275 
per  LindUy^  L.J.,  299 
two  rules  as  to  disclosure,  74 
full  disclosure  necessary  to  validitj,  74 
per  Lord  ElUnborcugh^  C.J.,  182 
public  not  to  need  experiments  (per  AhbaU^  C  J.),  186 
per  Cotton^  L.J.,  245 

except  for  practice  (per  LindUy^  LJ.)»  319 
secret  user  by  patentee  invalidates,  79 
IllusiraHoHs  of  invalidity — 

false  statement  as  to  temperature,  75,  76 
equivocal  specification  for  windlass,  75 
omissions  as  to— 

use  of  acid  to  accelerate  process,  74,  75 
tallow  for  tempering,  75 
directions  for  heating,  244 
prolongation  of  process,  181 
materials  that  failed,  75 
a  special  white  lead,  75 
Sufficiency  of  Directions,  76 

what  errors  will  not  invalidate,  77 
Illustratians  of  InsiiffUieney— 
as  to  sharpening  scissors,  77 

air-holes  in  lamps,  77,  254,  257 
application  of  preserving  solution,  270 
making  bread  and  biscuits,  77 
switching  cells  in  lighting  circuit,  78,  345,  349 
use  of  enamelled  vessel,  78,  407 
Alleged  insufficiency  disproved— 

use  of  condenser  in  gas  apparatus,  78 

term  "  carbon  "  gas,  79,  297 
in  daguerreotype  process,  78 
proportions  of  ingredients  in  dynamite,  78 
wrong  drawings  of  slide  for  gas-engine,  78,  283,  28S 
kneading  filaments  for  glow-lamps,  79,  317 

use  of  term  *^  filament,"  297 
shades  in  dyeing,  79,  311 
per  Lord  Herschelly  314 
per  Romer^  J.,  366 
filling  liquid-brake  bowl,  79 
class  of  substances  for  dye,  79,  362 
per  Romer^  J.,  364,  365 
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Sulphnrlo  Add  coneeaJUniUm  (WM  ^.  JCfn^hs),  31,  91,  42$ 

Sun  Yellow.    Sniyj^m 

Bunwiidflr  of  Pateat*  in  case  of  rival  applications,  487 


TikblA,  expanding  (/ar^  ▼.  Pratt)^  la 

Tftps  of  beer-barrels  (NuaaU  v.  Hargremfes\  71, 334 

Telagraph,  Cook  and  Wheatstone's  (£/.  Tel.  Co.  v.  BreUi^  I99 
retiurn  wire  not  essential,  90 
laying  cable  (Nemall  v.  ElUotiSy  joi 
ships*  (ChadhNm  t.  Afiriaii),  67 

Tatophonae  (UmUi  Telephone  Co.  t.  Hetrrison)^  281 

T«mp«rmtiira,  altering,  may  be  invention,  37 
per  Lord  HersckiU^  190 
fidae  statement  as  to,  invalidating,  75 


Tiaiuils-raoqaety  handle  of  [Slaunger  t.  FeUkmn\  44 

T«nnof P»t«nt.   ^Patent 

Tastlnc  machine  {Bentiey  v.  Flemin^^  24 

cables  not  prior  user  (A^wtfi?  ¥•  ElHotiU  24,  aoi 

Thaory  need  not  be  given  in  specification,  60 
only  processes,  per  Bomer,  J.,  366 

per  FinU^^  S.G.  (Delhvik's  I\U.),  61 
lalse,  when  claimed  invalidates,  61 

e.g.  in  making  a  dye,  61,  401 
otherwise  not,  61 

e.g,  making  aniline  dye,  6x,  244 
use  of  transformers,  61, 367 

Th3f>t«,  remedy  for  groundless,  497 

Three- wira  ByBtem.    5^  Sleotrioity 

Tidkat-punoh  (Ticket  Punch  Register  Co.  r.  Co/ley's  Patents),  13 

Time,  power  of  Comptroller  to  enlarge,  540 
applications  for  enlarging,  592 
for  leaving  complete  specification,  55,  1 10,  487,  528 
under  new  practice,  iio^  523 
extended  by  Comptroller,  1 10^  515 
Form  U,  567 
for  acceptance  of  complete  specification,  488,  528 

extension  of :  Form  V,  568 
for  convention  applications,  177,  509,  522,  528, 597 
for  sealing  patent,  158,  489 
for  renewal  fees,  539,  542,  543 
extension  of,  491,  539,  592 
Form  K,  558 
for  opposition  to  amendments,  161,  491  536 
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In  opposition  cases — 

for  hetring  bjr  Comptroller,  119,  4S9 
for  teaving  dcclOTations  lao^  lai,  534 
for  i^>peal,  155,  571 

when  extended,  156^  571 

payment  of  coeti^  157,  572 

Title  of  Bpaotlleftttons,  origin  o(  53 
eflfect  of,  before  1853,  53 
portly  soperaeded  by  provisioiud  spedScation,  54 
spedficaUoos  most  commence  with,  56,  11 1,  486 
wording  of,  106,  107 
examination  and  amendment  o(  108, 487 
WebsUTy  A.G.,  on,  115 

Trade  Seoret  not  patentable,  79, 80 
Transfonnen.    See  Sleotrtoity 

Tme  and  Fint  InTentor,  defined,  49,  50 
e.g,  Tennanfs  Case^  51,  l8a 
assistance  of  workmen,  50 
importers  of  inventions  are^  19,  48 

no  inquiry  as  to  transactions  abroad,  126 

Tmsaea,  mannfactnre  of  {Liardet  y.Joknsom'U  7$ 

Tmata  not  to  be  registered,  503 

Tubes,  drawing  of  (TWfcv,  JJd,  v.  PerfectOy  6*^.),  453 

Typewriter,  tnuismission-cheet  {.Dick  v.  EUasns^  6*^),  46, 91,  430 

Tyres,  Bartlett's  patent  (GcrmuUy^  drv.  t.  N.B.  RMter  Ca),  414 
Welch's  patent  {PHemmatk^  ^v.  ▼.  Leieester)^  68,  432 
Welch's  patent  (/Vmmm^,  ^v.  ▼.  E,  Lomdon^  6«^*)>  339  425 
Wood^  valres  (Pneumatic^  dv.  ▼.  CassweW^  41,  381 
secoring  cover  of  {Birmif^hamy  6v.  v.  Rdiasu/^^  69 
air-tight  bands  (7Wi«/exr,  <^.  v.  Trench^  71 
dovetailed  rims  {Shremshury^  6v.  v.  Sierckx)^  33,  377 


User  by  patentee.    See  Beoret  user 

ITser  that  invalidates.    See  Prior  User 

ITses,  not  to  be  claimed,  61 

not  patentable  (per  Pigbyt  S.G.),  134 

See  CkMnMnations,  Inventtons,  and  Jfannfhetttres 

ntUity 

comparative,  as  evidence  of  novelty,  39 
comparative,  as  evidence  of  invention,  40 

is  not  condnsive,  e^»  cycle-handles,  44, 433 
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as  a  test  of  validity,  80 
not  comparatiTe,  81 
nor  commercial,  81,  318 

per  Lord  HiUsbury^  L.C.,  314 
e.g,  Edison  lamps,  81,  319 
shades  in  dyes,  8a,  31 1 
for  purpose  of  patentee,  83 
per  UndUy^  L.J.,  350 
at  date  of  patent  (per  Lindley^  L.J.)(  319 
very  little  suffices,  190 
want  of,  in  alternatives,  83 
in  one  claim,  83 
IllustratiofU  of— 

in  vent  in  guns,  8a 
omitting  directions  to  heat,  83,  344 
dangerous  system  of  signalling*  83 
in  use  of  storage  battery,  83,  345 
flanges  for  bobbins,  466 


Validity  not  guaranteed  by  Patent  Office,  4,  18 
not  decided  by  officials,  loa,  118 

cases  of  opposition,  lai,  1481 
connection  of,  with  grounds  of  opposition,  1 19 

first  ground  and  "  true  inventor,'*  laa 

second  ground  and  want  of  novelty,  ia6 

third  ground  and  disconformity,  152 
sources  of  rules  as  to,  4 
when  tested,  4*  18,  84 
patent  must  be  for  a  manufincture,  9 

5;^  Mannfthetore 
general  tests  of,  19,  ao 

invention  must  be  new.    See  Prior  Pabliofttioil«  Prior  User 

must  exhibit  ingenuity,  6 

^Inventiye  Iiig«niiity 
grant  to  true  and  first  inventor  only,  49 

See  True  and  First  Inventor 
conditions  to  be  complied  with,  3,  5a 

See  Provisional  and  Complete  Speoifloations,  Biaoonfbrmity, 
Sulfloienoy  of  Speeifioations 
utility  necessary  for,  80 

i^UtiUty 
invalidity  through  inventor's  neglect,  109,  245  (n.) 
certificate  as  to,  in  actions,  497 

Vane,  *'  spring-tip  "  ( WdtUngs  v.  Stevens)  65 

Variance.    See  Dieoonfbrmity 

Velocipede.    See  Bicycle  and  O^ree 

Verdigria,  making  ^{(Wood v.  Zimmer),  75 

War*  inventions  relating  to,  117,  500-501 

memorandum  of  War  Office  for  inventors,  574 
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'Water-closets  {Duekettv.  IVhiuhead)^  41,  370 

WaterprooUng,  altered  process  of  {Htliiwdl  ▼.  Dearman)^  42 

'Weaving^  gig-mills  {Moser  v.  Marsdm\  374 
looms  {Harrison  v.  AndersUm^  ^v.),  249 

•Wftiglilng-TiiaehiTifis  (AutamaHc  W,M,  Co.  v.  A'nighi),  13 

Wet  Spixming  (Kay  t.  Marshall)^  45,  190 
paper  tubes  in  (i^Krfir  ▼.  York  Sf.,  6^.)>  43 

Workman  and  invention,  34,  35,  40 
assisting  inventor,  50 
skilled,  and  specification,  73 
per  Cotton,  L.J.,  318 

Sa  also  Snffletenoy  of  SpeoifloationB 
and  sofficiencj,  74 
evidence  of,  37,  73 
See'BvidniiOB 

Yams  and  tbxeadSy  detector  mechanism  {Horrocks  v.  SitiMs),  69 
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